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340  Filed  Nov  30  1948  Harry  M.  Hull,  Clerk 

IN  THE  DISTRICT  COURT  OF  THE 
UNITED  STATES  FOR  THE  DISTRICT 
OF  COLUMBIA 

WILLIAM  (or  WILHELM)  J.  KROLL, 

P.  0.  Box  151,  Albany,  Oregon 

Plaintiff, 

vs. 

ALIEN  PROPERTY  CUSTODIAN  OF 
THE  UNITED  STATES, 

Defendant. 

CIVIL  ACTION  NO.  4845- ’48 
Complaint 

I.  That  this  is  an  action  for  the  recovery  of  United 
States  Letters  Patent  seized  and  now  wrongfully  held 
by  the  Alien  Property  Custodian  and  is  brought  under 
the  provisions  of  Section  9(a)  of  Trading  With  Enemy 
Act. 

II.  That  the  plaintiff,  William  J.  (or  Wilhelm)  Kroll 
is  a  citizen  of  the  Grand  Duchy  of  Luxembourg  and  came 
to  the  United  States  in  1939  at  the  outbreak  of  World 
War  II  in  Europe  and  has  since  resided  in  the  United 
States;  and  that  the  defendant,  Alien  Property  Cus¬ 
todian,  is  a  duly  constituted  officer  of  the  United  States 
Government  having  a  regular  and  established  office  in  the 
District  of  Columbia,  and  that  this  action  is  therefore 
brought  in  said  United  States  District  Court  for  the  Dis¬ 
trict  of  Columbia  in  accordance  with  the  provisions  of 
Section  9(a)  of  Trading  With  Enemy  Act. 

III.  That  on  June  15,  1940,  a  United  States  Patent 
No.  2,205,854  for  a  Method  for  Manufacturing  Titanium 


and  Alloys  Thereof  was  duly  issued  to  William  troll, 
the  plaintiff,  as  a  citizen  of  Luxembourg,  which  patent 
has  never  been  assigned  by  him. 

I 

341  IV.  That  said  defendant  on  January  18,  1943, 
seized  said  United  States  Patent  No.  2,205,854, 
under  Vesting  Order  No.  670  in  an  instrument  dated 
January  18,  1943,  recorded  May  17,  1943,  in  Liber  C  193, 
page  162  of  the  United  States  Patent  Office,  said  plalintiff 
being  identified  in  the  Patent  as  a  citizen  of  Luxem¬ 
bourg,  which  at  that  time  was  an  enemy  occupied  country. 

V.  That  at  the  time  of  said  seizure  of  United  States 

Patent  No.  2,205,854  the  plaintiff  was  actually  a  resident 
of  the  United  States  and  has  ever  since  that  time  resided 
in  the  United  States.  ! 

VI.  That  the  plaintiff  duly  filed  with  the  defendant 
a  claim  #32361  for  the  return  of  said  United  Spates 
Patent  No.  2,205,854  but  the  defendant  has  refused  and 
continues  to  refuse  to  return  said  Patent  No.  2,206,854 
to  the  plaintiff. 

VII.  The  defendant’s  refusal  to  return  said  United 
States  Patent  No.  2,205,854  to  plaintiff  is  based  by  de¬ 
fendant  on  a  contract  dated  January  1,  1934,  between 
plaintiff  and  Siemens  &  Halske  Aktien  Gesellschaft,  a 
corporation  of  Germany,  the  Siemens  &  Halske  rights 
in  said  contract  having  also  been  seized  by  said  de¬ 
fendant. 

I 

VIII.  That  said  contract  was  cancelled  by  mutual  con¬ 
sent  on  or  about  June  1,  1938. 

i 

IX.  That  said  cancellation  of  said  contract  by  mutual 
consent  removed  any  and  all  possible  claims  which  said 
Siemens  &  Halske  might  have  had  in  said  United  States* 
Patent  No.  2,205,854  of  plaintiff  and  thereby  completely 
reestablished  plaintiff’s  exclusive  right  in  and  to  Said 


4 


patent  which  was  applied  for  in  his  name  subsequently 
to  said  cancellation  and  issued  in  his  name  and  never 
assigned. 

342  X.  That  plaintiff  having  been  forced  to  flee 
from  Luxembourg  in  1939  in  order  to  escape  from 

the  invading  German  Army,  left  all  his  private  papers 
behind  in  his  safe  in  his  laboratory  in  the  City  of  Luxem¬ 
bourg,  and  has  therefore  been  unable,  until  recently,  to 
establish  his  exclusive  rights  in  and  to  said  U.  S.  Patent 
No.  2,205,854. 

XI.  That  plaintiff,  being  at  all  times  since  1939  a  non¬ 
enemy  alien  residing  in  the  United  States,  is  therefore 
entitled  under  the  law  to  orders  of  this  court  for  the  fol¬ 
lowing  relief : 

(1)  An  order  of  this  Court  for  the  return  of  the  title 
of  said  United  States  Patent  No.  2,205,854  to  the  plain¬ 
tiff  free  of  any  alleged  rights  of  defendant  by  virtue  of 
seizure  of  said  Siemens  &  Halske  contract  and  to  the 
cancellation  of  any  and  all  licenses  which  may  have  been 
issued  by  said  defendant  under  said  patent  since  the  date 
of  its  seizure  by  the  defendant. 

(2)  And  for  such  other  and  further  relief  as  to  this 
court  in  its  discretion  deems  necessary  and  desirable 
under  the  premises  to  secure  to  the  plaintiff  his  exclusive 
rights  in  and  to  the  United  States  Patent  No.  2,205,854. 

•  •  •  • 

343  Filed  May  6  1949  Harry  M.  Hull,  Clerk 

Answer 

Tom  C.  Clark,  Attorney  General,  as  successor  to  the 
Alien  Property  Custodian,  for  his  answer  to  the  com¬ 
plaint  : 


1.  Admits  that  this  is  an  action  for  recovery  of 
United  States  Letters  Patent  seized  by  the  Alien  Prop¬ 
erty  Custodian  and  that  it  is  brought  under  the  pro¬ 
visions  of  Section  9(a)  of  the  Trading  with  the  Enemy 
Act;  but  denies  the  other  allegations  contained  in  Para¬ 
graph  I  of  the  complaint. 

2.  Denies  that  the  defendant,  Alien  Property  Cus¬ 
todian,  whose  office  was  terminated  on  October  15,  1946, 
by  Executive  Order  9788  (11  P.  R.  11981),  is  a  duly  con¬ 
stituted  officer  of  the  United  States  Government,  haying 
a  regular  and  established  office  in  the  District  of  Colum¬ 
bia  and  that  this  action  is  therefore  brought  in  said 
United  States  District  Court  for  the  District  of  Coluntibia 
in  accordance  with  the  provisions  of  Section  9(a)  of  the 
Trading  with  the, Enemy  Act;  and  admits  upon  inforjma- 
tion  and  belief  the  other  allegations  in  Paragraph  II. 

3.  Alleges  that  he  is  without  knowledge  or  informa¬ 
tion  sufficient  to  form  a  belief  as  to  the  truth  of  the 
allegations  in  Paragraph  IH. 

4.  Admits  the  allegations  in  Paragraph  IV  of  the 
complaint. 

5.  Admits  upon  information  and  belief  the  allegations 
in  Paragraph  V  of  the  complaint. 

6.  Admits  that  plaintiff  filed  a  claim  No.  32361  with 
him  for  the  return  of  said  United  States  Letters  Parent 
No.  2,205,854;  and  denies  the  other  allegations  in  Para¬ 
graph  VI  of  the  complaint. 

344  7.  Admits  that  he  asserts  rights  and  interests 

in  connection  with  United  States  Letters  Patent  No. 
2,205,854  based  upon  the  vesting  of  a  contract  dated 
March  26,  1934  and  effective  January  31,  1934  between 
plaintiff  and  Siemens  &  Halske,  Aktiegesellschaft,  a  Cor¬ 
poration  of  Germany:  and  denies  the  other  allegations  in 
Paragraph  VII  of  the  complaint. 


/ 
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8.  Denies  the  allegations  in  Paragraph  VIII  of  the 
complaint. 

9.  Denies  the  allegations  in  Paragraph  IX  of  the 
complaint. 

10.  Alleges  that  he  is  without  knowledge  or  informa¬ 
tion  sufficient  to  form  a  belief  as  to  the  truth  of  the  alle¬ 
gations  in  Paragraph  X  of  the  complaint. 

11.  Alleges  that  he  is  without  knowledge  or  informa¬ 
tion  sufficient  to  form  a  belief  as  to  the  truth  of  the 
allegation  in  Paragraph  XI  to  the  effect  that  plaintiff 
has  at  all  times  since  1939  been  a  non-enemy  alien  re¬ 
siding  in  the  United  States. 

FOR  A  FIRST ,  SEPARATE  AND  COMPLETE 
DEFENSE,  TOM  C.  CLARK,  ATTORNEY  GENERAL, 
AS  SUCCESSOR  TO  THE  ALIEN  PROPERTY  CUS¬ 
TODIAN,  ALLEGES: 

12.  That  the  complaint  fails  to  state  a  claim  upon 
which  relief  can  be  granted. 

FOR  A  SECOND,  SEPARATE  AND  COMPLETE 
DEFENSE,  TOM  C.  CLARK,  ATTORNEY  GENERAL, 
AS  SUCCESSOR  TO  THE  ALIEN  PROPERTY  CUS¬ 
TODIAN,  ALLEGES: 

13.  That  the  complaint  fails  to  join  an  indispensable 
party,  namely,  Tom  C.  Clark,  Attorney  General,  as  suc¬ 
cessor  to  the  Alien  Property  Custodian,  in  that  by  Execu¬ 
tive  Order  No.  9788  of  October  14,  1946  the  Office  of 
Alien  Property  was  terminated  and  all  authority,  rights, 
privileges,  powers,  duties  and  functions  previously  vested 
in  such  Office  or  in  the  Alien  Property  Custodian  were 
vested  in  or  transferred  or  delegated  to  the  Attorney 
General  of  the  United  States;  wherefore  he  moves  the 
court  to  dismiss  the  action. 


I 


I 

345  FOR  A  THIRD,  SEPARATE  AND  COM¬ 
PLETE  DEFENSE,  TOM  C.  CLARK,  ATTOR¬ 
NEY  GENERAL,  AS  SVCCESSOR  TO  THE  ALIEN 
PROPERTY  CUSTODIAN,  ALLEGES  UPON  INFOR¬ 
MATION  AND  BELIEF:  j 

14.  That  all  rights  of  the  plaintiff  and  of  Tom  C. 
Clark,  Attorney  General,  as  successor  to  the  Alien  Prop- 
erty  Custodian,  with  respect  to  United  States  Letters 
Patent  No.  2,205,854,  are  determined  by  the  terms  of  the 
contract  between  the  plaintiff  and  Siemens  &  Halske 
dated  March  26,  1934,  under  which  Tom  C-  Clark,  Attor¬ 
ney  General,  as  successor  to  the  Alien  Property  Cus¬ 
todian,  has  an  exclusive  license  in  and  to  United 
States  Letters  Patent  No.  2,205,854  with  the  right  to  sub¬ 
license  others  without  the  consent  of  the  plaintiff  subject 
only  to  sharing  the  proceeds  of  such  sub-licensing  with 
plaintiff,  such  right  continuing  for  the  life  of  the  patent 
according  to  the  terms  of  the  contract  notwithstanding 
cancellation  thereof  as  of  December  31,  1938  pursuant  to 
Section  8. 

WHEREFORE,  Tom  C.  Clark,  Attorney  Genera,l,  as 
successor  to  the  Alien  Property  Custodian,  demands  judg¬ 
ment  dismissing  the  complaint  and  adjudicating!  his 
rights  under  the  contract  of  March  26,  1934  together  with 
costs  and  disbursements  of  the  action. 

Dated:  May  6th,  1949. 

•  •  •  • 
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354  Filed  May  1  1950  Harry  M.  Hull,  Clerk 

IN  THE  DISTRICT  COURT  OF  THE  UNITED 
STATES  FOR  THE  DISTRICT  OF  COLUMBIA 
WILLIAM  (or  WILHELM)  J.  KROLL, 

Plaintiff, 

y. 

J.  HOWARD  McGRATH,  Attorney  General,  Successor 
to  Alien  Property  Custodian  of  the  United  States, 

Defendant. 

Civil  Action  No.  4845-48 
Substitute  Complaint 

I.  That  this  is  an  action  for  the  recovery  of  a  United 
States  Letters  Patent  No.  2,205,854  seized  and  now  wrong¬ 
fully  held  by  the  Alien  Property  Custodian  and  is  brought 
under  the  provisions  of  Section  9  (a)  of  Trading  With 
the  Enemy  Act. 

II.  That  the  plaintiff,  William  (or  Wilhelm)  J.  Kroll, 
now  a  resident  of  Albany,  Oregon,  whose  Post  Office 
address  is  Box  #151,  Albany,  Oregon,  is  a  Citizen  of  the 
Grand  Duchy  of  Luxembourg,  who  came  to  the  United 
States  early  in  1940  at  the  outbreak  of  World  War  II 
in  Europe  and  has  since  resided  in  the  United  States; 
and  that  the  defendant,  Alien  Property  Custodian,  is  a 
duly  constituted  officer  of  the  United  States  Government 
having  a  regular  and  established  office  in  the  District 
of  Columbia;  and  that  this  action  is  therefore  brought 
in  said  United  States  District  Court  for  the  District  of 
Columbia  in  accordance  with  the  provisions  of  Section 

9  (a)  of  Trading  With  the  Enemy  Act. 

355  III.  That  on  June  15,  1940,  a  United  States 
Patent  No.  2,205,854  for  a  Method  for  Manufac¬ 
turing  Titanium  and  Alloys  Thereof  was  issued  to  plain- 
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tiff;  that  said  patent  was  issued  to  plaintiff  unassigned; 
and  that  no  assignment  of  said  patent  is  of  record  in 
denial  of  the  entire  right,  title  and  interest  of  plaintiff 
as  the  inventor,  applicant  and  patentee  owner  of!  said 
patent. 

IV.  That  said  defendant  on  January  18,  1943,  seized 
said  United  States  Patent  No.  2,205,854,  under  Vesting 
Order  No.  670  in  an  instrument  dated  January  18,  1943, 
recorded  May  17,  1943,  in  Liber  C  193,  page  162,  of  the 
United  States  Patent  Office,  said  plaintiff  being  identified 
in  the  patent  as  a  Citizen  of  Luxembourg,  which  at  that 
time  was  an  enemy  occupied  country. 

V.  That  plaintiff  duly  filed  with  the  defendant  a  claim 
#32361  for  the  return  of  said  United  States  Patent  No. 
2,205,854,  and  that  the  defendant  has  refused  and  con¬ 
tinues  to  refuse  to  return  said  Patent  No.  2,205,85^  to 
the  plaintiff. 

I 

VL  That  defendants  refusal  to  return  said  United 
States  Patent  No.  2,205,854  to  plaintiff  is  based  by1  de¬ 
fendant  on  alleged  rights  acquired  by  defendant!  by 
seizure  of  the  Siemens  &  Halske  interests  in  a  contract 
dated  January  1,  1934,  between  plaintiff  and  Siemens  & 
Halske  Aktiengesellschaft,  a  corporation  of  Ger- 
356  many. 

VII.  That,  said  contract  provides  for  the  en¬ 
gagement  of  the  services  of  said  plaintiff  as  a  consultant 
in  research  and  development  by  Siemens  &  Halske  for 
a  term  of  years  and  provides  in  Section  5  thereof  that 
all  inventions  made  by  plaintiff  during  the  life  of  the 
contract  were  to  be  disclosed  promptly  to  Siemens  & 
Halske;  that  on  disclosure  of  any  invention  of  plaintiff 
(sole  or  joint)  entire  ownership  of  the  disclosed  invention 
passed  to  Siemens  &  Halske;  that  Siemens  &  Halske  }iad 
the  sole  right  to  apply  for  patent  protection  thereof  in 
all  countries ;  and  that  in  all  such  patent  rights  applied  for 
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by  Siemens  &  Halske,  said  Siemens  &  Halske  was  granted 
an  exclusive  license  with  right  to  sub-license  others,  to¬ 
gether  with  the  right  to  sue  infringers  (in  Section  6),  said 
exclusive  license  being  subject  to  plaintiff’s  right  to  a 
royalty  from  Siemens  &  Halske  for  its  use  of  the  inven¬ 
tion  and  to  a  50-50  share  in  the  profits  from  any  sub-license 
under  any  patent  right  obtained  thereon  by  Siemens  & 
Halske  in  any  country. 

VIII.  That  an  exclusive  license  with  right  to  sub-license 
others  together  with  the  right  to  sue  infringers,  in  Ger¬ 
many  as  in  the  United  States,  is  the  legal  equivalent  of  an 
assignment  of  the  entire  right,  title  and  interest  of  the 
Licensor,  subject  to  the  right  of  the  Licensor  to  the  con¬ 
sideration  promised  therefor  in  the  contract. 

357  IX.  That  the  invention  described  and  claimed 
in  said  U.  S.  Patent  was  made  by  plaintiff  on  or 
about  August  10,  1936  in  the  course  of  his  performance  of 
experimental  research  in  accordance  with  the  provisions 
of  said  agreement;  that  the  said  invention  was  disclosed 
promptly  by  him  to  Siemens  &  Halske;  and  that  on  July 
10,  1937,  in  conformity  with  the  contract,  applications  for 
German  patents  were  filed  in  his  name  by  Siemens  & 
Halske  covering  the  said  invention,  which  applications  were 
assigned  by  him  to  Siemens  &  Halske,  in  accordance  with 
standard  practice. 

X.  That,  on  or  about  June  1, 1938,  further  performance 
by  Siemens  &  Halske  under  the  said  contract  became  im¬ 
possible  through  Government  interference  thereby  void¬ 
ing  the  said  contract  by  operation  of  German  law ;  and  that 
at  or  about  this  time  the  parties  to  the  said  contract  mu¬ 
tually  agreed  to  terminate  the  contract. 

XI.  That,  in  conformity  with  this  termination  agree¬ 
ment,  the  said  contract  was  formally  terminated  by  an 
exchange  of  notice  and  acceptance  letters  dated  June  26, 
1938  and  July  27,  1938,  respectively,  in  accordance  with 


the  contract,  said  letters  setting  a  termination  date  of 
December  31,  1938  to  permit  plaintiff  to  finish  some  un¬ 
finished  research. 

I 

XII.  That  in  conformity  with  this  termination  agree¬ 
ment  Siemens  &  Halske,  on  July  7,  1938,  filed  the  applica¬ 
tion  for  U.S.  Patent  No.  2,205,854  on  said  inventioni  for 
plaintiff,  under  the  International  Convention,  and  through 

its  own  attorneys,  Knight  Bros.,  of  New  York,  N|.  Y., 
358  with  specific  instructions  to  these  said  attorneys  that 
the  application  was  to  be  filed  in  the  name  of  plain¬ 
tiff  and  that  no  assignment  of  same  was  intended  or  to  be 
made. 

XIII.  That  this  specific  instruction  by  Siemens  &  Hal¬ 
ske  is  a  clear  and  specific  waiver,  disclaimer  and  abandon¬ 
ment  of  the  Siemens  &  Halske  right  under  the  said  Con¬ 
tract  to  an  assignment  of  the  said  U.  S.  patent  applica¬ 
tion,  and  is  a  clear  and  specific  waiver  of  the  Siemens  & 
Halske  right  under  the  said  contract  to  an  exclusive  license 
with  right  to  sub-license  others;  and  that  such  waived  by 
Siemens  &  Halske  of  this  said  contract  right  extinguished 
this  right  in  this  said  TJ.  S.  patent  right  and  transfer^  to 
plaintiff  the  entire  right,  title  and  interest  in  and  to  this 
U.  S.  patent,  in  accordance  with  the  said  termination  agree¬ 
ment  of  on  or  about  June  1,  1938. 

XIV.  That  plaintiff  therefore  held  as  of  the  date  of 
filing  this  U.  S.  application  on  said  invention  the  entire 
right,  title  and  interest  in  and  to  this  U.  S.  patent  right 
to  the  said  invention,  irrespective  of  the  date  of  contract 
termination,  by  virtue  of  said  waiver  by  Siemens  &  Halske 
of  its  right  to  an  exclusive  license  under  the  patent.  | 

XV.  That  said  U.  S.  patent  No.  2,205,854  having  issued 
unassigned  to  plaintiff  and  Siemens  &  Halske  having 
waived  its  right  to  an  assignment  of  said  patent  right,  ^he 
claims  by  defendant  for  rights  under  said  patent  by  virtue 
of  contract  rights  acquired  by  seizure  of  the  terminated 
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contract  are  invalid,  said  rights  having  been  dis- 

359  claimed,  waived  and  abandoned  to  plaintiff,  and 
plaintiff  is  entitled  to  a  return  of  the  said  patent 

and  the  entire  right,  title  and  interest  therein  which  was 
vested  in  plaintiff  by  said  waiver  and  did  rest  in  him  at 
the  date  of  seizure  of  said  patent. 

XVI.  That  plaintiff,  being  a  non-enemy  alien  now  re¬ 
siding  in  the  United  States,  is  therefore  entitled  under  the 
law  to  an  order  from  this  Court  for  the  following  relief : — 

(1)  An  order  of  this  Court  for  the  return  to  plaintiff 
of  the  entire  right,  title  and  interest  in  and  to  this  U.  S. 
patent  No.  2,205,854,  wrongfully  held  by  defendant  under 
seizure  orders;  and 

(2)  For  such  other  and  further  relief  as  this  Court  in 
its  discretion  deems  necessary  and  desirable  under  the 
premises  to  secure  in  plaintiff  the  said  entire  right,  title 
and  interest  in  and  to  said  U.  S.  Patent  No.  2,205,854. 

WILLIAM  J.  KROLL 

•  •  •  • 

360  Filed  Jun  23  1950  Harry  M.  Hull,  Clerk 

Answer  To  Substitute  Complaint 

The  defendant,  J.  Howard  McGrath,  Attorney  General 
of  the  United  States,  as  successor  to  the  Alien  Property 
Custodian,  for  his  answer  to  the  substitute  complaint: 

1.  Denies  that  United  States  Letters  Patent  No.  2,205,- 
854  is  wrongfully  held  by  the  defendant  and  admits  the 
remaining  allegations  contained  in  paragraph  I  of  the 
substitute  complaint. 

2.  Denies  that  the  defendent  is  the  Alien  Property 
Custodian  but  avers  that  he  is  the  successor  to  the  Alien 
Property  Custodian  whose  office  was  terminated  on  October 
15,  1946  pursuant  to  Executive  Order  No.  9788  (11  Fed. 


Reg.  11981) ;  denies  that  the  action  must  be  brought  in 
this  district  because  of  the  location  of  the  office  of  the 
defendant  and  refers  to  Section  9(a)  of  the  Trading  with 
the  Enemy  Act  for  the  requirement  as  to  the  place  of 
bringing  suit;  denies  any  knowledge  or  information  suf¬ 
ficient  to  form  a  belief  as  to  the  truth  of  the  allegation  that 
the  plaintiff  has  resided  in  the  United  States  since  early  in 
1940;  and  admits  the  remaining  allegations  contained  in 
paragraph  II  of  the  substitute  complaint. 

3.  Admits  that  on  June  25,  1940,  United  States  Parent 
No.  2,205,854  for  a  Method  of  Manufacturing  Titanium  and 
Alloys  Thereof  was  issued  to  plaintiff  and  that  no  assign¬ 
ment  of  said  patent  is  of  record  in  the  United  States  Patent 
Office;  and  denies  the  remaining  allegations  contained  in 
paragraph  III  of  the  substitute  complaint. 

4.  Admits  the  allegations  contained  in  Paragraph  iy  of 
the  substitute  complaint. 

361  5.  Admits  that  plaintiff  filed  Claim  No.  32361  for 

the  return  of  said  United  States  Patent  No.  2,205,^54 
and  that  defendant  has  not  returned  said  patent  to  the 
plaintiff;  but  avers  that  he  is  willing  to  return  and  ]bas 
offered  to  return  said  patent  to  the  plaintiff  subject  to  the 
rights  and  interests  vested  in  the  defendant  by  his  Vesting 
Order  No.  10544  (February  21,  1948,  13  Fed.  Reg.  82f>) ; 
refers  to  said  Vesting  Order  for  the  terms  thereof;  ^nd 
denies  the  remaining  allegations  contained  in  paragraph 
V  of  the  substitute  complaint. 

6.  Admits  that  he  asserts  rights  and  interests  in  cbn- 
nection  with  United  States  Patent  No.  2,205,854  based  u^on 
the  vesting  by  his  Vesting  Order  No.  10544  of  the  rights 
and  interests  of  Siemens  &  Halske  Aktiengesellschaft,  a 
corporation  organized  under  the  laws  of  Germany,  in  and 
to  a  contract  dated  March  26,  1934  and  effective  as  !  of 
January  1,  1934,  between  plaintiff  and  Siemens  &  Halske 
Aktiengesellschaft;  refers  to  said  contract  and  to  Vesting 
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Order  No.  10544  for  the  terms  and  provisions  thereof ;  and 
denies  the  remaining  allegations  contained  in  paragraph  VI 
of  the  substitute  complaint. 

7.  Refers  to  said  contract  for  the  terms  and  provisions 
thereof  and  denies  the  allegations  in  paragraph  VII  of  the 
substitute  complaint. 

8.  Denies  the  allegations  contained  in  paragraph  VIII 
of  the  substitute  complaint. 

9.  Admits  that  on  or  about  July  10,  1937,  and  October 
7,  1937,  applications  for  German  patents  were  filed  in 
plaintiff’s  name  by  Siemens  &  Halske  Aktiengesellschaft 
covering  the  invention  described  and  claimed  in  said  United 
States  Patent  No.  2,205,854;  admits  that  the  invention 
described  and  claimed  in  said  German  patent  applications 
came  within  the  scope  of  said  contract  of  March  26,  1934 
executed  by  plaintiff  and  Siemens  &  Halske  Aktiengesell¬ 
schaft;  denies  that  said  German  patent  applications  were 
assigned  by  plaintiff  to  Siemens  &  Halske  and  that  the 
standard  practice  of  the  parties  required  any  assignment; 
and  denies  any  knowledge  or  information  sufficient  to  form 
a  belief  as  to  the  truth  of  the  remaining  allegations  con¬ 
tained  in  paragraph  IX  of  the  substitute  complaint. 

10.  Denies  the  allegations  contained  in  paragraph  X 
of  the  substitute  complaint. 

11.  Admits  that  plaintiff  by  letter  dated  June  27,  1938 
addressed  to  Siemens  &  Halske,  A.G.  gave  notice  of 

362  termination  of  said  contract  as  of  December  31, 
1938  and  that  Siemens  &  Halske,  A.G.  by  letter 
dated  July  15,  1938  addressed  to  plaintiff  accepted  the 
termination  of  said  contract  as  of  December  31,  1938; 
refers  to  said  letters  for  the  terms  and  provisions  thereof ; 
and  denies  the  remaining  allegations  contained  in  para¬ 
graph  XI  of  the  substitute  complaint. 
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12.  Admits  that  Siemens  &  Halske,  A.G.  by  letter  4ated 
June  23,  1938  addressed  to  its  own  attorneys,  Knight 
Brothers  of  New  York,  N.  Y.,  requested  said  attorneys  to 
file  an  application  for  a  United  States  patent  on  saici  in¬ 
vention,  which  application  was  filed  on  July  6,  1938  a.nd 
resulted  in  the  issuance  of  United  States  Patent  Nq.  2,- 
205,854;  refers  to  said  letter  of  June  23,  1938  for  the 
terms  and  provisions  thereof;  and  denies  the  remaijning 
allegations  contained  in  paragraph  XII  of  the  substitute 
complaint. 

13.  Denies  the  allegations  contained  in  paragraph  ^QII 
of  the  substitute  complaint. 

14.  Denies  the  allegations  contained  in  paragraph  XIV 
of  the  substitute  complaint. 

15.  Denies  the  allegations  contained  in  paragraph  XV 
of  the  substitute  complaint. 

16.  Denies  the  allegations  contained  in  paragraph  XVI 
of  the  substitute  complaint. 

For  A  First,  Separate  and  Complete  Defense,  Defendant 

Alleges: 

17.  The  substitute  complaint  fails  to  state  a  claim  upon 
which  relief  can  be  granted. 

For  A  Counterclaim,  Defendant  Alleges : 

I 

18.  This  counterclaim  is  brought  pursuant  to  Section 
17  of  the  Trading  with  the  Enemy  Act,  as  amended  (50 
U.S.C.A.  App.  Supp.  Sec.  17)  and  Section  1345,  Title  28, 
U.S.C.,  and  this  Court  has  jurisdiction  thereof. 

19.  On  information  and  belief,  on  or  about  May  10, 1949, 
plaintiff  entered  into  an  agreement  with  E.  I.  DuPont  De 
Nemours  and  Company  (hereinafter  referred  to  as  “Du¬ 
Pont  Company” )  pursuant  to  which  the  plaintiff  granted 
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to  said  company  a  license  under  United  States  Patent  No. 
2,205,854  in  return  for  the  payment  of  certain  stipulated 
royalties  or  license  fees  which  were  paid  and  were  to  be 
paid. 

20.  Pursuant  to  said  agreement,  the  DuPont  Company 
has  paid  to  the  plaintiff  royalties  or  license  fees  but  de¬ 
fendant  is  without  knowledge  or  information  as  to 

363  the  amount  of  such  royalties  or  license  fees  which 
have  been  paid  and  which  are  to  be  paid. 

21.  Said  license  by  plaintiff  to  the  DuPont  Company 
was  not  authorized  by  defendant  and  is  in  derogation  of 
the  rights  and  interests  in  said  United  States  Patent  No. 
2,205,854  which  are  vested  in  the  defendant  by  his  Vesting 
Orders  Nos.  670  and  10544  and  defendant  has  been  and 
continues  to  be  deprived  of  his  lawful  property  and  inter¬ 
ests  and  irreparably  injured  and  damaged  thereby. 

22.  On  information  and  belief,  plaintiff  will  continue  to 
maintain  and  enforce  said  license  agreement  with  the 
DuPont  Company  and  threatens  to  make  other  such  agree¬ 
ments  unless  enjoined  by  the  Court. 

23.  Defendant  has  no  adequate  remedy  at  law. 

WHEREFORE,  defendant  prays : 

1.  That  the  substitute  complaint  be  dismissed. 

2.  That  plaintiff  be  required  to  pay  to  defendant  such 
damages  as  defendant  has  sustained  in  consequence  of 
plaintiff’s  unlawful  actions  as  alleged  in  the  counterclaim 
herein. 

• 

3.  That  plaintiff  be  required  to  account  for  and  pay 
over  to  the  defendant  all  gains,  profits  and  advantages  de¬ 
rived  by  plaintiff  from  his  unlawful  actions  as  alleged  in 
the  counterclaim  herein. 

4.  That  plaintiff,  his  agents,  servants,  successors  and 
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assigns,  be  permanently  enjoined  from  making,  maintaining 
or  enforcing  his  license  agreement  with  the  DuPont  Com¬ 
pany  or  any  other  such  agreement. 

5.  That  plaintiff  pay  to  defendant  the  costs  and  dis¬ 
bursements  of  this  action. 

6.  That  defendant  have  such  other  and  further  itelief 
as  is  just  and  equitable. 

Dated :  June  23,  1950. 

/s/  Harold  I.  Baynton 
Harold  I.  Baynton 
Acting  Director, 

Office  of  Alien  Property 
•  •  •  • 

364  Filed  Aug  23  1950  Harry  M.  Hull,  Clerk 
Plaintiff's  Answer  To  Defendant's  Counterclaim 

\ 

The  Plaintiff  for  his  Answer  to  Defendant’s  first  sepa¬ 
rate  and  complete  defense : 

17.  Denies  the  allegations  of  Defendant  as  set  forth 
in  paragraph  17,  and  avers  that  the  Substitute  Complaint 
does  set  forth  a  proper  claim  on  which  relief  can)  be 
granted. 

The  Plaintiff  for  his  Answer  to  Defendant’s  Couriter- 
claim : 

18.  Admits  the  allegations  of  paragraph  18  as  to  De¬ 
fendant’s  right  to  bring  counterclaim  and  the  Court’s 
jurisdiction  over  a  proper  counterclaim  but  denies  that 
the  counterclaim  made  by  Defendant  is  either  proper1  or 
warranted  under  the  facts  or  that  this  Court  has  juris¬ 
diction  over  the  subject  matter  thereof. 

365  19.  Admits  that  on  or  about  May  10,  1^49, 
Plaintiff  entered  into  an  agreement  with  E.  L  Du- 
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Pont  deNemours  and  Company  (hereinafter  referred  to  as 
“DuPont  Company’’)  in  which  agreement  Plaintiff  did 
grant  to  said  DuPont  Company  a  conditional  non-exclusive 
license  under  said  United  States  Patent  No.  2,205,854,  the 
title  to  which  patent  and  the  right  to  grant  licenses  forms 
the  subject  matter  of  the  present  controversy;  and  further 
admits  that  in  consideration  for  such  conditional  non-ex¬ 
clusive  license  grant  and  for  the  grant  of  a  royalty-free  li¬ 
cense  under  two  (2)  other  inventions  owned  by  Plaintiff, 
to  which  Defendant  has  no  claim  whatsoever,  the  said 
DuPont  Company  did  pay  to  Plaintiff  a  certain  considera¬ 
tion  but  denies  the  receipt  of  payment  of  royalties  under 
said  agreement  and  all  of  the  other  allegations  made  in 
paragraph  19. 

20.  Denies  the  allegation  in  paragraph  20  that  De¬ 
fendant  is  without  knowledge  or  information  as  to  the 
amount  of  such  royalties  or  license  fees  which  were  paid 
and  were  to  be  paid  under  said  DuPont  Company  agree¬ 
ment  and  alleges  that  Defendant  has  full  and  complete 
knowledge  and  information  of  the  said  agreement,  the 
terms  and  conditions  thereof,  and  of  the  amounts  paid  and 
to  be  paid  to  Plaintiff  under  said  agreement  as  Plaintiff  is 
prepared  to  prove. 

21.  Denies  the  allegation  in  paragraph  21  that  said 
agreement  or  license  by  Plaintiff  to  the  DuPont  Company 
was  not  authorized  by  Defendant  and  that  it  is  in  deroga¬ 
tion  of  the  rights  and  interests  of  Defendant  in  and  to 
said  Patent  No.  2,205,854  which  were  acquired  by  Defend¬ 
ant  under  Vesting  Orders  Nos.  670  and  10544;  and  denies 
that  Defendant  has  been  or  continues  to  be  deprived  of 
his  lawful  property  and  interests  by  said  DuPont  agree¬ 
ment  in  and  to  said  patent ;  and  denies  that  Defendant  has 
been  injured  or  in  any  way  damaged  by  said  DuPont 

Company  agreement. 

366  22.  Denies  the  allegations  in  paragraph  22,  based 

on  information  and  belief,  that  Plaintiff  will  con- 
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tinue  to  maintain  and  enforce  said  license  agreement!  with 
the  DuPont  Company  and  that  Plaintiff  threatens  to  make 
such  other  agreements  unless  enjoined  by  the  Court,  and 
to  the  contrary  avers  and  states  that  Defendant  his  no 
such  information  or  belief  on  which  to  base  such  allega¬ 
tions  and  that  Defendant  has  full  knowledge  of  all  of  the 
terms  and  conditions  of  the  said  agreement  and  knowi  full 
well  that  said  agreement  merely  grants  a  non-exclusive 
license  under  the  said  Patent  No.  2,205,854  which  is  abso¬ 
lutely  conditional  upon  Plaintiff  clearing  his  title  in  and 
to  the  said  patent  in  the  instant  suit;  and  further  alleges 
and  states  that  the  Defendant  knows  that  the  said  j  con¬ 
ditional  non-exclusive  license  granted  by  Plaintiff  lender 
said  DuPont  Company  agreement  is  unenforceable  by 
Plaintiff  until  after  the  present  suit  is  terminated  in 
Plaintiff’s  favor;  and  further  states  and  alleges  that  De¬ 
fendant  also  knows  that  Plaintiff  is  not  in  a  legal  position 
either  to  threaten  to  make  or  to  make  other  such  agree¬ 
ments  and  that  an  injunction  by  this  Court  to  such  effect 
is  neither  required  nor  necessary  to  hold  Plaintiff  in  |  this 
adverse  position;  Plaintiff  further  alleges  that  Defendant 
knows  full  well  that  his  allegations  are  false,  untrue,  and 
misleading  and  that  they  are  contrary  to  the  true  facts  and 
circumstances,  and  that  Defendant  also  knows  full  well  that 
no  prospective  licensee  under  the  said  Patent  No.  2,205,854 
would  enter  into  any  agreement  with  Plaintiff  for  a  similar 
license  under  this  patent  without  Defendant’s  consent  and 
approval  first  having  been  obtained  by  said  licensee  as  was 
obtained  by  the  DuPont  Company. 

367  23.  Denies  the  allegations  in  paragraph  23  and 

asserts  that  Defendant’s  remedy  at  law  lies  in  the 
present  suit  to  quiet  title  to  the  said  patent  and  licens¬ 
ing  rights  thereunder. 

i 

24.  In  further  and  complete  response  to  Defendant’s 
counterclaim  and  prayers  for  relief,  Plaintiff  asserts  and 
alleges  that  the  said  counterclaim  is  based  upon  allegations 
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which  are  false  and  untrue  and  shown  by  the  record  to  be 
false  and  untrue;  Plaintiff  further  asserts  that  it  is  an 
improper  counterclaim,  in  that  it  does  not  arise  out  of 
the  controversy  in  issue  in  this  suit  or  involve  property 
interests  contested  in  this  suit;  and  that  this  Court  has 
no  jurisdiction  over  the  subject  matter  of  the  said  counter¬ 
claim  and  no  power  to  grant  the  relief  prayed  for  under  the 
Rules  of  Civil  Procedure. 

Plaintiff  further  alleges  that  at  law  and  in  equity  Plain¬ 
tiff  has  the  full  legal  right  to  enter  into  any  agreement 
to  dispose  of  his  property  rights  in  and  to  said  Patent  No. 
2,205,854  which  is  made  conditional  to  the  acquisition  of 
title  and  licensing  rights  by  a  favorable  decision  in  this 
suit  as  was  done  in  the  said  DuPont  agreement  and  that 
Defendant  by  virtue  of  alleged  and  asserted  rights  ac¬ 
quired  by  seizure  orders  has  no  right  at  law  or  in  equity 
to  seek  to  interfere  with  Plaintiff’s  legal  right  to  make 
such  an  agreement  or  to  dictate  the  terms  and  conditions 
of  such  agreement. 

Plaintiff  further  alleges  that,  contrary  to  the  allegations 
of  Defendant,  this  said  DuPont  Company  agreement  was 
entered  into  by  Plaintiff  at  the  specific  behest  and  solici¬ 
tation  of  Defendant  for  the  express  purpose  of  expediting 
the  manufacture  of  titanium  under  the  said  patent  by  said 
DuPont  Company  for  use  by  the  Government  Armed 
Forces  pending  the  settlement  of  this  suit ;  that  Defendant 
has  full  and  complete  knowledge  of  the  said  agree- 
368  ment  and  of  the  terms  and  conditions  of  the  same; 

and  further  states  and  alleges  that  the  main  com¬ 
plaint  of  Defendant  as  to  this  said  agreement  is  that  the 
form  of  the  agreement  does  not  meet  with  Defendant’s 
approval;  that  Defendant  wrongfully  assumes  that  De¬ 
fendant  has  the  right  under  seizure  orders  to  dictate  the 
form  and  substance  of  any  and  all  agreements  involving 
the  property  held  under  seizure. 
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Plaintiff  further  states  and  alleges  that  it  was  found 
impossible  after  repeated  discussions  and  conferences  with 
Defendant  to  arrive  at  any  joint  ad  interim  licensing  ar¬ 
rangement  with  Defendant  due  to  Defendant’s  unreasonable 
demands  as  to  form  and  substance  and  Defendant’s  wrong¬ 
ful  assumption  of  the  right  to  dictate  the  terms  andj  con¬ 
ditions  of  such  an  agreement  and  that  it  was  forced  to 
make  this  separate  conditional  license  agreement  with 
DuPont  Company  to  protect  DuPont  Company  and  plain¬ 
tiff  from  such  unreasonable  demands  and  assumptions  of 
power  by  Defendant  and  to  expedite  the  production  of 
titanium  by  DuPont  Company  for  use  by  the  Armed  Serv¬ 
ices  as  desired  by  both  Defendant  and  Plaintiff. 

Plaintiff  further  states  and  alleges,  and  is  prepared  to 
produce  a  copy  of  the  said  DuPont  Company  agreement 
for  the  Court’s  inspection  and  information;  that  the  said 
agreement  does  no  more  than  to  grant  to  the  DuPont  Com¬ 
pany  a  conditional  non-exclusive  license  under  said  Pa|tent 
No.  2,205,854  and  a  royalty-free  non-exclusive  license  u^ider 
two  (2)  other  related  inventions  owned  by  Plaintiff  f^r  a 
consideration  paid  at  the  time  of  execution  of  the  agree¬ 
ment,  the  said  license  grant  under  said  Patent  No.  2,20^,854 
being  expressly  conditioned  on  the  perfecting  of  Plaintiff’s 
title  in  and  to  the  Patent  No.  2,205,854  and  full  right  to 
grant  licenses  thereunder  by  a  Court  decision  in 
369  Plaintiff’s  favor  in  this  present  suit  before  Plaintiff 
can  enforce  the  said  license  against  DuPont  Com¬ 
pany  or  demand  and  collect  royalties  due  under  the  iaid 
license  from  said  DuPont  Company. 

Plaintiff  further  states  and  alleges  that  any  considera¬ 
tion  paid  Plaintiff  for  the  grant  of  such  a  conditional 
non-exclusive  license  under  the  said  Patent  No.  2,205J854 
and  grant  of  royalty-free  license  under  the  said  other  fwo 
(2)  inventions  is  free  and  clear  of  any  legal  claim  of  Pe- 
fendant  as  such  consideration  is  paid  for  rights  now  fyeld 
and  to  be  held  by  Plaintiff  only  in  the  said  patent. 
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Plaintiff  further  states  and  alleges  that  the  Defendant 
has  full  knowledge  that  the  agreement  specifically  provides 
that  no  royalty  payments  accrue  or  are  due  and  payable 
under  the  granted  conditional  license  under  said  Patent 
No.  2,205,854  until  after  Plaintiff  has  so  perfected  his  title 
in  and  to  said  Patent  No.  2,205,854  and  full  licensing  rights 
thereunder  by  a  favorable  Court  decision  in  this  present 
suit  and  that,  therefore,  Defendant  has  no  grounds  for 
demanding  an  accounting  or  paying  over  of  such  unpaid 
royalty  payments. 

Plaintiff  further  states  and  alleges  that  Defendant  well 
knows  all  of  these  facts  and  well  knows  that  the  allega¬ 
tions  of  his  counterclaim  are  false  and  untrue ;  and  further 
alleges  that  said  counterclaim  has  been  made  in  bad  faith 
and  with  the  intent  to  harass  and  injure  Plaintiff’s  cause 
of  action,  and  with  full  knowledge  that  the  claim  is  not 
sound  in  law  and  fact  or  warranted  or  properly  brought 
in  this  action : 

WHEREFORE,  Plaintiff  Moves  for  Summary  Judg¬ 
ment  on  said  Counterclaim  and  prays  for  a  dismissal  of 
the  counterclaim  on  these  grounds  and  a  denial  of  the 
relief  sought. 

/s/  Malcolm  E.  Rich 
/s/  Clarence  G.  Campbell 

Attorneys  for  Plaintiff. 

•  •  *  • 
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371  Filed  Aug  31  1950  Harry  M.  Hull,  Clerk 

UNITED  STATES  DISTRICT  COURT  FOR 
THE  DISTRICT  OF  COLUMBIA 

WILLIAM  (or  Wilhelm)  J.  Kroll 

Plaintiff. 

vs. 

J.  HOWARD  MC  GRATH,  Attorney  General 
Successor  to  Alien  Property  Custodian 
of  the  U.  S. 

Defendant. 

Calendar  No. 

Civil  Action  No.  4845-48 

372  Pretrial  Proceedings 

•  •  •  • 

STATEMENT  OF  NATURE  OF  CASE : 

This  is  an  action  under  Section  9(a)  of  the  Trading 
with  the  Enemy  Act,  as  amended,  to  recover  United 
States  Letters  Patent  No.  2,205,854,  vested  by  the  Alien 
Property  Custodian  by  Vesting  Order  No.  670  of  January 
18,  1943,  and  for  an  adjudication  that  said  patent  be  re¬ 
turned  free  and  clear  of  contract  rights  and  interests 
therein  vested  by  the  Attorney  General,  as  successor  to 
the  Alien  Property  Custodian  from  Siemens  &  Halske, 
A.  G.,  a  corporation  of  Berlin,  Germany,  by  Vesting 
Order  No.  10,544  of  February  21,  1948. 

Plaintiff  claims  that  he  is  the  inventor  and  the  sole 
owner  of  said  U.  S.  Patent  No.  2,205,854,  said  parent 
having  been  issued  to  him  unassigned  of  record  in  1940 
while  he  was  a  citizen  of  Luxembourg  but  a  resident  of 
the  United  States. 
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Plaintiff  claims  that  defendant  refuses  to  return  said 
patent  to  plaintiff,  a  non-enemy  alien  resident  in  the 
United  States  on  due  and  proper  claim  therefor  and  after 
enemy  occupation  of  Luxembourg  has  ceased,  on  the 
grounds  that  by  Vesting  Order  No.  10,544  defendant  has 
acquired  certain  rights  in  and  to  said  patent  then  exist¬ 
ing  in  a  certain  contract  between  Plaintiff  and  Siemens 
&  Halske,  a  German  corporation,  dated  1934. 

373  Plaintiff  claims  that  said  1934  contract  became 
void  by  operation  of  German  law  on  or  about  June 
1,  1938,  extinguishing  all  of  the  German  national’s  in¬ 
terest  therein;  and  that  on  or  about  June  1,  1938  the 
parties  entered  into  an  oral  agreement  to  cancel  said  con¬ 
tract  and  did  cancel  said  contract  according  to  the  termi¬ 
nation  provisions  of  the  contract  on  or  about  December 
31,  1938;  and  that  in  said  oral  agreement  the  German 
national  agreed  to  abandon  its  rights  under  the  contract 
to  the  foreign  (to  Germany)  patent  rights  of  the  inven¬ 
tion  forming  the  subject  matter  of  said  U.  S.  Patent 
No.  2,205,854;  and  that  in  accordance  with  said  oral 
agreement  Siemens  &  Halske  did  waive,  disclaim,  and 
abandon  to  plaintiff  any  and  all  of  its  contract  rights  in 
and  to  said  Patent  No.  2,205,854  and  other  foreign  (to 
Germany)  patents  and  has  since  this  date  never  asserted 
said  contract  rights. 

Plaintiff  further  claims  that  the  German  national’s  in¬ 
terest  in  and  to  said  U.  S.  Patent  No.  2,205,854  having 
been  waived,  disclaimed  and  abandoned  to  Plaintiff  in 
1938,  long  prior  to  the  seizure  of  the  patent  or  the  seizure 
of  the  German  national’s  interests  in  the  said  contract, 
defendant  as  successor  to  the  German  national’s  contract 
rights  is  bound  thereby  and  cannot  now  reassert  said 
waived  and  abandoned  contract  rights. 

Defendant  claims  chat  pursuant  to  said  contract,  effec¬ 
tive  January  1,  1934,  Siemens  &  Halske  was  granted  im- 
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portant  rights  in  said  U.  S.  Patent  No.  2,205,854;  that 
these  rights  included  an  exclusive  license  in  Siemens  & 
Halske  with  a  right  to  sublicense  others  without  the  plain¬ 
tiff’s  consent  and  to  sue  infringers  subject,  however,j  to  a 
division  of  royalties  with  plaintiff.  Further,  defendant 
denies  that  said  contract  became  impossible  of  perform¬ 
ance  and  was  voided  under  German  law;  denies  that  any 
termination  by  agreement  between  Siemens  &  Halske  and 
plaintiff  deprived  Siemens  &  Halske  of  any  of  the  rights 
specified  by  said  contract  in  said  patent;  and  denies  that 
Siemens  &  Halske,  in  pursuance  of  any  termination  agree¬ 
ment,  in  any  way  waived,  disclaimed  or  abandoned  its 
rights  to  said  patent.  Defendant  admits  tha^  he 
374  has  not  returned  said  patent  to  the  plaintiff;  but 
avers  that  he  is  willing  to  return  and  has  offered 
to  return  said  patent  to  the  plaintiff  subject  to  the  rights 
and  interests  created  in  Siemens  &  Halske  by  said  con¬ 
tract  and  now  vested  in  defendant. 

i 

For  a  counterclaim,  defendant  claims  that  the  plaintiff 
has  licensed  said  patent  to  the  DuPont  Company  without 
his  consent;  that  said  license  was  in  derogation  of  de¬ 
fendant’s  rights  in  said  patent;  that  plaintiff  has  received 
royalties  or  fees  from  said  license;  that  further  royalties 
or  fees  are  to  be  paid  in  the  future;  and  that  plaintiff, 
unless  enjoined  and  restrained  by  this  Court,  threatens 
to  license  others  in  addition  to  the  DuPont  Company. 
By  reason  of  said  actions  on  the  part  of  the  plaintiff, 
defendant  contends  that  he  has  been  damaged  and  s^eks 
to  recover  his  damages,  an  accounting  for  profits,  ^nd 
an  injunction  restraining  plaintiff  from  licensing  said 
Patent  No.  2,205,854. 

Plaintiff  admits  that  he  has  entered  into  a  license 
agreement  granting  a  license  to  the  DuPont  Comphnv 
under  said  patent  and  that  he  received  a  consideration 
upon  the  execution  of  the  agreement;  but  avers  that 
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further  performance  of  said  license  is  conditioned  upon 
the  perfecting  of  his  title  and  denies  all  other  allegations 
of  the  counterclaim. 

Stipulations 

By  agreement  of  counsel  for  the  respective  parties,  de¬ 
fendant  consents  to  the  changes  and  corrections  in  the 
deposition  of  the  plaintiff  as  submitted  to  the  reporter 
by  counsel  for  plaintiff  and  plaintiff  waives  the  signing 
of  said  deposition. 

The  respective  parties  have  exchanged  or  will  exchange 
on  or  before  September  30,  1950,  photostatic  copies  of  all 
documents  and  translations  of  all  foreign  language  docu¬ 
ments  which  come  into  their  possession,  custody  or  con¬ 
trol  and  which  are  relevant  to  the  subject  matter  of  the 
action. 

375  Photostatic  copies  of  all  documents  may  be 
offered  in  evidence  as  though  they  were  originals 

subject,  however,  to  any  objections  which  might  be  made 
to  the  originals. 

Dated  August  31,  1950. 

/s/  Edward  M.  Curran 

EDWARD  M.  CURRAN 
Pretrial  Judge 

*  •  •  • , 

376  Filed  Nov  17  1950  Harry  M.  Hull,  Clerk 

Motion  To  Amend  Substituted  Complaint 

NOW  COMES  the  plaintiff  herein  and  moves  to  strike 
out  paragraphs  VII  and  VIII  of  the  Substitute  Complaint 
and  substitute  the  following  paragraphs  therefor : — 

VII.  That  said  contract  provides  for  the  engagement  of 
the  services  of  said  plaintiff  as  a  consultant  on  Siemens- 
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Halske  A.G.  problems  and  for  the  first  submission  by  Kroll 
to  Siemens-Halske  of  all  his  inventions  in  the  particular 
metal  field  prescribed  by  said  1934  contract  and  if  and  when 
taken  over  by  Siemens-Halske  for  exploitation  a  license 
would  then  be  agreed  upon  and  also  a  royalty  dependent 
upon  the  value  of  the  invention  and  sub-licenses  thereunder 
would  be  granted  by  Siemens-Halske  on  the  best  royalty 
obtainable  and  divided  on  a  50-50  basis. 


VIII.  In  accordance  with  said  provisions  of  this  1934 
contract  plaintiff  disclosed  and  submitted  this  Titanium 
Metal  Process  invention  covered  by  the  United  States  Pat¬ 
ent  No.  2,205,854  to  Siemens-Halske  but  Siemens-Hhlske 
never  undertook  the  exploitation  of  said  invention 
377  and  no  license  agreement  thereunder  was  ever  pro¬ 
posed  by  Siemens-Halske  and  no  such  license  was 
ever  made  nor  was  any  determination  of  the  value  of  said 
invention  ever  made  nor  a  license  royalty  fixed  thereon  as 
required  by  said  1934  contract.  I 


WILLIAM  J.  KROLL. 

•  •  •  • 

. 

378  Filed  Dec  18  1950  Harry  M.  Hull,  Clerk 

I 

Supplemental  Pre-Trial  Proceedings  i 


On  November  17,  1950,  plaintiff  filed  an  amendment  to 
his  substitute  complaint  and  on  December  5,  1950,  de¬ 
fendant  filed  an  answer  substantially  denying  the  allega¬ 
tions  of  the  amended  pleading.  New  issues  are  raised 
by  these  pleadings  which  require  a  supplement  to  the 
pre-trial  order  in  this  case  dated  August  31,  1950  signed 
by  Judge  Edward  M.  Curran. 

Plaintiff  claims,  pursuant  to  his  amended  pleading,  tjhat 
under  the  provisions  of  Section  9  of  the  1934  contract 
between  plaintiff  and  Siemens  &  Halske,  A.  G.  of  Ger¬ 
many,  the  said  contract  must  be  construed  under  the 
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laws  of  Germany  and  that  when  it  is  so  construed  the 
said  contract  is  a  consultant  agreement  between  the  par¬ 
ties  thereto,  as  independent  contractors,  granting  the  Ger¬ 
man  national  the  option  to  obtain  exclusive  licenses  under 
all  future  inventions  made  by  plaintiff  during  the  life  of 
the  agreement,  in  the  field  of  research  specified,  on 
royalty  terms  to  be  agreed  on  at  some  future  date  after 
the  invention  has  been  made  and  disclosed  to  the  German 
national  and  after  the  German  national  has  decided  to 
exercise  the  said  option  by  an  offer  of  a  separate  license 
agreement  on  acceptable  royalty  terms  based  on  the  “im¬ 
portance”  of  the  invention. 

379  Plaintiff  claims  that  the  said  German  national 
did  not  exercise  this  option  for  an  exclusive  license 
under  the  invention  of  said  U.  S.  Patent  prior  to  termi¬ 
nation  of  said  1934  contract  in  1938  and  did  not  make 
any  offer  of  a  separate  license  agreement  based  on  ac¬ 
ceptable  royalty  terms;  that  the  German  national  in  1939 
expressly  disclaimed  any  interest  in  the  commercial  im¬ 
portance  of  the  invention  and  in  commercially  developing 
same;  and  that  the  said  German  national  in  1940  ex¬ 
pressly  released  all  claims  to  the  said  invention  except 
recoupment  of  patent  costs. 

Plaintiff  further  cJaims  that  with  termination  of  the 
said  1934  contract  the  said  option  right  of  the  contract 
expired  and  could  not  thereafter  be-  exercised  by  the 
German  national,  and  that  defendant  by  seizure  of  the 
terminated  1934  contract  in  1948  or  by  the  seizure  of  the 
TJ.  S.  Patent  No.  2,205,854  in  1943  did  not  thereby  suc¬ 
ceed  to  or  acquire  any  legally  existing  rights  in  the  said 
U.  S.  patent  or  any  legally  existing  option  rights  under 
the  terminated  contract  to  an  exclusive  license  under  the 
said  U.  S.  Patent. 

Defendant  denies  that  the  foregoing  is  a  valid  con¬ 
struction  of  said  contract  of  1934  under  the  governing 
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law  and  denies  the  further  claims  of  plaintiff  as  stated 
herein.  Defendant  agrees  with  the  construction  of  said 
1934  contract  as  set  forth,  in  part,  in  paragraph  Vtli  of 
the  substitute  complaint  (prior  to  the  amendment  of  No¬ 
vember  17,  1950)  to  wit:  that  “Siemens  &  Halske  was 
granted  an  exclusive  license  with  right  to  sub-license  oth¬ 
ers,  together  with  the  right  to  sue  infringers  (in  Section 
6),  said  exclusive  license  being  subject  to  plaintiff’s  right 
to  a  royalty  from  Siemens  &  Halske  for  its  use  of  the 
invention  and  to  a  50-50  share  in  the  profits  from}  any 
sub-license.”  Defendant  thus  reiterates  its  claim  as  to 
the  construction  of  the  1934  contract  as  set  forth  on  page 
2,  paragraph  3,  of  the  pre-trial  order  herein  dated  Au¬ 
gust  31,  1950. 

The  foregoing  is  in  addition  and  supplement  to  the 
Statement  of  Nature  of  the  Case  as  set  forlih  in 

380  the  pre-trial  order  herein  dated  August  31,  1950. 

Dated :  December  18, 1950 

/s/  Burnita  Shelton  Matthews 
Pre-Trial  Judge 

•  *  •  • 

381  Filed  Dec  5  1950  Harry  M.  Hull,  Clerk  ! 

I 

Answer  To  Amendment  To  Substitute  Complaint\ 

\ 

The  defendant,  J.  Howard  McGrath,  Attorney  General 
of  the  United  States,  as  successor  to  the  Alien  Property 
Custodian,  for  his  answer  to  amendment  to  substitute 
complaint : 

1.  Refers  to  said  contract  dated  March  26,  1934  and 
effective  as  of  January  1,  1934,  between  plaintiff  and 
Siemens  &  Halske,  Aktiengesellschaft,  for  the  terms  and 
provisions  thereof  and  denies  the  allegations  contained  in 
paragraph  VII  of  the  amendment  to  substitute  complaint. 
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2.  Admits  that  plaintiff  disclosed  the  invention  covered 
by  the  United  States  Patent  No.  2,205,854  to  Siemens  & 
Halske,  Aktiengesellschaft,  in  accordance  with  the  provi¬ 
sions  of  their  1934  contract,  and  denies  the  remaining  alle¬ 
gations  contained  in  paragraph  VIII  of  the  amendment  to 
substitute  complaint. 

Dated:  December  5,  1950. 

/s/  James  D.  Hill 
James  D.  Hill 
Chief,  Litigation  Branch 

•  •  #  • 

382  Filed  Mar  7  1951  Harry  M.  Hull,  Clerk 

Memorandum  of  Court 

I  have  reached  the  conclusion  that  the  defendant  is  en¬ 
titled  to  retain  the  rights  and  interests  derived  through 
Siemens  &  Halske,  that  is  to  say,  the  right  to  an  exclusive 
license  in  the  patent  in  suit  and  the  right  to  sublicense  the 
same,  subject  to  the  right  to  an  equal  share  with  plaintiff 
in  the  royalties  derived  therefrom. 

The  Court  will,  on  two  days’  notice,  sign  findings  of 
fact  and  conclusions  of  law  in  the  form  prepared  by  de¬ 
fendant,  and  judgment  directing  the  return  to  plaintiff  of 
the  title  to  United  States  Patent  in  suit,  subject  to  the 
rights  and  interests  derived  by  defendant  from  Siemens  & 
Halske,  and  directing  plaintiff  to  pay  to  defendant  one-half 
of  the  compensation  received  by  plaintiff  from  E.  I.  Du¬ 
Pont  de  Nemours  &  Company  for  the  release  of  past 
infringement,  the  rights  of  defendant  for  such  infringement 
being  thereby  extinguished. 

"Walter  M.  Bastian, 

Judge. 


March  7, 1951 


383  Filed  Apr  9  1951  Harry  M.  Hull,  Clerk 

i 

Findings  of  Fact 

1.  Plaintiff  is  a  citizen  of  Luxembourg  who  came  to 
the  United  States  in  February,  1940,  and  has  since  resided 
in  the  United  States  except  for  a  visit  to  Luxembourg  from 
August,  1947  to  January,  1948. 


2.  In  the  1920’s  and  1930 ’s,  plaintiff  was  an  independent 
inventor  who  maintained  his  own  laboratory  in  Lujxem- 
bourg. 

3.  Siemens  &  Halske,  A.G.  (hereinafter  referred  to  as 
Siemens)  is  a  corporation  organized  under  the  lawfs  of 
Germany  and  it  was  doing  business  in  Germany  during 
World  War  II.  Siemens  was  one  of  the  largest  German 
companies  engaged  in  the  electrical  and  metallurgical  fields. 

4.  On  June  28,  1927  plaintiff  entered  into  a  contract 
with  Siemens  by  which  he  granted  that  company  an  exclu¬ 
sive  license  under  his  beryllium  patents.  That  contract  was 
revised  on  December  20,  1930.  Similar  contracts  Were 
made  by  plaintiff  and  Siemens  covering  other  inventions  of 
plaintiff :  nickel-magnesium-carbon  alloys  on  December  20, 
1930;  copper-titanium  alloys  on  July  15,  1931;  and  iron- 
titanium  alloys  on  July  17,  1931. 


5.  With  the  exception  of  a  small  royalty  which  he  re¬ 
ceived  under  the  beryllium  contract,  plaintiff  re- 

384  ceived  no  income  under  any  of  the  foregoing  jeon- 
tracts  because  Siemens  did  not  exploit  the  inventions 
thereunder. 

6.  In  March,  1930  plaintiff  and  Siemens  were  negojtiat- 
ing  for  a  broad  agreement  covering  the  field  of  special 
metals,  which  included  titanium,  and  a 
dated  March  20,  1930  was  drawn  up  by 


draft  agreement 
Siemens.  But  at 
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that  time  the  parties  lack  sufficient  experience  in  the  field 
of  special  metals  and  an  over-all  agreement  was  not  made. 

7.  Instead,  by  an  exchange  of  letters  dated  December 
20,  1930,  January  1, 1931  and  January  20,  1931,  the  parties 
entered  into  a  different  contractual  arrangement  (the  par¬ 
ties  referred  to  this  as  the  contract  of  December  20,  1930). 
In  effect,  Siemens  was  granted  an  option  by  plaintiff  to 
obtain  an  exclusive  license  under  inventions  made  by  plain¬ 
tiff  in  the  defined  field.  This  was  the  same  field  as  that 
later  covered  in  the  March  26,  1934  contract.  The  option 
had  to  be  exercised  by  Siemens  within  6  months  after  the 
invention  was  offered  to  it  by  plaintiff  and  in  that  event 
a  specific  contract  would  have  to  be  entered  into  covering 
the  invention. 

8.  The  beryllium  contract,  as  revised  in  December,  1930, 
and  the  nickel,  copper-titanium  and  iron-titanium  contracts 
were  all  contracts  made  pursuant  to  the  December  20,  1930 
contract,  and  were  specifically  continued  in  effect  in  the 
contract  of  March  26,  1934  (Sec.  11). 

9.  On  March  26,  1934,  plaintiff  and  Siemens  executed 
in  Germany  a  new  contract,  which  is  the  crucial  contract 
in  this  suit. 

10.  The  March  26,  1934  contract  provided  in  Section  12 
thereof  that  it  superseded  the  December  1930  1  i option” 
contract. 

11.  By  March  26,  1934  both  parties  had  acquired  suf¬ 
ficient  experience  in  the  field  of  special  metals  and  they 
were  able  to  make  an  over-all  agreement  defining  in  de¬ 
tail  the  rights  and  duties  of  the  parties  with  respect  to 
inventions  coming  within  the  defined  field.  This  was  a 

complete  departure  from  the  “option”  type  of  con- 
385  tract  the  parties  had  made  in  December  of  1930. 

The  1934  contract  provided  that  it  could  be  termi¬ 
nated  by  either  party  on  six  months’  notice  but  that  the 


rights  and  interests  of  Siemens  in  inventions  made  by 
plaintiff  prior  to  the  effective  termination  date  would  con¬ 
tinue  for  the  life  of  the  patents  issued  on  said  inventions 
despite  a  prior  termination  of  the  contract. 

12.  The  contract  of  March  26,  1934  provides,  inter  alia, 
that  plaintiff  would  disclose  to  Siemens  his  inventions)  fall¬ 
ing  within  the  field  specified  in  the  contract ;  that  Siemens 
would  thereupon  have  the  right  to  have  patents  on  j  such 
inventions  issued  in  its  own  name,  although  plaintiff  ^ould 
demand  that  the  patents  be  issued  in  his  name  whdn  he 
was  the  sole  inventor;  that  with  respect  to  all  inventions 
made  by  plaintiff  within  the  defined  field  (irrespective  of 
whether  title  to  the  patents  was  issued  in  plaintiff’s  or 
Siemens’  name),  Siemens  was  to  receive,  automatically  on 
disclosure  of  any  such  invention  and  without  any  fuiliher 
agreement  of  the  parties  as  to  royalties  or  any  other 
matters,  an  exclusive  license,  together  with  the  right  to 
sub-license  others,  the  right  to  share  equally  with  plaintiff 
in  the  royalties  from  sub-licensees,  and  the  right  to  sue 
infringers.  The  contract  provides  that  said  rights  of ;  Sie¬ 
mens  in  and  to  such  inventions  were  to  continue  for|  the 
life  of  any  patents  that  might  be  issued  on  said  inventions 
anywhere  in  the  world,  including  the  United  States,  for 
the  life  of  such  patents,  irrespective  of  a  prior  termina¬ 
tion  of  the  contract.  The  contract  provides  further  that 
if  Siemens  dropped  applications  or  patent  rights  and  plain¬ 
tiff  thereafter  defrayed  the  expenses  and  costs  of  maintain¬ 
ing  such  rights,  then  Siemens  would  retain  all  the  fore¬ 
going  rights,  except  that  its  exclusive  license  would  be 
changed  to  a  non-exclusive  license  and  that  it  could  suk- 
license  others  only  with  the  consent  of  the  plaintiff. 

13.  In  return  for  the  foregoing  rights  and  interests 
granted  to  Siemens,  the  contract  of  March  26, 1934  provides 

that  plaintiff  would  receive  from  Siemens  500  matks 
386  a  month  for  the  life  of  the  contract,  and  an  equal 

share  (with  Siemens)  of  the  royalties  from  any  sjub- 
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licensees.  Plaintiff  was  also  to  receive  royalties  from  Sie¬ 
mens  for  its  own  production  under  inventions  falling  within 
the  field  specified  in  the  contract,  although  Siemens  was 
not  obligated  to  undertake  such  production.  The  contract 
provides  that  said  royalties  would  be  computed  by  the  par¬ 
ties  depending  on  the  importance  of  the  inventions  and  in 
the  case  of  joint  inventions,  on  the  basis  of  the  share  con¬ 
tributed  by  plaintiff  to  the  invention.  The  contract  further 
provides  that  if  the  parties  could  not  agree  on  the  amount 
of  such  royalties,  the  decision  would  be  made  by  arbitra¬ 
tors,  or  failing  that,  by  the  courts  of  Berlin. 

14.  Under  German  law,  an  independent  inventor  may 
by  contract  validly  assign  or  grant  an  exclusive  license 
under  his  future  inventions  to  be  made  within  a  defined 
field  and  within  a  limited  time,  and  such  a  contract  has 
the  effect  of  automatically  granting  the  promisee  an  as¬ 
signment  or  exclusive  license  immediately  on  the  making 
and  disclosure  of  the  invention,  without  further  action  of 
the  parties. 

15.  If  the  promisee’s  rights  under  such  a  contract  on 
the  date  of  execution  thereof  may  be  deemed  to  be  “in¬ 
choate”  under  German  law,  they  are  inchoate  only  be¬ 
cause  the  invention  is  not  then  in  existence  and  it  re¬ 
quires  only  the  making  of  the  invention  automatically  to 
transform  the  inchoate  right  into  a  choate  right,  i.e.,  an 
assignment  or  exclusive  license. 

16.  Under  German  law,  parties  may  make  a  valid  con¬ 
tract  granting  an  exclusive  license  in  an  invention  even 
though  the  amount  of  royalties  is  reserved  for  their  future 
agreement,  and  such  a  contract  is  not  void  for  indefinite¬ 
ness.  This  is  especially  true  where  the  parties  have  set 
up  standards  which  they  will  apply  in  seeking  to  come  to 
an  agreement  as  to  royalties;  and  a  fortiori  there  is  suf¬ 
ficient  definiteness  under  German  law  where  the  parties 
have  provided  that  if  they  could  not  agree  on  the  amount 
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of  royalties,  the  decision  would  be  left  finally  and  irre¬ 
vocably  to  arbitrators  or  a  court. 

| 

387  17.  German  law  provides  that  where  the  determi¬ 

nation  of  performance  under  a  contract  is  reserved 
for  the  agreement  of  the  parties,  they  shall  base  their 
agreement  on  what  is  reasonable  and  equitable  rather!  than 
on  their  arbitrary  discretion. 

18.  Under  German  law  a  contract  is  not  invalid  for 
indefiniteness  where  the  consideration  though  not  specific¬ 
ally  fixed  is  determinable,  and  German  law  applies  the 
maxim,  “that  is  certain  which  can  be  made  certain.” 

19.  The  contract  of  March  26,  1934  is  a  valid  contract 
under  German  law. 

I 

20.  The  royalties  on  Siemens’  production  though)  not 
specifically  fixed  in  said  contract  of  March  26,  1934,  Were 
sufficiently  determinable  and  the  contract  of  March  [1934 
is  not  invalid  for  indefiniteness. 

I 

21.  In  1936,  plaintiff  made  and  disclosed  to  Siemens  the 
titanium  invention  which  is  the  subject  of  U.  S.  Patent 
No.  2,205,854. 

1 

22.  Said  invention  came  within  the  field  of  the  contract 
of  March  26,  1934. 

23.  The  U.  S.  Titanium  patent  application  was  filed  on 
July  6,  1938,  and  U.  S.  Patent  No.  2,205,854  was  issued 
thereon  on  June  25,  1940. 

1 

24.  The  filing  of  said  U.  S.  patent  application  and  the 
prosecution  thereof  were  handled  by  Siemens’  patent  at¬ 
torneys  in  the  United  States,  Knight  Brothers,  and  Siemens 
paid  the  legal  fees  and  other  expenses  attendant  upon  the 
prosecution  and  issuance  of  said  patent. 

25.  On  July  10,  1937  and  October  7,  1937,  two  Gentian 
patent  applications  were  filed  for  the  titanium  invention. 
The  first  application  resulted  in  the  issuance  of  a  German 
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patent,  No.  674,625,  on  April  18,  1939.  Siemens  handled 
the  filing  and  prosecution  of  said  German  applications  and 
paid  the  expenses  of  obtaining  the  patent  and  the  annual 
German  Patent  Office  fees  for  maintaining  said  patent. 

26.  Immediately  on  the  disclosure  of  said  titanium  in¬ 
vention  to  Siemens  in  1936,  Siemens  acquired,  pur- 

388  suant  to  the  contract  of  March  26, 1934,  the  following 
rights  in  and  to  said  invention  and  any  patents  to 
he  issued  thereon,  including  U.  S.  Patent  No.  2,205,854:  (1) 
an  exclusive  license;  (2)  a  right  to  sub-license  others;  (3) 
a  right  to  share  equally  with  plaintiff  in  the  royalties  from 
any  sublicensees,  and  (4)  a  right  to  sue  infringers  and  to 
bring  any  other  legal  actions  necessary  for  the  protection 
of  the  patent. 

27.  Under  the  contract  of  March  26,  1934,  Siemens  did 
not  merely  have  an  option  to  acquire  the  rights  specified 
in  paragraph  26  herein,  which  option  was  conditioned  on 
Siemens’  first  making  an  agreement  with  plaintiff  as  to 
royalties  on  its  own  production.  Siemens  acquired  said 
rights  in  said  titanium  invention  and  U.  S.  Patent  Patent 
No.  2,205,854  issued  thereon,  by  force  of  the  1934  contract 
itself  and  no  further  action  by  plaintiff  and  Siemens,  by 
way  of  an  agreement  on  royalties  or  otherwise,  was  a  con¬ 
dition  precedent  to  Siemens’  acquisition,  enjoyment  and 
retention  of  said  rights. 

28.  The  contract  of  March  26,  1934  was  terminated  by 
plaintiff  as  of  December  31,  1938,  pursuant  to  the  termi¬ 
nation  provision  of  the  contract  (Sec.  8). 

29.  The  contract  of  March  26,  1934  provides  that  with 
respect  to  all  inventions  in  the  defined  field  made  by  plain¬ 
tiff  until  the  effective  date  of  termination,  the  rights  and 
interests  of  Siemens,  as  specified  in  paragraph  26  herein, 
were  to  continue  for  the  life  of  the  patents  issued  on  said 
inventions,  despite  a  prior  termination  of  the  contract. 
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30.  Siemens,  therefore,  continued  to  have  the  rights  and 
interests  in  the  U.  S.  Patent  No.  2,205,854,  as  specified  in 
paragraph  26  herein,  until  they  were  vested  by  tHe  de¬ 
fendant. 

31.  Siemens  paid  plaintiff  500  marks  each  month  from 
January  1,  1934  to  December  31,  1938. 

32.  Siemens  fully  performed  all  its  obligations  tinder 
the  contract  of  March  26,  1934. 

33.  Siemens  at  no  time  waived,  released  or  abandoned 
its  rights  in  the  U.  S.  Patent  No.  2,205,854,  as  specified 

in  paragraph  26  herein. 

389  34.  Siemens  paid  for  the  legal  and  other  expenses 

attendant  upon  the  prosecution  and  issuance  of 
U.  S.  Patent  No.  2,205,854  and  plaintiff  never  paid  sai|d  ex¬ 
penses;  Siemens  never  advised  plaintiff  that  it  wished  to 
drop  or  abandon  the  U.  S.  titanium  application  or  patent. 

I 

35.  Both  Siemens  and  plaintiff,  over  a  long  pericjd  of 
years,  practically  construed  the  contract  of  March  26,  1934 
as  conferring  in  Siemens  the  rights  and  interests  specified 
in  paragraph  26  herein.  Thus, 

(a)  Both  before  and  after  December  31,  1938,  Sieihens 
handled  the  prosecution  of  the  German  patent  applications 
on  the  titanium  invention,  and  paid  the  expenses  of  ob¬ 
taining  the  German  titanium  patent,  No.  674,625,  an^  of 
maintaining  it; 

(b)  Siemens  officially  represented  to  the  German  (Gov¬ 
ernment  in  1942, 1943  and  1944  in  its  applications  to  obtain 
foreign  exchange  licenses  to  pay  the  annual  German  Parent 
Office  fees  that,  pursuant  to  the  contract  of  March  193^,  it 
had  exclusive  rights  in  the  German  titanium  patent; 

(c)  Both  before  and  after  December  31,  1938,  Siemens 
carried  the  burden  in  the  German  Patent  Office  of  trying 
to  get  patents  on  other  inventions  falling  under  the  March 
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1934  contract,  and  it  was  successful  in  getting  German 
Patent  No.  718,822  relating  to  another  titanium  invention 
under  the  field  of  the  March  26,  1934  contract,  issued  in 
March  1942; 

(d)  Siemens  gave  instructions  in  1938,  1939  and  as  late 
as  the  summer  of  1940  to  its  American  patent  attorneys, 
Knight  Brothers,  as  to  the  prosecution  of  the  United  States 
titanium  application  and  paid  their  fees  and  the  United 
States  Patent  Office  fees,  this,  despite  the  fact  that  plaintiff 
was  in  the  United  States  since  February  1940  and  had  had 
personal  discussions  with  the  attorneys ; 

390  (e)  Siemens  in  1939  and  1940  decided  to  drop 

claims  from  the  United  States  titanium  patent  ap¬ 
plication  and  agreed  to  amendments  to  the  application; 

(f)  Siemens  in  June  1938  drafted  the  papers  required 
for  the  United  States  titanium  application  and  urged  plain¬ 
tiff  to  execute  them  quickly  so  that  Siemens  could  get 
the  benefit  of  the  German  filing  date  in  the  United  States ; 

(g)  Siemens  informed  plaintiff  in  June  1938  that  it 
was  definitely  interested  in  getting  patent  protection  on 
the  titanium  invention  in  the  United  States  and  plaintiff 
in  no  way  protested ; 

(h)  Plaintiff  had  to  obtain  Siemens’  consent  to  an 
abandonment  of  the  English  titanium  patent  application 
in  December  1939,  and  at  that  time  he  requested  Siemens 
to  pay  the  fees  of  the  English  patent  attorneys ; 

(i)  Plaintiff  kept  supplying  Siemens  with  technical  in¬ 
formation  as  to  his  titanium  inventions  and  other  inven¬ 
tions  coming  under  the  1934  contract  from  1938  to  and 
including  January  1940; 

(j)  Plaintiff  was  constrained  to  request  a  power  of 
attorney  from  Siemens  in  July  1940  in  order  to  sell  United 
States  titanium  patent  No.  2,205,854  in  the  United  States 
and  Siemens  gave  him  such  a  power  of  attorney  but  in- 
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sisted  that  the  price  of  $5,000  which  plaintiff  had  mentioned, 
be  realized; 

I 

(k)  Plaintiff  was  never  advised  by  Siemens  th^t  the 
$5,000  he  thought  he  could  obtain  for  the  sale  of  said  titan¬ 
ium  patent  in  1940  was  to  be  for  his  benefit  to  the  Exclu¬ 
sion  of  Siemens: 

7  I 

I 

(l)  Siemens  never  advised  plaintiff  that  it  wished  to 
give  up  its  rights  in  the  United  States  titanium  applica¬ 
tion  and  Patent  No.  2,205,854,  although  it  did  so  with 

respect  to  the  English  titanium  application ;  | 

i 

391  (m)  Plaintiff  never  informed  Siemens  that  ijt  had 

no  rights  in  the  United  States  titanium  application 
or  Patent  No.  2,205,854; 

I 

(n)  Both  plaintiff  and  Siemens  performed  all  Itheir 

obligations  under  the  1934  contract,  and  Siemens  paid 
plaintiff  500  marks  each  month  from  January  1,  19^4  to 
December  31,  1938;  j 

(o)  Siemens  and  plaintiff  never  had  any  disputes  as 
to  their  relationship  under  the  1934  contract  and  i^ever 
had  any  occasion  to  appoint  arbitrators  as  provide^  for 
in  the  contract; 

(p)  Plaintiff  testified  at  his  deposition  and  rei 
at  the  trial  that  Siemens  had  exclusive  licensing  rights  in 
the  German  titanium  Patent  No.  674,625; 

(q)  Plaintiff  testified  at  his  deposition  and  reiterated 
at  the  trial  that  if  the  March  1934  contract  continued  tjmtil 
December  31,  1938,  Siemens  would  have  important  rights 
in  the  United  States  titanium  patent; 

i 

(r)  In  formal  communications  addressed  to  the  defend¬ 
ant  in  1947  and  1948,  plaintiff  admitted  that  Siemens  had 
licensing  rights  in  the  United  States  titanium  patent; 

(s)  In  a  previous  action  commenced  by  the  plaintiff  in 
the  United  States  District  Court  for  the  Southern  Distinct 
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of  New  York  ( KroU  v.  Alien  Property  Custodian,  Civil  No. 
43-749),  plaintiff  admitted  that  under  the  contract  of  March 
1934  Siemens  substantially  had  the  rights  in  United  States 
Patent  No.  2,205,854,  specified  in  paragraph  26  herein,  and 
in  that  suit  plaintiff  requested  a  return  of  said  patent 
subject  to  said  rights,  and 

(t)  •  consistently  from  March  1934  to  November  1950, 
when  plaintiff  amended  his  substitute  complaint  in  this 
suit,  plaintiff  and  his  authorized  attorneys  and  agents  con¬ 
strued  the  March  26,  1934  contract  as  giving  Sie- 
392  mens  exclusive  licensing  rights  and  other  rights  in 
the  invention  covered  by  United  States  titanium 
Patent  No.  2,205,854  and  in  said  patent. 

36.  The  foregoing  practical  construction  of  the  parties 
is  of  such  overwhelmingly  persuasive  weight  that  if  the 
contract  of  March  26, 1934  were  construed  as  merely  grant¬ 
ing  Siemens -an  option  to  acquire  the  rights  and  interests 
in  the  United  States  Patent  No.  2,205,854,  as  specified  in 
paragraph  26  herein,  then  said  option  was  exercised. 

37.  On  January  18,  1943,  the  Alien  Property  Custodian 
of  the  United  States  issued  Vesting  Order  No.  670  by 
which  he  vested  all  right,  title  and  interest  in  and  to 
United  States  Patent  No.  2,205,854,  including  all  accrued 
royalties  and  all  damages  recoverable  at  law  or  in  equity 
from  any  person,  firm,  corporation  or  government  for  past 
infringement  thereof. 

38.  On  January  28,  1948,  defendant,  by  his  Vesting 
Order  No.  10544,  vested  all  interests  and  rights  created  in 
Siemens  by  the  contract  of  March  26,  1934,  including  the 
rights  and  interests  of  Siemens,  as  specified  in  paragraph 
26  herein,  in  and  to  United  States  Patent  No.  2,205,854. 

39.  Defendant  has  never  denied  and  he  concedes  that 
plaintiff  is  entitled  to  a  return  of  title  to  United  States 
Patent  No.  2,205,854,  subject,  however,  to  the  rights  and 
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interests  of  Siemens  in  said  patent,  as  specified  in  para¬ 
graph  26  herein,  which  defendant  has  vested. 

40.  On  May  10,  1949,  plaintiff  executed  an  agreement 
with  E.  I.  DuPont  de  Nemours  &  Company  pursuant  to 
which  he  granted  said  company  an  unconditional  release 
for  past  infringement  of  United  States  Patent  No.  2,205,- 
854,  and  a  license  under  said  patent  conditioned  on  his 
acquiring  by  this  suit  all  right,  title  and  interest  in  said 
patent  to  the  exclusion  of  defendant. 

41.  Said  agreement  of  May  10,  1949,  was  executed  With¬ 
out  the  approval  or  consent  of  defendant 

42.  Plaintiff  received  compensation  from  the  Dupont 
Company  for  said  release,  and  said  compensation  was  in 
lieu  of  royalties. 

Dated:  April  3,  1951. 

Walter  M.  Bastian, 

U.  S.  D.  J. 

•  •  •  • 

393  Filed  Apr  9  1951  Harry  M.  Hull,  Clerk 

Conclusions  of  Law 

1.  This  is  a  suit  under  Section  9(a)  of  the  Trading 
with  the  Enemy  Act  for  a  return  of  United  States  Patent 
No.  2,205,854,  and  all  right,  title  and  interest  therein,  to 
the  exclusion  of  any  rights  or  interests  in  said  patent  by 
the  defendant.  The  Court  has  jurisdiction  over  the  parties 
and  the  subject  matter  of  this  action. 

2.  Plaintiff  is  not  an  enemy,  ally  of  enemy,  or  national 
of  a  designated  enemy  country  within  the  meaning  of  the 
Trading  with  the  Enemy  Act  and  the  Executive  Orders 
thereunder.  This  has  never  been  denied  by  defendant- 

3.  Siemens  &  Halske,  A.G.  is  a  corporation  organized 
under  the  laws  of  Germany  and  was  doing  busines^  in 
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Germany  during  World  War  II,  and,  hence,  Siemens  & 
Helske,  A.G.  is  an  enemy  and  a  national  of  a  designated 
enemy  country,  Germany,  within  the  meaning  of  the  Trad¬ 
ing  with  the  Enemy  Act  and  the  Executive  Orders  there¬ 
under. 

4.  On  March  26,  1934,  plaintiff  entered  into  a  contract 
in  Germany  with  Siemens  &  Halske,  A.G.,  pursuant  to 
which  said  company  acquired  an  exclusive  license  under 
United  States  Patent  No.  2,205,854,  relating  to  titanium, 

together  with  the  right  to  sublicense  others  under 
394  said  patent,  the  right  to  share  equally  with  plaintiff 
in  the  royalties  from  any  sublicensees,  and  the 
right  to  sue  infringers  and  bring  other  legal  actions  to 
protect  the  patent. 

5.  Under  said  contract  of  March  26,  1934,  Siemens  & 
Halske,  A.G.  did  not  merely  acquire  an  option  to  obtain 
the  rights  enumerated  in  paragraph  4  herein,  which  option 
was  conditioned  on  its  first  making  an  agreement  wfith 
plaintiff  as  to  royalties  or  as  to  any  other  matter.  Siemens 
&  Halske,  A.G.  acquired  said  rights  in  and  to  the  titanium 
invention  and  any  patent  which  was  issued  thereon,  in¬ 
cluding  United  States  Patent  No.  2,205,854,  automatically 
on  the  making  and  disclosure  of  said  invention  to  it  in 
1936,  by  force  of  said  contract  of  March  26,  1934  itself, 
and  no  further  action  by  plaintiff  and  Siemens  &  Halske, 
A.G.,  by  way  of  an  agreement  on  royalties  or  otherwise,  was 
a  condition  precedent  to  Siemens  &  Halske ’s  acquisition  and 
enjoyment  of  said  rights. 

6.  Said  contract  of  March  26,  1934,  is  a  valid  contract 
under  German  and  American  law. 

7.  Said  contract  of  March  26,  1934  was  terminated  as 
of  December  31,  1938  by  plaintiff  in  accordance  with  the 
termination  provisions  of  the  contract.  However,  said 
termination  did  not  deprive  Siemens  &  Halske  of  its  rights 
and  interests  in  said  United  States  Patent  No.  2,205,854,  as 
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specified  in  paragraph.  4  herein,  and  said  rights  and  inter¬ 
ests  were  to  continue  for  the  life  of  said  patent. 

8.  Siemens  &  Halske,  A.GK  did  not  waive,  release,  or 

abandon  its  rights  and  interests  in  and  to  United  States 
Patent  No.  2,205,854,  as  specified  in  paragraph  4  herein, 
and  it  had  said  rights  and  interests  until  they  were  Vested 
by  defendant.  1 

9.  By  his  Vesting  Order  No.  10544,  dated  January  29, 
1948,  defendant  vested  all  of  Siemens  &  Halske ’s  rights 
and  interests  in  said  contract  of  March  26,  1934,  including 
the  rights  and  interests  of  Siemens  &  Halske,  A.G[.,  as 
specified  in  paragraph  4  herein,  in  and  to  said  United 
States  Patent  No.  2,205,854.  Said  vesting  was  proper 

and  lawful  under  the  Trading  with  the  Enemy  Act, 
395  and  defendant  is  lawfully  entitled  to  retain  j  said 
rights  and  interests  of  Siemens  &  Halske,  A.C.  in 
said  United  States  Patent  No.  2,205,854. 

10.  Defendant,  therefore,  has  and  he  is  lawfully  entitled 

to  retain :  | 

(1)  An  exclusive  license  in  and  to  United  States  Patent 
No.  2,205,854; 

(2)  A  right  to  sublicense  others  under  said  patent}; 

(3)  A  right  to  share  equally  with  plaintiff  in  any  and 
all  royalties  from  sublicensees  under  said  patent;  and 

(4)  A  right  to  sue  infringers  and  bring  other  actions 
to  protect  said  patent. 

11.  Plaintiff  is  entitled  to  a  return  of  United  States 
Patent  No.  2,205,854,  subject  to  the  rights  and  interests 
of  defendant  in  said  patent,  as  specified  in  paragraph  10 
herein.  This  has  never  been  denied  by  defendant. 

I 

12.  By  a  previous  vesting  order,  Vesting  Order  fNo. 
670,  dated  January  18, 1943,  the  Alien  Property  Custodian 
vested  all  right,  title  and  interest  in  and  to  United  States 
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Patent  No.  2,205,854.  Defendant  is  lawfully  entitled  to 
retain,  however,  only  the  rights  and  interests  in  said 
patent  as  specified  in  paragraph  10  herein,  and  plaintiff 
is  entitled  to  a  return  of  the  rights  as  specified  in  para¬ 
graph  11  herein. 

13.  On  May  10,  1949,  plaintiff  executed  an  agreement 
with  E.  I.  DuPont  de  Nemours  &  Company  pursuant  to 
which  he  granted  said  company  an  unconditional  release 
for  past  infringement  of  United  States  Patent  No. 
2,205,854,  and  a  license  under  said  patent  conditioned 
on  his  acquiring  by  this  suit  all  right,  title  and  interest 
in  said  patent  to  the  exclusion  of  defendant.  Plaintiff 
received  a  compensation  for  said  release. 

396  14.  Said  agreement  of  May  10,  1949,  was  ex¬ 

ecuted  without  the  approval  or  consent  of  defend¬ 
ant,  and  is  in  derogation  of  defendant’s  rights  and  in¬ 
terests  in  said  United  States  Patent  No.  2,205,854,  as 
specified  in  paragraph  10  herein,  and  defendant  has  been 
damaged  thereby. 

15.  Defendant  is  lawfully  entitled  to  one-half  the  royal¬ 
ties  from  sub-licensees,  as  specified  in  paragraph  10  here¬ 
in,  and  the  compensation  received  by  plaintiff  from  the 
DuPont  Company  for  the  release  for  past  infringement 
was  in  lieu  of  royalties. 

16.  Defendant  is  therefore  entitled  on  his  counter¬ 
claim  to  one-half  the  compensation  received  by  plaintiff 
for  the  release  granted  to  the  DuPont  Company. 

17.  Judgment  should,  therefore,  be  entered  directing: 

(1)  Defendant  to  return  to  plaintiff  title  to  United 
States  Patent  No.  2,205,854,  subject,  however,  to  the  rights 
and  interests  in  said  patent,  as  specified  in  paragraph 
10  herein,  which  are  lawfully  vested  in  defendant; 

(2)  Plaintiff  to  pay  to  defendant  one-half  the  compen¬ 
sation  received  by  plaintiff  from  the  DuPont  Company 
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for  the  release  from  past  infringement  of  United  $tates 
Patent  No.  2,205,854,  which  he  granted  that  Company,  the 
rights  of  defendant  arising  out  of  said  infringement  prior 
to  May  10,  1949  being  thereby  extinguished. 


(3)  Plaintiff  to  pay  to  defendant  his  costs  and  dis¬ 
bursements  in  this  action. 


Dated:  April  3,  1951. 


Walter  M.  Bastian, 

U.  S.  D.  J. 


397  Filed  Apr  3  1951  Harry  M.  Hull,  Clerk 

Judgment 

This  action  having  come  on  for  trial  before  n^e  on 
January  15, 16  and  17, 1951,  and  having  heard  the  evidence 
adduced  and  the  arguments  of  counsel,  and  the  Court,  after 
due  deliberation,  having  filed  its  memorandum  dated  March 
7, 1951,  and  its  findings  of  fact  and  conclusions  of  law,  Now 
Therefore,  it  is 

I 

Ordered,  Adjudged  and  Decreed  as  follows : 

(1)  Defendant  has  and  he  is  lawfully  entitled  to  rfetain 
an  exclusive  license  in  and  to  United  States  Letters  Patent 
No.  2,205,854,  a  right  to  sub-license  others  under  said  pat¬ 
ent,  a  right  to  share  equally  with  plaintiff  in  the  royalties 
from  sub-licensees,  and  a  right  but  not  an  obligation  tb  sue 
infringers  and  to  bring  other  actions  to  protect  said  pajtent ; 
Provided,  however,  that  the  royalty  rates  at  which  defend¬ 
ant  may  grant  sub-licenses  under  said  patent  shall  be 
agreed  to  by  plaintiff  and  defendant,  and  if  the  parties 
cannot  agree  on  such  rates  within  thirty  days  after  the 
entry  of  judgment  herein,  either  party  may  apply  to  this 
court  on  ten  days’  notice  for  an  order  setting  such  royalty 
rates ;  | 
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(2)  Defendant  shall  return  to  plaintiff  the  title  to 
United  States  Letters  Patent  No.  2,205,854,  subject,  how¬ 
ever,  to  the  rights  and  interests  of  defendant  in  said  patent 
as  specified  in  paragraph  (1)  herein; 

398  (3)  Plaintiff  shall  pay  to  defendant  one-half  of 
the  compensation  received  by  plaintiff  from  E.  I. 

DuPont  de  Nemours  and  Company  for  the  release  of  past 
infringement  of  United  States  Letters  Patent  No.  2,205,854, 
which  plaintiff  granted  said  company  by  an  agreement 
dated  May  10, 1949,  entered  into  between  plaintiff  and  said 
company,  said  compensation  being  provided  for  in  Article 
II,  paragraph  2(a)  of  said  agreement,  the  rights  of  de¬ 
fendant  arising  out  of  said  infringement  prior  to  May  10, 
1949  being  thereby  extinguished; 

(4)  The  judgment  herein  shall  be  without  costs. 
Dated:  April  3,  1951. 

Walter  M.  Bastian, 

U.  S.  D.  J. 

•  *  •  # 

399  Filed  May  22  1951  Harry  M.  Hull,  Clerk 

Notice  of  Appeal  By  Plaintiff 

NOTICE  is  hereby  given  that  William  (or  Wilhelm)  J. 
Kroll,  plaintiff  above  named,  hereby  appeals  to  the  Circuit 
Court  of  Appeals  for  the  District  of  Columbia  from  the 
final  judgment  entered  in  this  action  on  April  3, 1951. 

/s/  Malcolm  E.  Rich 
/s/  Clarence  G.  Campbell 

Attorneys  for  Appellant, 

15  Park  Place, 

New  York  7,  New  York 

Dated :  May  21, 1951 

•  •  •  • 


401  Filed  June  1  1951  Harry  M.  Hull,  Clerk 


Notice  of  Cross-Appeal  by  Defendant 

Notice  is  hereby  given  that  J.  Howard  McGrath,  attor¬ 
ney  General,  as  Successor  to  the  Alien  Property  Cus¬ 
todian  of  the  United  States,  defendant  above  mjmed, 
hereby  appeals  to  the  United  States  Court  of  Appeals 
for  the  District  of  Columbia  Circuit  from  those  parts  of 
the  final  judgment  entered  in  this  action  on  April  3,  j  1951 
providing  that  plaintiff  is  entitled  to  one-half  the  royal¬ 
ties  from  sub-licensees,  that  the  royalty  rates  for  sub¬ 
licensees  must  be  agreed  to  by  plaintiff  and  failing  such 
agreement  will  be  fixed  by  the  court  on  application  of 
either  party,  and  that  defendant  shall  return  to  plain¬ 
tiff  the  title  to  United  States  Letters  Patent  No.  2J205,- 

854.  1 

•  *  *  * 

1  Filed  Feb  23  1951  Harry  M.  Hall,  Clerk 

Washington,  D.  C., 
January  15,  1951. 

The  above-entitled  action  came  on  for  trial  on  the 
merits  before  the  HON.  WALTER  M.  BASTIAN,  United 
States  District  Judge,  at  10 :00  o’clock  a.  m. 

APPEARANCES : 

On  behalf  of  the  Plaintiff: 

CLARENCE  G.  CAMPBELL,  Esq.,  and 

MALCOLM  E.  RICH,  Esq.  j 

On  behalf  of  the  Defendant : 

SAMUEL  Z.  GORDON,  Esq.,  and 

WALTER  T.  NOLTE,  Esq. 
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13  MR.  GORDON:  Since  we  are  on  the  subject  of 
stipulations,  1  am  still  in  the  dark,  from  counsel’s 
opening  statement,  whether  he  is  relying  on  all  of  these, 
what  I  call,  extraneous  defenses,  extraneous  to  the  con¬ 
tract.  I  think  he  has  said,  after  some  hesitation,  that  he 
is  relying  on  the  impossibility  under  the  German  law.  Is 
that  correct? 

MR.  CAMPBELL :  Yes.  We  haven’t  changed  our  po¬ 
sition  on  that. 

•  •  •  • 

15  William  J.  Kroll, 

the  plaintiff,  called  as  a  witness  in  his  own  behalf,  being 
first  duly  sworn  was  examined  and  testified  as  follows: 

THE  COURT:  Gentlemen,  is  it  stipulated  when  the 
Germans  occupied  Luxembourg? 

MR.  GORDON :  I  think  they  overran  it  around  May — 
THE  WITNESS :  The  10th  of  May,  1940. 

THE  COURT :  I  knew  it  was  in  1940. 

MR.  CAMPBELL:  Yes. 

Direct  Examination 

BY  MR.  CAMPBELL : 

Q  What  is  your  full  name?  A  My  name  is  William 
Justin  Kroll. 

Q  And  your  residence?  A  My  residence  is  Cor¬ 
vallis,  Oregon. 

Q  And  what  is  your  occupation?  A  I  am  a  con¬ 
sultant  in  metallurgy  of  non-ferrous  metals. 

Q  What  was  your  educational  background?  A  I 
took  high  school  in  Luxembourg  and  I  studied  at  the 
University,  Technische  Hochschule  Charlottenburg,  in 
Luxembourg,  where  I  acquired  the  degrees  of 

16  Bachelor  of  Engineer  and  Doctor  of  Engineer. 

Q  How  long  have  you  lived  in  Corvallis?  A 
I  have  lived  in  Corvallis  since  1945. 
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Q  When  did  you  come  to  this  country?  A  I  came 
to  this  country  the  24th  of  February,  1940. 

Q  What  was  your  business  in  Luxembourg?  A  I 
had  in  Luxembourg  a  laboratory  of  my  own  in  which 
I  did  research  work  on  rare  metals. 

Q  And  about  how  long  did  you  have  that  laboratory? 
A  I  started  the  laboratory  in  1923  and  stopped  when  I 
left  the  10th  of  February,  1940. 

Q  Are  you  the  William  Kroll  identified  in  United 
States  Patent  2,205,854,  issued  on  June  25,  1940,  a 
printed  copy  of  which  I  hand  you?  A  I  am  the  William 
Kroll  mentioned  in  this  patent. 

MR.  CAMPBELL:  This  copy  of  the  patent  is  offered 
in  evidence  as  Plaintiff’s  Exhibit  No.  1. 

THE  COURT:  It  will  be  admitted. 

(Copy  of  U.  S.  Patent  2,205,854  was  marked 
Exhibit  No.  1  and  received  in  evidence.) 

BY  MR.  CAMPBELL: 

Q  I  note  that  this  patent  issued  unassigned.  Were 
any  assignments  of  this  patent  made  at  that  time?  A 
No  assignments  had  been  made  at  that  time. 

Q  Were  any  assignments  ever  made  subse- 
17  quently?  A  No  assignments  have  been  made  sub¬ 
sequently  either. 

MR.  GORDON :  If  I  may  interrupt  counsel,  what  time 
are  you  talking  about? 

BY  MR.  CAMPBELL : 

Q  Were  any  assignments  ever  made  of  this  patent 
at  any  time?  A  No  assignments  have  ever  been  m^de. 

MR.  CAMPBELL:  I  offer  in  evidence  a  certified  copy 
of  the  record  of  this  patent  from  the  United  States 
Patent  Office  and  ask  that  it  be  marked  Plaintiff’s  Ex¬ 
hibit  No.  2,  a  certified  copy. 

THE  COURT:  What  does  that  show? 

MR.  CAMPBELL:  That  shows  there  was  no  assign¬ 
ment. 

MR.  GORDON :  No  objection. 
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THE  COURT:  It  will  be  admitted  as  Plaintiffs  Ex¬ 
hibit  No.  2. 

(Certified  copy  of  the  record  of  Patent  2,205,854,  was 
marked  Plaintiffs  Exhibit  No.  2  and  received  in  evi¬ 
dence.) 

BY  MR.  CAMPBELL : 

Q  This  patent  shows  that  it  was  filed,  U.  S.  Patent 
2,205,854,  under  the  International  Convention  relying  on 
some  German  patents  or  German  applications.  Can  you 
tell  us  what  those  were?  A  Yes,  but  I  have  to  look 
up  the  numbers. 

18  Q  Have  you  checked  that  with  the  records  so 
that  you  know  what  those  numbers  are?  A  Yes. 

MR.  GORDON :  We  could  stipulate  what  the  German 
patent  applications  were  and  their  numbers. 

THE  COURT:  That  is  what  I  wish  you  gentlemen 
would  do  instead  of  having  testimony  about  them  in  these 
matters.  I  don’t  think  there  is  much  dispute  about  that. 

THE  WITNESS:  No.  147,211  and  No.  148,168. 

MR.  GORDON :  Those  were  filed  in  July  and  October, 
I  believe,  of  1937. 

THE  WITNESS:  I  don’t  have  the  dates. 

BY  MR.  CAMPBELL: 

Q  What  was  the  subject  matter  of  those  German  ap¬ 
plications?  A  The  German  applications  concerned  re¬ 
duction  of  metal  chlorides  with  alkaline  earth  metals, 
especially  the  reduction  of  titanium  with  magnesium. 

Q  Were  those  applications  filed  in  your  name?  A 
They  were  filed  in  my  name. 

Q  And  were  those  German  applications  ever  assigned? 
A  They  have  never  been  assigned. 

Q  Were  those  German  applications  ever  issued 

19  into  patents?  A  One  was  issued  in  a  patent.  The 

other  was  rejected. 

Q  Which  was  allowed? 

MR.  GORDON:  I  think  the  record  should  show  the 
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witness  is  refreshing  his  recollection  from  his  own  notes. 

•  THE  COURT :  The  record  may  show. 

THE  WITNESS:  I  can’t  remember  all  these  numbers. 

THE  COURT:  Yon  have  a  perfect  right  to  lodk  at 
them,  Mr.  Kroll. 

MR.  GORDON :  I  am  willing  to  stipulate  the  number 
of  the  German  patent  and  on  which  the  German  applica¬ 
tion  was  issued.  I 

THE  COURT:  I  should  think  so.  It  is  as  vithl  to 

I 

the  Government’s  case  as  it  is  to  the  plaintiff’s.  I 
assume  if  the  patent  happened  to  belong  to  anybody 
else  the  Government  would  not  have  much  of  a  case. 

MR.  GORDON:  I  am  willing  to  stipulate  that  the 
German  patent  674,625  was  issued  on  April  18,  1930,  by 
the  German  Patent  Office  on  the  German  Patent  Appli¬ 
cation  K-147,211  and  was  issued  in  the  name  of  Dr.  Kroll. 

THE  COURT:  And  there  were  no  assignments  s6  far 
as  the  record  shows? 

MR.  GORDON :  That  is  a  matter  for  their  testimony. 

THE  COURT:  He  so  testified. 

MR.  GORDON :  So  far  as  the  records  of  the 
20  German  Patent  Office  show  there  was  no  assign¬ 
ment  of  that  German  patent. 

THE  COURT:  Very  well. 

MR.  CAMPBELL:  This  is  the  1934  contract.  I  sup¬ 
pose  we  can  stipulate  that,  as  a  matter  of  fact. 

THE  COURT:  Mr.  Gordon,  are  you  willing  to  sjfcipu- 
late  that  is  the  1934  contract? 

MR.  CAMPBELL :  And  the  translation. 

MR.  GORDON:  Which  translation? 

(The  document  was  shown  counsel.) 

MR.  GORDON :  No,  we  do  not  accept  the  translation. 

THE  COURT:  Let’s  put  in  the  German  one  as  their 
Exhibit  3. 

MR.  CAMPBELL :  I  offer  this  in  evidence  as  Plain¬ 
tiff’s  Exhibit  3. 
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THE  COURT:  It  will  be  admitted,  the  contract  in 
German. 

(The  contract  of  1934  between  Siemens  &  Halske  and 
William  Kroll  was  marked  Plaintiff’s  Exhibit  No.  3  and 
received  in  evidence.) 

MR.  CAMPBELL :  The  1934  contract  and  the  transla¬ 
tion? 

THE  COURT:  Then  yon  ask  him  if  that  is  a  proper 
translation.  I  will  admit  that  as  3-A  with  their  right  to 
cross-examine. 

BY  MR.  CAMPBELL: 

Q  Are  you  familiar  with  this  translation?  A  Yes,  I 
have  looked  it  over. 

21  Q  Is  it  correct?  A  I  think  it  is  correct. 

MR.  GORDON:  I  object  to  the  question.  The 
witness  has  not  been  qualified  as  a  translator. 

MR.  CAMPBELL:  He  is  only  a  doctor  from  Ger¬ 
many.  He  is  qualified  there. 

MR.  GORDON :  I  will  certainly  accept  his  qualifica¬ 
tions  of  how  to  make  titanium. 

THE  COURT:  Do  you  understand  German? 

THE  WITNESS:  Very  well,  and  also  French. 

THE  COURT:  Is  this  a  correct  translation? 

THE  WITNESS :  Yes,  it  is. 

THE  COURT:  I  am  going  to  admit  it  as  Plaintiff’s 
Exhibit  3-A  although  it  is  amazing  to  me  you  two  gentle¬ 
men  cannot  agree  on  the  translation. 

MR.  GORDON :  I  don’t  know  what  translation  they 
put  in.  We  had  agreed  all  along  down  the  line  to 
changes  in  their  translation  and  we  suggested  three  more. 
I  don’t  know  whether  they  have  taken  the  original  trans¬ 
lation  before  the  changes  we  suggested. 

MR.  CAMPBELL:  We  have  offered  in  evidence  the 
original  translation  as  submitted  to  the  Government  at¬ 
torneys  and  if  they  have  any  objections — 

THE  COURT:  That  is  the  only  way  the  Court  can 


function,  Mr.  Gordon.  The  Court  will  admit  that 

22  and  if  you  have  a  translator  who  can  show  mb  the 
mistakes  I  will  listen  to  him.  I  think  prima  facie 

I  have  got  to  accept  this.  There  is  no  other  way  to  dp  it. 
I  understand  the  translation  will  be  admitted  as  3-A  to 
correspond  with  the  original  German  with  the  right  of 
the  Government  to  point  out  errors,  omissions  or  neces¬ 
sary  changes. 

(The  translation  of  the  1934  contract  was  marked  Plain¬ 
tiff’s  Exhibit  No.  3-A  and  received  in  evidence.)  j 
MR.  CAMPBELL:  These  termination  letters — I  think 
we  are  agreeing  they  may  be  stipulated. 

MR.  GORDON :  The  German.  Are  you  accepting  our 
translations  as  you  told  us  you  would? 

MR.  CAMPBELL:  Of  what? 

MR.  GORDON :  The  termination  letters. 

MR.  CAMPBELL:  I  don’t  recall.  We  have  a  trans¬ 
lation  which  we  submitted  to  you  which  I  will  ask  Dr. 
Kroll  about. 

MR.  GORDON :  We  submitted  a  counter-transla¬ 
tion  to  you  which  you  said  was  acceptable. 

THE  COURT:  Will  you  gentlemen  tell  me  how  the 
Court  can  pass  on  this  case  intelligently  without  a  proper 
translation  of  these  things?  I  cannot  read  the  Gerpian 
and  tell  what  it  means. 

MR.  GORDON :  I  certainly  agree  with  you,  Ybur 
Honor.  We  tried  to  obviate  it  and  I  thought  we  did.  ]We 
exchanged  specific  translations.  We  agreed  on  [the 

23  translations.  Now  he  comes  up  with  the  original 
translation  which  we  went  over  and  showed  him 

what  was  wrong  and  which  he  agreed  was  wrong.!  I 
don’t  understand  why  he  is  going  back  to  the  original. 

THE  COURT :  I  don’t  know  what  I  will  do.  I  am  not 
going  to  sit  and  listen  to  two  translations.  Either  the 
Court  will  get  its  own  translator,  which  yon  gentlemen 
will  have  to  agree  on — 
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MB.  CAMPBELL:  I  don’t  think  there  was  any  ma¬ 
terial  change  in  the  translations. 

THE  COXJBT:  Why  don’t  you  gentlemen  agree  on  it? 

MB.  GORDON :  We  will  let  them  take  ours  if  there 
is  no  material  change. 

MR.  CAMPBELL :  It  is  our  piece  of  evidence. 

THE  COURT:  Why  did  Judge  Kirkland  send  this 
case  to  a  special  master  and  then  decide  not  to  ? 

MR.  CAMPBELL:  I  thought  because  he  thought  it 
was  a  patent  case. 

MR.  GORDON :  He  thought  originally  it  was  a  patent 
case  and  that  is  why  he  sent  it  but  he  reversed  himself 
because  he  Pound  an  affidavit  in  the  file  by  one  of  the — 

THE  COURT:  I  am  not  going  to  sit  here  and  listen 
to  translators  fighting  over  what  it  means.  If  you  gentle¬ 
men  cannot  agree,  I  will  send  it  to  a  special  master  on 
that  point.  I  think  it  is  perfectly  ridiculous  we  cannot 
get  a  translation  here. 

24  MR.  CAMPBELL :  Then  we  do  accept  their 
amendment  to  those  translations  so  that  we  can 
offer  the  two  letters  of  cancellations  and  acceptance  of 
cancellation  and  the  translations. 

THE  COURT:  All  right.  Admit  No.  4  as  the  termi¬ 
nation  letter  and  4-A  the  translation  thereof. 

(Termination  letter  of  Dr.  Kroll  was  marked  Plain¬ 
tiff’s  Exhibit  No.  4;  the  translation  thereof  was  marked 
Plaintiff’s  Exhibit  No.  4,  and  received  in  evidence.) 

THE  COURT :  Plaintiff’s  Exhibit  5  will  be  the  accept¬ 
ance  of  the  termination  and  5-A  the  translation  thereof. 

(The  acceptance  letter  of  the  termination  was  marked 
Plaintiff’s  Exhibit  No.  5;  the  translation  thereof  was 
marked  Plaintiff’s  Exhibit  No.  5-A  and  received  in  evi¬ 
dence.) 

THE  COURT:  As  I  understand  it,  you  still  have  the 
right  to  object  to  the  translation  of  3  but  4-A  and  5-A 
are  admitted  to  be  proper  translations  of  the  termina¬ 
tion  agreement. 
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MR.  GORDON :  That  is  right,  Your  Honor. 

If  Your  Honor  please,  we  will  try  to  stipulate  the  accu¬ 
racy  of  3  at  the  recess. 

THE  COURT:  I  wish  you  would  because  it  puts  the 
Court  in  a  very  awkward  position. 

MR.  CAMPBELL :  I  think  we  can  get  to  that 

25  before  we  get  through  with  it.  We  want  to  make 
it  as  easy  as  we  can. 

THE  COURT:  I  have  got  enough  troubles  witjhout 
bothering  about  the  translation. 

BY  MR.  CAMPBELL: 

Q  Was  there  any  correspondence  received  by  yop.  at 
the  time  of  the  termination  of  this  contract?  A  Yes;  I 
corresponded  with  Dr.  Rohn  of  the  Heraeus-Vacpum 
Schmelze  Aktiengsellachft  telling  him  I  was  entirely  dis¬ 
satisfied  with  the  contract  because  it  did  not  produce  the 
money  that  I  needed  to  run  my  laboratory  and  that  was 
the  cause  of  cancellation. 

Q  Did  you  receive  a  letter  from  him  at  that  time? 
A  I  received  a  letter  from  him  confirming  that  I  rwas 
not  satisfied  with  the  way  the  contract  worked  out. 

Q  Is  that  the  letter?  A  Yes.  He  says  that  I  [was 
dissatisfied  with  financial  results  of  our  contract — 

MR.  GORDON:  I  object  to  his  reading  from  the j let¬ 
ter.  The  letter  is  being  offered,  I  assume. 

THE  COURT :  That  is  right.  ! 

MR.  GORDON :  I  move  that  his  reading  of  that  letter 
be  stricken. 

THE  COURT:  The  letter  is  the  best  evidence,  1 1 as¬ 
sume.  1 

MR.  CAMPBELL:  I  offer  this  letter  of  July  4,  1038, 
from  Dr.  Rohn  to  Dr.  Kroll  and  ask  that  it  be 

26  marked  Exhibit  No.  6. 

MR.  GORDON:  We  have  no  objection  to  the 
German.  I  haven’t  seen  their  translation.  May  I  see 
the  exhibit  as  offered? 

(The  exhibit  was  handed  counsel.) 
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MR.  GORDON :  I  hate  to  bother  Your  Honor  about . 
this  but  we  had  agreed  on  a  new  translation  of  this 
letter. 

THE  COURT:  How  many  exhibits  are  going  to  be 
offered? 

MR.  CAMPBELL:  Ten  of  ours. 

THE  COURT:  How  many  are  you  going  to  offer? 

MR.  GORDON :  There  might  be  fifty  or  two  hundred. 

THE  COURT:  And  you  haven’t  agreed  on  the  trans¬ 
lations? 

MR.  GORDON:  I  think  we  have  agreed  on  all  of 
them  except  for  a  word  here  or  there.  That  is  why  I 
cannot  understand  why  they  are  going  back  to  the  first 
translation. 

THE  COURT:  I  am  going  further  but  if  we  have 
all  this  I  am  going  to  send  this  to  a  special  master  solely 
on  the  question  of  the  accuracy  of  the  translation. 

MR.  CAMPBELL:  We  accept  their  translation. 

THE  COURT:  Then  let’s  do  it. 

MR.  CAMPBELL :  We  have. 

THE  COURT:  We  are  not  going  to  sit  here  and 
wrangle  over  translations. 

THE  COURT:  As  I  understand  it,  No.  6  is  the  letter 
of  July  4,  1938,  which  is  admitted  in  evidence,  to- 
27  gether  with  the  translation  which  is  marked  6-A 
which  is  now  admitted  to  be  the  correct  transla¬ 
tion.  Is  that  correct? 

MR.  GORDON:  I  beg  your  pardon? 

(The  statement  by  the  Court  was  read  by  the  re¬ 
porter.) 

MR.  GORDON:  Yes. 

THE  COURT:  We  are  using  your  translation,  as  I 
understand. 

MR.  GORDON :  And  we  agree  to  that,  Your  Honor. 

MR.  CAMPBELL:  That  is  generous. 

THE  COURT :  We  understand. 


(Letter  dated  July  4,  1938,  was  marked  Plaintiff’s 
Exhibit  No.  6;  the  translation  thereof  was  marked  Plain¬ 
tiff’s  Exhibit  No.  6-A  and  received  in  evidence.) 

BY  MR.  CAMPBELL: 

Q  Under  the  provisions  of  this  1934  contract,  3  and 
3-A  exhibit,  in  Section  7,  what  were  yon  to  receive  as 
compensation  for  your  consultant  services?  A  I  was 
to  receive — 

MR.  GORDON :  I  object  to  the  question.  I  think  the 
contract  speaks  for  itself. 

THE  COURT:  Is  that  correct,  Mr.  Campbell? 

MR.  CAMPBELL :  The  contract  does  specify. 

THE  COURT:  Then  it  isn’t  necessary  for  him  to  sav 
what  it  specifies. 

28  BY  MR.  CAMPBELL: 

Q  May  I  ask  him  this:  Did  you  actually  re¬ 
ceive  this  compensation?  A  Yes;  I  received  500  marks 
a  month. 

Q  Was  that  paid  during  the  operation  of  this  Con¬ 
tract?  A  During  the  whole  operation  of  the  contract. 

Q  Were  there  any  other  payments  of  money  specified 
or  provided  for  in  this  contract?  A  There  were  no 
other — 

MR.  GORDON:  Same  objection. 

THE  COURT:  I  think  he  can  say  that  there  were 
not,  just  to  save  time. 

BY  MR.  CAMPBELL: 

Q  Referring  to  the  exceptions  that  were  noted  in  Sec¬ 
tion  11  of  this  1934  contract,  were  those  all  entered  into 
prior  to  the  1934  contract?  Do  you  want  to  see  it?  A 
Yes,  I  would  like  to. 

(The  document  was  handed  witness.) 

A  These  exceptions,  concerning  beryllium;  nickel- 
magnesium-carbon  alloys;  copper  titanium  and  iron  tifjan- 
ium  concern  metals  after  the  1930  contract  and  not  after 
the  1934  contract. 


53 


Q  And  where  were  the  inventions  referred  to  in  these 
exceptions  made?  A  They  were  made  in  my  labo- 

29  ratory  at  my  expense  and  with  my  intelligence. 

MR.  GORDON :  I  move  to  strike  the  last  part 
of  that  answer  as  not  responsive.  The  question  was 
“Where  were  they  made”,  not  how. 

THE  COURT :  I  will  overrule  the  objection. 

BY  MR.  CAMPBELL : 

Q  Before  terminating  this  1934  contract,  did  you  dis¬ 
cuss  this  matter  with  Siemens  &  Halske?  A  Yes,  I  dis¬ 
cussed  this  matter  with  Dr.  Rohn  of  Siemens  &  Halske 
and  Heraeus- Vacuum  Schmelze. 

Q  Can  you  give  us  the  substance  of  those  conversa¬ 
tions  and  where  they  took  place  and  when  ? 

MR.  GORDON:  I  object  to  any  testimony  or  any 
question  concerning  an  oral  conversation  with  Dr.  Rohn. 
He  had  no  authority  to  bind  Siemens  &  Halske.  He  was 
not  an  officer,  agent  or  director  of  Siemens  &  Halske.  He 
merely  had  a  position  in  a  subsidiary  of  Siemens  & 
Halske,  Heraeus-Vaeuum  Schmelze. 

MR.  CAMPBELL:  If  Your  Honor  please,  the  con¬ 
tract  provides  that  this  contract  may  be  turned  over  to 
Heraeus-Vaeuum  Schmelze  and  that  is  exactly  what  was 
done. 

MR.  GORDON:  There  is  no  showing  of  that,  Your 
Honor. 

THE  COURT:  What  is  the  purpose  of  this  testi¬ 
mony,  Mr.  Campbell? 

MR.  CAMPBELL:  To  show  that  there  was  an 

30  oral  understanding. 

THE  COURT :  WTiich  eventuated  into  a  written 
contract  or  written  agreement? 

MR.  CAMPBELL :  That  finally  resulted  in  the  written 
termination. 

THE  COURT:  Wouldn’t  that  be  merged  into  the 
written  termination? 

MR.  CAMPBELL :  Yes. 
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THE  COURT:  In  other  words,  as  I  understand  the 
negotiations  leading  np  to  a  contract  are  not  ordinarily 
admissible  when  it  eventuates  into  a  written  contract.  I 
assume  the  termination  is  a  written  contract.  I  will  sus- 

I 

tain  the  objection  on  that  ground. 

MR.  CAMPBELL:  I  would  like  to  make  one  point 
clear  here,  however,  at  this  point:  As  far  as  Dr.  ^ohn 
is  concerned,  the  record  shows  clearly  he  was  in  charge 
of  Heraeus-Vacuum  Schmelze  and  under  the  1934  con¬ 
tract,  the  contract  provided  that  Heraeus-Vacuum  should 
take  over  this  contract. 

THE  COURT:  I  am  not  sustaining  the  objection  on 
the  ground  that  Mr.  Gordon  raised,  namely,  that  he  did 
not  have  authority.  I  am  sustaining  it  on  the  ground 
that  it  is  merged  into  the  written  contract.  I  am  not 
ruling  on  his  authority  or  right  to  transfer. 

We  will  take  a  five-minute  recess  at  this  time. 

(Short  recess.) 

31  MR.  CAMPBELL:  Do  you  have  the  last  ques¬ 
tion? 

(The  last  question  was  read  by  the  reporter.) 

MR.  CAMPBELL :  That  was  objected  to. 

BY  MR.  CAMPBELL : 

Q  Referring  to  this  United  States  Patent  2,203,854, 
Exhibit  1,  when  did  you  make  that  invention  described 
and  claimed  in  that  patent?  A  I  made  that  invention 
in  1936. 

Q  Did  this  invention  come  under  the  1934  contract? 
A  Yes. 

Q  Now,  in  conformity  with  the  provisions  of  Section 
5,  paragraph  1,  of  that  1934  contract,  did  you  dispose 
this  invention  to  Siemens  &  Halske  soon  after  making 
the  same?  A  Yes,  I  did. 

Q  And  about  when?  A  In  1936. 

Q  Now,  in  conformity  with  the  provisions  of  Section 
5,  paragraph  2,  did  Siemens  &  Halske  file  the  German 
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patent  applications  147,211  and  148,168  on  the  invention 
of  the  U.  S.  Patent  2,205,854? 

MR.  GORDON:  I  object  to  the  question  in  so  far  as 
he  leads  by  putting  in  “in  conformity ”  with  a  certain 
section  of  the  contract.  I  have  no  objection  to  asking 
him,  however,  if  Siemens  filed  an  application  with  the 
Patent  Office. 

32  THE  COURT :  It  was  under  that  section, 
wasn’t  it,  Mr.  Gordon?  That  would  be  the  only 

way  it  could  be  done,  I  assume. 

MR.  GORDON :  Well,  I  assume  so,  too. 

THE  COURT:  I  think  technically  you  are  right,  but 
I  do  not  believe  it  is  important. 

BY  MR.  CAMPBELL: 

Q  In  your  name  and  at  his  own  expense?  A  Yes;  it 
was  filed  in  my  name  and  at  the  expense  of  Siemens  & 
Halske. 

Q  And  in  conformity  with  the  provisions  of  Section 
5,  paragraph  2,  did  Siemens  &  Halske  file  the  U.  S.  patent 
application?  A  It  did. 

Q  Which  resulted  in  Patent  2,205,854  in  your  own 
name  and  at  his  own  expense?  A  Yes;  filed  in  my 
name  and  at  their  own  expense  in  the  United  States. 

Q  Referring  to  Section  5,  paragraph  3,  of  the  1934 
contract,  according  to  the  translation,  it  specified  that 
Siemens  &  Halske  shall  receive  an  exclusive  license  in 
all  of  the  patent  rights  mentioned  in  paragraph  2  of 
this  section. 

Is  this  a  correct  translation  of  the  German  text?  Do 
you  want  the  contract?  A  I  would  like  it. 

33  (Mr.  Campbell  handed  a  document  to  the  wit¬ 
ness.) 

THE  COURT:  I  do  not  like  to  interrupt  or  disturb 
the  tenor  of  your  thoughts,  but  he  has  testified  that  it 
is,  hasn’t  he? 

MR.  CAMPBELL:  Yes. 
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THE  COURT:  I  mean,  I  do  not  want  to  tell  you 
how  to  try  your  case. 

MR.  CAMPBELL :  He  did  in  a  roundabout  way. 

THE  COURT:  I  am  accepting  it  as  the  translation, 
and  it  is  up  to  the  Government  to  show  otherwise.  When 
they  do,  you  can  put  him  back  on  and  dispute  it. 

I  do  not  want  to  interrupt  you  or  disturb  the  tenor  of 
your  thoughts,  but  he  has  already  said  that. 

THE  WITNESS:  It  is  a  correct  translation,  yes. 

BY  MR.  CAMPBELL: 

Q  Was  such  a  license  agreement  ever  executed?  A 
Such  a  license  agreement  has  never  been  executed. 

MR.  GORDON:  I  object  to  the  word  “such.”  I  dp  not 
know  what  he  is  referring  to. 

MR.  CAMPBELL:  As  is  provided  for  in  the  contract. 

MR.  GORDON:  I  object  to  any  questions  directed  to 
Dr.  Kroll  as  to  the  legal  meaning  of  the  contract,  be¬ 
cause  we  dispute  that  they  had  to  make  a  separate  license 
agreement  under  the  contract.  I  object  to  any  question 
of  Dr.  Kroll  whether  such  a  license  agreement  as 
34  provided  for  in  the  contract  was  executed. 

BY  THE  COURT: 

Q  Was  any  license  agreement  executed?  A  No. 

THE  COURT:  What  he  is  objecting  to — I  think  [with 
some  force — is  the  legal  effect  of  it.  I  think  he  is  right 
about  that.  |~ 

BY  MR.  CAMPBELL: 

Q  Now,  prior  to  the  date  of  termination  of  this  JL934 
contract  on  December  31,  1938,  did  Siemens  &  Halske 
agree  ot  take  over  this  invention  of  U.  S.  Patent  2,205,854 
for  exploitation?  A  They  never  wanted  to  exploit  it. 

Q  Then,  is  your  answer  that  they  never  did?|  A 
They  never  did. 

Q  Was  any  proposition  ever  made  by  Siemens  & 
Halske  determining  the  amount  of  royalties  to  be  paid 
to  you,  or  was  any  royalty  determined  based  on  the  im- 
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portance  of  the  invention  in  connection  with  this  inven¬ 
tion? 

MB.  GORDON:  Objected  to  as  a  donble  question.  I 
do  not  know  what  the  witness  is  supposed  to  answer. 

BY  THE  COURT: 

Q  Do  you  understand  the  question?  A  Oh,  yes. 

35  Q  You  may  answer.  A  They  never  proposed 
any  rovalties,  since  they  did  not  want  to  exploit. 
BY  MR.  CAMPBELL : 

Q  I  hand  you  a  German-language  letter  and  ask  you 
if  you  can  identify  it  (handing  a  document  to  the  wit¬ 
ness).  A  This  is  a  letter  written  by  Dr.  Rohn,  director 
of  the  Heraeus  Vacuum  Schmelze,  who  says — 

BY  THE  COURT  : 

Q  Wait  a  minute.  Dated  what  date?  A  Dated  May 
20, 1939. 

Q  All  right.  Now,  that  is  as  far  as  the  question 
goes.  He  asked  you  to  identify  it. 

BY  MR.  CAMPBELL : 

Q  To  whom  was  this  letter  addressed?  A  This  let- 
ert  was  addressed  to  myself. 

MR.  CAMPBELL:  I  would  like  to  offer  in  evidence 
this  exhibit,  the  Rohn  letter  to  Dr.  Kroll,  dated  May  20, 
1939. 

MR.  GORDON:  I  would  like  an  opportunity  to  look 
at  it. 

THE  COURT:  You  shall  have  it.  He  wants  to  mark 
it  first,  so  we  will  have  it. 

MR.  GORDON:  No  objection. 

THE  COURT :  Is  there  a  translation  attached  to 
that? 

MR.  CAMPBELL :  And  the  translation. 

MR.  GORDON :  We  will  agree  to  that. 

MR.  CAMPBELL :  Which  I  believe  is  agreed  to. 

36  THE  COURT:  The  German  is  7  and  the  trans¬ 
lation  is  7- A. 

(Letter  in  German,  dated  May  20,  1939,  from  Rohn  to 
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Kroll,  was  marked  as  Plaintiff’s  Exhibit  No.  7  and  re¬ 
ceived  in  evidence;  the  translation  was  marked  as  Plain¬ 
tiff’s  Exhibit  No.  7-A  and  received  in  evidence.) 

BY  MB.  CAMPBELL:  j 

Q  Was  this  letter  subsequent  to  your  cancellation  of 
this  contract?  A  Yes. 

Q  And  subsequent  to  the  cancellation  of  the  contract, 
had  you  made  any  effort  to  go  on  with  Siemens  &  Halske 
as  to  exploitation?  A  Yes. 

Q  And  what  had  been  the  result?  A  They  refused 
to  exploit.  ( 

Q  You  have  stated  that  you  arrived  in  this  country 
in  February,  1940.  Did  you  have  a  copy  of  this  1934 
contract  with  you  when  you  came  here?  A  No. 

Q  When  did  you  obtain  the  copy  of  that  contract?  A 
1  went  back  to  Luxembourg  in  1947,  when  I  dug  out 
my  file,  and  I  found  all  these  contracts,  which  then,  one 
after  the  other,  I  sent  down  to  my  attorneys. 

Q  Did  you  ever  write  to  Dr.  Rohn  of  Heraeus  Vacuum 
Sehmelze,  a  letter  requesting  permission  to  sell 
37  your  U.  S.  Patent  2,205,854  for  a  sum  of  $5,000? 
A  Yes.  | 

Q  Is  this  a  copy  of  that  letter  (handing  a  document 
to  the  witness)  ?  A  Yes. 

THE  COURT :  What  is  the  date  of  it? 

THE  WITNESS:  Pardon  me.  It  is  dated  July  4, 
1940. 

MR.  GORDON:  We  have  no  objection  to  the  German 
or  the  translation. 

THE  COURT :  AH  right. 

MR.  CAMPBELL:  The  German  and  the  translation 
are  to  be  offered  in  evidence. 

THE  COURT :  8,  and  the  translation  is  8- A. 

(Letter  in  German  dated  July  4,  1940,  from  Kroll  to 
Rohn,  was  marked  as  Plaintiff’s  Exhibit  8  and  received 
in  evidence;  the  translation  was  marked  as  Plaintiff’s 
Exhibit  8-A  and  received  in  evidence.) 
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BY  MR.  CAMPBELL: 

Q  What  was  your  reason  for  writing  this  letter?  A 
I  had  no  contract  in  my  hands,  so  I  did  not  know  what 
was  contained  in  this  contract,  so  I  had  to  ask  permission 
of  some  sort  to  sell  the  patent. 

Q  Was  this  requested  permission  granted?  A  Yes. 
MR.  CAMPBELL:  In  this  case  we  will  accept 

38  the  Government’s  translation. 

THE  COURT:-  We  are  really  getting  along 
now,  aren’t  we? 

MR.  CAMPBELL :  It  seems  the  simpler  way. 

Bid  I  submit  this  to  you? 

THE  COURT :  No,  you  have  not 
BY  MR.  CAMPBELL: 

Q  Is  that  the  reply  to  your  letter  (handing  a  docu¬ 
ment  to  the  witness)  ?  A  Yes. 

THE  COURT :  And  that  is  dated  when? 

THE  WITNESS:  That  is  dated — it  is  dated  origi¬ 
nally  July  4,  1940,  and  they  corrected  it  here  to  Septem¬ 
ber  19. 

Oh,  pardon  me;  my  mistake.  19th  of  September,  1940. 
MR.  CAMPBELL:  This  letter  and  the  Government 
translation  are  offered  in  evidence. 

MR.  GORDON:  No  objection. 

THE  COURT :  Plaintiff’s  9  and  9-A. 

(Letter  in  German  dated  September  19,  1940,  from 
Rohn  to  Kroll,  was  marked  as  Plaintiff’s  Exhibit  9  and 
received  in  evidence ;  the  translation  was  marked  as 
Plaintiff’s  Exhibit  9-A  and  received  in  evidence.) 

BY  MB.  CAMPBELL: 

Q  You  have  said,  I  believe,  that  there  were  some 
five  or  six  contracts  with  Siemens  &  Halske  that  you 
had.  A  Yes. 

39  Q  Did  you  ever  consult  any  lawyer  in  making 
these  contracts  with  Siemens  &  Halske?  A  I 

never  consulted  any  lawyer  in  making  my  contracts. 
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Q  And  did  you  ever  consult  a  lawyer  after  having 
entered  into  these  contracts?  A  No. 

Q  Have  you  had  any  dispute  or  disagreement  with 
Siemens  &  Halske  regarding  this  1934  contract?  A  No. 

Q  I  show  you  a  letter  dated  June  17,  1939,  and  ask 
you  to  identify  the  same  (handing  a  document  to  the- 
witness).  A  This  is  a  letter  written  by  Dr.  Illig,  di¬ 
rector  of  Siemens  &  Halske,  dated  June  17, 1939. 

Q  To  you  ?  A  I  accept  this  translation — 

Q  I  mean,  this  letter  was  to  you?  A  To  me,  my¬ 
self;  to  me. 

ME.  CAMPBELL :  The  Government  translation  is 
attached  to  this  one. 

THE  COURT:  I  do  not  imagine  they  are  putting  too 
much  over  on  you. 

MR.  CAMPBELL:  This  is  offered  in  evidence. 

MR.  GORDON:  No  objection. 

THE  COURT:  10,  and  10-A  is  the  translation. 
40  (Letter  in  German,  dated  June  17,  1939,  from 
Illig  to  Kroll,  was  marked  as  Plaintiff’s  Exhibit  10 
and  received  in  evidence;  the  translation  was  marked  as 
Plaintiff’s  Exhibit  10-A  and  received  in  evidence.) 

BY  MR.  CAMPBELL:  j 

Q  Section  9  of  the  1934  contract  provides  that  dif¬ 
ferences  of  opinion  between  you  and  Siemens  &  Halske 
shall  first  be  referred  to  arbitrators;  if  not  settled,  then 
to  the  Berlin  courts  of  law,  which  is  agreed  on  as  having 
exclusive  jurisdiction  of  the  matter. 

Did  you  ever  have  occasion  to  refer  any  dispute  under 
this  1934  contract  to  an  arbitration  or  to  the  Beijlin 
courts  for  settlement?  A  No. 

Q  Were  vou  successful  in  your  efforts  in  selling  this 
United  States  Patent  2,205,854?  A  No. 

Q  Since  you  came  to  the  United  States  did  you  at 
any  time  call  to  the  attention  of  the  industry  this  in¬ 
vention  of  U.  S.  Patent  2,205,854?  A  Yes,  I  did.  I 

i 
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presented  a  report  of  this  invention  at  the  Electro  Chemi¬ 
cal  Society  meeting  in  Ottawa,  1940,  so  the  process  was 
entirely  open  to  the  public. 

Q  Did  the  United  States  Bureau  of  Mines  take 

41  up  the  development  of  this  process  of  yours  at  that 
time?  A  I  do  not  know  at  what  time  they 

started,  but  it  was  after  publication  of  my  report  that 
they  began  working  with  my  process. 

Q  And  is  that  the  process  that  has  been  used  by  the 
United  States  Bureau  of  Mines?  A  It  is  exactly  the 
same  process. 

Q  What  has  been  your  most  recent  employment?  A 
My  most  recent  employment  was  as  a  consultant  with 
the  United  States  Bureau  of  Mines  in  Albany  Station  in 
Oregon. 

Q  Are  you  free  to  tell  us  of  the  nature  of  the  work 
you  have  been  doing  for  the  Bureau  of  Mines?  A  I  de¬ 
veloped  for  the  United  States  Government  the  Zirconium 
process,  which  is  entirely  derived  from  my  work  in  the 
Luxembourg  laboratory.  This  process  has  permitted  an 
advance  of  a  few  years  in  the  atomic  energy  program. 

MR.  GORDON:  I  think  all  this  is  utterly  irrelevant 
to  the  issues  of  this  case.  It  is  very  interesting,  but  I 
do  not  see  what  pertinence  it  has. 

THE  COURT:  I  suppose  he  is  almost  finished  with 
that  line.  I  hope  so,  because  I  have  no  doubt  this  gentle¬ 
man  is  a  very  good  chemical  engineer. 

MR.  GORDON :  I  would  stipulate  to  that. 

THE  COURT:  His  services  are  very  valuable. 

BY  MR.  CAMPBELL  : 

Q  Referring  to  your  1934  contract  with  Siemens 

42  &  Halske,  Section  12  of  the  contract  refers  to  an 
agreement  of  December  20,  1930,  concerning  in¬ 
ventions  in  the  working  field  referred  to  under  Item  1 
as  being  null  and  void. 

What  was  this  agreement?  A  This  1930  agreement 
concerned  work  in  the  rare  metals  field  in  general — 


MR.  GORDON:  May  I  interrupt  you!  Are  you  going 
to  offer  a  copy  of  that  contract? 

MR.  CAMPBELL:  Yes. 

MR.  GORDON:  I  object  to  any  testimony  concerning 
a  contract,  since  the  contract  is  the  best  evidence. 

THE  COURT:  He  gave  just  a  general  statement.  I 
assume  the  1930  contract  is  going  to  be  admitted. 

Mr.  Kroll,  if  this  seems  a  little  unusual  to  you,  we 
have  a  rule  in  this  country  that  if  there  is  a  document, 
the  document  itself  is  the  best  evidence,  and  they  would 
rather  have  the  document  than  your  statement  of  it;  so 
that  is  why  these  objections  are  made. 

THE  WITNESS:  Thank  you,  Your  Honor. 

MR.  CAMPBELL:  This  1930  contract  is  offered  in 
evidence,  and  the  Government  translation  is  accepted. 

THE  COURT :  You  may  have  him  just  identify  it 
BY  MR.  CAMPBELL: 

Q  Do  you  want  to  identify  it  (handing  a  docu- 
43  ment  to  the  witness)?  A  Yes. 

BY  THE  COURT :  j 

Q  That  is  the  contract  that  is  referred  to  in  the 
1934  contract?  A  Yes. 

THE  COURT :  11,  and  11-A  is  the  translation. 

MR.  GORDON:  No  objection. 

(Contract  in  German,  dated  December  20,  1930,  Was 
marked  as  Plaintiff’s  Exhibit  11  and  received  in  evi¬ 
dence;  the  translation  was  marked  as  Plaintiffs  Exhibit 
11-A  and  received  in  evidence.) 

BY  MR.  CAMPBELL: 

Q  I  show  you  letters  of  January  20,  1931,  and  Jan- 
uarv  1,  1931,  and  ask  you  to  identify  those  (handing 
documents  to  the  witness).  A  The  letter  of  January  1, 
1931,  is  written  by  Siemens  &  Halske  to  me  and  it  con¬ 
cerns  certain  exceptions  of  the  contract. 

MR.  GORDON:  I  believe  that  was  written  by  you 
to  Siemens? 
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THE  WITNESS :  It  is  written  by  Siemens  &  Halske— 
THE  COURT:  He  is  talking  about  January  1st. 

THE  .  WITNESS:  January  1st  was  Siemens  & 
Halske — oh,  pardon  me.  I  am  mistaken.  You  are  right. 
Is  a  letter  I  wrote  to  Siemens  &  Halske  on  the 

44  matter  of  the  exceptions.  And  the  letter  dated  Jan¬ 
uary  20,  1931,  is  a  confirmation  of  Siemens  as  to 

these  exceptions. 

MR.  CAMPBELL:  These  two  letters  and  the  Govern¬ 
ment  translations  are  submitted. 

THE  COURT:  The  letter  of  January  1  will  be  12 
and  12-A.  The  letter  of  January  20  will  be  13  and  13-A. 

MR.  GORDON:  I  offer  no  objection.  I  just  want 
to  point  out  that  the  parties  referred  to  a  contract  of 
December  20,  1930.  The  two  other  letters  complete  the 
transaction. 

THE  COURT :  I  understand  that.  That  ties  up 
with  11. 

(Letter  in  German,  dated  January  1,  1931,  from  Kroll 
to  Siemens  &  Halske,  was  marked  as  Plaintiff’s  Exhibit 
12  and  received  in  evidence;  the  translation  was  marked 
as  Plaintiff’s  Exhibit  12-A  and  received  in  evidence.) 

(Letter  in  German,  dated  January  20,  1931,  from  Sie¬ 
mens  to  Kroll,  was  marked  as  Plaintiff’s  Exhibit  13  and 
received  in  evidence ;  the  translation  was  marked  as  Plain¬ 
tiff’s  Exhibit  13-A  and  received  in  evidence.) 

BY  MR.  CAMPBELL : 

Q  WTiat  contracts  referred  to  in  Section  11  of  the 
1934  contract  resulted  from  inventions  offered  to  Sie¬ 
mens  &  Halske  under  this  provision  of  the  1930  con¬ 
tract?  Do  you  want  to  see  the  contract?  You  have 
got  the  contract?  A  Yes.  There  were  four  dif- 

45  ferent  contracts  made  on  beryllium,  on  nickel  mag¬ 
nesium,  carbon  alloys,  copper  titanium,  and  iron 

titanium. 

Q  Was  the  beryllium  contract  a  part  of  the  1930 
contract?  A  Yes. 
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Q  What  was  the  date  of  the  beryllium  contract?  Do 
you  recall?  A  I  can’t  recall. 

Q  Under  this  1930  contract,  did  you  receive  any  com¬ 
pensation  from  Siemens  &  Halske  for  disclosing  your 
inventions  to  them?  A  I  received  a  small  royalty  on 
the  beryllium  contract.  They  produced  an  alloy  for 
watch  springs,  and  I  received  about  a  thousand  dollars 
royalty  from  this  beryllium  contract — a  thousand  dollars 
a  year. 

Q  But  there  was  nothing  received  under  the  1930  con¬ 
tract?  A  Nothing. 

ME.  GORDON:  I  object  to  the  question  as  leading, 
because  Mr.  Kroll  just  testified  that  the  beryllium  [con¬ 
tract  came  under  the  1930  contract.  I  think  he  is  wrong 
on  that. 

THE  COURT:  I  am  wondering  if  he  did  not  mis¬ 
understand  you. 

MR.  GORDON:  It  is  a  separate  contract. 

46  THE  WITNESS:  It  is  a  separate  contract-^ 

MR.  CAMPBELL:  We  agree  it  was  a  separate 

contract. 

THE  WITNESS:  Yes,  but  it  derived  from  the  |930 
contract. 

MR.  GORDON :  It  was  entered  into  much  before  that. 

THE  WITNESS:  Before?  There  was  a  contract 
before,  but  I  think  it  was  the  occasion  of  the  1930  Con¬ 
tract  that  brought  about  a  revision  of  the  beryllium  Con¬ 
tract  ;  but  it  is  under  the  other  section. 

BY  MR.  CAMPBELL :  | 

Q  Under  the  1930  contract  did  you  file  patent  appli¬ 
cations  on  your  invention  before  disclosing  the  inden¬ 
tion  to  Siemens  &  Halske?  A  Yes,  I  did,  in  my  naime 
and  at  my  expense. 

Q  What  occasioned  the  change  in  the  contract  rela¬ 
tionship  resulting  in  the  1934  contract?  A  The  changes 
were  unessential.  It  concerned  the  activity  for  whiclji  I 
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got  a  retainer.  Otherwise  the  kind  of  option  provided 
for  in  the  1930 — 

MR.  GORDON:  Just  hold  on  a  minute.  I  object  to 
the  question  and  I  object  to  the  testimony  as  to  the 
changes  marked  by  the  1934  contract  over  1930,  because 
I  think  the  Court  has  both  contracts  before  it  and  it  can 
judge  for  itself  what  they  were. 

MR.  CAMPBELL:  These  are  questions  of  his  prac¬ 
tice.  We  are  not  asking  him  to  interpret  the  con¬ 
tract. 

47  THE  COURT :  Let  us  read  the  question. 

(The  last  question  was  read  by  the  reporter.) 

THE  COURT:  Do  you  object  to  that  question? 

MR.  GORDON:  No,  not  to  the  question.  I  think  his 
answer  went  far  beyond  that. 

THE  COURT:  I  see  no  objection  to  the  question.  I 
think  maybe  he  has  gone  a  little  far  in  his  answer. 

Suppose  we  strike  out  his  answer  and  start  over  again. 
Read  the  question  to  the  witness. 

Limit  your  reply  to  this  question. 

(The  last  question  was  read  by  the  reporter.) 

BY  THE  COURT : 

Q  What  was  the  change?  A  It  was  broadened  and 
they  wanted  to  include  my  consulting  activity.  Otherwise 
the  contract  remained  essentially  the  same. 

THE  COURT:  I  think  that  is  proper. 

MR.  GORDON:  I  think  that  last  part  of  the  answer, 
beginning  ‘ ‘  Otherwise/ ’  goes  back  to  the  objection  I 
raised  before. 

MR.  CAMPBELL:  He  is  talking  about  practice.  He 
is  not  talking  about  the  wording  of  the  contract. 

THE  COURT:  Let  us  read  his  answer  and  see  if  it 
is  not  pretty  nearly  all  right. 

(The  last  answer  was  read  by  the  reporter.) 

48  THE  COURT:  I  will  strike  out,  “Otherwise  the 
contract  remained  essentially  the  same,”  and  let 

the  rest  of  it  stand. 
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THE  WITNESS:  Besides  that,  I  may  add  that  I  had 
not  any  more  to  pay  for  the  patent  applications. 

THE  COURT :  All  Mr.  Gordon  is  objecting  to  is  jyour 
telling  the  legal  effect.  I  think  that  was  his  objection. 

MR.  CAMPBELL:  I  think  that  is  all,  Your  Honor, 
on  direct. 

Cross  Examination 

I 

BY  MR.  GORDON:  j 

Q  Now,  Dr.  Kroll,  you  have  been  testifying  that'  you 
entered  into  a  number  of  contracts  before  your  contract 
of  March  26,  1934;  is  that  correct?  A  Yes. 

Q  And  those  contracts  are  set  out  in  Section  ljL  of 
the  contract  of  March,  1934;  is  that  correct?  A  Right. 

Q  Now,  before  you  made  this  contract  of  December 
20,  1930,  you  were  negotiating  with  Siemens  for  another 
contract,  were  you  not?  A  Might  be. 

Q  Well,  I  show  you  a  letter  dated  March  20,  1|930, 
addressed  to  you  from  Siemens,  and  ask  you  whether  this 
is  a  copy  of  a  letter  received  by  you  (handing  a  docu¬ 
ment  to  the  witness).  A  Yes. 

49  MR.  GORDON :  I  offer  the  German  of  thife  in 
evidence  as  Defendant’s  Exhibit  1. 

We  have  prepared  our  own  translation  of  this  and 
have  forwarded  a  copy  of  our  translation  to  counsel  for 
the  plaintiff,  and  at  this  time  I  wish  to  offer  our  transla¬ 
tion  of  this. 

THE  COURT:  Have  you  gone  over  it,  Mr.  Camp¬ 
bell? 

MR.  CAMPBELL:  Yes.  It  is  approved. 

THE  COURT:  We  will  mark  that  as  Defendant  ,s  1 
and  1-A. 

(Letter  in  German,  dated  March  20,  1930,  from  pie¬ 
mens  to  Kroll,  was  marked  as  Defendant’s  Exhibit  1 
and  received  in  evidence;  the  translation  was  marked  as 
Defendant’s  Exhibit  1-A  and  received  in  evidence.)  j 


72 


BY  MB.  GORDON: 

Q  Now,  on  or  about  March  20,  1930,  yon  were  nego¬ 
tiating  with  Siemens,  were  yon  not,  for  an  over-all  con¬ 
sultation  contract?  A  Yes. 

Q  And  those  negotiations  came  to  nothing?  A  Yes. 

.  Q  And  instead  yon  made  the  contract  of  December 
20,  1930?  A  Because  that  was  too  complicated. 

Q  The  March  20th  proposed  agreement  was  too 

50  complicated?  A  Was  too  complicated. 

Q  But  your  intention,  however,  was,  was  it  not, 
to  try  to  work  out  with  Siemens  an  over-all  agreement 
so  that  you  would  not  have  to  take  care  of  specific  in¬ 
ventions  by  contracts  and  agreements  in  each  case?  A 
Not  at  all.  The  complication  came  just — 

Q  I  am  asking  you  answer  that  question.  A  No. 

Q  What  is  your  answer?  A  No. 

THE  COURT :  He  may  explain  his  answer  if  he  wants 
to. 

MR.  GORDON:  All  right. 

THE  WITNESS:  Well,  they  felt  it  was  much  too 
complicated  to  make  an  agreement  encompassing  all  my 
inventions,  and  they  wanted  to  arrange  some  kind  of  an 
optional  contract,  according  to  which,  from  case  to  case, 
I  would  make  an  agreement  with  them  for  an  invention 
made. 

BY  MR.  GORDON: 

Q  And  that  is  what  you  did  in  December  of  1930? 
You  made  this  option  type  of  contract?  A  Yes. 

THE  COURT:  What  contract  do  you  want? 

MR.  GORDON :  I  want  the  contract  of  December, 
1930. 

I  see  two  different  translations  have  been  marked  with 
the  same  exhibit  number.  I  thought  it  was  our 

51  .  .  translation  we  were  accepting.  Here  are  two  Ex¬ 

hibits  11-A. 

MR.  CAMPBELL :  Where  the  Government  transla¬ 
tion  is  in,  we  have  agreed  that  it  be  accepted. 


THE  COURT:  They  ought  not  to  be  marked^  Mr. 
Clerk. 

MR.  GORDON:  We  had  agreed  on  the  Government 
translation. 

THE  COURT :  Then,  strike  it,  Mr.  Clerk. 

BY  MR.  GORDON: 

Q  Is  it  not  correct  that  in  December  of  1930  both  you 
and  Siemens  came  to  the  conclusion  that  at  that  time 
you  did  not  have  enough  experience  in  the  field  of  spe¬ 
cial  metals  to  work  out  an  over-all  agreement  as  contem¬ 
plated  in  the  March,  1930  negotiations?  A  Yes;  that 
is  what  is  written  in  the  letter. 

Q  Now,  I  ask  you  to  examine  the  field  of  work  Speci¬ 
fied  in  the  December  20,  1930  letter,  and  tell  me  whether 
or  not  that  is  the  same  field  as  specified  in  your  March 
26,  1934  contract.  A  The  field  of  work  is  essenlfially 
the  same.  It  is  the  rare  metals  field.  |. 

Q  Is  it  identical?  A  Oh,  you  cannot  call  it  identi¬ 
cal.  It  is  a  very  broad  expression — the  field  of  rare 
metals. 

Q  Well,  I  am  asking  you  to  compare  paragraph  2  of 
the  letter  of  December  20,  1930,  with  paragraph  1  of  the 
contract  of  March  26,  1934,  and  ask  you  to  tell  me 
52  whether  or  not  they  are  almost  identical. 

MR.  CAMPBELL:  It  seems  to  me  he  has  an¬ 
swered  that  question,  if  Your  Honor  please. 

THE  COURT:  Well,  you  kind  of  objected  to  him  on 
the  previous  occasion — 

MR.  GORDON:  I  will  strike  out  the  “almost.” 

BY  MR.  GORDON: 

Q  Whether  or  not  they  are  identical,  striking  out 
the  “almost.”  A  In  the  letter  of  December  20,  1930, 
emphasis  is  put  on  the  words  “special  metals,”  an<i  in 
the  contract  of  1934  the  words  “special  metals,”  do  not 
pven  appear;  but  the  field  is  pretty  much  covered  in 
both  contracts.  It  is  about  the  same  field  that  is  men¬ 
tioned. 
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Q  Then  by  March  of  1934  you  had  had  more  than 
three  years’  experience  working  with  Siemens  in  that 
field  of  special  metals?  A  Yes. 

Q  And  you  never  had  any  disputes  with  Siemens? 
A  Never  had. 

Q  About  your  relationship  with  them  in  that  field? 
A  No. 

Q  Now,  in  your  contract  of  March  26,  1934,  it  is 
specifically  stated  that  it  supersedes  your  Decern- 

53  ber,  1930  contract,  does  it  not?  A  Yes,  with 
some  exceptions;  with  some  exceptions. 

Q  What  are  the  exceptions?  A  Those  of  paragraph 

11. 

THE  COURT:  I  did  not  hear  that. 

THE  WITNESS:  Those  of  paragraph  11. 

BY  MR.  GORDON: 

Q  Well,  the  contracts  mentioned  in  paragraph  11  are 
not  the  contract  of  December  20,  1930,  are  they?  A  I 
have  to  read  the  whole  letter  to  get  an  idea. 

THE  COURT:  Aren’t  you  asking  him  questions  that 
Mr.  Campbell  asked  him  and  to  which  you  objected,  name¬ 
ly,  to  read  the  contract  and  explain  it  rather  than  letting 
the  contract  speak  for  itself? 

MR.  GORDON:  If  I  am  doing  that,  I  suppose  it 
should  be  objected  to.  I  did  not  intend  to  do  that. 

THE  WITNESS:  I  do  not  know  what  your  question 
means.  I  am  a  technician,  and  if  you  ask  me  about 
beryllium  I  can  tell  you — 

THE  COURT:  I  think  I  will  sustain  the  objection  to 
the  question  and  let  you  ask  another  one. 

BY  MR.  GORDON: 

Q  Do  you  recall  that  your  deposition  was  taken  by 
the  Government  in  June  of  1950?  A  I  do. 

Q  And  you  there  testified,  at  your  deposition, 

54  that  Siemens  &  Halske  had  exclusive  licensing 
rights  and  rights  to  sub-license  in  your  German 

patent,  did  you  not?  A  Yes. 


Q  And  all  this  despite  your  testimony  now  that  you 
never  assigned  the  German  patent  to  Siemens?  A  Oh, 
to  get  an  exclusive  license  you  had  first  to  request  that 
license.  That  had  to  go  through  the  Patent  Officcj. 

MR.  GORDON:  I  move  that  that  be  stricken  as  un 


responsive. 

THE  COURT:  I  do  not  know  that  I  quite  get  the 
import  of  the  answer. 

Let  me  hear  it  again.  Give  me  the  question  and  an¬ 
swer  both. 


THE  REPORTER  (Reading) : 

“Question:  Do  you  recall  that  your  deposition  was 
taken  by  the  Government  in  June  of  1950? 

“Answer:  I  do. 

“Question:  And  you  there  testified,  at  vour  deposition, 
that  Siemens  &  Halske  had  exclusive  licensing  rights  and 
rights  to  sub-license  in  your  German  patent,  did  you  Inot? 

“Answer:  Yes. 

“Question:  And  all  this  despite  your  testimony  now 
that  you  never  assigned  the  German  patent  to  Siemens? 

“Answer:  Oh,  to  get  an  exclusive  license  you 
55  had  first  to  request  that  license.  That  had  to  go 
through  the  Patent  Office.” 

THE  COURT:  It  does  not  seem  very  responsivp  to 
me,  Mr.  Campbell. 

MR.  CAMPBELL :  I  do  not  think  he  understands  the 
question. 

THE  COURT:  Well,  let  us  strike  the  answer. 

MR.  GORDON:  I  will  strike  my  last  question. 

MR.  CAMPBELL:  I  would  suggest  that  if  you  have 
specific  questions  to  ask  with  regard  to  what  he  stated, 
call  his  attention  to  those. 

THE  COURT:  That  is  the  proper  way  to  impeach 
his  testimony,  is  it  not? 

MR.  GORDON:  Well,  I  think  my  way  is  the  proper 
wav  to  impeach  his  testimony.  I  mean,  I  am  testing  his 
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recollection  now  as  to  what  he  testified  to  six  months 
ago  in  the  first  place. 

ME.  CAMPBELL:  If  Your  Honor  please,  it  seems  to 
me — 

THE  COURT :  I  think  the  proper  way — and  I  assume 
this  is  to  impeach  his  testimony — is  to  refer  to  the  ques¬ 
tion  and  answer  and  the  page,  so  that  he  might  have  a 
chance  to  know  what  he  is  talking  about. 

MR.  CAMPBELL:  Right. 

MR.  GORDON :  Would  you  read  the  last  question  and 
answer,  please. 

56  THE  COURT :  I  have  stricken  it. 

MR.  GORDON :  Well,  the  one  that  has  not  been 

stricken. 

THE  REPORTER  (Reading) : 

“Question:  And  you  there  testified,  as  your  deposi¬ 
tion,  that  Siemens  &  Halske  had  exclusive  licensing  rights 
and  rights  to  sub-license  in  your  German  patent,  did  you 
not? 

“Answer:  Yes.,, 

THE  COURT:  I  will  strike  out  all  beyond  that  and 
let  him  start  over  again. 

MR.  GORDON:  Not  that  I  think  I  have  to,  but  to 
meet  Mr.  Campbell’s  objection,  I  will  ask  this  question: 
BY  MR.  GORDON : 

Q  In  answer  to  this  question  by  Government’s  coun¬ 
sel  at  the  deposition,  did  you  not  make  this  answer? 

“Question:” — page  56  of  the  deposition — “After  these 
applications  were  applied  for  in  Germany,  did  Siemens 
have  an  exclusive  license  under  the  application  and  the 
patent  to  be  issued  thereon? 

“Answer:  In  Germany,  yes.”? 

A  I  only  have  to  read  to  you  paragraph  5  here — 

THE  COURT:  No.  He  asked  you,  Did  you  testify 
to  that? 
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BY  MR.  GORDON : 

Q  Did  you  make  that  response  to  that  question?  A 
Yes. 

57  Q  And  in  response  to  this  question,  did  you 
make  this  answer? 

“Question:  And  they  had  a  right  to  sub-license  that 
patent? 

‘ 1  Answer :  Yes ;  y es.  ”  ? 

A  Right. 

Q  Now,  in  July  of  1940,  you  had  been  informed  that 
the  United  States  titanium  patent  had  been  or  was  about 
to  be  issued,  had  you  not?  A  Yes. 

Q  And  you  then  wrote  to  Heraeus  Vacuum  Schipelze 
on  July  4,  1940,  telling  him  that  you  had  received  pews 
that  the  titanium  application  was  going  to  issue  info  a 
patent;  is  that  correct?  A  Yes. 

Q  And  you  also  asked  them  for  a  power  of  attorney 
to  negotiate  and  to  enter  into  contracts  if  possible?  A 
Power  of  attorney  is  probably  not  the  right  term.  The 
word  is 

Q  Just  a  minute,  Mr.  Kroll.  We  have  a  translation 
here — 

MR.  CAMPBELL:  If  Your  Honor  please,  it  seenfs  to 
me  the  witness  has  a  right  to  complete  his  answer,  j 

THE  COURT :  He  said  that  is  probably  not  the 
right  term.  I  though  he  had  completed  the  answer. 

58  BY  MR.  GORDON: 

Q  How  do  you  define  “Vollmacht”?  A  Per¬ 
mission.  “Vollmacht,,  is  not  plain  power.  It  means  per¬ 
mission.  It  spells  a  little  on  the  low  side,  but  if  you 
find  a  better  expression — 

Q  Do  you  think  it  is  between  a  formal  power  of  at¬ 
torney  and  permission — something  in  between?  A  ^es. 
Power  of  attorney  would  require  legal  action,  and  this 
does  not  require  legal  action. 
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Q  But,  nevertheless,  you  are  asking  Siemens  for  per¬ 
mission  and  power  of  attorney — in  between  those;  what¬ 
ever  phrase  you  use — to  negotiate  for  the  sale  of  this 
titanium  patent?  A  Right 

Q  And  you  said  probably  a  price  of  $5,000  could  be 
realized?  A  Right. 

Q  Your  explanation  on  your  direct  testimony  for  your 
request  for  that  permission,  if  we  use  that  term,  was 
that  you  did  not  have  your  March,  1934  contract  with 
you  at  that  time;  is  that  correct?  A  Right. 

THE  COURT :  Is  that  the  July  14,  1940  letter? 

MR.  GORDON:  July  4. 

THE  COURT:  July  4,  1948? 

59  MR.  GORDON:  1940. 

THE  COURT :  Is  that  July  4,  too? 

MR.  GORDON:  What  is? 

THE  COURT:  That  1940  letter.  I  have  that  down 
as  July  14th. 

MR.  GORDON:  That  is  September  19  and  July  4. 

THE  COURT:  Is  that  correct? 

MR.  CAMPBELL:  Yes. 

MR.  NOLTE:  That  is  right,  and  9  is  September. 

THE  COURT:  I  had  it  July  14th.  I  am  sorry. 

BY  MR.  GORDON: 

Q  Now,  have  you  ever  testified  contrary  to  your  pres¬ 
ent  testimony  that  you  did  not  have  your  March,  1934 
contract  with  you  at  the  time  you  arrived  in  the  United 
States  in  February,  1940?  A  I  don’t  think  I  had  it 
with  me.  I  don’t  know  whether  I  testified — 

Q  Pardon  me.  My  question  is,  Have  you  ever  testi¬ 
fied  contrary  to  that  statement?  A  I  do  not  know. 

Q  Now,  in  answer  to  this  question — pages  148  and 
149 — by  Government’s  counsel  at  your  deposition,  did 
you  make  this  reply: 

“Question:  I  asked  you  previously  whether  you  had 
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disclosed  to  your  attorneys  the  story  of  your  re- 

60  lationsliip  with  Siemens  and  Heraeus  and  the  al¬ 
leged  cancellation  of  June  of  1938  for  the  filing  of 

this  complaint;  and  I  believe  your  testimony  was  ‘Cor¬ 
rect/  was  ‘Yes’? 

“Answer:  As  far  as  I  was  informed.  This  contract 
here,  which  is  included,  was  apparently  in  my  file;  Ij.  took 
it  with  me;  was  in  my  file  here  in  the  United  States; 
while  all  the  other  documents  were  over  in  Luxembourg; 
so  I  filed  this  complaint  on  the  basis  of  the  incomplete 
documents.  ”? 

A  You  may  be  right.  The  human  mind  is  fallible. 
MR.  GORDON :  I  move  to  strike  that  out.  The  human 

i 

mind  may  be  fallible.  I. 

THE  COURT:  You  do  not  deny  that,  do  you? 

I  will  strike  it  out. 

THE  WITNESS:  Please  consider  the  condition  in 
which  I  was  in  1940 — 

BY  MR.  GORDON: 

Q  Please.  I  am  not  asking  for  any  explanation. 
Counsel  can  develop  that  on  direct. 

Then,  your  answer  is  yes,  you  made  that  reply  to  my 
question  ?  A  Could. 

Q  Now,  when  did  you  return  to  Luxembourg  in  1947? 
A  Around  July. 

Q  And  were  you  in  communication  with  [your 

61  attorneys  from  Luxembourg?  A  Yes. 

Q  With  Messrs.  Rich  and  Campbell,  youp  at¬ 
torneys?  A  Yes. 

Q  I  show  you  a  complaint  filed  in  the  District  Court 
for  the  Southern  District  of  New  York,  dated  October 
29,  1947,  and  ask  whether  that  is  the — 

MR.  CAMPBELL:  If  Your  Honor  please — 

THE  COURT:  Let  him  finish  the  question  and  then 
object  to  it. 

Do  not  answer  until  I  rule  on  the  objection. 


| 
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BY  ME.  GORDON: 

Q  — and  ask  whether  this  is  a  copy  of  the  complaint 
filed  by  yon  in  that  action. 

MR.  CAMPBELL:  If  Yonr  Honor  please,  it  seems 
to  me  that  this  complaint  was  filed  in  New  York  after 
the  Alien  Property  Custodian  had  taken  his  office  out  of 
New  York.  We  had  to  refile  in  Washington.  Therefore, 
nothing  was  ever  done  with  this  complaint. 

So  far  as  any  statements  in  that  complaint,  of  course, 
we  are  responsible  for  that,  not  the  client. 

Therefore,  it  seems  to  me  that  it  is  a  rather  improper 
line  of  questioning.  I  mean,  it  is  a  law  question  purely 
and  simply. 

MR.  GORDON :  These  are  admissions  by  plain- 
62  tiff’s  counsel.  They  were  made  with  the  authority 
of  plaintiff.  I  think  they  are  admissible  here 
against  the  plaintiff. 

THE  COURT:  I  will  admit  it.  If  he  wants  to  ex¬ 
plain  it,  I  will  give  him  the  opportunity. 

MR.  GORDON:  This  is  the  original  from  our  files. 
I  would  like  to  introduce  a  photostat 

A  photostat  of  this  is  included  in  the  defendant’s 
deposition  exhibits. 

THE  COURT:  Let  me  see  that  letter,  Mr.  Gordon. 
-  (A  document  was  handed  to  the  Court.) 

THE  COURT:  Do  you  have  something? 

MR.  CAMPBELL :  Yes,  Your  Honor.  If  Your  Honor 
please,  it  seems  to  me  that  this  is  far  afield,  because, 
after  all,  pleadings  are  usually  changed  from  time  to 
time,  especially  as  more  and  more  evidence  is  found,  and 
■what  you  say  in  your  early  pleadings  really  does  not 
mean  much  when  it  comes  to  the  final  one.  After  all,  the 
final  test  is  what  we  have  said  in  our  final  pleadings. 

THE  COURT:  I  am  inclined  to  agree  with  that.  I 
think  that  goes  to  the  weight  rather  than  the  admissi¬ 
bility  of  the  testimony,  however. 


BY  THE  COURT: 

Q  Where  were  you  on  October  29,  1947?  A  Luxem¬ 
bourg. 

THE  COURT :  Luxembourg. 

63  I  am  going  to  admit  it.  I  am  not  going  tjo  be 
too  impressed  by  it,  Mr.  Gordon. 

MR.  GORDON:  I  would  like  to  offer  the  photostat. 
(Photostat  of  complaint  dated  October  29,  1947,  filed 
in  the  U.  S.  District  Court  for  the  Southern  District  of 
New  York  was  marked  as  Defendant’s  Exhibit  No.  2 
and  received  in  evidence.) 

THE  COURT :  You  gentlemen  understand  that  you 
are  responsible  for  your  own  exhibits,  now. 

BY  MR.  GORDON: 

Q  Now,  do  you  recall  that  you  or  your  attorneys  on 
your  behalf  filed  a  notice  of  claim  with  the  Office  of 
Alien  Property  for  the  return  of  this  titanium  patent? 
A  Yes. 

Q  Is  this  a  copy  of  that  notice  of  claim  (handing  a 
document  to  the  witness)  ? 

MR.  CAMPBELL:  Is  that  signed  by  him? 

MR.  GORDON :  No.  This  is  signed  by  you  and  Mr. 
Rich  as  attorneys  in  fact  or  as  attorneys — 

MR.  CAMPBELL:  I  do  not  see  why  he  should  be  re¬ 
sponsible  for  that. 

MR.  GORDON :  This  is  a  rather  novel  argument. 
MR.  CAMPBELL:  It  was  based  on  the  best  infofma- 
tion  we  had,  of  course,  but  it  is  not  his  proposition;  it  is 
our  proposition. 

64  MR.  GORDON:  These  are  official  representa¬ 
tions  made  to  the  Alien  Property  Custodian  to 

induce  us  to  make  return  of  the  property.  As  a  matter 
of  fact,  he  could  not  bring  this  action  without  filing  that 
notice  of  claim. 

MR.  CAMPBELL:  That  is  true;  we  admit  that. 
THE  COURT:  Are  you  offering  that? 
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MR.  GORDON :  I  'am  offering  the  claim,  yes.  I  offer 
the  notice  of  claim  in  evidence. 

THE  COURT:  I  will  admit  it. 

MR.  CAMPBELL:  Of  course,  if  Your  Honor  please, 
the  pleadings  admit  that  the  proper  claim  has  been  filed. 

THE  COURT:  I  assume  he  is  introducing  that  for 
the  purpose  of  contradicting  something  that  he  has  testi¬ 
fied  to.  I  do  not  know.  I  have  not  seen  it  yet.  I  as¬ 
sume  that  is  the  purpose  of  it. 

MR.  GORDON:  Well,  I  won’t  describe  it.  It  is  clear 
from  the  notice  of  claim. 

THE  COURT:  Is  that  the  purpose  of  it? 

MR.  GORDON :  To  contradict  his  present  conten¬ 
tions. 

THE  COURT :  That  is  what  I  say. 

MR.  GORDON :  Yes,  that  is  right. 

THE  COURT:  I  will  admit  it.  I  think  he  can  ex¬ 
plain  that  he  did  not  give  them  the  information,  or  any¬ 
thing  he  wants  to  say,  but  I  am  going  to  admit  it.  I 
think  the  fact  that  a  person  makes  one  statement 
65  one  time  and  another  statement  another  time  is 
admissible. 

(Notice  of  claim  filed  with  Office  of  Alien  Property 
was  marked  as  Defendant’s  Exhibit  3  and  received  in 
evidence.) 

BY  MR.  GORDON: 

Q  I  show  you  a  letter  dated  November  8,  1937,  ad¬ 
dressed  to  you  from  Heraeus  Vacuum  Schmelze,  and  ask 
if  you  received  a  copy  of  that  letter.  This,  incidentally, 
is  a  letter  furnished  by  your  counsel  (handing  a  docu¬ 
ment  to  the  witness).  A  Yes,  I  received  that  letter. 

MR.  GORDON :  I  offer  it  in  evidence. 

THE  COURT:  Is  there  an  attached  translation? 

MR.  GORDON:  Yes.  It  is  their  translation,  which 
we  accept. 

THE  COURT :  4  and  4-A. 

MR.  GORDON :  Is  that  admitted? 

THE  COURT:  Yes. 


83 


(Letter  in  German,  dated  November  8,  1937,  from  He- 
raeus  to  Kroll,  was  marked  as  Defendant’s  Exhibit  4 
and  received  in  evidence;  the  translation  was  marked  as 
Defendant’s  Exhibit  4- A  and  received  in  evidence.) 

BY  MR.  GORDON : 

Q  And  attached  to  this  letter,  Defendant’s  Exhibit 
4- A,  was  a  letter  of  the  same  date,  November  8, 
66  1937,  from  Heraeus  to  Siemens  &  Halske,  is  that 

correct,  and  is  this  a  copy  of  that  attached  letter 
(handing  a  document  to  the  witness)  ?  A  Yes,  it  is  a 
translation,  correct. 

Q  And  in  this  letter  of  November  8,  1937,  Heraeus 
was  asking  Siemens  whether  in  its  opinion  a  United 
States  application  should  be  filed;  is  that  correct? 

THE  COURT:  If  Mr.  Campbell  objects  to  that  on 
the  ground  that  it  speaks  for  itself,  I  will  sustain  the 
objection. 


MR.  CAMPBELL :  I  will  do  so. 

MR.  GORDON :  Well,  I  will  rephrase  my  question \ 

BY  MR.  GORDON:  | 

Q  You  made  no  protest,  when  you  got  a  copy  of 
this  letter,  either  to  Siemens  or  to  Heraeus,  that  they 
had  no  rights  in  the  proposed  United  States  patent  or 
application?  A  No. 

Q  You  made  no  protest?  A  No. 

THE  COURT :  Is  that  introduced  as  part  of  4? 

MR.  GORDON:  Well,  I  think  we  ought  to  introduce 
that  as  part  of  4,  attached. 

THE  COURT :  Yes.  Mark  it  as  part  of  4  and  4-Al 
MR.  CAMPBELL:  Will  you  read  that  question  and 
answer? 


THE  REPORTER  (Reading) : 

67  “Question:  You  made  no  protest,  when  you  got 
a  copy  of  this  letter,  either  to  Siemens  or  to  He¬ 
raeus,  that  they  had  no  rights  in  the  proposed  United 
States  patent  or  application? 

“Answer:  No.” 
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BY  MR.  GORDON: 

Q  I  show  you  a  letter  dated  June  18,  1938,  from  Sie¬ 
mens  to  yourself,  and  ask  you  if  that  is  a  copy  of  a  let¬ 
ter  received  by  you  (handing  a  document  to  the  witness). 
A  Yes,  that  is  a  copy  of  a  letter  received  by  me. 

MR.  GORDON :  I  offer  it  in  evidence. 

Does  Your  Honor  care  to  see  these  documents  as  they 
are  introduced? 

THE  COURT:  I  think  I  will  wait  until  they  are  all 
in.  5  and  5- A. 

(Letter  in  German,  dated  June  18,  1938,  from  Siemens 
to  Kroll,  was  marked  as  Defendant’s  Exhibit  5  and  re¬ 
ceived  in  evidence;  the  translation  was  marked  as  De¬ 
fendant’s  Exhibit  5-A  and  received  in  evidence.) 

THE  COURT:  How  much  longer  do  you  think  it 
will  take  for  the  cross-examination? 

MR.  GORDON :  I  should  think  it  would  take  the 
greater  part  of  the  afternoon. 

THE  COURT :  Well,  then,  we  will  take  a  recess 
until  1:30. 

(At  12:30  p.  m.  a  recess  was  taken  until  1:30  p.  m.) 

68  Afternoon  Session 

(The  proceedings  were  resumed  at  1:30  p.  m.,  at  the 
expiration  of  the  recess.) 

Thereupon, 

William  J.  Kroll, 

resumed  the  witness  stand,  and  the  following  occurred: 

MR.  GORDON :  If  Your  Honor  please,  we  have  been 
talking  about  the  translation  of  the  German  contract  of 
March,  1934. 

THE  COURT:  Yes. 

MR.  GORDON:  We  are  in  agreement  on  all  changes 
except  one  word,  and  as  to  that  one  word  we  do  not 
seem  to  be  able  to  agree,  and  I  will  put  on,  in  the  course 


85 


of  my  examination,  a  German  law  expert  to  testify  as 
to  that  translation. 

THE  COURT :  Very  well.  As  long  as  you  have  made 
that  much  effort,  I  think  I  can  be  appreciative  of  your 
efforts. 

MR.  GORDON :  We  can  substitute  this  changed  trans¬ 
lation  with  the  notation  of  the  one  word  which  ib  in 
issue. 

THE  COURT:  Mark  it  on  there  in  some  way  to  indi¬ 
cate  that  one  word  which  is  in  dispute.  Just  put!  the 
comment  on  there  ‘‘Not  agreed  upon.*’ 

I  will  give  the  other  side  an  opportunity,  too,  if  ihey 
want  to  introduce  any  expert. 

Are  you  going  to  substitute  that  for  the  other  one,  Mr. 
Gordon? 

MR.  GORDON:  Yes.  I  have  a  retyped  trans- 
69  lation  of  this  whole  thing,  involving  all  i  the 
changes,  and  it  has  that  one  which  we  have  not 
agreed  on.  I  think  it  would  be  easier  if  we  took  the 
retyped  translation  and  noted  on  there  that  that  is  the 
one  word  we  have  not  agreed  on.  Otherwise  you  would 
have  to  go  to  this  to  see  what  the  changes  are. 

THE  COURT :  Can’t  we  do  that  in  the  morning? 

MR.  GORDON:  You  have  not  checked  that  complete 
translation. 

MR.  CAMPBELL:  We  have  not  seen  that.  We  will 
check  it  over  with  you. 

THE  COURT:  You  check  it  between  now  and  tomor¬ 
row  morning. 

MR.  CAMPBELL:  We  will,  Your  Honor. 

Cross-Examination  (Resumed) 

i 

l 

BY  MR.  GORDON :  | 

Q  Now,  I  have  asked  you  about  Defendants  Exhibit 
No.  5,  a  letter  of  June  18,  1938,  from  Siemens  to  you. 
Tn  the  last  paragraph — 

THE  COURT:  What  exhibit  is  this,  Mr.  Gordon? 
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ME.  GOEDON:  This  is  Defendant’s  Exhibit  5. 

BY  ME.  GOEDON: 

Q  —in  the  last  sentence  thereof,  Siemens  is  using 
the  pronoun  “we.”  They  say — and  I  paraphrase  it 
“We  will  be  grateful  to  you  if  you  could  return  the 
papers  quickly  to  us  so  that  we  can  claim  the 

70  priority  of  applications  B169453  and  70273.” 

Those  applications  were  the  German  titanium 
applications,  were  they  not?  A  Correct. 

Q  And  the  use  of  the  pronoun  “we”  referred  both  to 
Siemens  and  yourself,  did  it  not?  A  No;  it  refers  only 
to  Siemens. 

Q  I  show  you  a  letter  dated  June  24,  1938,  which  pur¬ 
ports  to  be  signed  by  you,  addressed  to  Siemens  & 
Halske,  and  I  ask  you  if  you  sent  that  letter  to  Siemens 
(handing  a  document  to  the  witness).  A  Yes,  I  sent 
that  letter  to  Siemens. 

ME.  GOEDON :  I  offer  the  letter  of  June  24,  1938,  in 
evidence. 

THE  COUET:  Is  the  translation  there,  too? 

ME.  GOEDON:  Yes,  sir. 

This  is  your  translation. 

ME.  CAMPBELL :  Our  exhibit. 

ME.  GOEDON:  Our  exhibit? 

ME.  CAMPBELL:  You  are  putting  in  our  exhibit 
for  us? 

That  is  all  right.  No  objection. 

ME.  GORDON :  I  offer  that  in  evidence. 

THE  COUET :  It  is  admitted. 

71  (Letter  in  German,  dated  June  24,  1938,  from 
Kroll  to  Siemens,  was  marked  as  Defendant’s 

Exhibit  6  and  received  in  evidence;  the  translation  was 
marked  as  Defendant’s  Exhibit  6-A  and  received  in  evi¬ 
dence.) 

BY  ME..  GORDON: 

Q  Now,  your  letter  to  Siemens  refers  to  two  other 
letters  received  by  you  from  Siemens,  dated  June  21  and 
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June  22,  1938.  Do  you  have  copies  of  those  letters  ]  A 
I  turned  everything  upside  down  in  my  file  and  I  couldn’t 
find  it. 

Q  In  any  event,  it  appears  from  your  reply  to  those 
two  letters  that  Siemens  had  informed  you  on  Juni  21 
and  June  22  that  they  were  interested  in  the  filing  of 
these  titanium  applications  in  the  United  States;  is  that 
correct?  A  Yes. 

Q  And  you  made  no  protest  to  Siemens  that  they 
had  no  rights  in  the  United  States  titanium  applications 
at  this  time,  did  you?  A  No. 

Q  Did  you  make  it  at  any  time?  A  No. 

MR.  GORDON:  We  have  a  little  jumble  again. 
There  were  two  different  translations  of  these  plain¬ 
tiff’s  exhibits  and  counsel  for  the  plaintiff  was  accept¬ 
ing  the  Government’s.  That  is  marked  Plaintiff’s  5. 
72  This  is  Plaintiff’s  Exhibit  4,  which  is  plaintiff’s 
translation,  and  there  are  two  5’s  here,  and  they 
are  two  different  letters. 

(To  the  Deputy  Clerk:)  This  should  be  4. 

THE  COURT :  He  marked  both  sets  of  translations. 

(The  Deputy  Clerk  changed  the  exhibit  numbers  as 
instructed  by  counsel.) 

THE  COURT:  Is  it  agreed  that  the  correct  transla¬ 
tion  is  attached  to  4-A  and  4-B? 

MR.  RICH :  Yes. 

BY  MR.  GORDON: 

Q  In  your  letter  of  June  27,  1938,  Plaintiff’s  Exhibit 
No.  4,  in  which  you  gave  notice  of  termination  as  of 
December  31,  1938,  of  your  March,  1934  contract,  you 
stated,  “I  shall  complete  the  work  now  pending  by  the 
end  of  the  year.” 

You  meant  by  that,  did  you  not,  that  Siemens  was  to 
have  all  the  rights  specified  in  the  contract  as  to  your 
work  which  you  might  finish  between  June  27  and  De¬ 
cember  31,  1938?  A  It  was  a  simple  statement  that  I 
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was  working  on  certain  projects  and  I  would  have  to 
finish  them. 

Q  Why  did  you  tell  that  to  Siemens  if  it  had  no  sig¬ 
nificance?  A  It  had  significance  in  that  I  was  working 
on  titanium  and  would  complete  the  work. 

Q  Suppose  you  made  an  improvement  in  your  titan¬ 
ium  process  between  June  27  and  December  31, 

73  1938.  Weren’t  you  there  stating  in  effect  that 
Siemens  would  have  the  contractural  rights  in  that 

improvement?  A  I  would  have  evidently  communicated 
the  results  to  Siemens. 

Q  Pursuant  to  the  requirement  of  the  1934  contract 
that  you  disclose  to  Siemens  the  results  of  your  work? 
A  Surely. 

Q  I  show  you  a  letter  dated  July  13,  1938,  from  Sie¬ 
mens  to  Heraeus,  and  ask  you  if  you  can  identify  the 
signature  on  that  letter  (handing  a  document  to  the 
witness).  A  The  signature  is  Wiegen,  I  suppose — I  am 
not  capable  of  giving  you  that  name  there.  There  is  no 
“g”  there  and  I  can’t  see  any  “g”. 

Q  Thieleman?  A  Thieleman,  T-h-i-e-l-e-m-a-n. 

Q  And  he  was  a  director  of  Siemens?  A  I  don’t 
know  him. 

Q  Can  you  translate  this  stamp  on  the  original  Ger¬ 
man? 

MR.  CAMPBELL:  If  Your  Honor  please,  I  do  not 
«ee  how  this  can  be  considered  if  he  can’t  identify  it  in 
any  way. 

MR.  GORDON:  Well,  the  letter  is  on  the  letterhead 
of  Siemens. 

MR.  CAMPBELL:  What  does  that  prove? 

MR.  GORDON:  It  is  signed  Siemens  &  Halske,  by 
Thieleman.  I  shall  find  Thieleman’s  name  on  other 

74  correspondence  purporting  to  come  from  Siemens. 

MR.  CAMPBELL :  Unless  it  is  connected  in 
some  way,  if  Your  Honor  please,  I  object. 


MR.  GORDON :  I  have  not  offered  the  document. 

THE  COURT:  As  presently  advised,  I  would  not 
admit  it,  either. 

BY  MR.  GORDON: 

Q  Can  yon  translate  that  stamp  for  ns?  A  Yes. 
“  Arrived  1st  of  July,  1938.  Confirmed” — 

MR.  CAMPBELL:  If  Your  Honor  please,  why  should 
he  translate  something  that  is  not  going  to  be  admitted? 

THE  COURT :  It  may  help  admit  it.  I  do  not  kAow. 
I  am  not  receiving  it  in  evidence  at  this  time,  but  You 
can  translate  that,  if  you  want. 

MR.  GORDON :  Will  the  reporter  please  repeat  tlpt? 

THE  REPORTER  (Reading) :  “Arrived  1st  of  July, 
1938.  Confirmed” — 

THE  WITNESS:  “Confirmed  14th  of  July,  1938. ’[ 

BY  MR.  GORDON : 

Q  Did  you  ever  hear  the  name  of  Thieleman  before? 
A  I  heard  the  name.  I  don’t  know  who  it  is. 

Q  Didn’t  he  have  some  connection  with  Siemens  & 
Halske?  A  Surely. 

MR.  GORDON :  I  offer  this  letter  in  evidence. 

75  MR.  CAMPBELL:  I  object,  Your  Honor,  on 
the  ground  of  incompetency.  I  do  not  think  it  jhas 
been  proven. 

THE  COURT:  Did  it  come  from  the  custody  of  the 
plaintiff  ? 

MR.  GORDON :  No,  sir.  This  was  discovered  by  bur 
investigators  in  Germany. 

THE  COURT :  I  will  sustain  the  objection. 

MR.  GORDON:  I  would  like  to  have  it  marked  ifor 
identification. 

(Letter  in  German,  dated  July  13,  1938,  from  Heraeus, 
was  marked  as  Defendant’s  Exhibit  7  for  identification: 
the  translation  was  marked  as  Defendant’s  Exhibit  7-A 
for  identification.) 
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BY  MB.  GORDON : 

Q  Incidentally,  yon  have  testified,  have  you  not,  that 
Siemens  did  not  wish  to  exploit  the  titanium  application 
in  Germany;  is  that  correct?  A  Yes. 

Q  Now,  the  word  “exploit”  is  rather  ambiguous. 
Could  not  Siemens  exploit  in  one  of  two  ways — by  manu¬ 
facturing  itself  or  by  sub-licensing  others?  A  No. 
They  had  first  to  exploit  themselves  according  to  the 
main  contract. 

MR.  GORDON:  I  move  to  strike  out  “according  to 
the  main  contract.’ ’ 

THE  COURT :  Read  the  answer,  will  you? 

76  (The  last  answer  was  read  by  the  reporter.) 
THE  COURT:  Now,  what  was  the  question? 

(The  last  question  was  read  by  the  reporter.) 

THE  COURT:  I  think  that  is  a  fair  answer  to  your 
question,  Mr.  Gordon. 

BY  MR.  GORDON : 

Q  You  had  other  contracts  with  Siemens,  those  re¬ 
ferred  to  in  Section  11  of  the  contract  of  March,  1934, 
did  you  not,  in  which  it  was  provided  that  Siemens  would 
exploit  by  sub-licensing?  A  Those  were  special  con¬ 
tracts,  made  separate,  which  had  nothing  to  do  with  the 
1934  contract. 

Q  Then,  your  answer  is  yes?  A  Yes. 

Q  And  you  have  just  testified  that  under  your  pre- 
1934  contracts,  to  wit,  those  mentioned  in  Section  11  of 
the  1934  contract,  you  received  no  income  from  Siemens? 
A  I  received  no  income  from  Siemens  except  for  beryl¬ 
lium. 

Q  For  beryllium?  A  Yes. 

Q  But  you  received  none  on  nickel  magnesium,  carbon 
•  alloys?  A  No. 

77  Q  None  on  copper  titanium?  A  No. 

Q  And  none  on  iron  titanium?  A  No. 

Q  Then,  those  were  an  illustration  of  the  contracts 
with  Siemens  where  Siemens  did  not  exploit  the  inven- 
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tions,  or  else  you  would  have  received  income?  A  No, 
none  from  Siemens. 

Q  And  Siemens  did  not?  A  No. 

Q  And  you  received  no  income?  A  No. 

Q  But  you  had  contracts  covering  those  processes? 
A  Yes. 

Q  I  show  you  a  letter  dated  July  29,  1938,  from 
Mr.  Kroll  to  Mr.  Siemens,  and  ask  if  that  is  a  copy  of 
a  letter  sent  by  you  to  Siemens  (handing  a  document  to 
the  witness).  A  Yes,  I  received  that  letter. 

BY  THE  COURT:  I* 

I 

Q  You  received  it  or  you  sent  it?  A  I  sent  itj,  that 
is  correct.  ; 

MR.  GORDON :  I  offer  this  letter  of  July  29,  1938, 
in  evidence.  1 

THE  COURT:  Any  objection? 

MR.  CAMPBELL:  No  objection.  ! 

THE  COURT :  It  will  be  admitted. 

78  (Letter  in  German,  dated  July  29,  1938,  from 

Kroll  to  Siemens,  was  marked  as  Defendant’s  Ex- 
hibit  8  and  received  in  evidence;  the  translation  was 
marked  as  Defendant’s  Exhibit  8-A  and  received  in  evi¬ 
dence.) 

BY  MR.  GORDON: 

Q  In  this  letter  of  July  29,  1938,  you  are  answering 
a  letter  that  Siemens  had  sent  to  you  in  which  they 
asked  whether  you  were  interested  in  foreign  applications 
on  alloys  containing  titanium;  is  that  correct?  A  Yes. 

Q  And  applications  for  that  process — alloys  contain¬ 
ing  titanium — would  be  covered  under  your  1934  contract, 
would  they  not?  A  No;  in  the  exceptions.  It  falls 
under  No.  C  of  paragraph  11.  It  is  copper  titanium. 

Q  This  is  the  use  of  alloys  containing  titanium  for 
non-corrosive  products.  Doesn’t  that  fall  under  the  1934 
contract?  A  No;  it  falls  under  C  of  paragraph  ll|. 

THE  COURT:  The  record  will  show  that  that  is  De¬ 
fendant’s  Exhibit  8  and  8-A. 
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BY  MR.  GORDON : 

Q  Now,  the  patent  application  mentioned  in  Defend¬ 
ant’s  Exhibit  8  and  8-A  is  K-147,948;  is  that  correct? 
A  There  is  a  previous  letter,  because  one  concerns 

79  copper  titanium  and  this  concerns  objects  for  non- 
corrosive  products. 

May  I  have  the  previous  one? 

Q  I  am  going  to  show  you  that. 

In  Defendant’s  Exhibits  4  and  5  application  of  that 
same  number  mentioned  in  Defendant’s  Exhibit  8  is 
specified.  You  may  look  at  Defendant’s  4  and  5  and  see 
if  that  does  not  refresh  your  recollection  that  K-147,948 
came  within  the  field  covered  by  your  1934  contract.  A 
You  are  right.  I  accept  it.  But  the  previous  exhibit  that 
you  showed,  that  concerned  copper  titanium — the  one 
before.  That  is  why  I  cannot  remember. 

Q  I  think  you  are  wrong  on  that.  I  think  we  are 
just  getting  matters  confused  if  you  volunteer  statements 
like  that.  I  wish  you  would  try  to  confine  yourself  to 
the  questions. 

How  do  you  account  for  the  fact  that  in  this  letter, 
Defendant’s  Exhibit  8,  you  were  suggesting  to  Siemens 
that  even  though  you  were  not  interested  in  filing  abroad, 
Siemens  should  consult  with  Heraeus  because  Heraeus 
might  be  interested?  A  Because  Heraeus  is  the  ones 
that  had  all  the  rare  metals  developments,  and  the  logical 
thing  would  be  to  confer  with  Heraeus.  Heraeus  were 
the  only  group  of  Siemens  interested  in  the  exploitation 
of  rare  metals,  so  it  was  quite  logical  to  write  them. 

80  Q  That  is  your  explanation — Because  Heraeus 
was  the  one  chiefly  interested  in  rare  metals?  A 

Yes. 

Q  Even  though  Siemens  and  Heraeus  never  exercised 
any  option  on  titanium?  A  Yes.  I  had  to  keep  them 
informed. 

MR.  GORDON:  I  would  like  to  be  able  to  save  the 
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time  of  this  Court.  I  have  a  number  of  documents. 
There  may  be  30  of  them  relating  to  exchanges  between 
Siemens  and  Halske  and  the  American  patent  attorneys, 
Knight  Brothers,  who  were  Siemens’  attorneys,  and  to 
whom  Knight  Brothers  sent  the  American  application  to 
be  filed.  | 

The  correspondence  shows  that  in  1938,  1939,  j  and 
1940,  Knight  Brothers  were  requesting  instructions  from 
Siemens,  Siemens  was  giving  instructions  to  Knight 
Brothers,  as  to  the  prosecution  of  the  United  States 
titanium  application  in  the  United  States  Patent  Office. 

Now,  if  I  can  have  some  stipulation  as  to  that,  I  do 
not  have  to  put  in  all  the  documents.  I  am  quite  willing 
to  put  in  all  of  them. 

THE  COURT:  I  think  he  has  testified  that  Siemens 
filed  this  application  in  his  name  and  at  the  expense  of 
Siemens.  I  think  that  is  his  testimony,  is  it  not? 

MR.  GORDON :  I  believe  so. 

MR.  CAMPBELL :  That  is  right,  and  ^hat 
81  there  were  no  assignments  filed. 

THE  COURT:  And  no  assignments  were  f[led. 
Therefore,  I  should  think  this  would  be  admissible,  un¬ 
less  you  gentlemen  have  some  objection. 

MR.  CAMPBELL :  No,  we  have  no  objection  at  all. 
In  fact,  we  think  that  a  portion  of  it  should  be  in  there. 
In  fact,  the  letter  of  transmittal  to  Knight  Brothers  we 
think  should  be  in  evidence. 

MR.  GORDON:  Well,  I  think  you  should  have  pujfc  it 
in.  I  was  surprised  that  you  had  not. 

MR.  CAMPBELL:  We  did  not  have  it  in  such  fojrm 
that  we  had  a  right  to  put  it  in,  I  do  not  think. 

THE  COURT:  Is  there  any  objection  to  the  corre¬ 
spondence  between  the  Siemens —  j 

MR.  CAMPBELL:  None  at  all. 

THE  COURT:  — and  the  patent  attorneys,  Knight 
Brothers,  going  in  evidence?  I 
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MR  CAMPBELL:  None  at  all. 

MR  GORDON:  I  think  that  will  save  some  steps, 
then. 

THE  COURT:  Well,  I  think  it  shonld  be  put  in  evi¬ 
dence.  As  long  as  it  is  not  objected  to,  I  think  we 
might  as  well  get  that  admitted  without  further  delay. 

MR.  GORDON:  Well,  I  offer  as  Defendants  Exhibit 
9  a  letter  dated  July  5,  1938,  from  Knight  Brothers  to 
Siemens — 

THE  COURT:  Have  you  seen  all  these,  Mr.  Camp¬ 
bell? 

82  MR.  CAMPBELL:  Yes.  It  is  a  file  that  we 
discovered  and  called  to  your  attention.  We  have 
been  through  it,  and  it  is  all  admissible,  because  it  re¬ 
lates  to  this  particular  application. 

THE  COURT:  Well,  suppose  you  just  read  them  into 
the  record,  then,  and  we  can  have  them  marked  as  we 
go  along. 

MR.  CAMPBELL:  You  are  not  going  to  put  in  the 
entire  file? 

THE  COURT :  Not  in  bulk.  He  is  going  to  put 
them  in  one  at  a  time. 

MR.  GORDON:  I  am  going  to  put  in  the  letters  that 
I  think  you  should  let  go  in.  You  can  put  in,  if  they  are 
admissible,  any  other  letters. 

MR.  CAMPBELL:  I  do  not  see  why  the  file  does 
not  go  in  as  a  whole.  Let  it  go  in  as  it  stands. 

THE  COURT:  I  am  not  going  to  let  part  of  it  go 
in  and  not  the  other  part.  He  does  not  have  to  intro¬ 
duce  them  all.  You  can  introduce  the  rest.  I  will  let 
you  introduce  anything  he  does  not. 

MR.  GORDON:  Letter,  July  5,  1938,  Knight  Brothers 
to  Siemens. 

Letter,  July  11,  1938,  from  Knight  Brothers  to  Sie¬ 
mens. 
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THE  COURT:  Don’t  you  think  we  had  better  mark 
those  as  we  go  along? 

MR.  CAMPBELL :  If  Your  Honor  please,  it  is 

83  my  understanding  that  the  Government  took  this 
file  and  has  it,  so  it  was  not  available  to  us  after 

they  took  it. 

MR.  GORDON:  I  object  to  that.  We  served  a  re¬ 
quest  for  admissions. 

MR.  CAMPBELL:  We  see  no  reason  why  the  whole 
file  should  not  go  in. 

THE  COURT:  I  cannot  make  Mr.  Gordon  put  in 
anything  that  he  does  not  want  to  put  in. 

MR.  GORDON:  I  personally  differ  with  that,  that 
file  was  returned  because  Knight  Brothers  asked  us  to 
return  it.  That  was  the  original  file.  We  made  photo¬ 
stats. 

THE  COURT:  Do  you  have  the  whole  file  here? 

MR.  GORDON :  I  think  so. 

MR.  CAMPBELL:  I  do  not  see  any  objection  tcj  the 
whole  file  going  in. 

MR.  GORDON:  They  are  not  in  the  form  of  a  bqund 
file.  We  had  to  take  photostats  of  each  of  the  documents. 

THE  COURT:  Is  the  entire  file  of  Knight  Brothers 
there  ?  j 

MR.  GORDON :  I  think  we  have  it  all,  yes. 

THE  COURT :  Then  I  will  admit  it  all. 

MR.  GORDON:  Your  Honor,  we  did  not  take  eyerv 
single  paper  from  the  Knight  file.  Some  of  those  docu¬ 
ments  had  already  been  submitted  to  us  by  counsel  for 
the  plaintiff.  I  do  not  see  why  we  should  be  forced  to 
put  in,  first  of  all,  documents  which  we  did  not  take 

84  or  any  documents  which  we  do  not  want.  If  the 
plaintiff  wants  to  introduce  them,  that  is  up  to  him. 

THE  COURT:  It  strikes  me  that  if  you  are  intro¬ 
ducing  a  file  of  a  firm  of  attorneys  and  introducing  it 
probably  to  show  a  continuing  interest  on  the  parlj  of 
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the  Siemens  concern,  it  would  be  unfair  not  to  introduce 
the  entire  file. 

MR.  GORDON :  What  we  are  really  talking  about  is, 
I  think,  one  letter.  Plaintiff  has  a  copy  of  that  letter. 
If  he  wants  to  introduce  it,  that  is  up  to  him,  and  I  can 
make  any  objections  I  want  at  the  time,  and  Your  Honor 
will  rule  on  it. 

MR.  CAMPBELL:  Do  you  mean  the  letter  of  trans¬ 
mittal? 

MR.  GORDON:  I  did  not  take  that  letter  from  the 
file.  That  letter  was  sent  to  us  by  plaintifFs  counsel, 
and  he  has  a  copy  of  that. 

THE  COURT:  Mr.  Campbell,  do  you  have  a  copy  of 
this  file? 

MR.  CAMPBELL:  No,  we  have  not,  Your  Honor,  be¬ 
cause  we  understood  that  the  Government  had  the  com¬ 
plete  file. 

MR.  GORDON :  I  beg  to  differ.  We  sent  him  a  copy 
of  every  single  one  of  these  letters  we  have  here.  We 
served  a  request  for  admissions  on  them,  giving  them 
copies  of  every  one  of  these  letters.  They  refused  to 
admit.  So  what  I  did  was  to  go  to  New  York,  took  the 
original  file,  and  went  over  it  page  by  page,  and 
85  said,  ‘‘You  see  if  our  photostats  are  the  same  as 
the  originals.,, 

We  sat  down  and  saw  that  they  were  the  same,  and 
then  they  stipulated  that  those  photostats  are  genuine, 
are  true  copies  of  the  originals,  and  that  they  are  ad¬ 
missible  in  evidence,  subject  to  materiality  and  irrele¬ 
vancy.  That  stipulation  is  part  of  the  record.  That  is 
the  whole  history  of  this  Knight  file. 

THE  COURT:  What  is  your  position  on  that,  Mr. 
Campbell  ? 

MR.  CAMPBELL:  As  to  these  exhibits  he  wants  to 
put  in? 

THE  COURT:  Yes. 


MR.  CAMPBELL:  Well,  we  do  not  object  to  them. 
We  think  it  is  only  in  part. 

Of  course,  the  letter  of  transmittal  is  one  of  the 
most  important  things.  Yet  he  is  not  going  to  offer  it 
in  evidence.  Of  course,  I  have  it  here  and  will  offer  it. 

MR.  GORDON :  That  is  part  of  your  case. 

THE  COURT:  Certainly,  if  he  is  going  to  introduce 
part  of  the  file,  I  am  going  to  let  you  introduce  the  rest 
of  it.  I  do  not  care  whether  it  is  self-serving  or  other¬ 
wise,  if  he  is  going  to  go  into  the  question  of  what  is 
in  the  file. 

Frankly,  I  do  not  see  how  I  can  make  him  introduce 
something  he  does  not  want  to  introduce.  So  I  will  let 
him  introduce  what  he  wants.  If  there  is  anything  in 
the  file  that  you  have  that  you  want  to  introduce,  I  Twill 
let  you  introduce  it  if  you  want  to. 

86  MR.  CAMPBELL :  Thank  you. 

MR.  GORDON:  I  may  say  that  plaintiff’s  coun¬ 
sel  is  not  generous,  because  he  has  stipulated  that  bach 
one  of  these  documents  is  admissible,  subject  to  objec¬ 
tions  as  to  relevancy  and  materiality,  not  competency. 

MR.  CAMPBELL:  That  is  what  we  say — they  should 
all  go  in. 

MR.  GORDON :  Then,  I  say,  you  are  not  being  gener¬ 
ous  now. 

THE  COURT:  I  never  expect  counsel  to  be  generous 
in  this  case  or  other  cases. 

(Letter  dated  July  5,  1938,  from  Knight  Brothers  to 
Siemens,  was  marked  as  Defendant’s  Exhibit  9  and;  re¬ 
ceived  in  evidence.) 

MR.  GORDON:  Letter,  July  11,  1938,  Knight  Broth¬ 
ers  to  Siemens. 

THE  COURT :  What  is  that  number? 

THE  DEPUTY  CLERK:  No.  10,  Your  Honor. 

(Letter  dated  July  11,  1938,  from  Knight  Brothers  to 
Siemens,  was  marked  as  Defendant’s  Exhibit  10  and  re¬ 
ceived  in  evidence.) 
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MR.  GORDON:  Letter,  July  13,  1939,  Knight  Broth¬ 
ers  to  Siemens. 

(Letter  dated  July  13,  1939,  from  Knight  Brothers  to 
Siemens,  was  marked  as  Defendant’s  Exhibit  11  and 
received  in  evidence.) 

87  MR.  GORDON :  Letter,  August  25,  1938,  Knight 
Brothers  to  Siemens. 

(Letter  dated  August  25,  1938,  from  Knight  Brothers 
to  Siemens,  was  marked  as  Defendant’s  Exhibit  12  and 
received  in  evidence.) 

MR.  GORDON :  Letter,  November  16,  1938,  Knight 
Brothers  to  Siemens. 

(Letter  dated  November  16,  1938,  from  Knight  Broth¬ 
ers  to  Siemens,  was  marked  as  Defendant’s  Exhibit  13 
and  received  in  evidence.) 

MR.  GORDON :  Letter,  November  23,  1938,  Knight 
Brothers  to  Siemens. 

(Letter  dated  November  23,  1938,  from  Knight  Broth¬ 
ers  to  Siemens,  was  marked  as  Defendant’s  Exhibit  14 
and  received  in  evidence.) 

MR.  GORDON :  Letter,  December  21,  1938,  Knight 
Brothers  to  Siemens. 

(Letter  dated  December  21,  1938,  from  Knight  Broth¬ 
ers  to  Siemens,  was  marked  as  Defendant’s  Exhibit  15 
and  received  in  evidence.) 

MR.  GORDON :  Letter,  January  13,  1939,  Knight 
Brothers  to  Siemens. 

(Letter  dated  January  13,  1939,  from  Knight  Brothers 
to  Siemens,  was  marked  as  Defendant’s  Exhibit  16  and 
received  in  evidence.) 

MR.  GORDON :  Letter,  January  26,  1939,  from  Sie¬ 
mens  to  Knight  Brothers,  and  that  is  in  German, 

88  and  it  encloses  a  letter  from  Mr.  Kroll  to  Sie¬ 
mens. 

We  have  sent  counsel  a  copy  of  our  translation. 

I  believe  you  said  it  was  all  right. 

(Letter  in  German  dated  January  26,  1939,  from  Sie- 
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mens  to  Knight  Brothers,  was  marked  as  Defendant’s 
Exhibit  17  and  received  in  evidence;  the  translation  was 
marked  as  Defendant’s  Exhibit  17- A  and  received  in  evi¬ 
dence.) 

BY  MR.  GORDON:  j 

Q  Now,  in  Defendant’s  Exhibit  17  and  17-A  thiere  is 
attached  as  part  of  that  exhibit  a  letter  from  yon  to 
the  Siemens;  is  that  correct  (handing  a  document  to  the 
witness)  ?  A  Yes. 

Q  That  letter  was  sent  by  yon  to  Siemens  in  reply 
to  a  letter  from  Siemens  to  yon  to  the  effect  that  there 
were  some  questions  being  raised  in  the  United  States 
Patent  Office  and  asking  for  technical  information?  A 
Advice. 

Q  Is  that  correct?  A  Yes. 

Q  At  this  time,  in  February  of  1939,  yon  were  not 
communicating  with  Knight  Brothers  directly?  A  No. 

Q  In  Siemens  letter  to  Knight  Brothers  paragraph  2 
states  : 

“We  would  agree  to  have  the  designation  ‘at  a 
89  pressure  which  is  not  appreciably  higher  than 
atmospheric  pressure’  inserted  in  the  claim.” 

That  was  Siemens  expressing  its  agreement  to  aj  pro¬ 
posed  change  in  the  application;  is  that  correct?  A 
Correct. 

Q  And  yet  you  say  Siemens  had  no  rights  whatever 
in  the  American  titanium  application?  A  I  say  sb. 

MR.  GORDON :  Next  is  a  letter  of  February  15, 
1939,  Knight  Brothers  to  Siemens  &  Halske.  | 

(Letter  dated  February  15,  1939,  from  Knight  Broth¬ 
ers  to  Siemens,  was  marked  as  Defendant’s  Exhibit  18 
and  received  in  evidence.) 

MR.  GORDON :  A  letter  dated  March  25,  1939, 
Knight  Brothers  to  Siemens  &  Halske. 

(Letter  dated  March  25,  1939,  from  Knight  Brothers 
to  Siemens,  was  marked  as  Defendant’s  Exhibit  19!  and 
received  in  evidence.) 
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MR.  GORDON:  A  letter,  March  31,  1939,  Knight 
Brothers  to  Siemens. 

(Letter  dated  March  31,  1939,  from  Knight  Brothers 
to  Siemens,  was  marked  as  Defendant’s  Exhibit  20  and 
received  in  evidence.) 

BY  MR.  GORDON: 

Q  Dr.  Kroll,  you  did  not  write  to  Knight  Brothers 
from  Luxembourg  and  say,  “Please  stop  your  cor- 

90  respondence  with  Siemens.  They  have  no  rights 
in  this  United  States  application.  Correspond  with 

me  directly.”?  A  No,  because  I  considered  their  office 
as  mine — as  being  mine — they  had  started  a  patent  ap¬ 
plication  and  I  had  to  put  it  through  through  Siemens. 
They  knew  about  it.  We  were  on  friendly  terms. 

Q  Did  Siemens  make  it  a  practice  of  taking  care  of 
patenting  your  inventions  to  which  they  had  no  relation¬ 
ship  whatsoever?  If  you  made  an  invention,  say,  con¬ 
cerning  a  better  chair  to  sit  on,  Siemens,  as  a  favor  to 
you,  would  try  to  patent  it? 

MR.  CAMPBELL:  If  Your  Honor  please,  it  seems 
to  me  that  is  far  afield.  We  have  a  very  definite  issue 
here,  and  I  object  to  that  line  of  cross-examination. 

THE  COURT:  It  is  rather  argumentative,  too,  is  it 
not? 

MR.  CAMPBELL:  I  think  so,  yes. 

THE  COURT:  I  will  sustain  the  objection. 

BY  MR.  GORDON : 

Q  Let  me  understand  you,  then.  Are  you  now  testify¬ 
ing  that  Siemens  took  all  this  trouble  of  trying  to  push 
this  thing  in  the  United  States  Patent  Office  simply  as 
a  favor  to  you?  A  As  a  favor  to  me. 

MR.  GORDON :  Letter  dated  June  13,  1939,  from 
Knight  Brothers  to  Siemens. 

91  THE  WITNESS :  Expecting  to  get  their  money 
back. 

MR.  GORDON :  I  object  to  any  volunteering  of  infor¬ 
mation.  You  answer  my  questions. 


(Letter  dated  June  13,  1938,  from  Knight  Brothers  to 
Siemens,  was  marked  as  Defendant’s  Exhibit  21  and  re- 
ceived  in  evidence.) 

MB.  GORDON:  Letter  dated  August  10,  1939,  from 
Siemens  to  Knight  Brothers — that  is  in  the  German — and 
attaching  a  letter  dated  August  2,  1939,  from  Mr.  Kroll 
to  Siemens. 

(Letter  in  German  dated  August  10,  1939,  from  Sie¬ 
mens  to  Knight  Brothers,  was  marked  as  Defendant’s 
Exhibit  22  and  received  in  evidence;  the  translation  was 
marked  as  Defendant’s  Exhibit  22-A  and  received  in  evi¬ 
dence.) 

BY  MR.  GORDON: 

Q  Now,  in  your  letter  of  August  2,  1939,  which  is 
part  of  this  exhibit,  Defendant’s  Exhibit  No.  22,  you 
were  replying  to  a  letter  that  Siemens  had  written  to 
you  about  some  more  technical  objections  in  the  Unjited 
States  Patent  Office,  were  you  not?  Am  I  correct?  A 
I  don’t  know.  I  will  have  to  see. 

(Mr.  Gordon  handed  a  document  to  the  witness.) 

THE  WITNESS  (After  examining  a  document) :  Yes. 

BY  MR.  GORDON:  ! 


Q  And  in  the  third  paragraph  of  your  letter,  jyou 
were  stating:  I 

“I  will  leave  it  to  your  discretion  whether  claim 
92  44  should  be  pursued  separately  as  ‘an  applica¬ 

tion  for  apparatus’  or  whether  it  will  be  possibly  to 
retain  it  as  part  of  the  already-submitted  application.’’ 

Is  that  correct?  A  Yes.  | 

Q  And  by  “your  discretion”  you  mean  the  discretion 
of  Siemens  &  Halske?  A  Yes. 

Q  And  in  Siemens  letter  to  Knight  Brothers,  Defend¬ 
ant ’s  Exhibit  No.  22,  Siemens  informed  Knight  Brothers: 

“A  follow  up  of  claim  44  is  not  necessary”;  is  tjhat 
right?  A  Yes,  sir. 

MR.  GORDON :  Letter  dated  September  16,  1939, 
Knight  Brothers  to  Siemens. 
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THE  COURT :  Was  that  last  one  marked? 

MB.  GORDON :  Yes,  sir. 

THE  COURT :  I  am  sorry  to  interrupt  yon. 

(Letter  dated  September  16,  1939,  from  Knight  Broth¬ 
ers  to  Siemens,  was  marked  as  Defendant’s  Exhibit  23 
and  received  in  evidence.) 

MR.  GORDON:  Letter  dated  November  21,  1939, 
Knight  Brothers  to  Siemens. 

(Letter  dated  November  21,  1939,  from  Knight  Broth¬ 
ers  to  Siemens,  was  marked  as  Defendant’s  Exhibit  24 
and  received  in  evidence.) 

93  MR.  GORDON :  Letter  dated  December  4,  1939, 
Knight  Brothers  to  Siemens. 

(Letter  dated  December  4,  1939,  from  Knight  Brothers 
to  Siemens,  was  marked  as  Defendant’s  Exhibit  25  and 
received  in  evidence.) 

MR.  GORDON:  Letter  dated  March  2,  1940,  Knight 
Brothers  to  Siemens. 

(Letter  dated  March  2,  1940,  from  Knight  Brothers  to 
Siemens,  was  marked  as  Defendant’s  Exhibit  26  and  re¬ 
ceived  in  evidence.) 

MR.  GORDON:  Letter  dated  April  3,  1940,  Knight 
Brothers  to  Siemens. 

(Letter  dated  April  3,  1940,  from  Knight  Brothers  to 
Siemens,  was  marked  as  Defendant’s  Exhibit  27  and 
received  in  evidence.) 

MR.  GORDON :  Letter,  April  26,  1940,  Knight  Broth¬ 
ers  to  Siemens. 

(Letter  dated  April  26,  1940,  from  Knight  Brothers 
to  Siemens,  was  marked  as  Defendant’s  Exhibit  28  and 
received  in  evidence.) 

MR.  GORDON:  Letter  in  German  dated  March  19, 
1940,  from  Siemens  to  Knight  Brothers,  and  the  trans¬ 
lation. 

(Letter  in  German  dated  March  19,  1940,  from  Siemens 
to  Knight  Brothers,  was  marked  as  Defendant’s  Exhibit 
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29  and  received  in  evidence;  the  translation  was  marked 
as  Defendant’s  Exhibit  29- A  and  received  in  evidence.) 

MR.  GORDON:  A  letter  dated  April  26,  1940, 
94  from  Knight  Brothers  to  Dr.  Kroll. 

(Letter  dated  April  26,  1940,  from  Knight 
Brothers  to  Kroll,  was  marked  as  Defendant’s  Exhibit 

30  and  received  in  evidence.) 

BY  MR.  GORDON: 


Q  Now,  in  this  letter,  Defendant’s  Exhibit  Noi  30, 
Knight  Brothers  was  referring  to  a  recent  conversation 
with  you  that  you  had  with  them  in  their  office;  is  that 
correct  (handing  a  document  to  the  witness)?  A  That 
is  right.  I  remember. 

Q  And  in  their  letter  to  you  they  said : 

“In  the  meantime  we  have  received  from  Siemens- 
Berlin  instructions  to  pay  the  final  Government  fe£  on 
your  application.  Payment  will  be  made  by  us  before 
June  1,  1940,  so  that  a  patent  will  issue  sometimb  in 
July.  I  shall  send  you  a  copy  of  the  patent  as  sooh  as 
available.” 

That  is  stated  in  the  letter,  is  it  not?  A  Yes. 

Q  Is  it  true  that,  even  though  you  personally  spoke 
with  Knight  Brothers  about  your  application,  Knight 
Brothers  still  had  to  await  instructions  from  Siemens  be¬ 
fore  paying  the  final  Government  fee?  A  Yes,  because 
they  had  all  the  instructions  from  Siemens  before;  so 
they  had  also  to  wait  for  that  one. 

95  Q  By  this  time,  of  course,  you  were  in  the 
United  States,  were  you  not?  A  Yes. 

Q  You  did  not  then  take  upon  yourself  the  pushing 
through  of  the  American  titanium  patent?  A  No;  I  did 
not  go  through  no  channels. 

MR.  GORDON :  Letter,  June  6,  1940,  Knight  Brothers 
to  Siemens. 

(Letter  dated  June  6,  1940,  from  Knight  Brothers  to 
Siemens,  was  marked  as  Defendant’s  Exhibit  31  and  re¬ 
ceived  in  evidence.) 
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MR.  GORDON:  Letter,  June  10,  1940,  with  transla¬ 
tion,  from  Siemens  to  Knight  Brothers. 

(Letter  in  German  dated  June  10,  1940,  from  Siemens 
to  Knight  Brothers,  was  marked  as  Defendants  Exhibit 

32  and  received  in  evidence;  the  translation  was  marked 
as  Defendant’s  Exhibit  32-A  and  received  in  evidence.) 

BY  MR.  GORDON : 

Q  Yon  may  look  at  this  letter.  It  appears  from  that 
letter,  Defendants  Exhibit  32,  does  it  not,  that  as  late 
as  Jnne  10,  1940,  Siemens  was  remitting  payment  to 
Knight  Brothers  for  its  expenses?  A  Yes,  sir. 

MR.  GORDON :  Letter,  Jnly  3,  1940,  Knight  Brothers 
to  Siemens. 

96  (Letter*  dated  July  3,  1940,  from  Knight  Broth¬ 
ers  to  Siemens,  was  marked  as  Defendants  Exhibit 

33  and  received  in  evidence.) 

MR.  GORDON:  Next,  the  letter  of  August  6,  1940, 
from  Mr.  Kroll  to  Knight  Brothers. 

(Letter  dated  August  6,  1940,  from  Kroll  to  Knight 
Brothers,  was  marked  as  Defendants  Exhibit  34  and  re¬ 
ceived  in  evidence.) 

MR.  GORDON :  Next,  letter  dated  September  4,  1940, 
Knight  Brothers  to  Mr.  Kroll. 

(Letter  dated  September  4,  1940,  from  Knight  Broth¬ 
ers  to  Kroll,  was  marked  as  Defendants  Exhibit  35  and 
received  in  evidence.) 

MR.  GORDON :  A  letter,  September  6,  1940,  Mr. 
Kroll  to  Knight  Brothers. 

(Letter  dated  September  6,  1940,  from  Kroll  to  Knight 
Brothers,  was  marked  as  Defendants  Exhibit  36  and  re¬ 
ceived  in  evidence.) 

BY  MR.  GORDON: 

Q  Now,  you  have  seen  these  letters  exchanged  be¬ 
tween  Siemens  and  Knight  Brothers  from  1938  to  June 
of  1940,  have  you  not?  A  Yes. 
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Q  And  it  appears  from  those  letters,  does  it'  not, 
that  Knight  Brothers  was  asking  instructions  from  Sie¬ 
mens  as  to  the  prosecution  of  the  U.  S.  titanium  appli¬ 
cation  and  Siemens  was  sending  instructions;  is 

97  that  correct?  A  Sending  instructions  they  got 
from  me. 

Q  Well,  Siemens  was  sending  instructions?  A  Yes. 

Q  No  matter  from  whom  they  got  them?  A  YSs. 

Q  You  were  not  sending  instructions  to  Knight  Broth¬ 
ers?  A  No.  I  needed  the  extra  help  of  the  Siemens 
patent  office. 

Q  And  Siemens  was  doing  all  this  and  paying  the 
expenses  of  the  United  States  Patent  Office  and  the  ex¬ 
penses  of  Knight  Brothers  all  as  a  favor  to  you?  A 
Expecting  that  I  would  refund  them  some  day,  as  they 
did  in  the  Z-nickel  patent  case. 

MB.  GORDON :  I  move  to  strike  that  out. 

THE  COURT:  What  is  your  motion? 

MR.  GORDON:  I  move  the  reference  to  the  Z-nickel 
patent  case  be  stricken. 

THE  COURT:  I  will  strike  that  out.  I  will  not 
strike  out  his  explanation,  however. 

MR.  GORDON :  Just  the  last  part  of  that,  the  Z-  * 
nickel. 

THE  COURT:  Yes. 

MR.  GORDON:  I  understand  that,  Your  Honor.! 

BY  MB.  GORDON: 

Q  Did  you  specifically  discuss  with  Siemens  the  situa¬ 
tion  so  that  they  could  expect  to  get  repaid  by  you 

98  for  the  expenses  of  paying  Knight  Brothers?  A 
No,  except  what  we  had  as  gentlemen? 

Q  An  over-all  gentlemen’s  agreement?  A  Yes. 

Q  Now,  with  regard  to  your  English  titanium  appli¬ 
cation,  you  asked  to  have  Siemens  to  reimburse  you  for 
paying  the  English  patent  attorneys,  Redfem  Brothers? 
A  There  was  a  war  going  on  at  that  time. 
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MR.  GORDON:  I  move  that  that  be  stricken  as  not 
responsive. 

THE  COURT :  I  think  he  should  answer  the  question, 
and  if  he  wants  to  explain  it,  he  may  do  so. 

MR.  GORDON  :Answer  the  question. 

Will  you  read  the  question? 

(The  last  question  was  read  by  the  reporter.) 

THE  WITNESS:  Yes. 

THE  COURT:  And  if  you  want  to  explain  it,  you 
may  explain  it. 

THE  WITNESS:  Because  there  was  a  war  going  on. 
There  was  no  exchange  between  Germany  and  England. 
BY  MR.  GORDON : 

Q  Let  me  get  this  straight.  If  you  were  going  to 
pay  Redfern  Brothers,  but  expecting  to  be  paid  by  Sie¬ 
mens,  then,  in  the  last  analysis,  Siemens  would  be  pay¬ 
ing  Redfern  Brothers,  is  that  correct,  despite  a 

99  gentlemanly  agreement  that,  even  though  Siemens 
paid  the  expenses,  you  would  reimburse  them  in 

one  way  or  the  other?  A  A  gentlemanly  equalizing  of 
the  accounts  would  have  taken  place. 

Q  Is  that  equalization  of  accounts  set  forth  in  any 
written  agreement  or  document?  A  No;  gentleman’s 
agreement. 

100  Q  In  December  of  1939,  you  were  in  Luxem¬ 
bourg,  were  you  not?  A  Yes. 

Q  And  you  had  all  your  papers  and  documents  with 
you?  A  What  papers  are  you  talking  about? 

Q  Relating  to  your  contracts  with  Siemens?  A 
Surely. 

Q  I  show  you  a  letter  dated  December  2,  1939,  from 
yourself  to  Siemens  attaching  two  letters  dated  No¬ 
vember  15,  1939,  from  Redfern  to  yourself  and  ask  you 
whether  these  are  copies  of  letters  sent  by  you  to  Sie¬ 
mens  and  copies  of  letters  received  by  you  from  Red- 
fern? 
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MR.  CAMPBELL:  Of  course,  if  Your  Honor  please, 
this  doesn’t  relate  to  the  United  States  patent.  This  is 
an  English  patent. 

THE  COURT:  I  understand  that.  I  assume  what  he 
wants  it  for  is  to  show  different  treatment  here  which 
would  be  inconsistent  with  the  statement  with  regard  to 
the  way  the  American  patent  was  handled. 

MR.  GORDON :  Not  only  that  but  plaintiff  claims 
that  Siemens  had  no  rights  whatever  with  regard  to  any 
of  the  titanium  inventions  wherever  filed  because  they 
never  made  specific  agreements  pertaining  to  that  inven¬ 
tion. 

THE  COURT :  I  overrule  the  objection. 

THE  WITNESS :  I  recognize  these  letters] 

101  MR.  GORDON:  I  offer  them  in  evidence  as 
Defendant’s  Exhibit  No.  37. 

THE  COURT:  Admitted. 

(Letter  dated  December  2,  1939,  from  Dr.  Kroll  to  Sie¬ 
mens  and  two  letters  dated  November  15,  1939,  from  Red- 
fern  to  Dr.  Kroll  were  marked  Defendant’s  Exhibit 
No.  37 ;  the  translations  thereof  were  marked  Defend¬ 
ant’s  Exhibit  No.  37-A  and  received  in  evidence.) 

BY  MR.  GORDON :  ! 

Q  The  letters  from  Redfern  to  you  dated  November 
15,  1939,  refer  to  a  letter  from  you  to  them  of  Noveinber 
11  and  Redfern  states,  “We  thank  you  for  your  letter 
of  the  11th  instant  confirming  that  it  has  been  finally  de¬ 
cided,  both  by  yourself  and  also  by  the  firm  of  Siemens 
&  Halske,  A.  G.,  to  proceed  no  further  with  the  applica¬ 
tion.”  Is  that  correct!  A  Yes. 

Q  And  then  you  were  writing  to  Redfern  in  Novem¬ 
ber  of  1939  stating  that  both  you  and  Siemens  had  de¬ 
cided  not  to  proceed  with  the  English!  A  That  is  What 
the  letter  says. 

Q  Your  claim  is,  however,  that  Siemens  never  exer¬ 
cised  his  option  under  the  1934  contract,  is  that  correct! 
A  They  never  exercised  an  option. 
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Q  And  that  their  time  to  exercise  that  option 

102  expired  when?  A  1938,  December  31. 

Q  So  even  though  they  had  not  exercised  their 
option  by  the  date  of  the  termination  of  the  contract, 
December  31,  1938,  you  were  still  as  late  as  November 
11,  1939,  getting  the  consent  of  Siemens  to  drop  the  Eng¬ 
lish  application,  is  that  correct?  A  I  am  not  entitled 
to  interpret  my  contracts.  That  is  a  question  of  law. 

THE  COURT:  I  think  that  is  right.  I  think  that 
is  argumentative,  Mr.  Gordon. 

MR.  GORDON :  I  think  the  letter  speaks  for  itself. 

BY  MR.  GORDON: 

Q  Now  you  say  you  terminated  your  contract  effective 
December  31, 1938,  is  that  correct?  A  Yes. 

Q  That  is  the  March,  1934,  contract?  A  And  you 
agree. 

Q  I  agree  even  though  I  don’t  have  to  answer  that. 
Despite  that  termination,  you  continued  to  send  Siemens 
technical  information  regarding  your  inventions  even 
after  you  gave  notice  of  termination?  A  Certainly. 

Q  And  you  did  that  in  1939  and  as  late  as 

103  January  of  1940?  A  Right. 

Q  You  mean  you  still  found  time  in  January 
of  1940,  even  though  you  were  packing  up  and  ready  to 
flee  the  Nazis,  you  still  found  time  to  send  Siemens  tech¬ 
nical  information?  A  Yes. 

Q  Just  what  business  was  Siemens  engaged  in  in  Ger¬ 
many  in  the  period  1934  to,  say,  1940?  A  Making  elec¬ 
trical  machinery;  anything  concerning  electricity  and  all 
materials  that  went  into  the  construction  of  electrical 
equipment. 

Q  Were  they  a  large  corporation?  A  Very  large; 
250,000  workmen. 

Q  And  I  believe  you  testified  at  your  deposition  that 
Siemens  turned  Nazi  around  1933?  A  Something  like 
that. 
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Q  But  you  continued  to  work  with  them  from!  1933 
on  until  1940,  is  that  right?  A  Not  to  work  with  them. 
I  worked  with  them  until  ’38.  When  did  the  American 
firms  stop  working  with  the  Nazis? 

MR.  GORDON:  I  move  to  strike  out  that  last  ques¬ 
tion.  | 

THE  COURT :  I  guess  I  will  strike  it  out. 

BY  MR.  GORDON:  1 

.  Q  You  say  you  continued  to  work  with  them 

104  until  the  end  of  1938?  A  The  end  of  ’38. 

Q  But  you  still  testify  you  sent  them  informa¬ 
tion  even  though  you  terminated  your  contract  in  ’38  and 
continued  to  send  them  material  until  ’39  and  ’40?  A 
Because  I  had  to  continue  as  the  project  was  going  on. 

Q  What  project?  A  The  titanium  project. 

Q  I  thought  you  just  testified  that  Siemens  had  no 
rights  whatever  in  titanium  since  they  had  only  an  option 
which  they  never  exercised.  A  They  were  very  inter¬ 
ested  in  techniques  and  we  exchanged  technical  knowl¬ 
edge,  the  way  you  correspond  with  some  other  attorney 
about  certain  cases. 

Q  And  you  did  this  even  after  December  31,  lj938? 
A  In  only  one  or  two  instances. 

Q  In  the  spring  of  1939,  you  wrote  to  this  fellow 
Rohn  of  Heraeus- Vacuum  Schmelze  and  asked  him  to 
engage  in  large  scale  commercial  exploitation  of  titanium, 
is  that  correct?  A  Correct. 

Q  And  you  were  still  hopeful  at  that  time,  even 
though  your  contracts  had  terminated  in  Siemens  or 
Heraeus-Vacuum  had  no  right,  you  still  hoped 
that  they  would  go  ahead  with  titanium  on  a 

105  large  scale?  A  Yes;  but  on  a  special  agreement. 

Q  What  special  agreement?  A  To  be  ma4e. 

Q  Now  you  are  going  back  to  your  constructiop  of 
the  1934  contract,  is  that  correct?  A  Yes. 

MR.  GORDON :  At  this  time  I  wish  to  offer  in  fevi- 
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dence  a  document  which  is  an  application  for  a  foreign 
exchange  license  by  Siemens  &  Halske  to  the  German 
Foreign  Exchange  Office,  to  pay  the  seventh  annual  Ger¬ 
man  Patent  Office  fee  for  German  patent  674,625  and  as 
part  of  that  same  document,  an  authorization  by  the 
German  Patent  Office  from  the  German  Foreign  Ex¬ 
change  Control  Office  to  pay  that  fee,  together  with  a 
certification  that  “The  attached  are  true  and  correct 
copies  of  documents  in  the  official  files  of  the  German 
Patent  Office”. 

Counsel  has  admitted  authenticity  and  he  has  stipu¬ 
lated  that  this  shall  be  admissible  in  evidence  subject  to 
any  pertinent  objection  as  to  relevancy  and  materiality. 
I  offer  this  in  evidence. 

THE  COURT :  It  will  be  admitted. 

(Application  for  foreign  exchange  license  by  Siemens 
&  Halske  to  the  German  Foreign  Exchange  Office  to  pay 
the  seventh  annual  German  Patent  Office  fee  for  Patent 
674,625  was  marked  Defendants  Exhibit  No.  38; 
106  translation  thereof  was  marked  Defendants  Ex¬ 
hibit  No.  38- A  and  received  in  evidence.) 

MR.  GORDON :  I  offer  as  Defendants  Exhibit  No.  39 
the  same  type  of  document  except  that  this  applies  to 
payment  of  the  eighth  annual  German  Patent  Office  fee. 

MR.  CAMPBELL:  No  objection. 

THE  COURT :  It  will  be  admitted. 

(Application  for  foreign  exchange  license  by  Siemens 
&  Halske  to  the  German  Foreign  Exchange  Office  to  pay 
the  eighth  annual  German  Patent  Office  fee  for  Patent 
674,625  was  marked  Defendants  Exhibit  No.  39;  the 
translation  thereof  was  marked  Defendants  Exhibit  No. 
39-A  and  received  in  evidence. 

MR.  GORDON:  I  next  offer  the  same  sort  of  docu¬ 
ment  except  it  applies  for  payment  of  the  sixth  annual 
German  Patent  Office  fee. 
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THE  COURT:  I  take  it  there  will  be  no  objection 
to  this  as  long  as  there  was  no  objection  to  the  other. 

(Application  for  foreign  exchange  license  by  SieJnens 
&  Halske  to  the  German  Foreign  Exchange  Office  to  pay 
the  sixth  annual  German  Patent  Office  fee  for  Patent 
674,625  was  marked  Defendant’s  Exhibit  No.  40;  the 
translation  thereof  was  marked  Defendant’s  Exhibit}  No. 
40- A  and  received  in  evidence.) 

107  BY  MR.  GORDON: 

Q  You  may  look  at  Defendant’s  Exhibit  38  and 
in  the  application  by  Siemens  to  the  Foreign  Exchange 
Office  it  is  stated  there  that,  “The  reason  for  the  liability 
to  pay — purpose  of  the  payment:  Seventh  annual  fee  for 
the  German  Reich  Patent  674,625,  Folio  69,453  of  Engi¬ 
neer,  Dr.  W.  Kroll,  at  present  at  Niagara  Falls,  United 
States  of  America,  to  which  patent  we  have  exclusive 
rights”.  Is  that  correct? 

MR.  CAMPBELL:  What  is  the  question? 

MR.  GORDON :  I  say  it  is  stated  in  the  application. 

MR.  CAMPBELL:  If  it  is  there,  he  cannot  deny  that. 

MR.  GORDON :  I  am  just  leading  up  to  another 
question. 

BY  MB.  GORDON: 

Q  Then  in  this  application,  Siemens  was  representing 
to  its  government  that  it  had  exclusive  license  rights  in 
the  German  titanium  patent?  A  Not  exclusive  license 
rights  in  law  because  it  had  not  been  asked  for  in  the 
German  Patent  Office  but  the  exclusive  right  according 
to  the  contract  of  1934. 

Q  And  you  agree  they  had  those  exclusive  rights?  A 
All  the  time  because  they  are  down  here  in  No.  5  ‘^Sie¬ 
mens  &  Halske  shall  receive  an  exclusive  license”.  There 
it  is. 

Q  And  they  had  that  exclusive  license?  A  Accord¬ 
ing  to  this  contract. 

108  Q  You  have  testified  that  you  didn’t  assign  the 
German  titanium  applications  or  the  German 
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patent  which  issued  on  one  of  those  applications,  is  that 
correct?  A  Yes. 

Q  You  have  testified,  have  you  not,  that  you  made 
the  titanium  invention  which  forms  the  basis  of  your 
United  States  patent  in  August  of  1936,  is  that  correct? 
A  In  1936. 

Q  Well,  your  pleadings  say  August  of  ’36.  Do  you 
want  to  change  that?  A  I  wouldn’t  like  to  be  too  pre¬ 
cise  because  I  don’t  have  my  file. 

Q  You  were  working  on  titanium  before  that  time, 
were  you  not?  A  Already  in  1930. 

Q  And  you  also  had  contractual  relationships  with 
Siemens  by  that  time,  in  1930,  that  is  correct?  A  Very 
vague  ones,  yes. 

Q  And  did  you  not  keep  Siemens  informed  as  to  the 
progress  of  your  work  on  the  titanium  inventions  during 
the  years?  A  Yes. 

Q  From  1930  on?  A  From  1930  on. 

Q  In  fact,  they  paid  you  6,000  marks  in  1933, 
109  did  they  not?  A  Yes. 

Q  Even  before  your  contract  in  ’34?  A  That 

is  right. 

Q  Then  isn’t  it  reasonable  to  say  that  when  you  made 
the  contract  of  March,  1934,  both  you  and  Siemens  con¬ 
templated  that  it  would  cover  the  titanium  invention 
which  later  issued  into  this  United  States  patent? 

MR.  CAMPBELL :  This  is  objected  to  as  being 
purely — well,  it  is  argumentative. 

THE  COURT:  There  is  no  question  about  that.  I 
will  sustain  the  objection. 

BY  MR.  GORDON: 

Q  There  is  no  question  about  the  fact  that  Siemens 
knew  your  work  on  titanium  when  it  entered  into  the 
1934  contract,  is  that  correct?  A  Yes. 

Q  That  was  your  sole  invention,  this  titanium  inven¬ 
tion?  A  No;  there  were  a  few  more. 
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Q  I  haven ’t  made  myself  clear.  I  mean  did  yon  de¬ 
velop  this  by  yourself  or  with  Siemens?  A  Entirely 
by  myself,  with  my  own  money  and  through  my  own 
hands  and  brain,  please. 

Q  Under  the  contract,  when  you  made  an  in- 

110  vention  by  yourself,  you  had  the  right  to  have  title 
to  any  patent  that  would  be  issued  thereon  taken 

in  your  name,  is  that  correct?  A  Yes. 

Q  And  you  exercised  that  right  with  regard  to  the 
German  titanium  patent,  No.  674,625?  A  I  did.  | 

Q  And  you  did  the  same  with  respect  to  the  United 
States  patent  in  suit,  is  that  correct,  you  exercised  that 
right?  A  Also. 

Q  With  respect  to  the  United  States  patent?  A 
Right. 

Q  Under  your  contract  of  ’34,  you  also  had  the 
right  to  use  Siemens’  laboratories,  did  you  not?  A  Yes. 

Q  But  you  preferred  to  work  in  your  own  laboratory? 
A  I  never  had  an  opportunity  to  work  in  Siemens’ 
laboratories. 

Q  Did  you  ever  ask  them  for  permission?  A  I^o. 

Q  Do  you  recall  you  testified  that  Siemens  paid  you 
500  marks  a  month  under  your  ’34  contract?  A  Th£t  is 
right. 

Q  And  they  paid  that  up  to  December  31,  1938?  A 
Right.  .  | 

111  Q  In  answer  to  these  questions,  did  you  make 

the  following  responses  at  your  deposition,  begin¬ 
ning  on  page  84:  i 

“Q  I  believe  you  testified  that  you  had  no  dispute 
with  Siemens  under  your  1934  contract? 

“A  No.” 

A  That  is  right. 

Q  (Reading)  “Q  Is  that  right? 

“A  Never.” 

A  Yes. 
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Q  (Reading)  “And  you  never  had  occasion  to  ask 
for  the  appointment  of  an  arbitrator  as  provided  for  in 
the  contract? 

“A  No.” 

A  No. 

Q  That  is  correct?  A  That  is  correct. 

Q  (Reading)  “Q  You  never  did  ask  for  one? 

“A  Never.” 

Is  that  correct?  A  Correct. 

Q  (Reading)  “Did  you  do  everything  you  were  re¬ 
quired  to  do  under  your  1934  contract? 

“A  Yes.” 

A  Correct. 

Q  (Reading)  “Did  Siemens  do  everything  it 

112  was  required  to  do? 

“A  Yes,  except  that  they  didn’t  want  to  go 
ahead  and  produce  titanium  on  the  larger  scale.” 

A  That  is  perfectly  right. 

Q  (Reading)  “Well,  was  Siemens  obligated  to  pro¬ 
duce  large  scale  titanium? 

“A  They  were  not  obligated.  It  was  up  to  their 
choice.  ’  ’ 

A  That  is  right. 

Q  Is  that  your  testimony?  A  That  is  right. 

Q  I  believe  you  mentioned  in  your  direct  testimony 
that  you  tried  to  interest  a  number  of  American  firms 
in  your  titanium  process  in  1938,  was  it?  A  Yes,  in 
’38. 

Q  And  they  were  not  interested?  A  No. 

Q  And  after  you  got  permission  from  Siemens  to  try 
to  sell  the  titanium  patent  in  1940 — this  was  around  July 
of  1940 — you  tried  to  interest  six  of  the  biggest  American 
firms?  A  In  ’38,  it  was. 

Q  ’38?  A  And  in  ’40  I  had  a  contract  with  Union 
Carbide  and  thought  I  would  eventually  sell. 

113  Q  But  that  came  to  nothing?  A  It  came  to 
nothing. 
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Q  And  I  believe  you  testified  that  the  Bureau  of 
Mines  worked  extensively  on  this  titanium  process  until 
about — well,  they  probably  are  still  working  on  it,  is  that 
correct?  A  Yes. 

Q  And  it  was  their  work  that  made  your  process 
commercially  feasible  in  about  1944  or  1945?  A  j  My 
process  was  already  commercially  feasible  if  somebody 
wanted  to  spend  the  money  to  make  it  big.  That  was 
all.  They  didn’t  contribute  any  invention  to  my  owii  in¬ 
vention.  They  made  it  just  bigger  and  I  recognize  fully 
the  great  merit  of  the  Bureau  of  Mines. 

Q  From  3938  until  1944,  you  could  not  interest  any¬ 
body,  whether  in  Germany  or  in  the  United  Stated,  to 
use  your  titanium  process,  is  that  correct?  A  Yes; 
but  things  need  always  some  time  before  they  beconjie  a 
reality.  I  would  have  gotten  by  without  the  Bureau  of 
Mines  but  because  of  the  atomic  research  which  would 
have  wanted  titanium. 

Q  All  that  is  speculative  on  your  part?  A  Yes. 

THE  COURT:  "What  is  the  purpose  of  this,  Mr. 
Gordon? 

MR.  GORDON :  As  I  understand  it,  it  is  the 
114  plaintiff’s  claim  that  Siemens,  in  some  way,  did 
not  live  up  to  its  bargain  because  it  did  not  exploit 
the  invention.  Now,  it  seems  to  me  that  it  is  pertinent 
to  show  that  nobody  was  interested  in  this  kind  ofj  an 
invention  during  that  time;  that  Mr.  Kroll  was  far  ahead 
of  his  times  in  the  thirties  and  early  forties. 

THE  COURT:  That  sort  of  corroborates  his  state¬ 
ment,  doesn’t  it? 

MR.  GORDON:  That  they  didn’t  exploit,  yes,  tha|t  is 
correct.  It  has  nothing  to  do  with  his  claim  under  the 
contract  they  were  obligated  to  exploit. 

THE  COURT:  That  is  the  reason  I  don’t  know  that 
this  is  particularly  pertinent.  Go  ahead.  I  won’t  stop 
you. 
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BY  MB.  GOBDON : 

Q  The  German  patent  was  not  issued  until  April  of 

1939,  was  it?  A  On  titanium? 

Q  Yes.  A  It  was  never  issued.  I  didn’t  get  any 

patent  right  in  Germany. 

Q  There  was  this  German  patent,  674,265,  that  was 
issued,  was  it  not? 

MB.  CAMPBELL:  Not  on  the  American  process;  not 
on  the  same  process  used  in  the  United  States  patent. 

MB.  GOBDON:  I  am  asking  Mr.  Kroll. 

115  THE  WITNESS :  Yes,  that  is  right. 

BY  MB.  GOBDON : 

Q  The  American  patent  was  a  composite,  was  it  not, 
of  your  application  on  the  calcium  reduction  method  and 
the  magnesium  reduction  method?  A  Correct. 

Q  This  German  Patent,  674,625,  relates  to  the  cal¬ 
cium  reduction  process,  does  it  not?  A  It  concerns  the 
reduction  of  titanium  chloride  with  calcium. 

Q  And  this  relates  to  part  of  the  invention  covered 
in  your  United  States  patent?  A  Bight. 

Q  And  this  patent  was  not  issued  until  April  of  1939, 
is  that  correct?  A  Yes. 

Q  And  no  patent  was  ever  issued  in  Germany  on 
your  magnesium  reduction  process?  A  Bight. 

Q  Then  you  couldn’t  reasonably  expect  Siemens,  be¬ 
fore  December  of  1938,  to  engage  in  large  scale  commer¬ 
cial  exploitation  of  titanium,  could  you,  when  not  even 
one  patent  had  been  issued  in  Germany?  A  It  never¬ 
theless  might  have  been  a  business. 

MB.  CAMPBELL:  This  seems  to  be  argumentative 
again. 

116  THE  COUBT:  There  is  some  merit  in  that 
MB.  CAMPBELL:  I  object. 

MB.  GOBDON :  Is  Your  Honor  ruling? 

THE  COUBT:  No,  you  have  taken  the  answer  so  I 
will  let  him  reject  the  next  question. 
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MR.  GORDON:  I  don’t  know  what  the  question  will 
be. 

Will  you  read  the  last  question? 

(The  last  question  was  read  by  the  reporter.) 

THE  WITNESS:  It  might  nevertheless  be  a  busi¬ 
ness  because,  without  a  patent,  you  can  make  money. 
BY  MR.  GORDON : 

Q  I  believe  before  we  were  going  over  this  patent 
application  K  - 147,948,  that  is  the  utilization  of  alloys  con¬ 
taining  titanium?  A  Yes. 

Q  You  testified,  did  you  not,  that  came  under  your 
1934  contract?  A  Yes. 

MR.  GORDON :  At  this  time,  I  wish  to  offer  in  evi¬ 
dence  a  copy  of  a  German  patent,  No.  718,822,  issued  on 
the  utilization  of  alloys  containing  titanium. 

MR.  CAMPBELL:  If  Your  Honor  please,  of  coijirse 
this  is  not  pertinent  to  the  issue  of  making  titanium 
metal  which  is  our  issue  here,  which  is  the  patent  h^re. 

It  is  incident  to  the  1934  contract. 

117  THE  COURT:  I  take  it  that  is  why  he  is  in¬ 
troducing  it  because  it  is  incident  to  the  contract. 

MR.  GORDON :  Yes,  Your  Honor. 

THE  COURT :  I  will  admit  it. 

MR.  GORDON:  We  have  not  taken  the  troublej  to 
translate  the  entire  patent,  just  the  heading  of  it,  shew¬ 
ing  to  whom  it  was  issued  and  when. 

(Patent  application  K-147,948,  covering  the  utilization 
of  alloys  containing  titanium  was  marked  Defendant’s 
Exhibit  No.  41;  the  translation  thereof  was  marked  “De¬ 
fendant’s  Exhibit  No.  41 -A  and  received  in  evidence.) 
BY  MR.  GORDON: 

Q  Were  you  aware  that  this  German  patent,  Defend¬ 
ant’s  Exhibit  No.  41,  had  been  issued?  A  I  saw  ill  in 
Chemical  Abstracts. 

Q  When  was  that?  A  Some  years  ago.  I  didn’t 
know  that  it  was  issued  during  the  war. 


ns 


Q  Anyhow,  yon  were  not  in  Germany  to  fight  for  the 
issuance  of  this  patent  ?  A  No. 

Q  And  Siemens  got  this  thing  issued?  A  They  did. 

THE  COURT:  Chemical  Abstracts,  is  that  a  maga¬ 
zine? 

THE  WITNESS:  It  is  a  magazine  that  sum- 

118  marizes  all  publications  in  metallurgy  and  chem¬ 
istry. 

BY  MR.  GORDON: 

Q  And  your  patent  application  K-147,212,  on  a  process 
for  moldable  metals,  did  that  come  within  the  field  of 
your  1934  contract?  A  Yes. 

MR.  GORDON:  I  offer  a  certified  copy  of  that  appli¬ 
cation,  certified  by  the  German  Patent  Office,  together 
with  a  translation  of  the  heading  showing  the  filing  of 
the  application. 

(Certified  copy  of  application  K-147,211,  was  marked 
Defendant’s  Exhibit  No.  42;  the  translation  thereof  was 
marked  Defendant’s  Exhibit  No.  42- A  and  received  in 
evidence.) 

BY  MR.  GORDON: 

Q  That  application  was  applied  for  on  June  24,  1939, 
was  it  not?  You  may  look  at  the  application.  A  It 
looks  like  ’38.  1938  is  one  date.  Here  is  one  that  is 

1939.  I  can’t  tell.  You  will  have  to  ask  back  at  the 
office.  The  first  date  looks  like  1938. 

There  are  two  dates  in  German  applications.  The 
first  one  is  applied  for  and  the  second  one  is  when  the 
patent  is  made  accessible  to  the  public. 

Q  Is  there  apt  to  be  a  spread  of  time?  A  More  than 
a  year. 

Q  Of  more  than  a  year  between  the  date  of  ap- 

119  plication  and  date  of  publication?  A  Sometimes 
two  or  three. 

MR.  GORDON:  We  think  this  date  is  June  24,  1939. 
Do  you  have  any  independent  recollection  as  to  when 
this  application  was  filed? 
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MB.  CAMPBELL:  If  Your  Honor  please,  I  don’j;  be¬ 
lieve  he  has  a  right  to  state  what  he  thinks  the  date  is. 

THE  COUBT:  I  don’t  think  he  does,  either,  sci  we 
will  strike  that  out. 

MR.  GORDON:  I  think  there  is  a  stamp  mark  on 
here. 

THE  COURT :  You  can  argue  that. 

MR.  GORDON:  Will  you  repeat  the  question,  please ? 

(The  question  was  read  by  the  reporter.) 

THE  WITNESS :  I  do  not  have. 

BY  MR.  GORDON: 

Q  Do  you  know  whether  any  German  patent  was 
issued  on  this  application  for  the  method  of  producing 
moldable  metals?  This  is  just  the  application.  Do  you 
find  any  record  in  that  Chemistry  Magazine?  A  I  am 
pretty  sure  that  that  was  applied  for  in  ’38. 

Q  What  makes  you  sure  about  that?  A  Because  it 
concerns  the  general  idea  of  reacting  chlorides  with  alka¬ 
line  earth  metals.  There  is  such  clause.  They  have  de¬ 
rived  it  from  the  main  application  on  their  own  voli¬ 
tion. 

120  MR.  GORDON :  I  wonder  if  we  may  have  a 
ten-minute  recess,  Your  Honor? 

THE  COURT:  Yes.  I  think  I  will  sit  .until  4:00 
o’clock  today. 

(A  short  recess.) 

BY  MR.  GORDON: 

Q  I  believe  you  testified  that  you  returned  to  Luxem¬ 
bourg  about  July,  1947,  and  stayed  there  until  about 
February  of  1948,  is  that  correct?  A  Correct. 

Q  And  while  you  were  in  Luxembourg,  you  were  re¬ 
viewing  your  papers  and  documents?  A  Yes. 

Q  To  see  the  terms  of  your  relationship  with  Sie¬ 
mens,  is  that  correct?  A  Correct. 

Q  I  show  you  a  letter  dated  December  3,  1947,  from 
yourself  to  the  Office  of  Alien  Property  and  ask  if  that 
is  the  letter  that  you  sent?  A  Yes. 
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Q  And  in  this  letter  you  were  telling  the  Office  of 
Alien  Property  that  your  attorney  had  in  his  possession 
the  contract  that  ruled  your  participation  in  the  patent 
rights?  A  That  is  right;  so  that  my  deposition  was 
wrong.  My  deposition  when  I  stated  that  I  had 

121  the  1934  contract  in  1940  was  wrong. 

Q  I  don’t  follow  that  at  all.  How  do  you  ex¬ 
plain  that?  A  I  sent  the  1934  contract  to  Mr.  Rich 
from  Luxembourg. 

Q  You  don’t  say  that  in  this  letter,  do  you?  A  Yes. 

Q  This  letter  days,  “Mr.  Rich  has  in  his  possession” — 
A  Because  I  sent  it  to  him. 

Q  But  you  did  testify  in  your  deposition  that  you 
had  the  1934  contract  with  you  in  1940?  A  I  am  sorry. 
It  was  a  mistake. 

Q  That  was  your  testimony  in  your  deposition?  A 
I  accept  that. 

(Letter  dated  December  3,  1947,  from  Dr.  Kroll  to  the 
Office  of  Alien  Property  was  marked  Defendant’s  Ex¬ 
hibit  No.  43  and  received  in  evidence.) 

BY  MR.  GORDON: 

Q  You  recall  in  your  letter  of  July  4,  1940,  to  Sie¬ 
mens  asking  for  power  of  attorney  for  the  sale  of 
United  States  titanium  application  and  you  said  you 
thought  you  could  realize  a  price  of  about  $5,000,  is 
that  correct?  A  Yes. 

Q  And  Siemens  wrote  you  in  September  of  1940  giv¬ 
ing  you  permission  to  try  to  negotiate  for  the  sale 

122  of  the  patent?  A  Right. 

Q  Provided  that  a  price  of  approximately 
$5,000  could  be  realized,  is  that  correct?  A  Right. 

Q  Were  you  ever  informed  by  Siemens  that  that 
$5,000  was  to  be  yours  exclusively,  to  the  exclusion  of 
Siemens?  A  No,  but  apparently  you  brought  out  the 
evidence. 

AIR.  GORDON :  I  move  to  strike  out  the  answer. 
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THE  COURT:  I  did  not  hear  the  answer.  Will  yon 
read  it,  Miss  Rawls? 

(The  answer  was  read  by  the  reporter.) 

THE  COURT:  Did  you? 

MR.  GORDON:  Not  that  I  know  of.  It  is  not  re¬ 
sponsive.  I  asked  him  was  he  told  by  Siemens  and  his 
answer  vras  “No”. 

THE  COURT:  We  will  strike  out  all  after  “No”. 
BY  MR.  GORDON: 

Q  I  show  you  a  letter  dated  January  10,  1940,  from 
yourself  to  Siemens  and  ask  you  if  that  is  a  copy  sent 
by  you  to  Siemens?  A  Yes,  it  is  a  letter  from  me  to 
Siemens. 

MR.  GORDON :  I  offer  this  letter  in  evidence  as  De¬ 
fendant’s  Exhibit  44  and  the  translation  as  44- A. 

(Letter  dated  January  10,  1940,  from  Dr.  Kroll  to 
Siemens  was  marked  Defendant’s  Exhibit  No.  44;  trans¬ 
lation  thereof  was  marked  Defendant’s  Exhibit  No.  44-A 
and  received  in  evidence.) 

123  BY  MR.  GORDON:  j  ‘ 

Q  This  letter  is  in  line  with  your  testimony 
that  you  continued  to  give  Siemens  technical  information 
even  after  the  termination  of  your  1934  contract  in  De¬ 
cember  of  ’38,  is  that  correct?  A  Yes. 

Q  Do  you  know  the  signature  of  Mr.  Rich?  A  Yes. 

Q  I  will  show  you  a  letter  dated  June  2,  1948,  from 
Mr.  Rich  to  Mr.  Schlezinger  of  the  Office  of  Alien  Prop¬ 
erty  and  ask  you  if  you  can  identify  Mr.  Rich’s  signa¬ 
ture?  A  Yes. 

Q  You  returned  from  Luxembourg  in  February  of 
1948,  did  you  not?  A  Right. 

Q  And  you  had  time  to  consult  with  Mr.  Rich  i  be¬ 
tween  February  of  ’48  and  June  of  ’48  as  to  what  ^ou 
found  in  Luxembourg,  is  that  correct?  A  Yes;  I  tljinV 
I  saw  him. 
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MR.  GORDON:  I  offer  this  letter  in  evidence  as  De¬ 
fendant’s  Exhibit  No.  45. 

(Letter  dated  June  2,  1948,  from  Mr.  Rich  to  Mr. 
Schlezinger  was  marked  Defendant’s  Exhibit  No.  45  and 
received  in  evidence.) 

MR.  CAMPBELL:  If  Your  Honor  please,  this 

124  last  exhibit  is  merely  a  proposal  of  settlement.  I 
don’t  think  that  that  properly  belongs  in  the  case, 

a  proposal  of  settlement.  It  has  nothing  to  do  with  the 
final  issues  of  the  case. 

THE  COURT:  What  do  you  say  to  that,  Mr.  Gordon? 

MR.  GORDON :  First  of  all,  the  statements  of  fact 
in  an  offer  of  settlement  are  admissible.  I  don’t  think 
this  is  an- offer  to  settle  the  case.  Mr.  Rich  was  stating 
here  his  construction  of  the  1938  contract. 

MR.  CAMPBELL:  For  purposes  of  settlement. 

MR.  GORDON:  No,  sir. 

THE  COURT:  My  understanding  is  if  they  are  mat¬ 
ters  in  connection  with  the  settlement  stated  concerning 
which  there  was  at  that  time  certainly  no  dispute,  they 
are  admitted  for  that  purpose.  What  part  is  it  that  you 
intend  to  show  that  approval? 

MR.  GORDON :  If  I  understand  Your  Honor,  I  am 
relying  on  the  second  paragraph  of  this  letter  to  show 
that  here  is  an  admission  as  to  the  meaning  and  con¬ 
struction  of  the  1934  contract  totally  at  variance  with 
their  present  contention. 

MR.  CAMPBELL:  We  have  no  hesitancy  in  admit¬ 
ting  we  have  changed  our  position  in  the  construction  of 
the  contract  based  on  further  evidence  that  we  have 
secured. 

THE  COURT:  My  understanding  is  that  there  have 
been  changes  in  position  that  you  have  established  al¬ 
ready.  However,  I  will  admit  this.  I  don’t  think  is  is 
too  important. 

125  BY  MR.  GORDON: 

Q  I  show  you  an  affidavit  dated  January  31, 
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1949,  which  purports  to  bear  your  signature  and  which 
you  filed  with  the  Office  of  Alien  Property  and  I  £|sk  if 
you  can  identify  that  signature  as  yours?  Turn  to  the 
last  page.  A  That  is  my  signature. 

Q  And  you  made  that  affidavit  to  the  Office  to  induce 
it  to  return  your  titanium  patent  to  you?  A  Right. 

MR.  CAMPBELL:  What  was  the  question? 

(The  question  and  answer  were  read  by  the  reporter.) 

MR.  CAMPBELL:  Let  me  see  that  exhibit,  will  you, 
please? 

MR.  GORDON:  I  haven’t  offered  it. 

MR.  CAMPBELL:  Let  me  see  it,  please. 

MR.  GORDON:  I  don’t  think  you  are  entitled  tc  see 
it  until  I  offer  it. 

MR.  CAMPBELL:  How  do  I  know  what  youi  are 
talking  about? 

MR.  GORDON:  It  is  an  affidavit  which  you  yourself 
submitted  to  this  office. 

MR.  CAMPBELL:  You  mean  with  reference  to  our 
proposed  settlement  offer? 

MR.  GORDON:  No. 

MR.  CAMPBELL:  In  order  to  get  together  on  al  set¬ 
tlement  we  submitted  all  the  affidavits  to  you;  is  that 
what  it  comes  from? 

126  MR.  GORDON:  It  comes  from  your  submis¬ 
sion  of  that  to  this  Office  to  induce  us  to  return 
the  patent  to  you  free  and  clear,  as  you  claim.  There 
was  no  settlement  offer  made  in  your  letter  whatsoever. 

MR.  CAMPBELL:  It  was  at  a  time  when  we  sub¬ 
mitted  a  whole  layout? 

MR.  GORDON :  You  sent  copies  of  affidavits  by  Dr. 
Kroll  and  a  lot  of  others. 

MR.  CAMPBELL:  When  we  were  trying  to  settle  it. 

MR.  GORDON:  There  was  no  settlement.  You  paid 
you  were  entitled  to  it  free  and  clear  and  that  is  the 
evidence  you  purport  to  rely  on. 


THE  COURT:  Was  this  a  settlement  agreement  or 
was  it  just  an  application  to  have  your  property  re¬ 
turned  to  you? 

MR.  CAMPBELL:  We  had  been  discussing  the  ques¬ 
tion  of  settlement  and  they  said,  “Well,  if  you  want  to 
submit  to  us  a  complete  layout  of  what  you  think  is 
your  case,  so  that  we  can  settle  the  case,  we  would  be 
glad  to  have  you  do  it  and  we  will  consider  it.” 

THE  COURT:  Are  you  using  settlement  there  in  the 
way  of  compromise  or  are  you  using  it  in  the  way  of 
disposing  of  the  case  on  the  merits? 

MR.  CAMPBELL:  As  to  compromise  because  that 
was  really  all  that  was  ever  discussed  with  them. 

MR.  GORDON:  That  is  not  our  understanding. 
127  I  will  try  to  find  the  covering  letter. 

THE  COURT:  It  is  pretty  hard  to  see  how 
this  case  could  be  compromised. 

MR.  GORDON:  You  are  right.  It  could  have  been, 
I  think. 

THE  COURT:  Do  you  contend  that  this  was  done 
by  way  of  compromise  or  do  you  contend  it  was  done 
by  way  of  your  application  for  return  of  the  property 
to  you? 

MR.  CAMPBELL:  It  was  a  matter  of  compromise 
absolutely  and  they  asked  us  to  submit  it. 

MR.  GORDON:  If  Your  Honor  please,  I  would  like 
to  get  the  exact  language  they  used. 

THE  COURT:  I  think  we  ought  to  have  that,  yes. 
I  wouldn’t  consider  a  compromise  an  application  to  re¬ 
turn  the  property. 

MR.  GORDON:  That  is  my  understanding  of  what 
this  thing  was.. 

MR.  CAMPBELL:  If  Your  Honor  please,  they  have 
always  admitted  that  the  title  to  the  patent  belonged  to 
Dr.  Kroll  but  the  question  of  how  license  fees  would  be 
divided  was  the  other  question. 


THE  COURT :  I  assume  they  do  not  make  any  claim 
that  this  man  is  an  alien  enemy  and,  therefore,  (they 
have  the  right  to  take  his  property.  What  they  have  is 
to  take  the  right  of  whatever  Siemens  has  in  the  patent. 
Is  that  correct? 

128  MR.  CAMPBELL:  That  is  correct. 

THE  COURT:  As  far  as  I  can  see,  there  are 
no  charges  against  this  man  or  any  claim  against  him  of 
being  an  alien  enemy. 

MR.  GORDON:  That  is  correct,  Your  Honor.  We 
don’t  deny  his  eligibility  for  relief.  It  is  the  question  of 
the  amount,  the  quantum. 

THE  COURT :  That  is  right. 

MR.  CAMPBELL :  I  think  you  will  find  that  the  cov¬ 
ering  letter  said,  in  accordance  with  their  requestj  we 
would  submit  it. 

MR.  GORDON:  Wait  a  second.  We  are  not  playing 
on  words.  You  came  to  us  and  said  you  were  entitled 
to  the  patent  free  and  clear  and  we  said  “Show  Us”; 
so  you  sent  us  a  lot  of  stuff.  I  think  you  are  placing 
on  words  when  you  say  it  was  at  our  request. 

If  Your  Honor  cares  to  see  this  letter — 

THE  COURT:  What  was  the  date  of  the  lettei* ? 

MR.  GORDON:  March  29,  1949. 

THE  COURT:  This  obviously  was  not  sent  in  con¬ 
nection  with  their  original  application  to  return  the  lat¬ 
ent  because  the  suit  was  filed  November  30,  1948.  ! 

MR.  CAMPBELL:  Right. 

MR.  GORDON :  What  do  you  mean,  their  origjinal 
application  ? 

129  THE  COURT:  I  mean  their  formal  application 
for  return  of  the  patent. 

MR.  GORDON:  You  mean  in  December  of  1937? 

THE  COURT:  Whenever  it  was — no. 

MR.  GORDON :  I  mean  of  1947. 

THE  COURT :  Yes,  that  is  right. 
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MB.  GORDON:  That  was  a  notice  of  claim.  They 
didn’t  ask  for  the  patent  free  and  clear  at  that  time. 
They  said,  “Here  are  the  contracts  which  govern  the 
rights  of  the  patent.” 

THE  COURT:  It  says  here  United  States  Patent  No. 
So-and-so,  the  defendant  has  refused  and  continues  to 
refuse  to  return  the  patent.  Therefore,  this  affidavit  now 
certainly  was  not  a  part  of  their  claim  32,361,  was  it? 

MR.  GORDON:  No,  Your  Honor.  There  are  lots  of 
negotiations  between  the  parties  and  these  particular 
documents  and  this  particular  affidavit  was  forwarded 
in  connection  with  their  letter  to  us  of  March  29,  1949, 
where  they  say,  “We  are  sending  you  the  material  and 
‘We  feel  confident  that,  as  a  matter  of  law,  these  proofs 
are  sufficient  to  warrant  prompt  settlement  of  this  suit 
with  the  return  of  the  patent  free  and  clear’  ”  to  plaintiff. 
That  is  not  an  offer  of  compromise.  That  is  saying  “We 
will  settle  if  you  return  the  whole  thing  to  us”. 

MR.  CAMPBELL:  And  the  letter  starts,  “In  accord¬ 
ance  with  Mr.  Nolte’s  suggestion,  we  submit” — 
130  THE  COURT:  I  don’t  imagine  Mr.  Nolte  was 
the  one  who  was  agitating  this.  I  imagine  the 
agitation  came  from  the  plaintiff. 

MR.  CAMPBELL:  That  was  the  fact.  It  was  dur¬ 
ing  the  discussion  of  settlement. 

THE  COURT:  I  imagine  you  were  more  anxious  to 
dispose  of  it  probably  than  Mr.  Nolte,  if  it  follows  the 
usual  course  of  these  cases. 

What  is  the  particular  pertinent  part  of  the  affidavit 
that  you  want,  Mr.  Gorden?  Frankly,  I  am  inclined  to 
rule  it  out. 

MR.  GORDON:  In  that  case,  I  won’t  attempt  any 
questions. 

THE  COURT:  I  will  rule  it  out.  I  cannot  help  but 
believe  that  any  effort  made  after  the  suit  was  filed  was 
certainly  more  or  less  a  compromise  than  anything  else. 
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You  might  mark  that  exhibit  for  identification  in  case 
the  Government  happens  to  want  to  appeal  on)  that 
ground. 

MB.  GORDON:  No;  I  don’t  think  we  will  make  any 
use  of  this. 

THE  COURT:  You  withdraw  it? 

MR.  GORDON :  I  withdraw  it. 

BY  MR.  GORDON: 

Q  Do  you  know  who  Kurt  Lindner  is?  A  Yes;  he 
must  have  been  Chief  of  the  Patent  Department. 

131  Q  Of  Siemens?  A  Of  Siemens. 

Q  He  was  not  your  patent  attorney,  was  he? 

A  No. 

Q  I  show  you  a  letter  dated  April  21,  1939,  from  Lind¬ 
ner  to  the  German  Patent  Office  relating  to  German  Ap¬ 
plication  K-147,948,  and  ask  you  if  you  can  identify  this 
letter?  A  Yes;  but  it  doesn’t  bear  any  signature.  There 
is  no  signature  there. 

Q  I  am  asking  you  do  you  know  the  signature  ot  Mr. 
Lindner?  A  No.  I  could  compare  it  with  signatures 
from  other  letters  but  I  don’t  remember  how  his  signa¬ 
ture  is  after  25  years. 

Q  Is  it  your  answer  that  you  cannot  identify  this 
letter?  A  No. 

•  •  •  • 

132  Filed  Feb  23  1951  Harry  M.  Hull,  Clerk 

Washington,  D.  C., 
January  16,  1951[ 

i  •  •  i 

134  MR.  GORDON:  At  this  time,  I  should  like  to 
offer  in  evidence  the  vesting  orders  670  and  1(!),544 
which  are  the  vesting  orders  by  which  the  Custodian 
vested  the  property  in  the  suit. 

THE  COURT :  I  will  admit  them. 

I  have  been  a  little  informal  in  the  introduction  of 
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these  exhibits,  as  yon  gentlemen  have  probably  noticed 
because  they  are  being  introduced  in  the  plaintiffs  case, 
but  I  don’t  think  it  does  any  harm. 

MB.  GOBDON:  Vesting  Order  670  was  a  very  large 
order  vesting  property  of  many  nationalities  and  attached 
to  it  were  a  list  of  patents  running  to  many,  many 
pages.  What  we  have  is  the  first  page  of  that  vesting 
order.  We  don’t  have  the  attachment  of  the  list  of 
patents.  However,  counsel,  in  his  complaint,  has  ad¬ 
mitted  that  that  vesting  order  vested  the  patent  in  suit. 

•  •  •  • 

135  BY  MB.  GOBDON: 

Q  Mr.  Kroll,  I  show  you  a  photostatic  copy  of 
German  Patent  647,625  with  the  translation  and  ask  you 
if  that  is  a  copy  of  the  patent  issued  by  the  German 
Patent  Office?  A  Yes,  it  is  a  copy  of  the  patent  issued 
by  the  German  Patent  Office. 

Q  And  that  was  issued  on  the  application  K-147,211, 
is  that  correct?  A  That  is  correct. 

Q  And  that  application  refers  to  your  calcium  method 
of  reducing  titanium  chloride?  A  Yes. 

MB.  GOBDON:  I  offer  this  copy  of  the  patent  in 
evidence. 

MB.  CAMPBELL:  No  objection. 

THE  COTJBT :  It  will  be  received. 

(Copy  of  German  Patent  647,625  was  marked  Defend¬ 
ant’s  Exhibit  No.  48;  the  translation  thereof  was 
marked  Defendant’s  Exhibit  No.  48-A  and  received  in 
evidence.) 

136  BY  MB.  GOBDON: 

Q  Mr.  Kroll,  I  show  you  a  copy  of  a  letter 
dated  March  31,  1939,  from  Siemens  to  you  and  ask  you 
if  that  is  a  copy  of  a  letter  received  by  you?  A  Yes,  it 
is  a  copy  of  the  letter  that  I  received. 

MB.  GOBDON:  I  offer  this  letter  of  March  31,  1939, 
in  evidence. 


THE  COURT:  Any  objection? 

MR.  CAMPBELL:  No  objection. 

THE  COURT:  It  will  be  admitted. 

(Letter  dated  March  31, 1939,  from  Siemens  to  Dr.  feroll 
was  marked  Defendant’s  Exhibit  No.  49;  the  translation 
thereof  was  marked  Defendant’s  Exhibit  No.  49-A[  and 
received  in  evidence.) 

BY  MR.  GORDON:  | 

Q  In  June  of  1938,  Siemens  forwarded  the  papers 
for  the  filing  of  United  States  titanium  application  to 
Knight  Brothers,  is  that  correct?  A  I  suppose  June  is 
correct. 

Q  When  did  you  see  the  letter  that  Siemens  had  sent 
to  Knight  Brothers?  A  I  can’t  cite  from  memory. 

Q  Perhaps  this  will  refresh  your  recollection.  Your 
attorneys  gave  us  a  copy  of  that  letter  which  they  took 
from  the  files  of  Knight  Brothers  with  an  affidavit  from 
Knight  Brothers.  Is  that  when  you  saw  the  copy 
137  of  the  letter?  A  That  was  the  first  time  that  I 
saw  it. 

MR.  GORDON:  In  line  with  our  discussion  yesterday 
about  the  document  from  the  Knight  file,  this  is  the  one 
other  letter  which  comes  from  that  file  and  which  counsel 
for  the  plaintiff  has  given  us,  the  letter  of  transmittal. 

THE  COURT:  Who  is  the  letter  from  and  wlio  is 
it  to? 

MR.  GORDON :  It  is  from  Siemens  to  Knight  Broth¬ 
ers.  j 

THE  COURT:  Dated  when? 

MR.  GORDON :  June  23,  1938.  Since  there  was  some 
discussion  yesterday  about  offering  this  thing,  I  now  Wish 
to  offer  it  in  evidence. 

THE  COURT:  Any  objection? 

MR.  CAMPBELL:  Our  only  objection  is  to  on^  or 
two  of  the  words  in  the  translation. 
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THE  COURT:  If  there  are  not  too  many  words,  I 
will  let  you.  explain  them  later. 

MR.  CAMPBELL:  Yes.  That  is  all. 

THE  COURT:  I  mean  there  is  no  objection  to  the 
letter  itself? 

MR.  CAMPBELL:  No.  In  fact,  I  would  have  put 
it  in. 

(Letter  dated  June  23,  1938,  from  Siemens  to  Knight 
Brothers  was  marked  Defendant’s  Exhibit  No.  50;  the 
translation  thereof  was  marked  Defendant’s  Exhibit  No. 
50-A  and  received  in  evidence.) 

THE  COURT:  You  understand  you  have  the 
138  right  to  give  testimony  *as  to  the  translation. 

MR.  CAMPBELL:  Yes,  sir,  Your  Honor. 

BY  MR.  GORDON: 

Q  You  recall  that  your  notice  to  terminate  the  1934 
contract  was  sent  to  Siemens  by  letter  dated  June  27, 
1938?  A  I  can’t  recollect  any  date  precisely.  I  would 
have  to  look  up  notes. 

THE  COURT :  That  has  been  testified  to  anyway, 
hasn’t  it?  My  notes  show  it  was  the  27th  of  June. 

MR.  GORDON :  I  will  withdraw  that  question. 

THE  COURT :  If  I  am  wrong — 

MR.  GORDON :  That  is  the  correct  date. 

MR.  RICH :  June  27,  1938. 

BY  MR.  GORDON: 

Q  I  show  you  a  photostat  of  a  letter  dated  April  18, 
1939,  from  Siemens  to  you  and  ask  if  that  is  a  copy  of 
the  letter  sent  to  you  by  Siemens?  A  April  21,  1939, 
Siemens  to  Kroll.  Yes,  I  notice  the  correctness  of  this 
letter  which  has  been  sent  to  me. 

MR.  GORDON :  I  offer  this  letter  in  evidence  and  the 
translation  is  attached. 

(Letter  dated  April  18,  1939,  from  Siemens  to  Dr. 
Kroll  was  marked  Defendant’s  Exhibit  No.  51;  the  trans- 
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lation  thereof  was  marked  Defendant’s  Exhibit  No.j  51- A 
and  received  in  evidence.) 

139  MR.  CAMPBELL:  May  we  look  at  it? 

(The  exhibit  was  handed  counsel.) 

THE  COURT:  Does  that  come  from  the  custody  of 
the  defendant?  | 

MR.  GORDON:  That  came  from  the  custody  of  Sie¬ 
mens,  I  believe,  a  copy.  This  is  a  photostat  of  a  carbon 
duplicate  original  filed. 

MR.  CAMPBELL:  If  Your  Honor  please,  I  object  to 
this  as  not  having  any  relevancy  to  the  issues  in  this 
case.  It  doesn’t  relate  to  the  patent  matter  in  issu^  and 
has  no  connection  with  it  whatsoever.  1 

MR.  GORDON :  Your  -  Honor,  this  letter  relates  to 
one  of  the  German  titanium  applications  K-147,948,  which 
Mr.  Kroll  has  already  testified  came  under  his  1934 
contract.  The  letter  refers  to  difficulties  had  in  the  Ger¬ 
man  Patent  Office  by  Siemens  in  trying  to  push  this  thing 
forward  and  they  were  informing  Kroll  as  to  their  diffi¬ 
culties  with  the  German  Patent  Office  and  telling  him 
just  what  they  were  doing.  This  is  after  the  terniina- 
tion  date  of  the  letter  and  it  seems  to  us  it  is  very  rele¬ 
vant  material. 

MR.  CAMPBELL:  That  particular  German  patent, 
of  course,  relates  to  a  different  process  from  the  Uhited 
States  patent. 

THE  COURT:  Was  it  covered  by  the  1934  contract? 

MR.  CAMPBELL :  Yes,  it  would  be. 

THE  COURT:  I  think  I  will  admit  it 

140  BY  MR.  GORDON:  i 

Q  I  show  you  a  letter  dated  January  19,  1939, 
from  yourself  to  Siemens  and  ask  you  whether  that  is  a 
copy  of  a  letter  sent  by  you  to  Siemens?  A  This  i!s  a 
letter  I  wrote  to  Siemens  under  the  date  of  Januarv  19 
1939.  I  ’ 


132 


MR.  GORDON:  I  offer  this  letter  in  evidence  as 
Defendant’s  exhibit. 

THE  COURT:  Have  you  seen  this,  Mr.  Campbell? 

MR.  CAMPBELL :  No,  I  have  not. 

MR.  GORDON:  They  have  had  copies  of  this  a  long 
time. 

MR.  CAMPBELL:  Yes,  I  think  it  is  one  of  the  old 
letters  in  connection  with  the  deposition.  Of  course, 
there  were  a  lot  of  things  that  were  slightly  irrelevant. 

(Letter  dated  January  19,  1939,  from  Dr.  Kroll  to  Sie¬ 
mens  was  marked  Defendant’s  Exhibit  No.  52;  the  trans¬ 
lation  thereof  was  marked  Defendant’s  Exhibit  No.  52-A 
and  received  in  evidence.) 

MR.  CAMPBELL:  It  refers  to  the  same  German  pat¬ 
ent. 

THE  COURT:  Some  of  this  may  be  relevant  but  not 
have  too  much  probative  value.  I  will  admit  it. 

MR.  GORDON:  Just  as  a  matter  of  correcting  Mr. 
Campbell,  it  is  not  the  same  as  the  German  application 
K-147,948.  It  is  147,212,  but  this  too  comes  under  the 
1934  contract. 

THE  COURT :  I  assume  what  he  is  trying  to  show  by 
this  method,  even  though  it  was  an  attempted  can- 
141  cellation  of  the  1934  contract  by  the  1938  agree¬ 
ment,  that  still  the  parties  kept  on  dealing  with 
each  other  under  the  ’34  contract.  I  assume  that  is  what 
you  are  offering  it  for. 

MR.  GORDON :  And  also  that  rights  that  had  arisen 
under  the  ’34  contract  continued  even  though  there  was 
a  cancellation  in  1938;  also  that  Siemens  never  would 
have  gone  through  all  this  trouble  of  trying  to  get  them 
through  the  German  Patent  Office  if  they  had  no  right 
whatever  to  them. 

THE  COURT :  That  will  be  your  argument. 

MR.  GORDON:  Yes,  sir. 
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BY  ME.  GORDON : 

Q  I  show  yon  a  photostat  of  a  letter  dated  June 
24,  1939,  from  Siemens  to  yon  and  ask  yon  if  that  is  a 
copy  of  a  letter  received  by  yon!  A  I  received  this 
letter  from  Siemens  dated  Jnne  24,  1939. 

MR.  GORDON :  I  offer  it  in  evidence. 

(Letter  dated  June  24,  1939,  from  Siemens  to  Dr.  pKroll 
was  marked  Defendant’s  Exhibit  53;  translation  thjereof 
was  marked  Defendant’s  Exhibit  53-A  and  receiv^  in 
evidence.) 

MR.  CAMPBELL:  If  Your  Honor  please,  I  consider 
these  all  irrelevant  but  I  don’t  raise  any  particular  ob¬ 
jection  to  them  because  I  don’t  think  they  mean  much, 
one  way  or  the  other. 


THE  COURT:  The  case  being  tried  without  a 
142  jury,  the  Court  may  be  able  to  separate  the  wheat 
from  the  chaff.  I  hope  he  will  be  able  to,  anyway. 
I  feel  the  Court  should  have  everything  that  is  any  way 
related  to  the  transaction.  That  will  simply  go  tp  the 
weight  rather  than  to  the  relevancy,  in  my  opinion. 

BY  MR.  GORDON: 

Q  You  have  testified  that  you  sent  this  letter  of 
July  4,  1940,  Plaintiff’s  Exhibit  8,  to  Heraeus-Vafeuum 
Schmelze  asking  for  power  of  attorney  to  try  to  spll  or 
negotiate  with  respect  to  the  United  States  titaniumj  pat¬ 
ent  that  was  about  to  be  issued.  Is  that  correct?  A 
Correct. 

Q  I  show  you  a  letter  dated  August  20,  1940,  from 
Heraeus-Vacuum  Schmelze  to  Siemens.  Counsel  has  stip¬ 
ulated  that  this  is  a  true  copy  of  the  original  and  that 
it  may  be  admissible  in  evidence  subject  to  pertinen^  ob¬ 
jections  of  relevancy  and  materiality. 

THE  COURT:  From  whom? 

MR.  GORDON:  From  Heraeus-Vacuum  Schmelze  to 
Siemens  dated  August  20,  1940. 

THE  COURT:  What  is  the  question? 
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MR.  GORDON:  There  is  no  question.  I  am  offering 
it  in  evidence  with  the  statement  that  counsel  has  con¬ 
ceded  its  authenticity. 

THE  COURT :  Very  well. 

143  (Letter  dated  August  20,  1940,  from  Heraeus- 
Vacuum  Schmelze  to  Siemens  was  marked  Defend¬ 
ant’s  Exhibit  No.  54;  the  translation  thereof  was  marked 
Defendant’s  Exhibit  No.  54- A  and  received  in  evidence.) 

MR.  GORDON :  I  now  offer  in  evidence  a  letter  from 
Siemens  to  Heraeus-Vacuum  Schmelze  which  is  in  reply 
to  Heraeus’  letter  which  has  just  been  admitted  in  evi¬ 
dence.  Counsel  has  admitted  the  authenticity  of  this 
letter. 

THE  COURT:  What  is  the  date  of  it? 

MR.  GORDON:  The  date  does  not  appear  from  that 
letter  but  it  appears  from  the  next  letter  which  is  in 
reply  to  it 

(Letter  from  Siemens  to  Heraeus-Vacuum  Schmelze, 
in  reply  to  Heraeus’  letter  just  identified,  was  marked 
Defendant’s  Exhibit  No.  55;  translation  thereof  was  marked 
Defendant’s  Exhibit  55- A  and  received  in  evidence.) 

MR.  GORDON:  I  now  offer  in  evidence  a  letter  dated 
September  14,  1940,  from  Heraeus  to  Siemens,  which  is 
in  reply  to  the  previous  letter  offered  in  evidence. 

You  have  admitted  the  authenticity  of  this  letter. 

(Letter  dated  September  14,  1940,  from  Heraeus  to 
Siemens  was  marked  Defendant’s  Exhibit  No.  56;  trans¬ 
lation  thereof  was  marked  Defendant’s  Exhibit  No.  56-A 
and  received  in  evidence.) 

BY  MR.  GORDON : 

Q  You  may  look  at  these  letters,  Mr.  Kroll. 

I  will  first  put  my  question  and  then  you  will 

144  know  what  I  am  inquiring  about.  It  appears  from 
these  letters,  does  it  not,  that  when  Heraeus  re¬ 
ceived  your  request  for  power  of  attorney,  it  communi¬ 
cated  with  Siemens  and  asked  instructions  and  whether 
it  could  give  you  a  power  of  attorney. 


Siemens  then  gave  Heraeus  permission  to  send  yon 
power  of  attorney  and  then  Heraens  sent  you  its  letter 
of  September  19,  1940,  giving  you  power  to  negotiate 
with  other  people. 

ME.  CAMPBELL:  If  Your  Honor  please,  that  seems 
to  me  to  be  a  rather  argumentative  statement. 

•  THE  COUET :  It  is  not  the  way  to  prove  the  letter. 
What  I  assume  you  had  better  do  is  just  offer  the 
letters  in  evidence. 

ME.  GOEDON :  I  will  withdraw  them. 

THE  COUET:  Just  find  out  if  he  can  identify  the 
letters. 

ME.  GOEDON:  I  have  offered  these  in  evidence  and 
counsel  has  made  no  objection  to  them. 

THE  COUET:  Are  they  in  evidence  yet? 

ME.  GOEDON:  Yes;  I  have  offered  them  and  coun¬ 
sel  has  not  objected  to  them. 

THE  COUET :  You  handed  him  the  letters  hnd  I 
didn’t  know  what  you  were  handing  him,  from  your  ques¬ 
tion. 

ME.  GOEDON :  They  are  in  evidence  and  I  was  ask¬ 
ing  him  about  the  substance  of  them. 

THE  COUET:  I  think  I  will  let  the  lbtters 

I 

145  speak  for  themselves.  You  could  show  thalt  the 
papers  you  handed  the  witness,  so  that  you  have 
your  record  straight,  were  exhibits  what,  Mr.  Nolte? 

ME.  NOLTE :  Defendant’s  54,  55,  and  56. 

BY  ME.  GOEDON :  | 

Q  I  believe  you  testified,  Mr.  Kroll,  that  you  !  were 
working  on  titanium  from  about  1930  to  1940  when  you 
left  Luxembourg,  is  that  correct?  A  Yes. 

Q  And  you  had  a  rather  elaborate  laboratory  in 
Luxembourg?  A  True. 

Q  Were  you  not  working  solely  on  titanium  in  your 
laboratory  at  Luxembourg?  A  No. 

Q  You  were  working  on  its  processes  and  inventions 


that  even  came  ontside  the  field  of  your  relationship  with 
Siemens  under  the  ’34  contract?  A  Very  little. 

Q  There  were  some?  A  Very  little. 

Q  When  did  you  first  start  sending  papers  hack — 
withdraw  that — when  yon  returned  to  Luxembourg  in 
1947,  was  it  July  or  August?  A  I  arrived  over  there 
the  first  of  August,  1947. 

146  Q  Did  you,  from  Luxembourg,  send  material 
relating  to  your  1934  contract  to  your  attorneys 

Messrs.  Rich  and  Campbell?  A  Yes,  and  the  1934  con¬ 
tract  itself. 

Q  You  sent  that.  I  am  asking  you  whether  you  sent 
material  over  to  them,  not  what  you  sent  them.  A  Yes. 

Q  I  think  we  have  already  gone  over  the  question  of 
whether  you  had  that  ’34  contract  with  you  when  you 
first  arrived  in  the  United  States  in  1940.  A  I  did  not 
have  it. 

Q  I  am  not  asking  you  whether  you  had  it  with  you 
or  not.  That  is  not  my  question. 

When  did  you  first  start  sending  material  back  to 
your  attorneys  from  Luxembourg  when  you  went  back 
there  in  1947?  A  I  can’t  answer  this  question  precisely, 
but  I  had  to  open  my  boxes  and  empty  them.  There 
was  a  lot  of  material  there  and  it  took  quite  some  time. 
It  took  a  number  of  months  before  I  could  get  hold  of 
all  of  the  documents  and  I  sent  them  as  I  got  them. 

Q  Well,  do  you  think  it  wasn’t  until,  say,  the  first 
of  the  year,  1948,  that  you  sent  the  material?  A  It 
was  between  the  first  of  August  and  when  I  left  the  end 
of  January,  1948. 

Q  I  believe  you  testified  on  your  direct  exami- 

147  nation  yesterday  that  you  corresponded  in  written 
form  with  Mr.  Rohn  before  you  sent  your  notice 

of  termination  on  June  27  of  1938,  is  that  correct?  A 
Yes. 


Q  Do  you  have  a  copy  of  that  letter  or  letters  which 
you  sent  to  Mr.  Rohn?  A  I  don’t  know  which  letter 
you  mean. 

Q  It  was  my  understanding  that  you  testified  that 
before  you  sent  the  letter  of  termination,  you  wroth  to 
Mr.  Rohn?  A  On  what  subject? 

Q  Let  me  finish  the  question.  Let  me  see  if  my  un¬ 
derstanding  of  your  testimony  is  correct.  Did  you  not 
testify  yesterday  that  before  you  sent  your  notice  of 
termination  to  Siemens  in  June  of  1938  that  you  fcrst 
wrote  Mr.  Rohn  and  told  him  that  you  were  going  to 
cancel,  terminate?  A  Yes. 

Q  Do  you  have  a  copy  of  that  letter?  A  Unfojrtu- 
nately  not. 

Q  And  then  I  show  you  this  letter,  Plaintiff’s  Ex¬ 
hibit  No.  6,  from  Dr.  Rohn  to  you,  and  ask  you  whether 
he  refers  in  that  letter  to  any  letter  sent  by  you  to  him 
advising  him  that  you  were  going  to  terminate?  A  Yes; 

that  is  a  confirmation  of  the  letter  I  wrote  (him. 
148  Q  That  is  a  confirmation  of  the  letter  that  j  you 
wrote  him  or  to  Siemens?  A  I  wrote  him. 

Q  "Would  you  read  that  again  closely?  A  May  I 
translate  it? 

Q  You  have  translated  it.  A  It  shows  that  I  wrote 
to  Heraeus-Vacuum  Schmelze,  Dr.  Rohn,  to  say  that  I 
was  not  satisfied  with  the  financial  results  of  my  con¬ 
tract. 

Q  I  don’t  want  you  to  read  it.  I  am  just  asjring 
you  to  read  the  letter  to  yourself  and  prepare  forj  my 
next  question.  A  It  is  addressed  to  Dr.  Rohn,  evi¬ 
dently. 

Q  This  letter  from  Dr.  Rohn  to  you  which  I  have 
just  handed  you,  Plaintiff’s  Exhibit  No.  6,  refers  to  Vour 
letter  of  June  27,  1938,  does  it  not?  A  Yes. 

Q  And  this  is  a  copy  of  vour  letter  of  June  27,  1938, 
Plaintiffs’  Exhibit  4,  and  is  it  not  addressed  to  Sieihens 
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&  Halske  and  not  to  Dr.  Rohn?  A  Then  he  got  a 
carbon  copy  of  it,  which  is  identical. 

Q  He  got  it  from  Siemens?  A  No;  I  gave  him  a 
copy.  I  gave  him  a  carbon  copy. 

Q  He  makes  no  reference  to  previous  correspond¬ 
ence  in  his  letter  of  June  27,  1938,  does  he?  A 

149  No. 

MR.  CAMPBELL:  If  Your  Honor  please,  as  a 
matter  of  fact  there  is  nothing  in  the  record  to  base  this 
line  of  questioning  on  because  what  the  witness  referred 
to,  which  I  have  right  before  me  here  in  the  testimony, 
was  merely  oral  conversations. 

THE  COURT:  He  has  testified  here  that  he  did  have 
a  letter  but  he  cannot  locate  it. 

MR.  CAMPBELL:  Yes,  but  I  mean  in  regard  to  his 
testimony. 

MR.  GORDON :  I  am  not  asking  about  oral  conver¬ 
sations.  I  am  asking  about  a  specific  letter  he  wrote  to 
Rohn. 

THE  COURT:  He  just  testified  he  did  write  a  letter 
to  Rohn  and  he  doesn’t  have  a  copy  of  it. 

MR.  CAMPBELL:  That  is  right. 

BY  MR.  GORDON: 

Q  It  is  your  claim  in  this  suit,  is  it  not,  that  Siemens 
had  only  an  option  under  the  1934  contract  which  it 
never  exercised?  Is  that  your  claim?  A  I  have  no 
idea  about  law.  That  is  a  matter  to  be  interpreted  by 
my  attorneys. 

MR.  GORDON :  My  question  stands.  I  think  he 
should  know  what  he  is  suing  for  and  what  his  claim  is. 

THE  COURT:  I  think  the  record  shows  what  he  is 
claiming. 

150  I  will  sustain  the  objection  to  the  question. 

MR.  CAMPBELL:  The  witness  has  made  his 

own  objection  to  it  which  is  perfectly  proper. 

BY  MR.  GORDON: 

Q  When  did  you  first  know  that  Siemens  refused  to 
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exercise  its  option,  as  you  claim?  A  Their  whole  be¬ 
havior  was  that  way.  Siemens  never  wanted  to  produce 
any  metals  and  that  is  why  it  didn’t  want  to  go  into  the 
production  of  titanium. 

Q  Did  you  know  this  in  1938?  A  That  was  the  gen¬ 
eral  policy  of  the  company.  I  knew  it. 

Q  I  move  that  be  stricken.  A  I  knew  it  in  1938. 

Q  Did  you  know  it  in  1939?  A  I  knew  it  all  the 
time. 

Q  Did  you  know  it  in  1940?  A  I  knew  it  Also  in 
1940. 

Q  I  believe  you  mentioned  in  your  direct  examina¬ 
tion  that  you  developed  a  process  on  zirconium  and  that 
was  developed  by  you  while  you  were  in  Luxembourg,  is 
that  correct?  A  I  worked  also  on  zirconium  in  Luxem¬ 
bourg  but  the  main  work  on  zirconium  happened  to  be  in 
Albany,  Oregon. 

Q  I  thought  it  was  your  testimony  that  while  you 
were  in  Luxembourg,  until  1940,  you  developed  at 
151  your  own  expense  and  out  of  your  own  mind  and 
ingenuity,  this  invention  on  zirconium  which  is  pres¬ 
ently  being  used  by  the  Government.  A  The  elements 
of  this  process  had  been  developed  in  Luxembourg. 

Q  When  did  you  develop  that  invention?  A  Ip  1940 
and  1939.  I  can  give  you  even  references  out  6f  my 
laboratory  books  if  you  want  them. 

Q  I  don’t  think  that  will  be  necessary. 

At  your  deposition,  in  response  to  these  questions,  did 
you  make  these  answers — 

THE  COURT:  What  page? 

MR.  GORDON:  Page  142. 

BY  MR.  GORDON: 

Q  (Reading) : 

“ Q  I  ask  you  to  assume  that  the  1934  contract  con¬ 
tinued  until  December  31,  1938.  Assuming  that  is  the 
case,  would  Siemens,  under  that  assumption,  have  any 
rights  in  this  American  titanium  patent?” 
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Mr.  Campbell  raised  an  objection  and  I  am  going  to 
read  the  objection: 

“That  question  is  objected  to  as  definitely  a  legal 
question  asked  of  a  layman;  so  that  it  seems  to  me  it 
is  rather  an  unfair  question/ ’ 

Then  I  replied: 

152  “Well,  the  witness  has  been  testifying  all  day 
on  what  the  rights  were  of  the  parties.” 

“Mr.  Campbell:  Based  on  his  under  standing/ ’ 

“By  Mr.  Gordon: 

“Q  Based  on  your  understanding  of  your  relationship 
with  Siemens,  I  ask  whether,  if  the  contract  had  con¬ 
tinued  until  December  31,  1938,  Siemens  would  have 
had  any  right  to  the  American  titanium  patent  ?”  And 
did  you  make  this  reply: 

“A  I  have  the  feeling,  ves.” 

A  I  made  the  reply  that  is  written  there. 

Q  Your  answer  is  yes? 

THE  COTJKT:  I  didn’t  hear  what  he  said. 

THE  WITNESS:  It  is  written  there. 

BY  ME.  GORDON: 

Q  Then  your  answer  to  that  is  yes,  that  you  made 
that  reply?  A  I  made  that  reply.  ,  • 

Q  (Reading) : 

“Q  What  would  those  rights  be?  Tell  me  what  you 
believe  those  rights  would  be? 

“A  Siemens  would  have  had  the  right  to  grant  li¬ 
censes,  consulting  with  me  as  to  the  amount  to  be  paid 
for  the  royalties  to  be  paid;  and  he  would  have  also 
have  had  to  refer  to  me  as  to  with  whom  to  make 

153  contracts.  They  would  have  done  that.  That 
was  their  obligation,  according  to  the  contract.  He 

had  to  ask  for  my  consent  as  to  the  height  of  the  royal¬ 
ties  and  as  to  the  people  to  whom  they  wanted  to  sell.” 
Is  that  your  answer?  A  That  is  my  answer. 

Q  (Reading) : 


“Q  Well,  I  believe  you  testified  earlier  in  th^  day 
that  Siemens  would  come  to  you  and  ask  your  jviews 
as  to  whom  it  should  license  as  a  matter  of  gentlemenly 
relationships  between  you? 

“A  Yes. 

% 

“Q  Rather  than  a  matter  of  a  fixed  legal  obligation 
under  the  German  contract.  Was  that  your  testimbnv? 

“A  Yes,  it  may  be.  I  am  a  technician.  I  am  nqt  in¬ 
terested  very  much  in  law.” 

Was  that  your  answer?  A  It  is  still  perfect. 

Q  Do  you  still  admit  that  if  the  contract  of  March, 
1934,  continued  until  December  31,  1938,  Siemens  would 
have  had  rights  in  the  American  titanium  patent?! 

MR.  CAMPBELL:  It  seems  to  me  this  is  going  into 
the  question  of  law. 

154  THE  COURT:  I  certainly  think  it  is.  I  will 
sustain  the  objection. 

MR.  GORDON:  I  may  say  the  purpose  of  my  pre¬ 
vious  question  was  not  to  indicate  an  agreement  b^  the 
Government  to  his  answers  but  to  impeach  his  prjesent 
testimony  and  claim — 

THE  COURT:  I  let  in  what  was  in  the  deposition 
but  I  think  that  is  as  far  as  I  can  let  you  go  for  pur¬ 
poses  of  impeachment.  I  haven’t  stricken  that  out. 

MR.  CAMPBELL:  If  Your  Honor  please,  I  don’t 
know  whether  the  Government’s  attorneys  intend  tq  put 
in  this  deposition  or  not.  They  have  not  offered  it  so 
far  but  I  do  want  to  say  that  all  through  the  deposition, 
if  it  is  not  put  in,  I  strenuously  object  to  any  line  of 
questions  that  call  for  law  propositions  from  the  wit¬ 
ness. 

THE  COURT:  You  are  objecting  before  you  |  are 
hurt.  He  hasn’t  put  it  in  yet. 

MR.  CAMPBELL:  He  is  working  in  questions  (with 
regard  to  it,  whether  he  puts  it  in  or  not. 

THE  COURT:  You  can  work  some  other  ones  }n  if 
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you  want.  I  cannot  tell  him  how  to  try  his  case.  I 
think  he  has  the  right  to  seek  to  impeach  him. 

MR.  CAMPBELL:  That  is  true  but,  of  course,  it 
seems  to  me  that  on  strictly  law  questions  it  is  perfectly 
ridiculous.  A  man  who  is  not  a  lawyer  cannot  be  im¬ 
peached. 

THE  COURT:  I  am  inclined  to  agree  that  the 

155  impeachment  is  not  very  serious  from  what  I  have 
heard  on  this  particular  point. 

MR.  GORDON :  It  seems  to  me,  Your  Honor,  in  an¬ 
swer  to  that  remark  of  Mr.  Campbell  that  it  goes  beyond 
the  question  of  law.  If  their  claim  is,  as  I  understand 
it,  and  it  is  pretty  difficult  to  understand,  even  yet,  that 
all  they  had  was  an  option  which  they  never  exercised, 
these  admissions  by  plaintiff  show  they  did  exercise  the 
option. 

THE  COURT:  If  you  are  asking  what  the  legal  ef¬ 
fect  of  that  assumption  is,  I  have  nothing  before  me  but 
I  have  let  this  in.  There  is  no  objection  to  it,  as  a 
matter  of  fact,  for  impeachment  purposes.  I  can’t  cer¬ 
tainly  bind  him  by  listening  to  a  hypothetical  question. 
BY  MR.  GORDON: 

Q  At  the  deposition  in  answer  to  this  question,  did 
you  make  the  following  answer  at  page  56  or  I  will  go 
back  to  page  55 : 

“Q  Well,  you  can  see  from  your  American  patent 
application  that  you  relied  for  priority  on  the  filing  in 
Germany  July  10,  1937  ? 

“A  That  must  be  correct.” 

Was  that  vour  testimony?  A  Yes. 

Q  (Reading) : 

“Q  After  these  applications  were  applied  for 

156  in  Germany” — 

MR.  CAMPBELL:  I  think  that  question  has 
been  raised  before.  You  are  repeating.  You  raised  that 
question  before. 
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MR  GORDON:  Which  one? 

MR.  CAMPBELL:  The  one  you  are  just  referrjing  to. 
MR.  GORDON :  1  am  still  reading — 

THE  COURT:  His  point  is  you  already  ask^d  him 
that  question  before,  if  he  didn’t  so  testify  and  tljie  rec¬ 
ord  ought  to  show.  My  recollection  is  it  had  a  familiar 
sound. 

MR.  GORDON:  Was  that  the  previous  question  I 
just  read?  I  don’t  know  what  you  are  objecting  to. 
MR.  CAMPBELL :  The  one  on  page  56,  yes. 

MR.  GORDON :  I  haven’t  yet  put  the  question  on  56. 
MR.  CAMPBELL:  You  are  just  starting  it. 

THE  COURT:  Let’s  let  him  put  the  questioh  and 
then  you  may  object  to  it. 

BY  MR.  GORDON:  | 

Q  (Reading) :  | 

“Q  After  these  applications  were  applied  for  i^  Ger¬ 
many,  did  Siemens  have  an  exclusive  license  und^r  the 
application  and  a  patent  to  be  issued  thereon? 

“A  In  Germany,  yes.” 

MR.  CAMPBELL:  That  is  the  question. 

157  THE  COURT:  That  was  asked  yesterday,  if 
he  didn’t  so  testify.  That  was  my  recollection. 

MR.  CAMPBELL:  Yes. 

MR.  GORDON :  I  will  withdraw  that  question. 

158  MR.  CAMPBELL:  What  page  is  this? 

MR.  GORDON :  Page  161. 

BY  MR.  GORDON:  j 

Q  Now,  in  answer  to  this  question  at  your  deposi¬ 
tion,  did  you  make  the  following  reply? 

THE  COURT:  What  page  is  that? 

MR.  GORDON:  Page  161. 

BY  MR.  GORDON:  j 

Q  “Question:  Did  Siemens  ever  advise  you  that  it 
was  dropping  the  American  application  on  titanium  that 
it  was  abandoning  it? 
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“Answer:  No.” 

Was  that  yonr  reply?  A  Yes. 

Q  X  will  continue  reading: 

“ Question:  It  did  so,  though,  in  connection  with  the 
English  application? 

“Answer:  English,  yes.” 

Was  that  yonr  reply?  A  Right. 

Q  “Question:  Wasn’t  it  the  practice  under  your  con¬ 
tracts  with  Siemens  that  Siemens  would  notify  you,  in 
writing  or  orally,  that  it  was  dropping  foreign  applica¬ 
tions;  so  that  you  could  thereupon  take  over  the  ex¬ 
penses  of  maintaining  them  and  prosecuting  them? 

159  “Answer:  According  to  the  agreement,  it  should 
be  practiced;  but  it,  apparently,  has  not  been  done 

so  regularly.” 

Was  that  your  answer?  A  Right. 

Q  “Question:  Well,  we  know  it  was  done  with  re¬ 
spect  to  the  English. 

“Answer:  Yes.” 

Is  that  correct?  A  Yes. 

Q  “Question:  Was  it  done  with  respect  to  any  other 
ones? 

“Answer:  I  cannot  remember;  but  it  might  be.” 
Was  that  your  answer?  A  Right. 

Q  “Question:  But  it  definitely  did  not  with  respect 
to  the  American? 

“Answer:  No.” 

Is  that  correct?  A  Correct,  sir. 

MR.  GORDON:  No  further  questions,  Your  Honor. 
BY  THE  COURT: 

Q  Let  me  ask  you  a  question  or  two,  will  you,  Doctor? 
How  many  trips  did  you  make  back  to  Luxembourg? 
A  Only  one. 

160  Q  Only  one.  That  was  the  one  of  August  1, 
1947,  to  January  31,  1948?  A  Correct,  Your 

Honor. 
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Q  And  at  that  time  did  you  get  all  the  documents 
together  that  were  pertinent  to  your  claim  here?  A 
Yes;  I  had  them  all  in  my  file  and  I  took  them  oujt  one 
after  the  other.  It  was  a  huge  boxful. 

Q  Did  you  either  send  them  all  back  to  the  United 
States  or  bring  them  all  back  on  the  31st  of  January, 
1948?  A  No;  it  was  too  much.  I  only  sent  back  what 
was  important,  and  there  was  so  much  scraps  that  I 
burned  them  when  I  saw  it  was  not  necessary. 

Q  But  everything  that  you  thought  was  pertinent  to 
this  case  you  had  by  the  31st  of  January,  1948?  A 
Absolutely. 

THE  COURT:  Have  you  any  further  questions,  gen¬ 
tlemen? 

MR.  CAMPBELL:  Yes,  Your  Honor. 

Redirect  Examination 

BY  MR.  CAMPBELL:  I 

Q  In  regard  to  Defendant’s  Exhibit  50,  I  show!  you 
the  original  German  letter  and  ask  you  to  translate  that. 

THE  COURT:  Do  you  have  a  paper  that  he  has 
translated? 

MR.  CAMPBELL:  No. 

THE  COURT:  This  is  the  one  where  I  understand 
there  is  some  dispute  as  to  the  meaning  of  a  word  or 
so? 

161  MR.  CAMPBELL:  That  is  right. 

BY  MR.  CAMPBELL: 

Q  This  is  the  plain titFs  exhibit  (handing  a  document 
to  the  witness).  It  is  particularly  the  second  paragraph 
in  the  letter  that  I  would  like  to  have  you  translate. 
A  “We  are  asking  you  herewith  to  apply  for  a  United 
States  patent  on  the  basis  of  the  documents  thatj  are 
included  herewith.  The  corresponding  German  applica¬ 
tions  have  been  applied  for  on  July  10,  1937,  and  Oc¬ 
tober  7,  1937.  The  inventor  is  Mr.  Dr.  William  Kroll, 
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Luxembourg.  The  application  has  to  run  in  his  name, 
so  that  an  assignment  will  not  be  necessary.” 

Q  Referring  to  the  translation  that  the  Government 
offers,  in  the  third  paragraph,  will  you  point  out  the 
difference  ? 

THE  COURT :  Are  we  still  talking  about  50? 

MR.  CAMPBELL:  Yes,  Your  Honor. 

THE  WITNESS:  The  translator  of  the  Government 
says,  “The  application  shall  be  made  in  his  name,”  while 
the  literal  translation  is,  “The  invention  shall  run  in  his 
name.”  “Laufen”  means  run.  It  is  otherwise  all  right. 

THE  COURT:  What  serious  point  do  you  make  of 
that,  Mr.  Campbell? 

MR.  CAMPBELL:  Maybe  this  translation  of  the  Gov¬ 
ernment  is  a  little  bit  more  in  conformity — 

162  THE  COURT:  If  the  application  is  made  in  a 
man’s  name,  it  runs  in  his  name,  does  it  not? 

THE  WITNESS :  Yes,  it  runs. 

BY  MR.  CAMPBELL: 

Q  Was  the  rest  of  that  in  conformity  with  your  trans¬ 
lation  ? 

MR.  GORDON :  I  think  he  has  already  answered 
that.  Except  for  what  he  has  already  translated,  the 
rest  of  the  translation  is  all  right. 

MR.  CAMPBELL:  It  may  be  that  this  translation 
has  been  changed.  I  did  not  realize  that  there  had  been 
a  change. 

THE  COURT:  He  may  look  at  it.  There  may  be 
other  discrepancies.  I  cannot  get  excited  over  that  dif¬ 
ference,  unless  you  can  show  me  that  it  has  some  sig¬ 
nificance. 

BY  MR.  CAMPBELL : 

Q  Is  that  the  word  (indicating)?  A  Yes,  it  is  all 
right. 

MR.  CAMPBELL:  Well,  that  is  not  a  serious  dif¬ 
ference.  I  think  the  wording  has  been  changed  in  that. 


MR.  GORDON:  Well,  it  has  not  been  changed  since 
we  gave  it  to  you,  I  assure  you. 

MR.  CAMPBELL:  Well,  it  probably  has  not! 

THE  COURT:  I  do  not  think  anybody  is  making  any 
charges  against  anybody.  Let  us  get  on  with  the  case. 

MR.  CAMPBELL:  Now,  there  is  one  exhibit  in 

163  this  deposition  which  the  Government  attorneys 
have  not  offered,  and  which  I  would  like  to  offer, 

and  that  is  their  Exhibit  33.  | 

MR.  GORDON:  I  object  to  that  exhibit. 

MR.  CAMPBELL:  Under  the  rules,  where  a  deposi¬ 
tion  is  offered  I  have  the  right  to  offer  what  they  do 
not  offer. 

MR.  GORDON:  We  have  a  perfect  right  to  object  to 
authenticity  and  admissibility  and  competency  and  every 
other  objection. 

MR.  CAMPBELL:  You  offered  this  in  the  deposition, 
and  I  am  offering  it  here.  Under  the  rules,  it  ii  pro¬ 
vided  that  if  the — 

THE  COURT:  Does  that  apply  to  part  of  the  depo¬ 
sition  or  all  of  it? 

MR.  CAMPBELL:  If  they  do  not  offer  all  the  depo¬ 
sition  when  they  take  it,  then  the  other  side  hais  the 
privilege — 

THE  COURT:  My  understanding  is  he  is  not  Offer¬ 
ing  the  deposition. 

MR.  GORDON:  I  have  not  offered  any  part  pf  it. 

MR.  CAMPBELL :  Oh,  yes,  you  have.  You  have 
offered  plenty  of  exhibits  from  the  deposition. 

THE  COURT:  He  is  offering  separate  exhibits. 

MR.  GORDON:  That  is  exactly  correct. 

MR.  CAMPBELL:  That  is  the  only  way  he  ever  got 
them  identified  originally,  by  means  of  the  deposition — 
was  through  Dr.  Kroll. 

164  THE  COURT:  Wait  just  a  minute. 

MR.  GORDON:  Dr.  Kroll  made  an  independent 
identification  of  each  one  as  I  gave  them  to  him. 
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THE  COURT:  It  says: 

“If  only  part  of  a  deposition  is  offered  in  evidence 
by  a  party,  an  adverse  party  may  require  him  to  intro¬ 
duce  all  of  it  which  is  relevant  to  the  part  introduced, 
and  any  party  may  introduce  any  other  parts/’ 

MR.  CAMPBELL:  Right. 

MR.  GORDON:  Subject  to  all  the  objections  specified 
in  Rule  32. 

THE  COURT:  That  is  right.  I  take  it  that  he  has 
not  offered  this  deposition,  anyway. 

MR.  GORDON :  I  have  not. 

MR.  CAMPBELL :  But  he  has  offered  various  ele¬ 
ments  of  it. 

THE  COURT:  Not  as  a  deposition.  He  has  offered 
them  entirely  separate  and  apart  from  the  deposition. 
The  only  part  of  the  deposition  he  has  used — 

MR.  CAMPBELL :  Is  the  exhibits,  and  this  is  an 
exhibit. 

THE  COURT:  No.  He  has  used  exhibits,  but  not  as 
exhibits  introduced  in  the  taking  of  the  deposition. 

MR.  CAMPBELL:  That  is  where  he  tested  out  the 
ground  as  to  how  he  could  get  them  in.  It  seems  to  me 
that  the  Government  agreed  with  us  that  we  would 
165  submit  all  the  evidence  we  have  found  and  they 
would  submit  all  they  found  to  us. 

THE  COURT:  I  won’t  admit  this  on  the  ground  that 
he  has  offered  any  part  of  the  deposition  in  evidence. 
I  do  not  know  what  the  paper  is.  If  you  tell  me  what 
it  is,  I  will  see  whether  it  can  be  admitted  as  a  separate 
proposition. 

MR.  CAMPBELL :  It  was  a  card  taken  from  the 
patent  file  of  Siemens  &  Halske  in  Germany  and  found 
by  the  Government,  and  they  submitted  it  to  us  in  this 
deposition.  It  was  put  in  evidence  in  this  and  it  bears 
very  directly  on  this  question. 

MR.  GORDON :  Now,  if  Your  Honor  please,  we  asked 
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the  witness  whether  he  could  identify  that  record,  and 
he  said  he  could  not  at  the  deposition.  He  had  never 
seen  it  before,  at  the  time  when  we  showed  it  to  him  at 
the  deposition.  No  one  of  us  here  can  testify  tha1t  this 
is  taken  from  the  files  of  Siemens  and  that  it  is  ^  true 
copy  of  the  original  as  it  was.  It  has  been  sent  to  us 
by  our  investigators  in  Germany,  but  they  are  not  here 
to  testify,  and  I  could  not  testify  that  this  is  aJ  true 
copy. 

MR.  RICH:  Do  you  have  the  original  card? 

THE  COURT:  Where  is  the  translation  of  it? 

(A  document  was  handed  to  the  Court.) 

MR.  CAMPBELL:  That  is  the  Government ’s 
166  translation  of  it. 

MR.  GORDON :  There  were  some  changes 
agreed  upon,  weren’t  there? 

MR.  CAMPBELL:  They  had  the  original  card  from 
which  this  was  photostated. 

THE  COURT:  State  the  grounds  of  your  objection, 
Mr.  Gordon.  j 

MR.  GORDON :  I  object  on  the  ground  that  it  has 
not  been  authenticated,  on  the  ground  that  it  is  hearsay, 
and,  in  short,  that  it  is  not  competent — for  those  realsons. 
This  witness  cannot  identify  that  card.  He  cannot  'state 
that  the  records  they  made  were  made  at  or  shortly 
after  the  time  they  were  made — all  the  exceptions  neces¬ 
sary  for  gtting  in  a  business  entry  under  the  hearsay 
exception. 

THE  COURT:  I  will  deny  the  admission. 

MR.  CAMPBELL:  I  would  like  to  note  an  exception 
on  that. 

THE  COURT:  You  do  not  have  to  note  exceptions, 
but  I  do  as  you  do — I  usually  do  it  as  a  matter  of 
precaution. 

MR.  CAMPBELL:  Only  for  the  purposes  of  the  rec- 
ord. 
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There  are  one  or  two  questions  I  would  like  to  ask 
the  witness  in  conclusion,  just  to  set  the  record  right. 
BY  MR.  CAMPBELL: 

Q  Dr.  Kroll,  when  you  terminated  your  contract  with 
Siemens  &  Halske  with  regard  to  the  1934  con- 

167  tract,  which  was  terminated  in  1938,  were  there 
other  contracts  which  had  been  made  prior  to  the 

1934  contract  that  were  still  in  existence?  A  Yes,  there 
were  some  contracts  still  in  existence;  for  instance,  the 
beryllium  contract. 

Q  And  other  contracts  besides?  A  Other  contracts 
besides — contract  on  copper  titanium  and  iron  titanium. 

Q  So  that  you  continued  your  friendly  relations  with 
Siemens  &  Halske  after  the  cancellation  of  this  1934 
contract  in  1938?  A  Quite  so. 

MR.  GORDON :  Objected  to  as  leading. 

THE  COURT :  I  will  overrule  the  objection.  He  has 
answered  it. 

BY  MR.  CAMPBELL; 

Q  With  regard  to  the  zirconium  process,  which  you 
said  was  invented  in  1939,  was  that  disclosed  to  Siemens 
&  Halske?  A  No.  I  applied  for  a  Luxembourg  pat¬ 
ent.  That  must  be  still  available. 

MR.  CAMPBELL:  I  think  that  is  all. 

THE  COURT :  I  think  for  the  protection  of  Mr. 
Campbell,  Mr.  Gordon,  we  ought  to  identify  this  paper 
that  he  offered  as  number — 

168  MR.  CAMPBELL:  It  is  No.  33  in  the  deposi¬ 
tion. 

THE  COURT:  Well,  you  should  offer  it  as  14  for 
identification,  so  there  will  be  no  question  about  it. 

MR.  CAMPBELL:  14  for  identification. 

THE  COURT:  Yes,  and  then  I  will  deny  it. 

Just  have  it  marked  so  that  there  will  be  no  question 
about  it,  if  you  come  to  a  necessity  for  an  appeal. 
(Document  marked  as  Exhibit  33  in  the  deposition,  in 
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German,  was  marked  as  Plaintiffs  Exhibit  14  for  iden¬ 
tification;  the  translation  was  marked  as  Plaintiffs  Ex¬ 
hibit  14- A  for  identification.) 

THE  COUBT :  I  understood  there  was  another!  word 
on  another  exhibit  that  you  wanted  to  object  to.  Am  I 
correct  in  that? 

MB.  CAMPBELL:  I  think  Dr.  Kroll  has  already  tes¬ 
tified  with  regard  to  that.  You  mean  in  the  1934  con¬ 
tract? 

THE  COUBT:  Yes.  I  understood  there  was  another 
item  among  the  earlier  exhibits  you  had  that  somebody 
wanted  to  object  to.  We  noted  it  on  the  paper  at  the 
time. 

MB.  GOBDON:  That  is  the  1934  contract. 

Did  you  have  a  chance  to  look  it  over  yesterday  and 
to  see  whether  all  the  changes  except  for  the  i‘shall 
receive”  are  in? 

MB.  BICH:  Yes. 

MB.  GOBDON:  We  will  take  the  old  one  out. 
169  THE  COUBT:  Have  you  agreed  on  that^ 

MB.  GOBDON:  Except  for  that  one  word. 

THE  COUBT:  Then  it  is  up  to  you,  when  you  come 
to  your  case,  to  put  on  evidence  about  that.  Otherwise, 
I  will  accept  their  translation  as  it  is. 

MB.  GOBDON :  That  is  right. 

THE  COUBT:  7  just  want  to  be  sure  you  havi  the 
right  one  here. 

MB.  GOBDON :  We  are  trying  to  locate  the  retyped 
translation. 

This  is  the  retyped  translation  of  the  contract  of  j  1934 
that  both  sides  are  agreed  upon  except  for  the  wortl  on 
page  3,  the  second  full  paragraph.  We  have  translated 
it  as  “obtains,”  and  they  translated  it  as  “shal^  re¬ 
ceive.” 

THE  COUBT:  You  refer  now  to  the  translation,  |4-A? 

MB.  CAMPBELL:  3-A. 


i 
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THE  COURT:  3-A. 

MR.  CAMPBELL:  Yes,  sir. 

MR.  GORDON:  Will  yon  mark  this  in  evidence,  then? 
THE  COURT:  Make  that  the  new  3-A  and  try  to 
keep  the  old  3-A  ont;  and  then  it  will  be  np  to  yon,  Mr. 
Gordon,  to  produce  testimony  on  the  meaning  of  that  one 
element  of  dispute. 

Mark  that  Plaintiff’s  Exhibit  3-A,  and  we  had  better 
get  the  other  3-A  ont  of  the  file. 

170  (The  retyped  translation  of  the  contract  of  1934 
was  marked  as  Plaintiff’s  Exhibit  3-A  and  was 
received  in  evidence;  the  document  previously  marked  as 
Plaintiff’s  Exhibit  3-A  was  withdrawn.) 

MR.  CAMPBELL:  We  have  the  German — 

THE  COURT:  This  is  the  translation  we  are  talking 
about  now. 

Just  strike  the  “3-A”  off  that,  Mr.  Clerk. 

Now,  the  new  exhibit  marked  “3-A”  is  agreed  to  be 
correct,  with  the  one  exception  as  stated  by  Mr.  Gordon, 
on  which  he  has  the  right  to  offer  testimony. 

You  may  step  down,  Doctor. 

(The  witness  left  the  stand.) 

MR.  CAMPBELL:  Shall  we  procede? 

THE  COURT :  Yes. 

Thereupon, 

Dr.  Heinz  Ernst  David, 

was  called  as  a  witness  and,  being  first  duly  sworn,  was 
examined  and  testified  as  follows: 

Direct  Examination 

BY  MR.  CAMPBELL: 

Q  What  is  your  full  name,  Doctor?  A  Dr.  Heinz 
Ernst  David. 
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Q  Where  do  yon  live?  A  I  live  in  New  York, 

171  in  the  Bronx,  1595  Unionport  Road. 

Q  What  is  your  occupation?  A  I  am  a  patent 
attorney. 

Q  Where  were  you  born?  A  I  was  bora  in  Berlin, 
Germany. 

Q  What  education  did  you  receive  in  Germany?  A 
I  had  a  public  school  and  high  school  education.  I|  went 
to  a  gymnasium  education  in  Germany,  which  is  high 
school  and  the  first  two  years  in  college,  I  would  think. 
Then  I  went  to  a  university  and  studied  law  and  com¬ 
pleted  my  law  education,  with  the  degree  of  Doctor  of 
Laws  at  the  University  of  Breslau. 

Then  I  was  assigned  as  assistant  to  a  judge  in  the 
courts,  and  I  was  last  assistant  to  the  judge  in  the  Dis¬ 
trict  Court  of  Berlin  comparable  to  the  District  Court, 
which  is  the  lowest  court  of  general  jurisdiction. 

Then  the  Nazi  Government  came  in,  and  I  was  re¬ 
moved  from  my  position;  and  subsequently  I  wajs  as¬ 
sistant  to  a  German  patent  attorney  for  three  years;  and 
then  I  left  Germany  and  came  over  to  this  country. 

Q  Are  you  familiar  with  German  contract  and!  pat¬ 
ent  law?  A  Yes,  I  am  familiar  with  German  contract 
and  patent  law. 

Q  When  was  it  you  came  to  the  United  Spates? 

172  A  1936. 

Q  Now,  have  you  had  any  legal  education  since 
you  came  to  the  United  States?  A  Yes.  I  studied  law 
at  Fordham  University  in  New  York.  I  graduated  from 
Fordham  University  as  Bachelor  of  Law.  I  passed  the 
New  York  State  Bar  Examination.  I  am  admitted  to 
the  New  York  State  Bar  and  the  Federal  Bar. 

Q  What  is-  your  present  occupation?  A  I  am  a 

member  of  the  patent  attorney  firm  of  Richardson,  i>avid 

* 

&  Nordon  in  New  York. 

Q  Have  you  ever  acted  as  a  German  law  expert  in 
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the  United  States  Federal  Court?  A  Yes,  I  have  actea 
as  a  German  law  expert  in  the  Federal  District  Court. 

Q  I  will  show  you  Plaintiff’s  Exhibit  No.  3  and  3- A 
and  ask  if  you  are  familiar  with  this  contract  (handing  a 
document  to  the  witness).  A  Yes,  I  am  familiar  with 
this  contract. 

Q  Under  German  law,  is  this  an  employer-employee 
contract?  A  No,  it  is  not  an  employer-employee  con¬ 
tract,  because  under  German  law  an  employer-employee 
contract  would  require  that  the  employee  is  bound  to 
devote  all  or  a  certain  part  of  his  time  definitely  to  the 
employer-employee  relationship.  It  would  subject 
173  the  employee  to  discipline  and  to  directions  by  the 
employer,  or  it  would  at  least  circumscribe  a  cer¬ 
tain  definite,  narrow  field  of  duties,  none  of  which  is 
found  in  this  contract. 

Q  What  kind  of  a  contract  is  it  under  German  law? 
A  It  is  a  contract  for  consultation,  a  consulting  agree¬ 
ment,  in  which  Dr.  Kroll  was  to  give  his  opinion  on 
problems  to  be  submitted  to  him  from  time  to  time  by 
Siemens  &  Halske,  and  to  make  his  own  experimentation, 
at  his  own  discretion,  on  problems  of  that  kind. 

Q  Will  you  please  refer  to  Section  5  and  paragraph 
3  of  this  contract  and  give  us  your  translation  of  that 
paragraph?  A  “In  all  the  aforementioned  industrial 
property  rights  S.  &  H.  receive  an  exclusive  license  up 
to  the  expiration  of  the  industrial  property  rights,  inde¬ 
pendent  of  the  duration  of  the  contract.  S.  &  H.  may, 
after  having  previously  advised  Dr.  Kroll  in  due  time, 
drop  applications  for  industrial  property  rights  at  their 
free  discretion;  if  Dr.  Kroll  thereupon  assumes  the  main¬ 
tenance  costs,  S.  &  H.  shall  retain  a  non-exclusive  license 
in  these  industrial  property  rights,  beyond  the  duration 
of  the  contract,  up  to  the  expiration  of  the  pertinent  in¬ 
dustrial  property  rights.” 
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Q  Under  German  law,  was  any  present  license  right 
created  by  this  paragraph  3  of  Section  51  A  The 

174  language  of  the  German  text  is  ambiguous.  I 
translate  the  German  word  that  appears  tp  bear 

on  that  point — the  German  word  “erhalten” — I  translated 
that  word  with  “receive.”  That  means  in  the  present 
term.  The  word,  however,  may  have  either  present  or 
future  connotations.  It  is  actually  the  present!  term 
grammatically,  but  in  the  language  that  is  used,  it  is 
used  to  apply  to  present  as  well  as  future  obligations 
or  rights. 

However,  it  seems  to  me  that  that  is  unimportant,  be¬ 
cause  the  German  courts  have  definitely  decided  anjl  held, 
as  far  as  I  am  aware,  in  continuous  decisions,  that  it  is 
not  possible  to  create  a  present  right  by  contract)  in  an 
invention  which  is  not  in  existence  at  the  time  when  the 
contract  is  made. 

I  have  here  a  decision  of  the  German  Supreme  Court. 
This  is  a  certified  copy  from  the  collection  of  decisions 
of  the  Supreme  Court,  which  I  obtained  from  the  Ljibrary 
of  Congress,  and  I  have  also  made  a  translation  <^f  that 
decision. 

The  particular  decision  deals  with  a  somewhat  different 
problem — 

MR.  GORDON:  May  I  interrupt?  May  we  hajve  the 
citation  of  that  case? 

THE  WITNESS:  Yes,  of  course.  This  is — 

MR.  GORDON :  Do  you  have  extra  copies? 

MR.  CAMPBELL:  We  have  a  copy  fot  you. 

175  Would  the  Court  like  to  see  a  copy? 

THE  COURT:  It  would  not  do  me  any  good 
except  to  see  the  translation. 

THE  WITNESS :  I  have  a  copy  of  the  translation, 
Your  Honor  (handing  a  document  to  the  Court).! 

BY  MR.  CAMPBELL : 

Q  Did  you  finish? 

THE  COURT:  No,  I  do  not  think  he  did  finijsh. 
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THE  WITNESS:  No;  I  am  just  starting,  sir. 

The  particular  case  dealt  with  a  situation  where  an 
inventor  had  made  an  agreement  with  another  party  to 
assign  his  rights  in  an  invention  not  made  at  that  time, 
which  had  not  been  made  at  the  time. 

The  words  actually  were  very  much  in  the  present  in 
this  particular  case — the  words  of  this  agreement — and 
subsequently  he  made  an  invention  in  the  particular  field. 
Because  it  was  not  definite  what  the  invention  was — the 
invention  was  not  made  at  the  time  the  contract  was 
made — but  he  made  an  invention  which  the  courts  seemed 
to  hold  fell  in  the  particular  field,  and  he  assigned  this 
same  invention  after  it  had  been  made  to  a  third  party, 
not  a  party  to  this  contract,  which  third  party,  however, 
knew  of  the  contract  at  the  time  of  the  assignment. 

The  party  of  the  first  agreement  thereupon  brought  an 
action  against  the  third  party,  to  whom  the  inven- 
178  tor  had  assigned  the  invention  after  the  rights  of 
the  invention — after  the  invention  had  been  made 
— and  argued  that  they  had  acquired  a  right  in  that  in¬ 
vention  by  the  original  assignment,  although  the  inven¬ 
tion  had  not  been  made  at  the  time. 

The  court  said  that  is  not  possible.  You  cannot  ac¬ 
quire  a  right  in  an  invention  which  has  not  been  made. 
That  was  too  much  indefinite  to  present  any  actual  prop¬ 
erty  right,  any  actual  right  in  an  agreement. 

Now,  in  my  translation  I  have  underlined  on  page  5 — 
Do  you  have  the  translation,  Mr.  Rich? 

MR.  RICH:  No.  Do  you  have  a  copy? 

THE  WITNESS:  You  must  have  an  extra  copy.  I 
gave  my  extra  copy  to  His  Honor. 

THE  COURT:  Do  you  have  a  copy,  Mr.  Gordon? 

MR.  NOLTE :  No,  not  of  the  translation. 

MR.  GORDON :  I  do  not  have  any  translation. 

THE  COURT :  I  will  let  you  have  the  copy  he 
handed  to  me. 


The  witness  testified  that  the  undescoring  is  by  I  him 
and  not  by  the  court. 

THE  WITNESS:  Yes.  I  have  also  marked  in  the 
front  of  the  translation  that  the  underscoiping  is  mine. 

MR.  GORDON:  Can  you  tell  me  what  is  the  date  of 
this  decision? 

THE  WITNESS:  Yes;  it  is  a  1911  decision. 

177  As  a  matter  of  fact,  as  far  as  I  could  trace  it,  it 
is  still  the  law.  I  could  trace  it  as  far  as  1922, 

but  not  beyond  that,  because  I  did  not  have  any  more 
material  available. 

BY  THE  COURT: 

Q  Because  what?  A  Beyond  1922.  I  could  jonly 
trace  it  to  1922,  because  in  1922  the  decision  was  in  a 
commentary  on  the  German  contract  law  by  the  members 
of  the  highest  court  of  Germany.  The  commentary  on 
the  German  statute  was  written  in  one  of  the  standard 
commentaries  by  the  members  of  the  highest  German 
court,  and  that  was  in  1922. 

BY  MR.  GORDON: 

Q  Would  you  mind  giving  us  the  name  of  the  Com¬ 
mentary?  A  I  will. 

Q  You  are  referring  to  these  things.  We  would  like 
to  get  them.  A  I  will.  The  name  is — I  have  to  giye  it 
to  you  in  German — Das  Burgerliche  Gefetsbuch.  |The 
simplest  thing  is  that  I  hand  it  over  to  the  stenographer. 
Isn’t  that  the  best  thing? 

THE  COURT:  The  Government  wants  it,  too. 

BY  MR.  GORDON : 

Q  I  hope  this  is  not  the  only  copy  in  the  Library 
of  Congress.  A  This  one?  This  is  my  <J>wn. 

178  BY  MR.  CAMPBELL: 


Q  The  photostatic  one  was  taken  from  the!  Li¬ 
brary  of  Congress?  A  The  decision  is  in  the  Library 
of  Congress. 

BY  THE  COURT : 

Q  Do  you  want  to  continue  now?  A  Yes. 
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Now,  I  want  to  refer  to  this  underlined  part  in  the 
translation,  which  reads  as  follows : 

“An  essential  condition  for  the  effectiveness  of  a  dis¬ 
position  in  advance  is  that  the  future  right  which  is  dis¬ 
posed  of  is  accurately  defined  as  to  its  contents.  Unless 
the  requirement  of  such  individualization  is  maintained, 
the  admission  of  dispositions  in  advance  would  lead  to 
obscure  legal  situations  which  would  be  difficult  to  un¬ 
ravel.  The  content  of  a  future  patent  right,  however, 
could  hardly  be  determined  otherwise  than  by  the  con¬ 
tent  of  the  previously  made  invention.  In  any  case,  the 
vague  characteristic  of  belonging  to  the  ‘E-H  gun  under¬ 
carriage  system’  which,  as  shown  by  events,  is  subject  to 
the  greatest  doubts,  does  not  satisfy  the  requirements  for 
definiteness  or  determinability  which  must  be  made  in 
the  interest  of  legal  security.  Incidentally,  it  could 
179  not  even  be  recognized  that  the  parties  to  the  con¬ 
tract  of  May  16,  1900  had  intended  an  assignment 
of  future  patent  rights.  A  so  unusual  agreement  could 
be  assumed  only  where  the  invention  appears  unequivo¬ 
cally  from  the  statements  of  the  parties.” 

That  is  the  part  I  have  underlined. 

Of  course,  the  whole  decision  contains  other  points 
that  may  be  of  interest,  but  I  think  that  is  what  I  rely 
on  mainly  in  stating  that,  under  German  law,  a  future 
assignment  or  a  disposition  over  a  future  patent  right 
concerning  an  invention  not  made  at  the  time  when  the 
contract  was  entered  into  does  not  create  a  right  in  the 
invention. 

THE  COUKT :  Mr.  Campbell,  I  think  this  is  a  conve¬ 
nient  time  to  take  a  recess. 

•  So  that  you  may  have  knowledge  as  to  how  much  time 
I  will  take  this  afternoon,  I  will  take  an  adjournment 
until  1:30,  and  the  Court  is  compelled  to  adjourn  today 
at  3:00  o’clock. 

(At  12:30  p.  m.  a  recess  was  taken  until  1:30  p.  m.) 
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180  After  Recess 

(The  trial  was  resumed  at  1:30  o’clock  p.  m.,  pursuant 
to  the  taking  of  the  recess.) 

Thereupon — 

Heinz  E.  David 

I 

resumed  the  witness  stand  and  was  examined  and  testi¬ 
fied  further  as  follows:  j 

MB.  CAMPBELL:  I  would  like  to  offer  in  evidence 
.  the  German  decision  the  witness  has  just  read  injto  the 
record,  together  with  a  translation  of  the  same  add  ask 
that  they  be  marked  plaintiff’s  exhibits. 

MB.  GOBDON:  At  this  time,  I  should  like  to  point 
out  that  I  don’t  believe  the  record  reflects  that  this  con¬ 
tract  was  made  in  Germany  and,  hence  on  the  present 
state  of  the  record,  all  of  this  testimony  may  be  latterly 
irrelevant  and  immaterial.  I  am  willing  to  stipulate  the 
contract  was  made  in  Germany. 

THE  COUBT:  I  think  we  had  better  have  that  stipu¬ 
lation. 

MB.  CAMPBELL:  It  was  so  stated  by  Dr.  Kroll. 

THE  COUBT :  As  long  as  Mr.  Gordon  stipulates 
that,  let  it  be  stipulated  the  contract  was  entered  into 
in  Germany. 

MB.  GOBDON:  I  have  no  objection  to  the  exhibit. 

(German  decision  was  marked  Plaintiff’s  Exhibit  No. 
15;  the  translation  thereof  was  marked  Defendant’s  Ex¬ 
hibit  No.  15-A  and  received  in  evidence.) 

181  1MB.  GOBDON:  May  I  add  that  we  would  like 
an  opportunity  to  check  the  translation? 

THE  COUBT:  Certainly.  | 

Direct  Examination  ( Resumed ) 

i 

BY  MB.  CAMPBELL:  j 

Q  Dr.  David,  what  was  the  source  of  your  authority 
in  this  matter?  A  I  checked  the  German  laws  by  re- 
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•  ferring  to  the  Commentary  on  the  German  statutes  that 
I  had  in  my  possession.  That  Commentary  was  referred 
to  before.  I  think  the  stenographer  took  note  of  the 
title  of  it. 

It  is  a  commentary  on  the  German  Code  Civil  by 
members  of  the  highest  court  of  Germany.  This  is  the 
edition  that  appeared  in  1922  and  is  the  part  that  deals 
generally  with  the  right  of  obligations;  the  first  book 
and  second  book,  entitled  “  Obligation’  ’  that  I  have  here 
and  in  that  I  investigated  the  question  whether  an  as¬ 
signment  of  future  rights  is  possible,  a  transfer  of  fu¬ 
ture  rights  because  the  grant  of  a  license  is  a  transfer 
of  a  right  from  the  inventor,  from  the  owner  of  the  in¬ 
vention  to  the  licensee,  and  if  the  invention  has  not  been 
made  at  the  time  the  transfer  is  attempted,  the  question 
arises  whether  such  transfer  of  a  future  right  is  pos¬ 
sible. 

This  is  a  Commentary  which  recites  the  various  sec¬ 
tions  of  the  German  Code  in  succession  and  as  to 
182  each  section  a  commentary  which  deals  with  that 
particular  section  and  related  questions.  This  is 
taken  from  the  Commentary  from  Note  2  relating  to  Sec¬ 
tion  398  and  I  would  like  to  read  my  translation. 

THE  COURT:  I  think  you  had  better  answer  his 
question.  He  asked  you  what  authorities  you  examined. 
Finish  that  question  first. 

THE  WITNESS:  This  is  the  authority  that  I  exam¬ 
ined  and  in  this  authority,  which  is  considered  as  one  of 
the  standard  Commentaries  on  German  law  which  is  re¬ 
ferred  to  by  the  courts  and  by  the  lawyers  in  examining 
the  law,  recites  the  particular  decision  which  I  previously 
named. 

THE  COURT :  Was  there  any  other  research  that  you 
made  on  this  question  or  did  your  research  end  with 
this  authority  which  you  cited? 

THE  WITNESS:  My  research  ended  with  the  au¬ 
thority  that  I  cited.  This  led  me  to  the  decisions  that 
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I  cited  before  and  I  have  a  translation  of  the  particular 
part  that  deals  with  the  transfer  of  future  right$. 

THE  COURT:  Is  this  the  Commentary  under  $ection 
3987? 

THE  WITNESS :  Right,  this  is  the  Commentary 
under  Section  398. 

Shall  I  read  this?  It  is  short. 

THE  COURT :  Yes,  I  think  you  might  read  it. 

MR.  GORDON :  Do  you  have  a  copy  of  the  transla¬ 
tion? 

183  THE  COURT:  Suppose  you  give  the!  extra 
copy  to  the  Government. 

MR.  CAMPBELL :  They  have  it. 

THE  WITNESS  (reading) : 

“Although  an  assignment,  like  the  transfer  of  personal 
property,  is  effective  in  rem,  from  the  nature  of  the  act, 
the  distinction  results  that  the  transfer  of  personal  prop¬ 
erty  presupposes  necessarily  an  already  existing  object 
because  a  bodily  transfer  of  a  non-existing  object  cannot 
be  imagined,  whereas  an  assignment,  which  is  effected 
merely  by  the  meeting  of  the  minds,  is  theoretically  pos¬ 
sible  for  future  claims  and  rights.  Necessary  for  this  is, 
however,  that  the  future  claim  is  already  sufficiently  de¬ 
termined  or  at  least  determinable” — 

There  is  a  citation  referring  back  to  one  particular 
decision  in  general  to  support  that  but  I  don’t  think  I 
have  to  read  the  citation. 

— “to  require  only  it  coming  into  existence  in  order  to 
let  the  assignment  become  automatically  effective.” 

There  is  also  another  citation  and  there  are  several 
cases  recited  which  I  have  not  translated  and  then  it 
goes  on: 

“Not  assignable,  invention  has  not  been  made.” 

184  The  citation  is  R.  G.  75,218. 

THE  COURT:  Which  is  the  authority? 

THE  WITNESS :  Which  is  the  authority  which  I  have 
previously  put  into  the  record. 
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This  book  I  still  need  but  subsequently,  I  think,  Mr. 
Campbell,  you  could  offer  the  book  in  evidence  and  photo¬ 
stats  may  be  made  for  all  parties. 

THE  COURT:  I  think  we  can  stipulate  that  you  will 
have  photostats  of  that  and  file  the  photostats  in  lieu 
of  this  book  which  this  gentleman  evidently  wishes  to 
keep. 

Is  that  agreeable? 

MR.  GORDON :  That  is  satisfactory. 

MR.  CAMPBELL:  Then  I  will  offer  in  evidence  this 
quoted  portion  of  this  book  and  the  translation  and  ask 
that  it  be  marked  and  the  photostated  copies  will  be  sub¬ 
stituted  for  the  book. 

THE  COURT:  How  many  pages  comprise  this  Sec¬ 
tion  398  in  the  Commentary? 

THE  WITNESS:  Only  one  page. 

THE  COURT:  Then  I  think  the  whole  Section  398, 
with  the  Commentary,  ought  to  be  photostated. 

THE  WITNESS:  The  whole  section  runs  from  page 
495  to  500.  It  is  five  pages. 

THE  COURT:  I  think  we  will  have  the  whole  section 
and  the  Commentaries  on  it. 

185  Is  that  agreeable  to  you,  Mr.  Gordon? 

MR.  GORDON:  Yes,  Your  Honor.  I  under¬ 
stand  we  have  a  continuing  right  to  furnish  new  transla¬ 
tions. 

THE  COURT:  That  is  correct. 

The  photostat  of  the  book  will  be  marked  Exhibit  16 
and  the  translation  16-A.  Of  course,  the  only  thing  that 
can  be  marked  now  is  16-A. 

(Section  398  and  the  Commentaries,  when  photostated, 
will  be  marked  Plaintiff’s  Exhibit  No.  16  and  received 
in  evidence.) 

(The  translation  was  marked  Plaintiff’s  Exhibit  No. 
16-A  and  received  in  evidence.) 
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BY  MR.  CAMPBELL : 

Q  Was  any  enforcible  license  right  created  by  para¬ 
graph  3  of  Section  5  of  this  1934  contract?  A  Ip.  an¬ 
swering  this  question,  I  would  like  to  point  out  first  that 
the  German  law  makes  a  sharp  distinction  between  the 
property  right  and  the  right  arising  out  of  a  promise, 
the  obligation  right.  The  distinction,  I  think,  whifeh  is 
a  little  more  definite  than  it  is  in  the  American  and 
English  law,  is  pointed  out  with  no  property  right 
created.  The  question  of  whether  an  enforcible  obliga¬ 
tion  was  created  by  the  contract  must  be  decided  on  the 
point  of  was  there  sufficient  definiteness  in  the  agree¬ 
ment  to  create  a  binding  obligation  on  the  parties  ajs  far 
as  the  invention  was  concerned,  as  far  as  a  future  in¬ 
vention  might  be  concerned. 

186  The  first  point  in  this  respect  is  that  the  Ger¬ 
man  courts  were  not  too  favorably  inclineld  to 
license  agreements  concerning  future  inventions.  That 
is  brought  out  by  that  decision.  However,  I  feel  that 
an  obligation  to  assign  a  future  invention  might  |  well 
have  been  established  by  an  agreement  if  all  other  es¬ 
sential  elements  of  the  agreement  were  clear  and  definite 
at  the  time  that  the  contract  was  made. 

In  this  particular  respect,  I  checked  the  Germari  law 
on  the  question  of  whether,  in  a  mutual  contract — 

MR.  GORDON:  I  don’t  know,  but  I  think  he  has  an¬ 
swered  the  question,  whether  it  is  possible. 

THE  COURT:  The  question  I  would  like  to  hear 
from  both  of  you  is  whether  he  has  any  more  than  the 
right  to  give  us  the  German  law  rather  than  apply  it  to 
this  particular  case.  I  don’t  know  whether  I  make  my¬ 
self  clear  or  not. 

MR.  CAMPBELL:  It  seems  to  me  that  he  mus^;  in¬ 
terpret  this  contract  under  the  German  law  for  your 
benefit. 

THE  COURT :  I  am  wondering  whether  that  is  cor¬ 
rect  or  not. 
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MR.  CAMPBELL:  It  being  a  German  contract. 

THE  COURT:  My  understanding  of  an  expert  on 
foreign  law  is  to  give  the  law  to  the  Court  and  let  him) 
as  he  would  American  law,  apply  that  law  to  the  facts 
in  a  particular  case.  I  don’t  see  any  objection  on  the 
part  of  the  Government  and  maybe  my  position  is 
wrong. 

187  MR.  GORDON:  We  have  had  some  doubt  in 
our  own  minds  about  this  very  point,  too.  After 

all,  the  contract  itself  is  in  evidence  and  is  before  the 
court.  I  think  the  Court  can  certainly  read  the  language 
and  know  what  the  language,  as  language,  means. 

Now,  he  is  purporting  to  try  to  tell  us  what  the  lan¬ 
guage  means.  He  may  be  going  too  far  afield. 

THE  COURT:  I  am  wondering  where  his  field  ends 
and  mine  begins.  My  understanding  of  the  expert  on 
German  law  is  that  he  tells  us  what  the  law  is  and  I 
have  to  apply  that  law  to  the  particular  facts.  I  am  not 
sure  I  am  right  about  that. 

I  think  I  will  take  his  answer,  Mr.  Gordon,  and  then 
let  you  move  to  strike  that  out  later  if  you  are  so  ad¬ 
vised. 

I  would  like  to  have  an  opportunity  to  consider  that 
point  a  little  bit  more. 

MR.  GORDON :  I  was  making  the  point  that  I  don ’t 
think  he  is  answering  a  particular  question. 

THE  COURT:  Suppose  we  start  again. 

MR.  CAMPBELL:  I  think  probably  the  Government, 
with  their  expert,  will  want  to  take  the  same  course  that 
I  am  taking. 

THE  COURT :  The  Court  may  be  entirely  wrong 
about  what  is  the  correct  view  on  that.  I  don’t  know. 

MR.  CAMPBELL:  Isn’t  that  correct,  Mr.  Gordon? 

THE  COURT:  I  will  assume  if  I  let  you  do  it 

188  he  will  do  it  too. 

MR.  GORDON :  That,  at  least,  is  correct. 
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THE  COURT:  That  has  been  my  experience  in  prac¬ 
ticing  law. 

I  will  take  the  answer  and  if  later  you  feel  that  I  am 
wrong  in  taking  it,  Mr.  Gordon,  I  will  give  you  leave  to 
strike  it  out. 

MR.  GORDON :  Yes,  Your  Honor. 

THE  COURT :  So  suppose  you  start  the  question  anew 
and  let’s  go  on  from  there. 

BY  MR.  CAMPBELL: 

Q  Did  you  finish  your  answer?  A  No.  May  I  borne 
back  to  the  question  as  far  as  I  recall  and  if  I  under¬ 
stood  it  correctly? 

The  question  was  did  this  contract,  Section  5  of  j  this 
contract  under  German  law  create  an  enforcible  obliga¬ 
tion. 

THE  COURT :  That  is  right. 

THE  WITNESS:  My  answer  is  I  can  only  giv€[  the 
German  law,  as  a  matter  of  fact.  I  don’t  want  to  apply 
it  to  any  contract.  I  don’t  want  to  apply  it  to  any  facts 
I  don’t  even  know.  I  just  want  to  state  what  the  Ger¬ 
man  law  is  on  a  mutual  obligation  in  which  the  per¬ 
formance  of  one  or  both  parties  is  not  definitely  deter¬ 
mined  at  the  time  of  the  contract 
189  What  is  required  in  order  to  make  this  a  con¬ 
tract  in  the  way  of  determinability;  what  under 
German  law  is  sufficient  determinability  to  make  ijfc  an 
enforcible  contract,  and  in  that  respect  I  went  to  the 
law,  to  the  same  Commentary  and  found  something  in 
Section  315  of  the  German  law,  Note  1. 

THE  COURT:  What  page? 

THE  WITNESS:  The  Commentary  on  this  particu¬ 
lar  section  runs  from  page  414  to  page  416  and  I  trans¬ 
lated  only  a  small  part  which  had  particular  application 
on  the  question  of  future  determinabilty. 

THE  COURT:  Do  you  have  a  copy  of  this,  |Mr. 
Gordon  ? 
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MR.  GORDON :  Yes,  we  have  a  translation. 

THE  WITNESS :  And  that  reads  as  follows : 

“Generally,  it  is  also  essential  for  the  valid  creation 
of  a  legal  obligation  that  the  performance  to  be  made  is 
determined.  A  determination  left  to  arbitrary  discretion 
renders  the  contract  void.  More  correctly,  it  should  be 
said  that  such  indefiniteness  prevents  even  the  coming 
into  existence  of  the  contract.  However,  determinability 
of  the  performance  is  sufficient  and  even  if  determinability 
is  possible  only  by  equitable  consideration  insofar  as  such 
determination  is  secured  by  reference  to  a  certain  event, 
for  instance,  to  the  daily  market  price.  In  any  case, 
in  order  to  be  determinable,  it  is  necessary  that 
190  a  definite  yardstick  can  be  recognized  for  the  de¬ 
termination  to  be  made,  and  not  everything  must 
be  left  to  arbitrary  decision.  For  determinability  it  is 
not  sufficient  if,  for  instance,  it  has  been  agreed  that 
neither  party  to  the  contract  may  sell  his  real  property 
without  consent  of  the  other  without  an  indication  hav¬ 
ing  been  given  under  which  conditions  such  consent  may 
be  refused.”  That  is  what  I  translated  from  this  par¬ 
ticular  section. 

If  I  may  make  one  application  to  a  word  that  I  find 
in  this  particular  Commentary.  A  yardstick  was  set  up 
in  the  contract  for  determination  of  the  performance  to 
be  rendered  by  the  licensee.  The  yardstick  was  set  up 
and  it  set  up  the  importance  of  the  invention.  In  my 
opinion,  under  German  law,  this  would  be  considered  a 
definite  yardstick  in  the  case  of  a  simple  invention  which, 
at  the  time,  the  invention  was  made  and  disclosed  an 
expert  could  ascertain  within  reasonable  equitable  limits 
what  capital  investment  might  be  required,  what  the 
chances  of  exploitation  might  be,  what  profit  might  be 
derived  from  the  invention. 

In  my  opinion,  the  German  courts  would  not  consider 
this  as  a  sufficiently  definite  yardstick  in  the  case  of  a 
basically  new  invention  in  which  capital  investment,  profit 
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chances,  exploitation  possibilities  were  not  determinable 
at  the  time  when  the  invention  was  made  and  did  not 
seem  to  be  determinable,  might  not  be  determinable 

191  for  years  to  come  after  that  period.  I  don’t 
know — 

MR.  GORDON:  I  think  he  is  testifying  to  the  par¬ 
ticular  facts  in  this  case. 

THE  COURT:  I  am  letting  him  do  that.  I  will  let 
you  move  to  strike  it  out  later  if  you  want  to. 

THE  WITNESS:  That  is  approximately  how  I  feel 
about  the  enforcibility.  I  don’t  know — at  least  officially 
I  don’t  know  what  kind  of  a  patent  that  is.  As  a  mat¬ 
ter  of  fact,  I  have  never  read  the  patent. 

MR.  GORDON :  In  order  to  make  my  objection  now — 

THE  COURT:  I  will  assume  you  have  made  your 
objection  and  it  is  overruled  subject  to  your  right  to 
move  to  strike  after  I  consider  the  rule  further.  I  am 
going  to  take  his  answer. 

MR.  CAMPBELL:  I  would  like  to  offer  in  evidence 
the  authority. 

THE  COURT:  I  think  we  ought  to  have  photostats 
of  pages  314  to  316  as  well. 

MR.  CAMPBELL:  And  the  translation. 

THE  COURT:  The  translation  which  he  has  read  is 
17- A  and  the  photostats  will  be  marked  17. 

(Photostats  of  Section  315,  pages  314  to  316,  to  be 
furnished,  will  be  marked  Plaintiff’s  Exhibit  No.  17  and 
received  in  evidence.) 

192  (The  translation  of  Section  315,  read  by  the  wit¬ 
ness,  was  marked  Plaintiff’s  Exhibit  No.  17- A  and 

received  in  evidence.) 

BY  MR.  CAMPBELL: 

Q  Does  the  German  law  differentiate  between  choate 
and  inchoate  rights?  A  Yes. 

Q  Under  German  law,  are  the  Siemens  &  Halske 
rights  in  the  future  inventions  by  Dr.  Kroll  under  this 
1934  contract  choate  or  inchoate  rights  as  of  the  date 


/ 


168 

in  event  of  any  future  invention  of  Dr.  Kroll?  A  Let 
me  say  this:  If  an  enforcible  obligation  was  created,  for 
the  sake  of  argument,  if  an  enforcible  obligation  was 
created,  the  obligation  would  have  been  an  inchoate  obli¬ 
gation  and  would  be  dependent  on  several  conditions.  At 
the  time  the  contract  was  made,  the  obligation  of  Dr. 
Kroll  to  grant  a  license,  if  such  obligation  existed  at  all, 
was  subject  to  several  conditions.  One  condition  was 
that  the  invention  was  made,  an  invention  was  made  sub¬ 
sequently.  The  second  condition  was  that  either  an 
agreement  was  reached  in  writing  between  Kroll  and 
Siemens  &  Halske  or,  instead  of  such  agreement,  an 
arbitration  award  was  made  which  Tyas  agreed  to  by 
both  parties  or,  lacking  such  arbitration  award,  the  final 
arbitration  authority  established  by  the  contract  between 
the  parties,  the  German  courts  have  made  an  award, 
have  taken  jurisdiction  and  made  an  award. 

193  MR.  GORDON:  I  would  like  the  reporter  to 
please  read  back  the  question  and  answer.  It  is 
rather  long. 

THE  COURT:  I  think  he  said  it  was  inchoate  but  I 
think  the  long  explanation  was  his  reason  for  it. 

(The  question  was  read  by  the  reporter  as  follows:) 

“Under  German  law,  are  the  Siemens  &  Halske  rights 
in  the  future  invention  by  Dr.  Kroll  under  this  1934  con¬ 
tract  choate  or  inchoate  rights  as  of  the  date” — 

THE  COURT :  Let  the  record  show  that  the  question 
the  witness  was  answering  as  to  whether  it  was  inchoate 
was  as  of  the  time  the  contract  was  entered  into. 

THE  WITNESS:  That  is  what  I  understood. 

THE  COURT:  I  don’t  think  you  misunderstood  him. 
I  think  he  might  have  meant  something  else.  Did  you 
mean  that? 

MR.  CAMPBELL:  Well,  that  wasn’t  the  exact  ques 
tion  but  that  question  is  a  good  question. 


THE  COURT:  Let’s  answer  it  both  ways  and  then 
we  won ’t  have  any  question. 

Do  you  consider  their  rights  choate  or  inchoate  at  the 
time  the  contract  was  entered  into? 

THE  WITNESS:  At  the  time  the  contract  wajs  en¬ 
tered  into,  it  was  inchoate. 

THE  COURT:  Assuming,  then,  the  invention  eventu¬ 
ated,  was  it  choate  or  inchoate? 

194  THE  WITNESS :  It  was  inchoate  because  there 
was  a  second  condition  attached  to  it  which)  was 
not  fulfilled  by  the  mere  making  and  disclosing  o^  the 
invention. 

THE  COURT :  To-wit— 

THE  WITNESS:  Reaching  of  an  agreement  between 
Kroll  and  Siemens  &  Halske  as  to  the  royalties  to  be 
paid  or  lacking  such  agreement,  there  were  alternatives; 
an  arbitration  award  consented  to  by  both  parties  or, 
lacking  an  arbitration  award,  a  decision  by  the  court  in 
Berlin  which  was  set  up  in  the  agreement  as  the  final 
decisive  deciding  authority  on  that  point  as  on  every 
other  point  in  the  contract. 

THE  COURT:  You  have  read  the  maxim,  I  am  sure, 
which  is  “That  is  certain  which  can  be  made  certain”. 
Would  you  consider  that  could  be  made  certain  by  Either 
an  agreement,  an  arbitration  award  or  decision  oj’  the 
court? 


THE  WITNESS:  Whether  it  could  be  made  certain 
or  not  depends  on  what  I  said  before,  of  course,  that  it 
could  be  made  certain  but  I  don’t  think  so  long  as  there 
was  no  arbitration  award,  there  was  nothing  really  which 
the  parties  could  act  upon.  I  mean  assume  that  the 
Court  could,  on  the  basis  of  the  yardstick  set  up  jnake 
an  arbitration  award,  or  would  have  made  an  arbitra¬ 
tion  award.  If  such  an  arbitration  award  had  actually 
been  made,  there  was  still  a  condition  for  the  grapt  of 
the  license  to  be  fulfilled  because,  otherwise,  }£roll 
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would  have  been  obliged  to  grant  a  license 

195  without  receiving  anything  for  it. 

THE  COURT :  Let  me  see  if  I  understand  you : 
You  think  that  when  the  invention  was  made,  assuming 
one  was  made,  that  the  right  of  Siemens  Company  still 
remained  inchoate? 

THE  WITNESS:  Right. 

THE  COURT:  Because  of  failure  either  to  agree  on 
a  royalty,  to  secure  an  arbitration  award,  or  a  decision 
of  the  court? 

THE  WITNESS:  Right. 

THE  COURT:  And  it  'would  remain  inchoate  until 
one  of  those  three  conditions  was  met? 

THE  WITNESS :  Right. 

THE  COURT:  That  despite  the  fact  that  there  was 
a  way  of  reaching  a  determination  by  one  of  the  three 
ways  which  I  have  just  indicated? 

THE  WITNESS:  Yes;  I  would  think  in  spite  of  that 
because  what  could  happen  was  this — 

THE  COURT:  Gentlemen,  if  you  will  excuse  me,  I 
have  a  call  from  the  Chief  Judge.  We  will  be  in  recess 
for  a  few  minutes. 

(Short  recess.) 

THE  COURT:  Gentlemen,  the  Court  will  sit  tomor¬ 
row  in  Chief  Judge  Law’s  office  in  Municipal  Court,  at 
5th  and  E,  on  the  third  floor,  and  we  will  report  there 
at  10:15.  The  judge  has  a  couple  of  matters  set 

196  for  9:30  but  we  will  be  there  at  10:15  tomorrow. 

THE  WITNESS:  I  think  I  still  owe  you  an 
answer,  don’t  I? 

THE  COURT:  I  think  you  have  answered.  If  you 
don’t  think  you  did,  I  will  be  glad  to  listen. 

THE  WITNESS:  I  just  wanted  to  point  out  briefly 
why  I  think  so.  You  said,  do  you  think  so,  and  I  wanted 
to  say  why  I  think  it  is  still  inchoate  because,  as  long  as 
the  condition  is  not  fulfilled  and  there  is  a  possibility 


that  its  fulfillment  may  become  impossible  at  some  future 
time,  the  obligation  remains  inchoate  because  what  would 
otherwise  happen  if  the  condition  becomes  unfulfillable 
which,  in  this  particular  case,  it  seems  to  me,  is  exactly 
what  happened — 

MR.  GORDON :  I  move  to  strike  that  out. 

THE  COURT:  I  think  I  understand  what  he  means 
and  I  understand  his  answer.  I  won’t  strike  it  out. 

BY  MR.  CAMPBELL: 

Q  What  are  the  conditions  precedent  to  making  this 
inchoate  contract  choate? 

THE  COURT :  I  think  he  has  answered  that. 

MR.  CAMPBELL :  I  think  he  has  too. 

BY  MR.  CAMPBELL: 

Q  Will  you  please  read  and  translate  Section  8  of 
the  contract? 

THE  COURT:  You  don’t  mean  for  the  record, 
197  do  you,  Mr.  Campbell? 

MR.  CAMPBELL:  It  is  just  a  few  woijds,  I 

think. 

BY  MR.  CAMPBELL: 

Q  It  is  only  a  few  words,  isn’t  it?  A  Yes,  it  p  not 
long. 

“This  contract  has  retroactive  force  as  from  January 
1,  1934.  The  contract  can  be  terminated  by  either  party 
upon  six  months  notice  of  termination,  at  the  eajrliest 
as  of  the  end  of  the  year  1935.  If  notice  of  terpiina- 
tion  of  the  contract  is  not  given  on  this  date,  then  it  is 
always  extended  for  another  year  unless  six  months  prior 
notice  is  given.” 

Q  Under  German  law — 

MR.  GORDON :  There  is  another  sentence. 

THE  WITNESS:  There  is  another  short  paragraph. 

‘‘The  termination  notice  must,  in  all  cases,  be  given 
by  registered  letter.” 
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BY  MR.  CAMPBELL: 

Q  Under  German  law,  if  this  contract  is  terminated 
as  provided  in  this  Section  8,  would  the  inchoate  right 
to  a  license  under  any  Kroll  license  survive  termination 
of  the  contract  if  any  of  these  conditions  precedent  were 
unfulfilled?  A  No. 

198  MR.  GORDON:  I  think  you  ought  to  define 
what  the  conditions  precedent  are.  I  don’t  have 

them  clearly  in  mind. 

THE  COURT:  Are  those  the  three — 

THE  WITNESS:  I  only  can  find  two  in  the  con¬ 
tract,  as  a  matter  of  fact.  One  is  that  the  invention  is 
made  and  one,  which  has  three  alternative  possibilities, 
is  that  an  agreement  is  reached  or  an  arbitration  award 
is  made  and  consented  to  by  both  parties  or  a  decision 
is  rendered  by  the  German  court. 

BY  MR.  CAMPBELL: 

Q  Then  the  answer  is  no?  A  No. 

Q  Can  you  state  specifically  whether  or  not,  under 
the  German  law,  Siemens  &  Halske  would  be  held  to 
have  an  enforcible  interest  under  the  following  assumed 
facts:  An  invention  is  made  by  Kroll  at  a  date  subse¬ 
quent  to  the  execution  of  the  contract.  It  is  disclosed  to 
Siemens  &  Halske  and  patent  applications  are  filed 
thereon  in  Germany  in  Kroll’s  name  and,  thereafter, 
the  contract  is  terminated  by  mutual  consent,  without 
Siemens  &  Halske  having  either  agreed  to  accept  the  in¬ 
vention  for  exploitation  or  without  any  agreement  in 
writing  having  been  entered  into  between  the  parties 
with  respect  to  license  rights  under  the  invention.  Ten 
years  after  the  termination  of  the  contract,  Siemens  & 
Halske  discover  it  has  overlooked  a  good  invention 

199  and  now  claims  an  exclusive  license  on  this  inven¬ 
tion  under  this  contract.  Would  the  German 

courts  sustain  the  Siemens  &  Halske  claim? 

MR.  GORDON :  I  object  to  that  hypothetical  question. 
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.  It  assumes  certain  facts  which  are  not  in  evidence);  Sie¬ 
mens  overlooking  a  good  invention  and  finding  out  about 
it  ten  years  later.  Since  we  contend  that  exploitation 
could  be  done  either  by  Siemens — 

THE  COURT:  There  are  many  facts  there  that  are 
not  in  evidence.  There  is  no  evidence  Siemens  &  Halske 
made  demand. 

MR.  GORDON:  There  is  evidence  in  the  record  that 
Siemens  took  upon  itself  pushing  through  the  German 
patent  office  of  this  application,  paying  the  patent  ex¬ 
penses,  and  even  after  the  termination  of  the  contract 
Siemens  was  still  trying  to  push  this  thing  through  the 
Patent  Office  at  its  own  expense.  Siemens  represented  to 
its  own  government  it  had  exclusive  rights  to  pay  the 
Patent  Office  fees.  All  these  are  not  mentioned  in  the 
hypothetical  question. 


MR.  CAMPBELL:  As  I  understand  it,  as  long  as  I 
wish  to  ask  the  hypothetical  question,  I  don’t  have  to 
make  it  in  the  form  that  the  opposition  may  like  it. 

THE  COURT:  If  it  does  not  embody  facts  which  are 
not  in  the  record,  in  the  first  place,  it  wouldn’t  do  you 


any  good. 

200  MR.  CAMPBELL :  I  think  it  does,  if  Your 
Honor  please. 

MR.  GORDON :  There  is  nothing  in  the  record  that 
Siemens  overlooked  a  good  invention  and  ten  years 
later — 

THE  COURT:  Let’s  have  the  question  read  again. 
(Thereupon  the  pending  question  was  read  by  the 
reporter.) 

THE  COURT:  Where  is  the  evidence  that  the^r  dis¬ 
covered  ten  years  later  they  had  overlooked  something 
good? 

MR.  CAMPBELL :  That  is  the  APC. 

THE  COURT:  I  was  wondering  where  there  was 


any  evidence — 
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MR.  CAMPBELL:  It  seems  to  me  the  question  is  a 
very  fair  question  because  they  are  taking  the  place  of 
Siemens  &  Halske. 

THE  COURT :  That  presupposes,  as  I  see  it,  the  fact 
that  Siemens  &  Halske  have  done  something  there  is  no 
evidence  that  they  did;  that  they  suddenly,  ten  years 
afterward,  discovered  they  had  missed  something  good 
and  now  want  to  go  ahead. 

MR.  GORDON:  The  facts  show  that  Siemens  con¬ 
tinued  to  operate  as  though  it  had  rights  in  this  patent. 
It  paid  the  annual  Patent  Office  fee.  It  tried  to  push 
these  applications  through  the  Patent  Office  even  after 
December  of  1938. 

THE  COURT:  I  think  I  will  take  the  answer.  We 
have  to  remember,  in  case  of  a  hypothetical  question,  it 
has  only  value  if  it  applies  to  facts  which  are  in  evi¬ 
dence.  I  have  very  grave  doubts  as  to  the  value  of 

201  that  question,  frankly,  but  I  will  take  the  answer 
on  it. 

THE  WITNESS :  The  answer  is  no. 

202  BY  MR.  CAMPBELL: 

Q  In  the  absence  of  a  determination  of  a 
royalty  rate  for  the  principal  license  under  Section  5, 
paragraph  4,  of  this  1934  contract,  does  the  right  to  sub¬ 
license  others  as  provided  in  Section  5,  paragraph  5, 
have  any  independent  existence  under  German  law?  A 
Under  German  law,  they  have  the  principal  license  agree¬ 
ment,  and  in  connection  with  the  principal  license  agree¬ 
ment,  an  agreement  granting  the  right  to  the  licensee, 
the  right  to  grant  sub-licenses.  They  must  be  read  to¬ 
gether. 

The  general  principle  is  that  a  licensor  should  receive 
from  the  sub-licenses  at  least  what  he  receives — the  same 
royalty  rate  that  he  receives — from  the  principal  license. 

If  no  royalty  rate  is  fixed  for  the  principal  license, 
it  would  be  a  simple  matter  for  the  licensee  to  circum¬ 
vent  the  whole  agreement.  If  no  royalty  rate  is  fixed  for 
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the  principal  license  and  the  same  royalty  is  not  to  be 
maintained  for  the  sub-license,  it  would  be  a  simple  mat¬ 
ter  to  circumvent  the  whole  license  agreement  by  giving 
a  sub-license  to  some  subsidiary  at  a  nominal  rate  and 
share  that  sub-license,  as  a  result  of  that  nominal  rate, 
with  the  licensor  and  then  prevent  them  from  getting  a 
proper  return. 

So  the  basis  for  granting  a  sub-license  is  always  that 
a  principal  license  agreement  is  in  existence  and  that 
the  royalty  rate  of  the  principal  license  agreement 

203  is  a  minimum  rate  that  the  licensor  is  to  receive. 

Does  that  answer  the  question? 

MB.  CAMPBELL:  Will  you  read  the  answer? 

(The  last  answer  was  read  by  the  reporter.) 

THE  COUBT:  I  am  afraid  that  is  not  much  help  to 
the  Court. 

MR.  CAMPBELL :  No ;  nor  to  me,  either. 

THE  COURT:  Suppose  you  ask  the  question  again. 
See  if  he  can’t  do  it  succinctly. 

MR.  CAMPBELL:  Yes. 

BY  MR.  CAMPBELL: 

Q  Inasmuch  as  I  am  in  doubt  as  to  your  complete 
answer  to  the  question,  I  will  repeat  the  question. 

In  the  absence  of  a  determination  of  a  royalty  rate 
for  the  principal  license  under  Section  5,  paragraph  4, 
of  this  1934  contract,  does  the  right  to  sub-license  pthers 
as  provided  in  Section  5,  paragraph  5,  have  any  inde¬ 
pendent  existence  under  German  law?  A  No. 

Q  Assuming  there  was  an  inchoate  right  created  by 
this  1934  contract,  can  this  right  be  transferred  to  a 
third  party? 

THE  COURT:  Under  German  law. 

BY  MR.  CAMPBELL: 

204  Q  Under  German  law.  A  The  contract  itself 
provided  that  the  rights  and  duties  and  obligations 

under  the  contract  could  be  transferred  to  one  party 
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and  one  party  only.  Where  such  an  agreement  trans¬ 
ferred  them,  it  is  possible  only  to  that  particular  party 
named  in  the  agreement,  and  no  other  transfer  is  pos¬ 
sible  without  the  destruction  of  the  inchoate  right  result¬ 
ing  in  the  attempt  to  transfer. 

Q  What  provision  do  you  refer  to  in  the  contract? 
A  Section  13  of  the  contract. 

Q  What  does  that  provide?  A  S.  &  H.  are  author¬ 
ized  to  transfer  rights  and  obligations  arising  out  of  this 
contract  in  whole  or  in  part  to  the  Heraeus  Vacuum 
Schmelze,  A.  G.  Hanau. 

Q  Under  German  law  is  there  any  equitable  title  cre¬ 
ated  by  this  contract  in  future  inventions  by  Kroll?  A 
There  is  no  equitable  title  in  German  law.  German  law 
does  not  know  equitable  rights. 

MR.  CAMPBELL :  That  is  all,  Your  Honor,  on  direct. 

Cross-Examination 
BY  MR.  GORDON: 

Q  Mr.  David,  can  you  tell  us  when  you  were  first 
employed  by  plaintiff  to  consult  on  problems  involved  in 
this  case?  A  I  can’t  recall  exactly.  I  think  I  was 
approached  a  little  over  a  year  ago  first,  but  I  do 
206  not  recall  the  exact  time.  I  was  asked  certain  spe¬ 
cific  questions  then. 

Q  A  little  over  a  year  ago?  A  I  think  it  was  a  little 
over  a  year  ago.  I  think  I  could  check  it.  I  have  it 
somewhere. 

Q  Do  you  recall  that  you  filed  a  translation  of  this 
contract  of  March,  1934,  and  you  swore  to  that  in  Feb¬ 
ruary  of  1949?  A  Yes,  two  years  ago. 

Q  Then,  you  must  have  been  employed  at  least  as 
early  as  that  time?  A  Two  years  ago. 

Q  And  at  that  time,  of  course,  you  had  occasion  to 
read  the  contract  of  1934?  A  Yes. 
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Q  And  was  your  opinion  solicited  as  to  the  meaning 
of  the  contract  under  German  law?  A  No. 

Q  Do  you  recall  that  you  filed  an  affidavit  with,  the 
Office  of  Alien  Property,  in  which  you  stated  your  inter¬ 
pretation  of  German  law  as  it  applied  to  the  conduct  of 
the  parties?  A  Yes. 

Q  Is  there  anything  in  that  affidavit  to  the  effect  as 
you  have  now  testified,  that  the  contract  was  only  an  option 
contract  which  had  certain  conditions  attached  to 

206  it,  etc.?  A  No. 

Q  What  is  your  answer,  sir?  A  No,  I  dp  not 
recall  that  there  was  anything  to  that  effect. 

Q  In  fact,  there  is  not  a  word  in  your  affidavit  to 
the  effect  of  your  present  testimony,  as  you  testified  on 
direct  examination?  A  The  question  was  not  put  t[)  me 
at  that  time.  No  question  as  to  the  terms  of  the  con¬ 
tract  and  the  validity  of  the  contract  was  put  to  mel 

MR.  CAMPBELL:  If  Your  Honor  please,  this  goes 
back  to  the  same  subject  matter  that  was  submitted  to 
the  other  attorneys  on  the  matter  of  settlement-t-this 
affidavit.  They  came  at  the  same  time. 

THE  COURT:  That  was  after  the  suit  was  filed i 

MR.  CAMPBELL:  Pardon  me? 

THE  COURT:  That  was  after  the  suit  was  filed? 

MR.  CAMPBELL:  Yes. 

MR.  GORDON:  This  was  after  the  suit  was  filejl.  I 
think  this  is  in  an  entirely  different  category  fron|i  the 
affidavit  by  the  plaintiff.  This  purports  to  be  an  affidavit 
by  a  German  law  expert  telling  us  what  the  German 
law  is. 

THE  COURT :  As  I  understand  the  testimony,  he 
says  he  was  not  hired  as  an  expert  on  German  law. 

207  THE  WITNESS:  That  is  not  what  I  meant  to 
say.  It  was  not  the  question  of  the  validity  of  the 

contract  that  was  brought  to  me  at  that  time. 

THE  COURT:  What  was  it? 
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THE  WITNESS:  The  question  was  whether  cancel¬ 
lation  of  the  contract  was  possible  by  mutual  agreement 
between  the  parties  under  German  law.  That  was  the 
question  to  which  I  was  required  to  give  an  answer — the 
only  question  I  investigated  at  the  time. 

THE  COURT:  All  right.  Ask  the  question.  He  has 
answered  it,  anyhow. 

MR.  GORDON :  He  has  answered  it. 

THE  COURT:  I  will  let  the  answer  stand. 

BY  MR.  GORDON : 

Q  Didn’t  you  consult  with  plaintiff  or  his  counsel  as 
to  the  construction  of  the  contract  before  the  spring  of 
1950,  when  the  substitute  complaint  in  this  case  was 
filed?  A  No,  I  do  not  think  so.  I  did  not  see  the 
whole  thing  again,  since  1949,  until  about  three  months 
ago — four  months  ago — in  October.  I  would  say  about 
a  month  before  that  other  trial  Mr.  Rich  came  back  to 
me,  and  by  now  the  evidence  looked  different.  “We  want 
an  opinion  from  you  as  to  the  inchoate  interpretation 
of  the  contract  itself,”  which  they  never  asked  me  be¬ 
fore. 

208  Q  Then,  is  it  your  testimony  that  you  did  not 
consult  with  plaintiff  when,  on  the  filing  of  their 
substitute  complaint —  A  I  do  not  remember  when  the 
substitute  complaint  was  filed. 

Q  I  am  saying  it  was  filed  in  the  spring  of  1950. 
A  No. 

Q  Then,  you  had  no  hand  in  the  drawing  up  of  the 
allegations  that,  under  German  law,  Siemens,  under  this 
contract,  had  the  legal  equivalent  of  title  to  the  patent? 
You  were  not  consulted  on  that?  A  No. 

Q  Now,  you  have  testified  to  a  certain  case  decided 
by  the  German  Supreme  Court  in  1911;  is  that  correct? 
A  Yes. 

Q  And  you  were  referred  to  this  decision  by  this 
text— I  can’t  pronounce  it.  A  What  you  say,  German 
Civil  Code. 


Q  By  the  commentary  on  the  German  Civil  Code,  the 
1922  edition?  A  Yes. 

Q  And  you  did  no  further  search  on  the  problem 
involved  in  that  case — the  problem  of  assignability  of 
future  inventions?  A  No,  I  did  not  trace  it  beyond 
that  date. 

209  Q  Therefore,  you  can’t  say  that  the  German  law 
has  not  changed  since  1911  or  1922?  A  No. 

Q  Now,  it  is  true  under  German  law,  is  it  not,  that 
in  the  case  of  an  employee-employer  contract  the  parties 
can  agree  that  all  inventions  made  by  the  employe^,  say, 
within  the  field  of  the  employer’s  business  and  within 
the  time  of  the  employment,  belonged  to  the  employer 
without  the  necessity  of  making  specific  agreements  for 
each  invention?  A  Yes,  sir.  j 

Q  Is  that  correct?  A  Yes. 

Q  And  that  is  on  the  theory  that,  by  agreement  of 
the  parties  at  the  time  the  contract  is  made,  they  jjan,  if 
they  so  wish,  provide  that  the  employer  shall  have 
immediate  rights  in  any  future  invention  made  by  the 
employee  within  the  defined  field? 

MR.  CAMPBELL:  If  Your  Honor  please,  it  sebms  to 
me  that  this  is  far  afield.  It  is  going  into  the  theory 
of  the  thing. 

THE  WITNESS:  I  do  not  know — 

THE  COURT:  Just  a  minute. 

MR.  CAMPBELL:  He  has  testified  already  th^t  it  is 
not  an  employer-employee  contract. 

THE  COURT:  Do  you  contend  it  is  aja  em- 

210  ployer-employee  contract? 

MR.  GORDON:  It  may  have  some  aspects  of 
that.  He  has  testified  on  the  German  law,  the  inchoate 
versus  choate  rights,  and  the  assignability  under  German 
law,  and  the  assignment  of  future  rights. 

THE  COURT:  I  assume  he  said  it  is  not  possible. 
He  said,  this  not  being  an  employer-employee  contract, 
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those  rules  apply.  X  got  the  impression  from  him  when 
he  testified  that,  if  it  had  been  an  employer-employee 
contract,  there  was  no  right  in  that. 

BY  THE  COURT: 

Q  Am  I  not  correct  in  that?  A  Yes. 

MR.  CAMPBELL:  He  said  so,  definitely. 

MR.  GORDON:  I  think  it  is  proper  to  bring  out  the 
theory  of  the  German  courts  in  allowing  that  sort  of 
thing  in  employer-employee  contracts  and  to  bring  out 
the  distinction,  if  any,  in  this  case. 

THE  COURT:  I  do  not  think  so.  I  think  there  is  a 
well  recognized  distinction  between  the  two  classes  of 
cases. 

BY  MR.  GORDON: 

Q  Under  German  law,  if  an  independent  inventor 
assigns  a  present  invention  and  in  the  contract  of  assign¬ 
ment  he  says,  “And  I  also  assign  to  you  all  my  future 
improvements,  modifications,  and  variations  there- 
211  on,”  is  such  a  contract  valid  under  German  law? 

A  That  is  exactly  the  contract  that  was  decided 
upon  in  that  German  case  that  I  gave  you — exactly. 

Q  What  is  your  answer?  A  Whether  it  is  valid  or 
not,  I  do  not  know.  That  it  is  not  a  transfer  of  a  right 
— not  a  transfer  of  the  right — has  been  clearly  stated 
by  that  decision. 

Q  That  is  the  decision  of  1911?  A  Right. 

BY  THE  COURT: 

Q  Iiet  me  see  if  I  understand  that.  You  mean  that 
if  there  is  an  invention  that  has  come  into  existence  and 
a  contract  is  made  with  reference  to  that  and  any  other 
future  improvements  or  developments  of  that  same  pat¬ 
ent,  that  transfer  of  those  future  improvements  would 
not  be  enforceable  under  German  law?  A  No,  Your 
Honor.  The  question  is  whether  it  created  a  right — that 
is  vour  question,  as  I  understand  from  Mr.  Gordon — 
whether  it  creates  immediately  a  right  in  the  invention, 


enforceable  against  the  inventor  and  any  third  party, 
after  the  invention  is  created. 

BY  MB.  GOBDON : 

Q  My  question  was  whether  it  was  a  valid  contract. 
A  And  I  said  I  could  not  answer  whether  it  was  a  kalid 
contract.  That  depends  on  whether  it  is  valid  in 
212  other  respects.  It  might  be  a  valid  contract  or 
not.  It  would  not  be  an  invalid  contract  merely 
because  of  the  fact  that  it  deals  with  a  future  invention 
between  the  inventor  and  the  other  party. 

Q  Thank  you. 

Assume  that  same  situation  and  after  the  assignment 
of  the  invention  in  being  has  been  made,  the  inventor 
makes  an  improvement  which  is  clearly  an  improvement 
on  the  invention  that  has  already  been  assigned,  j  The 
question  is  whether  the  assignee  has  a  right  to  that  im¬ 
provement  without  the  necessity  of  making  any  new 
agreement. 

MR.  CAMPBELL:  If  Your  Honor  please,  this  is  far 
afield  from  the  facts.  I  do  not  see  just  what  import  it 
has.  This  is  not  a  question  of  an  improved  patent.  This 
is  a  question  of  a  new  invention. 

MR.  GORDON:  I  am  trying  to  get  at  the  general 
principles  of  the  German  law  involved,  Your  Honor, j  and 
also  I  think  this  is  very  clearly  not  a  case  of  a  future 
invention. 

MR.  CAMPBELL:  Improvement  patents  under  ab  em¬ 
ployer-employee  contract.  The  situation  is  a  very  dif¬ 
ferent  situation. 

THE  COURT:  He  was  not  talking  about  employer- 
employee  contracts  then. 

MR.  CAMPBELL:  It  amounts  to  the  same  thing  when 
you  start  talking  about  improvement  patents. 

THE  COURT:  I  think  he  has  a  right  to  probe 
him  on  the  question  of  law. 
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BY  MR.  GORDON: 

Q  Do  you  remember  the  question?  A  Yes,  I  think 
I  understand  your  question,  but  I  have  to  ask  you  a 
question.  Do  you  presume  a  royalty  rate  was  agreed 
upon  for  the  original  and  for  the  future  invention?  If 
so — 

Q  Let  us  assume  that  no  further  consideration  was 
to  be  paid  in  the  first  place.  He  presently  assigns,  for 
a  present  consideration,  an  existing  invention,  and  for 
no  further  consideration,  he  says,  you  may  have  any 
other  improvements  which  I  may  make.  A  I  doubt 
whether  the  German  courts  would  uphold  that.  If  all 
future  improvements  were  to  be  assigned  without  any 
condition  whatsoever,  that  would  probably  be  held  invalid 
on  general  principles  of  inequitable  contract.  But  the 
normal  thing,  Mr.  Gordon — I  can  answer  your  question 
if  we  agree  on  the  terms. 

Q  I  will  specify  the  terms.  Let  us  assume  the  same 
case.  The  independent  inventor  assigns  a  present  in¬ 
vention  and  he  also  assigns  all  future  improvements 
thereon,  and  the  contract  of  assignment  sets  forth  that 
the  amount  to  be  paid  on  any  improvements  on  the  pres¬ 
ent  invention  “which  I  have  assigned  shall  be 
214  agreed  upon  by  the  parties  to  be  based  on  equitable 
considerations.” 

Do  you  think  that  would  give  the  assignee  a  right  to 
a  future  improvement  as  soon  as  it  has  been  made?  A 
That  again  would  probably  depend  upon  the  nature  of 
the  invention.  If  it  is  a  simple  invention,  where  equit¬ 
able  consideration  can  be  measured  with  some  amount 
of  certainty,  yes.  If  the  nature  of  the  invention  does 
not  permit  the  ascertaining  of  any  equitable  considera¬ 
tion  for  the  inventions,  he  would  not  acquire  anything 
by  that. 

Q  Let  us  assume  the  same  case,  but  adding  further 
that  the  yardstick,  to  use  vour  term,  is  not  only  an  equit¬ 
able  consideration,  but  also  that  if  the  parties  can’t 


agree  on  the  equitable  consideration,  that  consideration 
will  be  determined  by  arbitrators  to  be  appointedj  one 
by  each  of  the  parties. 

Do  you  think  that  would  make  the  yardstick  sufficiently 
definite?  A  No,  if  the  court  could  not  take  jurisdic¬ 
tion.  The  final  decision  is,  Is  it  definite  enough  fojr  the 
question  to  be  determined  by  the  court.  If  it  is  not  de¬ 
terminable  by  a  court,  it  is  not  determinable.  -  | 

Q  Can  the  parties  agree  that  they  want  to  appoint 
arbitrators  and  the  arbitrators  shall  fix  the  amount  of 
the  equitable  consideration?  A  If  there  is  no 

215  basis  to  find  equitable  consideration,  no. 

Q  That  is  your  view  of  the  German  law?  A 
That  is  my  view  of  the  German  law. 

Q  Under  the  German  law  can  the  parties  make  an 
agreement  under  which  certain  terms  are  fixed  and  cer¬ 
tain,  and  in  that  agreement  the  parties  say,  “We  wish  to 
leave  to  a  future  determination  other  terms  in  the  agree¬ 
ment”?  A  Possible,  yes. 

Q  Your  answer  is  yes?  A  Yes. 

Q  You  say  that  under  German  law  there  is  no  con¬ 
cept  of  equitable  title;  is  that  correct?  A  Bight. 

Q  Well,  take  this  hypothetical  case.  A  enters  into 
a  contract  with  B.  under  which  A  assigns  his  future  jsala- 
ries  that  he  will  earn  under  a  particular  contract  of  em¬ 
ployment  he  has  with  C,  those  salaries  which  he  will 
earn,  say,  in  the  month  of  December,  1952.  December, 
1952  comes  around  and  he  earns,  say,  $100. 

Is  A  in  my  case  entitled  to  the  $100?  A  Yes. 

Q  Without  any  specific  new  agreement  between  the 
parties?  A  Without  any  specific  new  agreement  be¬ 
tween  the  parties. 

216  Q  Now,  under  German  law  is  there  any  neces¬ 
sity  for  a  formal  license  agreement  between  parties 

to  create  the  relationship  of  licensee  and  licensor,  or 
can  it  be  done  by  conduct  or  even  orally?  A  It  can  be 
implied,  of  course;  even  be  implied. 
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Q  Your  answer  is  yes,  by  conduct  or  orally!  A  Yes. 

Q  Now,  under  German  law  is  it  possible  for  an  inde¬ 
pendent  inventor  A  to  enter  into  a  contract  with  B,  a 
manufacturing  concern,  to  the  effect  that  he  presently 
assigns  all  his  inventions  that  he  may  make  within  a 
specifically-defined  field  and  within  a  specifically-defined 
time! 

Let  me  continue.  During  that  time  that  has  been  spe¬ 
cified  the  inventor  makes  an  invention  which  clearly 
comes  within  the  field. 

Is  the  assignee  entitled  to  the  invention  without  the 
necessity  of  having  to  make  a  specific  new  contract  cov¬ 
ering  that  invention!  A  If  the  original  agreement  was 
complete  in  every  detail,  yes. 

Q  Your  answer  is  yes!  A  If  the  original  agreement 
was  complete  in  every  detail,  yes;  if  not,  no. 

Q  Then,  you  are  saying,  are  you  not,  that  even  though 
German  law  does  not  recognize  a  purported  pres- 
217  ent  assignment  of  a  future  right —  A  It  does 
recognize  such  a  thing. 

Q  You  say  German  law  does  recognize  it! 

THE  COURT:  You  had  better  start  over  again,  Mr. 
Gordon.  I  do  not  understand  that. 

MR.  GORDON :  I  will  rephrase  the  question. 

BY  MR.  GORDON: 

Q  It  is  your  testimony,  then,  that  German  law  does 
recognize  the  effectiveness  of  a  present  assignment  of  a 
future  right!  A  As  a  matter  of  fact,  I  read  that  into 
the  record. 

Q  Your  answer  is  yes!  A  Yes.  I  referred  to  Sec¬ 
tion  3898,  Note  2,  which  I  read  into  the  record,  where  it 
says  that  it  is  theoretically  possible  for  future — 

MR.  GORDON :  That  is  all  read  into  the  record.  I 
am  sorry.  I  move  to  strike  that  out. 

THE  COURT:  He  said  he  has  already  read  that  into 
the  record. 
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BY  MR.  GORDON : 

Q  Now,  under  German  law,  where  the  parties  agree 
that  the  performance  due  from  one  or  both  of  them 
shall  be  determined  by  a  third  person — the  measjure  of 
performance  shall  be  determined  by  a  third  person — 
does  German  law  set  up  standards  to  be  used  by 

218  that  third  person  in  ascertaining  the  quantum  of 
performance?  A  In  that  respect  I  can’t  compare, 

but  it  is  similar  to  the  English  law  in  that  respect.  An 
architect,  for  instance,  which  I  recall,  can  determine 
whether  a  contract — a  price  for  a  contract — is  equitable. 
It  is  perfectly  possible  if  there  is  some  standard  which 
can  be  followed — some  possibility  of  a  standard  to  be 
followed.  Mere  arbitrary  decision  is  not  recognized. 

Q  Well,  German  law  does  set  up  standards,  though, 
does  it  not,  to  be  used  by  the  third  person?  A!  Yes; 
bill  of  equitable  consideration. 

Q  Equitable  consideration?  A  Right. 

Q  Do  you  recognize  the  following  as  authorities  on 
German  patent  law: 

Pietzger  Patentgesets  ?  A  Yes. 

Q  Seligsohn  Patentgesets.  A  A  well  known  com¬ 
mentator. 

Q  Kisch,  Handbuch  des  deutschen  Patenrechts. 

Do  you  regard  him  as  a  well  known  commentator? 
A  Not  particularly.  I  mean,  he  is  quite  well  known, 
but  he  is  not  particularly — I  mean  he  is  not  considered 
particularly  accurate,  I  believe. 

Q  Have  you  heard  of  Krausse,  Das  Patentge- 

219  setz?  A  Yes. 

Q  Is  he  an  authoritative  commentator?  A  Au- 
thoritative  commentator. 

Q  Have  you  heard  of  Klauer  and  Morhins  Patentge- 
setz?  A  Yes. 

Q  Are  they  authoritative  commentators?  A  Slauer 
was  a  director  of  the  German  Patent  Office. 
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Q  Yon  would  regard  him  as  an  authoritative  com¬ 
mentator  on  the  German  patent  law?  A  Yes. 

Q  Have  you  heard  of  Krausse-Katluhn-Lindemaier, 
Das  Patentgesetz,  1934  edition!  A  No,  never  heard  of 
that.  That  is  probably  a  new  edition  of  the  old  Krausse 
commentator.  I  never  heard  of  it. 

MR.  GORDON:  At  this  time  I  would  like  to  say 
that  we  are  willing  to  stipulate  that  Mr.  David’s  trans¬ 
lation  of  that  one  word  in  the  contract  of  March,  1934, 
which  we  had  some  difficulties  about,  is  acceptable  to  the 
Government.  He  translated  it  as  “receive.” 

THE  COURT:  Is  that  agreeable  to  the  plaintiff! 

MR.  CAMPBELL :  Yes,  Your  Honor. 

MR.  GORDON :  We  have  a  fully-agreed-upon  transla¬ 
tion. 

THE  COURT:  All  right.  Are  you  going  to  finish 
today! 

MR.  GORDON:  I  do  not  think  so,  Your  Honor.  I 
will  take  a  little  more  time. 

Washington,  D.  C., 
January  17,  1951. 

*  •  •  • 

223  Cross  Examination — Resumed 

BY  MR.  GORDON: 

Q  Mr.  David,  you  were  testifying  yesterday  as  to  the 
legal  effect  of  the  contract  of  March,  1934,  under  German 
law. 

Assume  that,  in  1936,  the  plaintiff,  Mr.  Kroll,  disclosed 
the  titanium  invention  which  is  the  invention  in  suit  now 
to  Siemens,  and  Siemens,  in  1937,  sublicensed  that  inven¬ 
tion  to  another  German  company  receiving  $50,000  in  roy¬ 
alties  from  the  sublicensee.  In  your  opinion,  under  Ger¬ 
man  law,  would  Kroll  be  entitled  to  half  those  royalties! 

MR.  CAMPBELL:  If  Your  Honor  please,  that  goes 
beyond  any  of  the  facts  in  the  case. 


MB.  GORDON:  I  am  testing  his  legal  construction 
of  this  contract,  Your  Honor. 

MB.  CAMPBELL:  No  question  of  sublicens^  has 
been  raised  here  at  all.  I 

THE  COUBT:  And  I  don’t  remember  anything 

224  about  $50,000  either.  I 

MR.  GORDON:  I  am  testing  his  construction 
of  the  contract.  There  is  a  specific  clause  in  the  con¬ 
tract  that  Kroll  shall  receive  half  of  the  royalties  of  the 
sublicensees. 

THE  COURT:  I  don’t  think  that  is  the  way  to  test 
his  knowledge  of  German  law.  I  think  you  can  test  it 
by  asking  certain  questions  without  applying  it  to  this 
particular  case  under  circumstances  which  are  disclosed 
by  the  case.  I  won’t  permit  the  question.  r 

MR.  GORDON :  If  I  understand  Your  Honor  correctly, 
let  me  put  the  question  this  way — 

THE  COURT :  You  are  putting  a  hypothetical  case 
to  him  not  based  on  any  facts  here,  in  the  first  place. 
In  the  second  place,  if  you  want  to  test  his  knowledge 
of  German  law,  I  think  you  ought  to  ask  him  abstract 
propositions  rather  than  specific  propositions. 

MR.  GORDON:  If  Your  Honor  please,  if  you  recall 
yesterday  on  direct,  he  was  asked  very  specific  questions 
as  to  the  application  of  general  German  law  to  this  par¬ 
ticular  contract  and  it  seems  to  me  I  should  have  the 
same  right. 

THE  COURT:  I  will  take  the  answer  with  the  ^ame 
right  that  I  gave  you  to  strike  it  out.  I  don’t  tjhink 
either  of  them  are  admissible,  in  my  opinion,  but  I  will 
take  the  answer  so,  if  I  have  to  be  wrong  anyway,  you 
can  have  the  Court  of  Appeals  correct  me  if  I 

225  ultimately  strike  it  out,  so  I  will  let  you  take  the 
answer  subject  to  the  right  of  the  plaintiflj  to 

strike  it. 

THE  WITNESS:  Yes;  I  think  Dr.  Kroll  would  Ijave 
been  entitled  to  all  of  it. 
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BY  MR.  GORDON: 

Q  Despite  the  provision  in  the  contract  he  would  be 
entitled  to  only  half?  A  Siemens  would  have  sublicensed 
the  contract  without  authority.  There  was  no  authority 
of  Siemens  to  sublicense  unless  an  agreement  had  been 
reached  regarding  the  principal  license. 

Q  Is  there  anything  in  the  contract  which  specifically 
says,  in  so  many  words,  that  Siemens  may  not  sublicense 
unless  and  until  it  first  makes  an  agreement  with  Kroll 
as  to  the  royalties  it  shall  have  to  pay  on  its  production? 
A  No.  I  testified  yesterday — 

Q  What  is  your  answer,  sir?  A  No. 

Q  That  is  the  answer  to  my  question. 

Assume  that  after  the  disclosure  of  the  invention  to 
Siemens  in  1936  by  Mr.  Kroll,  Siemens  thereupon  went 
into  production  in  its  own  plants.  Would  Siemens  be  an 
infringer  under  German  law? 

MR.  CAMPBELL:  I  think  that  is  the  same  question. 

THE  COURT :  No,  I  think  it  is  a  little  different. 
226  THE  WITNESS:  No. 

BY  MR.  GORDON: 

Q  I  want  you  to  assume  that  all  the  provisions  in 
the  1934  contract  are  the  same  with  this  exception;  That 
the  contract  fixes  a  royalty  rate  of  5  percent  on  Siemens, 
own  production  under  the  titanium  invention.  In  your 
opinion,  would  that  be  a  valid  contract  under  German 
law?  A  Yes. 

Q  Assume  further  that  Mr.  Kroll,  in  1936,  makes  and 
discloses  the  titanium  invention  in  suit  to  Siemens  and, 
on  the  basis  of  my  previous  assumption  that  there  is  a 
fixed  royalty  of  5  percent  in  the  contract,  does  Siemens 
immediately,  on  the  disclosure  of  the  invention,  have  an 
exclusive  license  in  and  to  that  invention?  A  Yes. 

Q  There  is  no  necessity  to  make  a  specific  license 
agreement  covering  that  invention?  A  No. 
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Q  I  believe  you  were  testifying  yesterday  as  to  some 
principle  in  German  law  that  requires  a  licensor  to  get 
from  the  principal  licensee,  at  least,  the  same  amount  of 
royalties  that  he  gets  from  sublicensees.  Was  that  your 
testimony?  A  That  in  the  absence  of  any  special  ar¬ 
rangement  or  agreement  to  the  contrary,  yed. 

227  Q  What  is  the  basis  for  that  opinion  by  ypu  as 
to  German  law?  A  If  the  licensee  could  grant 

sublicenses  within  his  discretion,  at  his  own  terms,  ydth- 
out  being  bound  by  any  rule  with  reference  to  the  li¬ 
censor  he  could  circumvent  the  terms  of  the  principal  li¬ 
cense  too  easily. 

Q  Would  the  German  court  step  in  and  say  you  have 
to  sublicense  on  some  sort  of  a  reasonable  basis  go  as 
not  to  deprive  the  inventor  of  the  fruits  of  his  invention? 
A  Yes ;  if  a  reasonable  basis  can  be  established,  yes. 

Q  Assume  this  hypothetical  case:  That  both  Siemens 
and  Mr.  Kroll  jointly  make  an  invention  which  comes 
within  the  field  of  the  1934  contract  and  the  parties  make 
mutual  disclosures  to  one  another  and  they  have  worked 
together  to  develop  this  invention  and  that  is  done  in 
1936.  Does  Siemens  have  an  exclusive  license  in  that 
invention  when  it  is  made  under  the  terms  of  this  con¬ 
tract?  A  I  would  like  to  refer  to  the  contract  on  that 
point. 

No,  I  don’t  think  there  would  have  been  an  exclusive 
license  upon  the  invention  having  been  completed. 

Q  What  is  the  basis  for  that  opinion?  A  I  mean 
the  contract  does  not  make  a  distinction  between  inden¬ 
tions  made  between  Dr.  Kroll  exclusively  and  inventions 
made  in  collaboration  with  Kroll  and  Siemens  &  Halske. 
It  seems  to  me  that  paragraph  2  of  Section  5 

228  treats  both  the  cases  as  equivalents,  either  exclu¬ 
sively  Dr.  Kroll  or  partly  as  agent  and  partly  Dr. 

Kroll. 

Q  Then  you  think  that,  because  the  contract,  as  you 
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suggest,  treats  the  joint  inventions  on  the  same  basis  as 
Kr oil’s  inventions,  that  Siemens  would  have  no  right  in 
a  joint  invention?  A  I  didn’t  say  they  would  have  no 
right.  They  wouldn’t  have  an  exclusive  license. 

Q  What  would  they  have?  A  The  ordinary  right 
that  a  co-inventor  would  have  with  another  co-inventor; 
the  right  to  participate  in  the  proceeds.  I  mean  suppose 
there  was  no  contract  and  the  invention  had  been  made 
between  two  parties — 

Q  The  German  law  establishes  certain  rights  in  co¬ 
inventors’  rights  apart  from  any  agreement  between  the 
parties?  A  Bight. 

Q  But  where  the  parties  have  tried  to  make  a  specific 
agreement  covering  the  case  of  joint  inventions,  does  that 
not  supersede  the  general  overall  German  law?  A  If 
they  have  tried  successfully,  yes.  If  there  was  no  suc¬ 
cess,  they  didn’t  succeed  in  making  a  valid  agreement,  no. 

Q  You  say  it  was  not  valid  because  there  was  no 
fixing  of  the  amount  of  royalties  to  be  paid  on 
229  Siemens’  own  production,  is  that  correct?  A  Not 
only  no  fixing  but  no  determinability  at  all. 

Q  That  is  your  opinion?  A  That  is  right  I  mean 
I  don’t  know.  I  didn’t  say  so.  If  there  was  no  deter¬ 
minability.  I  didn’t  go  so  far  as  to  say  that  there  was 
in  this  particular  case. 

Q  If,  under  the  facts,  however,  there  were  determin¬ 
ability  in  this  case  then  that  would  be  sufficiently  definite 
under  German  law?  A  That  would  be  sufficiently  defi¬ 
nite  to  create  some  kind  of  a  contract. 

Q  Assume  that  A  is  an  independent  inventor  who  has 
made  an  invention  and  it  is  in  being  and  he  grants,  by 
contract,  an  exclusive  license  to  B  under  that  invention 
and  any  patent  to  be  issued  thereon  and  that  contract 
states  that  the  royalties  to  be  paid  by  B  will  be  agreed 
upon  later  by  the  parties. 

My  question  is:  Does  B  on  the  execution  of  that  con- 
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tract  have  a  valid  exclusive  license  under  German  law? 
A  Will  you  be  good  enough  to  repeat  that? 

THE  COURT:  I  don’t  know  that  I  understand  it. 
MR.  CAMPBELL :  May  the  question  be  read? 

(The  pending  question  was  read  by  the  reporter.) 
THE  WITNESS:  Yes;  he  has  a  valid  exclusive  li¬ 
cense  subject  to  return  if  no  agreement  is  made. 

230  BY  MB.  GORDON: 

Q  Would  you  please  repeat  your  answer?  A 
Subject  to  return  of  the  license  and  any  proceeds  thereof 
if  they  don’t  reach  agreement  on  the  royalties. 

Q  On  the  date  of  execution  of  the  contract  ije  has 
a  valid  exclusive  license,  is  that  correct?  A  The  prop¬ 
erty  right  has  been  transferred  regardless  of  whether  the 
underlying  obligatory  contract  can  be  transferred. 

THE  COURT:  Your  question  presupposes  the  inven¬ 
tion  but  no  patent  yet,  is  that  what  you  are  driving  at? 
THE  WITNESS:  You  said  an  existing  invehtion? 
THE  COURT:  Yes,  I  say  an  existing  invention. 
THE  WITNESS:  Yes. 

BY  MR.  GORDON: 

Q  It  is  not  important  whether  the  patent  has  been 
issued  or  not.  The  contract  says  an  exclusive  license  to 
the  invention  and  to  any  patent  which  shall  issue  on  the 
invention. 

In  your  opinion,  taking  that  last  illustration  if  the 
parties  had  also  provided  that  if  they  couldn’t  agree  on 
the  amount  of  royalties  later  the  decision  would  be  left 
to  arbitrators  to  be  appointed  by  each  one  of  theni,  two 
arbitrators,  does  that  change  your  opinion  as  to  whether 
B  had  an  exclusive  license  as  of  the  date  of  the 

231  execution  on  the  contract?  A  Yes,  it  would.  It 
would  not  be  as  definite  any  more  because — wait  a 

minute — yes,  it  would.  If  the  invention  is  of  such  a 
nature  that  arbitrators  cannot  make  a  decision  with 
equitable  considerations,  there  was  no  contract.  The  basic 
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obligatory  contract  would  be  invalid  in  itself,  incurably 
invalid. 

Q  I  didn’t  assume  in  my  question  the  arbitrators  could 
not  make  an  equitable  consideration.  A  I  didn’t  assume 
that. 

Q  Answer  my  question  on  the  basis —  A  It  depends 
on  the  nature  of  the  invention.  If  the  invention  was  any 
good  at  the  time — 

Q  My  assumption  is  that  it  is  in  existence.  A  Of 
course,  it  is  more  easy  to  assume  that  arbitrators  could 
find  the  basis  for  an  equitable  decision  so,  under  that  as¬ 
sumption,  there  would  be  a  valid  transfer  of  the  license. 

Q  And  do  you  think  the  parties  have  made  it  more 
definite  if  they  add  on  that  if  they  can’t  agree  to  the 
arbitration,  the  decision  shall  be  made  by  the  court?  Does 
that  make  it  any  different?  A  No,  I  don’t  think  it 
makes  any  difference. 

Q  I  believe  you  were  testifying  yesterday  that  German 
law  does  not  recognize  any  concept  of  equitable  title,  as 
we  know  it  in  our  court,  is  that  correct?  A  Yes. 
232  Q  Is  it  not  true  that  equitable  title,  under  our 
law,  is  another  concept,  another  way  of  saying  that 
a  court  will  specifically  enforce  an  agreement?  A  No, 
not  quite,  in  my  opinion. 

Q  Take  a  contract  for  the  sale  of  realty.  A  No,  we 
are  testing  English  law,  American  law  and  my  knowledge 
and  my  concept  of  equitable  title  is  differing  from  the 
right  to  specific  performance  which  is  recognized  in  the 
German  law  which  is  that  equitable  title  must  be  honored 
by  third  parties  too.  A  third  party  who  knows  of  an 
equitable  title  cannot  acquire  right  against  the  holder  of 
the  equitable  title.  The  third  party  who  knows,  in  the 
German  law,  of  an  obligation  to  a  specific  performance 
may,  nevertheless,  acquire  ful]  title. 

Q  You  mean  if,  in  Germany,  A  makes  a  contract 
wdth  B  to  sell  a  piece  of  realty  and  a  valid  contract  and 
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C,  knowing  about  the  contract,  comes  to  A  and  says,  you 
sell  me  the  property  and  A  purports  to  sell  it  to  C  that 
B  could  not  go  to  C  and  say  you  must  deliver  that  prop¬ 
erty  to  me?  A  I  am  not  quite  prepared  to  answer  that 
question.  I  will  say  that  in  a  patent  license  contract,  in 
a  patent  agreement — 

Q  Can  you  answer  the  question?  A  Which  is  much 
more  specific  here — 

MR.  CAMPBELL:  That  is  dealing  with  a  dif- 

233  ferent  kind  of  property,  if  Your  Honor  please. 

THE  WITNESS:  I  am  not  prepared  to  answer 

that. 

THE  COURT :  I  got  the  idea,  and  maybe  I  am  wlrong, 
that  Dr.  David  was  referring  to  equitable  titles  generally. 
If  he  wants  to  limit  his  answer  to  equitable  interest  in 
patents,  I  think  that  is  what  Mr.  Gordon  wants  to  find 
out.  I  understood  him  to  say  yesterday  that  the  German 
law  recognized  no  equitable  rights  in  property. 

MR.  GORDON :  That  is  correct.  That  was  my  under¬ 
standing. 

THE  WITNESS:  That  is  correct. 

BY  MR.  GORDON: 

Q  But  it  is  true  the  German  courts  still  recognizee  the 
concept  of  specific  performance?  A  Yes. 

Q  And,  in  fact,  that  is  the  normal  way  the  German 
courts  grant  relief  for,  say,  breaches  of  contract?  A  No, 
that  is  not  the  normal  way.  The  normal  way  is  that  dam¬ 
ages  are  to  be  granted  instead  of  specific  performance. 
As  a  matter  of  fact,  German  law  provides,  in  general, 
that  a  claim  for  specific  performance  is  not  to  be  granted. 
In  that  respect,  I  think  I  can  refer  to  the  law  itself. 

Yes.  Here,  for  instance,  Section  283  of  the  German 
law  deals  with  performance  by  one  who  has  an  obli- 

234  gation  and  it  says  after  a  final  judgment  has  been 
obtained  against  the  debtor,  the  creditor  can  get  a 

reasonable  term  for  performance  with  a  statement  that, 
after  expiration  of  the  term,  he  will  refuse  acceptance. 
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After  expiration  of  the  term  the  creditor  can  obtain  dam¬ 
ages  for  non-performance  if  the  performance  has  not  been 
effected  in  time. 

The  claim  for  performance  is  precluded  and  that  is 
the  preferred  way.  I  don’t  say  there  is  no  claim  for 
specific  performance.  There  are  quite  a  number  of  cases, 
but  the  law  prefers  not  to  enforce  a  contract  by  way 
of  specific  performance. 

Q  Let  me  ask  you  this:  Suppose  A  contracts  with  B 
to  assign  to  him  a  present  patent  in  a  month  from  now. 
A  month  from  now  comes  around  and  A  refuses  to 
assign.  Can  B  go  to  a  German  court  and  ask  for  specific 
performance  of  A’s  obligation  to  assign  that  patent?  A 
Yes. 

Q  And  the  same  would  be  true  if  A  were  granting  him 
an  exclusive  license,  would  it  not?  A  Yes. 

THE  COURT :  You  mean  on  specific  terms? 

THE  WITNESS:  Of  course,  on  specific  terms. 

BY  MR.  GORDON: 

Q  Does  German  law  adopt  the  law  that  a  practical 
construction  placed  by  the  parties  on  their  con- 
235  tract,  as  shown  by  their  conduct,  will  be  given 
great  weight  by  the  court  in  determining  the  con¬ 
struction  of  a  contract?  A  Yes. 

Q  And  determining  the  rights  and  duties  of  the  parties 
thereunder?  A  Yes. 

Q  I  believe  you  testified  you  are  an  American  patent 
attorney  as  well  as  having  been  a  German  patent  lawyer, 
is  that  correct?  A  Yes. 

Q  Can  you  say  whether  German  law  is  similar  to 
American  law  on  the  question  of  assignment  of  future  in¬ 
ventions?  A  Yes;  I  would  say  they  are  similar. 

Q  Can  you  say  whether  German  law  is  similar  to 
American  law  on  the  question  of  the  definiteness  necessary 
for  the  making  of  a  contract?  A  Yes. 

Q  I  would  like  to  read  to  you  from  the  decision  of 
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the  United  States  Supreme  Court  in  the  case  of  De  Forest 
Radio  Telephone  Company  v.  United  States,  at  273  tj.  S. 
236.  I  am  going  to  ask  you  there  whether  the  opinion 
expressed  by  our  Supreme  Court  coincides  with  your  opin¬ 
ion  of  the  German  law. 

“No  formal  granting  of  a  license  is  necessary  in 
order  to  give  it  effect.  Any  language  used  by 

236  the  owner  of  a  patent,  or  any  conduct  on  his  part 
exhibited  to  another  from  which  that  other  may 

properly  infer  that  the  owner  consents  to  his  use  oft  the 
patent  in  making  or  using  it,  or  selling  it,  upon  -which 
the  other  acts,  constitutes  a  license  and  a  defense  ti)  an 

J 

action  for  a  tort.  Whether  this  constitutes  a  gratuitous 
license,  or  one  for  a  reasonable  compensation,  must  of 
course  depend  upon  the  circumstances;  but  the  relation 
between  the  parties  thereafter,  in  respect  of  any  suit 
brought,  must  be  held  to  be  contractual  and  not  based  on 
unlawful  invasion  of  the  right  of  the  owner.  Concede 
that  if  the  owner  had  said  ‘If  you  go  on  and  infringe 
my  patent,  I  shall  not  attempt  to  enjoin  you,  but  I  shall 
subsequently  sue  you  for  infringement’,  the  tort  would 
not  be  waived — that  is  not  this  case.  Here  the  circum¬ 
stances  show  clearly  that  what  the  company  was  doing 
was  not  only  fully  consenting  to  the  making  and  ufeing 
by  the  United  States  of  the  patent,  but  was  aiding  inch 
making  and  using  and  in  doing  so,  was  licensing  it,  only 
postponing  to  subsequent  settlement  what  reasonable  cjom- 
pensation,  if  any,  it  might  claim  for  its  license.” 

Does  that  accord  with  your  view  of  the  German 

237  law?  A  Yes. 

MR.  CAMPBELL:  I  didn’t  object  to  the  ques¬ 
tion  because  it  seemed  to  me  it  might  come  around  to  sj>me 
question  that  really  was  involved  but  I  cannot  see  that 
that  was,  and  while  this  expert  is  here  for  the  purpose 
of  testifying  with  regard  to  German  patent  law,  Gerpian 
law,  he  is  not,  of  course,  here  for  the  purpose  of  deter¬ 
mining  our  own  law. 
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THE  COURT:  I  don’t  think  Mr.  Gordon  was  asking 
him  that.  He  wanted  to  know  if  that  particular  proposi¬ 
tion  was  the  same  as  the  German  law. 

MR.  GORDON :  Yes. 

THE  COURT :  Which  I  think  is  perfectly  all  right  but 
it  is  a  roundabout  way  of  getting  at  it 

MR.  GORDON:  But  I  think  the  Supreme  Court  ex¬ 
pressed  it  better  than  I  and  I  quoted — 

MR.  CAMPBELL:  The  question  here  is  what  the  Ger¬ 
man  law  is. 

THE  COURT:  I  understand;  but  I  understand  the 
Supreme  Court  doesn’t  take  into  consideration,  so  far  as 
that  quoted  provision  is  concerned,  whether  or  not  it  was 
specific  enough  to  constitute  a  valid  assignment.  As  a 
matter  of  fact,  I  don’t  think  it  is  inconsistent  with  any¬ 
thing  he  testified  to. 

MR.  CAMPBELL:  No,  I  don’t  think  it  is. 

BY  MR.  GORDON: 

Q  You  were  testifying  yesterday  about  Siemens 
238  having  an  inchoate  right  under  this  contract  of  1934 
and  saying  that  if  the  inchoate  right  would  not  be¬ 
come  choate  by  the  termination  date  which,  in  this  case, 
is  December  31,  1938,  Siemens  could  not  voluntarily  assign 
its  inchoate  right.  Is  that  your  testimony?  A  Not  to 
anybody  but  the  parties  provided  for  in  the  contract. 

Q  That  was  Heraeus- Vacuum  Schmelze?  A  Right. 

Q  But  couldn’t  assign  to  anybody  else?  A  Right. 

Q  What  is  vour  authority  for  that  opinion  undey  Ger¬ 
man  law?  A  I  have  no  authority  available  for  that  but 
the  general  rule  is  simply  this:  If  a  contract  provides 
that  an  assignment  can  be  made  to  one  party  and  to  one 
party  only  that,  in  itself  precludes  its  assignment  to  not 
named  parties. 

Q  That  applies  to  voluntary  assignments.  It  would 
not  apply  to  assignment  by  operation  of  law?  A  It 
would  also  apply  to  the  assignment  by  operation  of  law, 


yes,  because,  otherwise,  the  limitation  in  the  contract 
would  be  meaningless. 

Q  You  mean  if  Siemens  &  Halske  became  bankrupt 
that  its  trustee  in  bankruptcy  could  not  avail  itself 
239  of  the  rights  of  Siemens?  A  I  think  the  trustee 
in  bankruptcy  probably  could  because  that  is  not 
an  assignment  by  operation  of  law.  That  is  the  substitu¬ 
tion  of  the  entire  personality.  It  is  not  even  a  substitu¬ 
tion.  There  is  no  change  in  ownership  in  the  cas^  of 
bankruptcy.  There  is  no  trustee  in  bankruptcy.  There 
is  no  assignment,  as  a  matter  of  fact. 

Q  And  if  Siemens,  say,  merged  with  another  company 
and  formed  a  new  company,  would  the  new  company  have 
the  rights  of  Siemens  in  that  contract  of  1934?  A  As 
far  as  I  recall,  it  has  been  held  that  merger  is  not  assign¬ 
ment  either.  That  is  my  recollection;  that  rights  are  not 
assignable,  for  instance,  non-cxclusive  licenses  which  is  a 
typical  test  for  that,  are  ordinarily  non-assignable  uiider 
German  law  and  decisions  have  been,  as  far  as  I  recollect 
them  offhand,  that  they  go  over  by  merger  into  ithe 
merged  corporation  although  they  cannot  be  assigned 
and  cannot  be  trasnferred  by  operation  of  law  otherwise. 

Q  Say  Siemens  were  a  natural  person,  Mr.  X.  Could 
Mr.  X,  by  will  devise  his  rights  in  this  agreement?  A 
No. 


Q  Do  you  have  any  authority  for  that  proposition? 
A  That  is  the  same  authority  in  that  a  non-excluSive 
license  doesn’t  go  over  to  the  heir;  is  not  transferred  to 
the  heir,  cannot  be  assigned  by  assignment  and 
240  does  not  go  to  the  heir. 

Q  Was  all  your  testimony  directed  to  a  non¬ 
exclusive  license?  A  No,  it  is  just  the  same  situation. 
An  inchoate  license  right,  in  my  opinion,  is  comparable 
to  a  non-exclusive  license  as  far  as  the  transferability  is 
concerned.  In  this  particular  case,  a  license  right,  what¬ 
ever  it  may  be,  the  assignability  of  which  has  been  ljim- 
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ited  by  the  contract  is  equal  to  a  non-assignable,  non¬ 
exclusive  license  which  is  non-assignable  by  law. 

Q  Assume  Siemens  had  a  choate  exclusive  right  in 
this  contract.  Would  that  right  be  assignable  in  Germany 
by  operation  of  law?  A  Yes;  I  would  think  it  would  be. 

Q  I  refer  you  to  Section  3  of  the  contract.  Do  you 
have  a  copy  of  this  contract  before  you?  A  Yes,  I  have 
a  copy  here. 

Q  I  refer  you  to  Section  3  of  the  contract  of  1934. 
Assume  the  contract  was  terminated  on  December  31, 
1938.  Was  Kroll  bound  by  the  secrecy  provisions  in 
Section  3  that  he  could  not  disclose  any  information  as 
to  Siemens’  inventive  ideas  that  he  had  gotten  as  a  result 
of  their  collaboration?  A  Yes. 

Q  And  in  Section  4,  make  the  same  assumption  as  to 
termination  in  1938,  was  Kroll  bound  up  to  1938 
241  to  refrain  from  collaborating  with  others  in  the 
field  under  the  contract?  A  Yes,  I  would  think  so. 

Q  Referring  to  the  second  paragraph  in  Section  5, 
that  provides,  does  it  not,  that  on  the  making  of  an  in¬ 
vention  by  Kroll  and  the  disclosure  to  Siemens,  Siemens 
could,  in  its  own  judgment,  file  applications  anywhere 
in  the  world  for  a  patent  in  its  own  name  and  the  patents 
to  be  issued  in  its  own  name  if  it  saw  fit.  Is  that  cor¬ 
rect?  A  Yes. 

Q  And  Mr.  Kroll  would  have  to  make  an  affirmative 
act  in  the  way  of  asking  Siemens  that  the  patent  l>e 
issued  in  his  name  in  order  for  him  to  get  the  patent 
issued  in  his  name  under  that  section,  is  that  correct? 
A  Yes. 

Q  Turning  to  the  next  paragraph,  that  is,  paragraph 
3  of  Section  5  of  the  contract,  that  provides  under  the 
translation  you  have  given  us  that,  in  connection  with 
all  the  inventions  that  Mr.  Kroll  has  disclosed  to  Sie¬ 
mens  under  the  field  of  the  contract,  Siemens  received 
an  exclusive  license  up  to  the  expiration  of  the  protection 
of  rights  irrespective  of  the  life  of  the  contract.  The 
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protection  right  means  for  patent  rights,  is  that  correct? 
A  Correct. 

Q  Now  the  next  two  sentences  in  paragraph  3 

242  of  Section  5  provide  that  if  Siemens  does  not  want 
to  maintain  the  patent,  that  is,  does  not  wish  to 

keep  paying  the  patent  expenses  or  paying  the  patent 
expenses  initially,  it  can  advise  Mr.  Kroll  and  if,  (there¬ 
upon,  Mr.  Kroll  undertakes  the  expenses  of  maintaining 
the  patent  that  Siemens  shall  retain  a  non-exclnsive  li¬ 
cense  even  beyond  the  terms  of  the  contract,  is  that  cor¬ 
rect?  A  Not  quite.  This  says  nothing  about  Siemens 
not  wanting  to  pay  the  patent  fee  initially. 

THE  COURT :  I  don’t  know  why  you  are  asking  these 
questions,  Mr.  Gordon.  I  can  read  the  contract.  You 
can  and  the  plaintiff  .can  read  it.  I  don’t  know*  why 
you  are  asking  these  questions. 

MR.  GORDON:  I  am  coming  to  something,  Your 
Honor.  I  will  come  to  the  question  immediately. 

BY  MR.  GORDON: 

Q  Will  you  repeat  your  answer?  A  It  aoesn*t  say 
anything,  as  far  as  I  can  see,  about  Siemens  refusing 
to  pay  the  patent  expenses  initially. 

Q  Let  me  read  the  exact  language  then  so  we  *won’t 
be  in  dispute.  A  You  are  reading  from  the  transla¬ 
tion  now,  Mr.  Gordon,  of  course? 

Q  Yes. 

“S  &  H  may,  after  having  previously  advised 

243  Dr.  Kroll  in  due  time,  drop  applications  or  pro¬ 
tection  rights — (patent  rights) — in  accordance  with 

its  own  judgment.  If  Dr.  Kroll  should  thereupon  defray 
the  expenses  and  costs  of  maintaining  its  rights,  then 
S  &  H  shall  retain  in  connection  with  such  protection  a 
non-exclusive  license  beyond  the  term  of  the  contract,  up 
to  the  expiration  of  the  pertinent  protection  rights|”  A 
No  question  about  it. 

Q  The  parties  use  the  word  “retain,”  do  they  not? 
A  Right. 
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Q  That  indicates,  does  it  not,  that  Siemens  had  some¬ 
thing  which  it  is  keeping,  does  it  not  ?  A  Bight. 

Q  Did  I  understand  you  correctly  yesterday  that  you 
would  have  the  Court  read  into  the  third  paragraph  of 
this  contract  which  provides,  in  connection  with  all  the 
aforementioned  patent  and  petty  patent  rights,  S  &  H 
receive  an  exclusive  license  up  to  the  expiration  of  pro¬ 
tection  rights,  et  cetera,  you  would  ask  the  Court  to  read 
into  that  paragraph,  after  the  word  “received”  the  re¬ 
quirement  on  condition  that  the  parties  shall  have  first 
agreed  on  the  measure  of  loyalties  that  Siemens  is  to 
pay  Mr.  Kroll  on  its  own  production.  Is  that  your  testi¬ 
mony?  A  Yes;  that  is  substantially  what  I  said. 
244  Q  Is  there  any  requirement  under  German  law 
to  the  effect  that  a  court  must  look  to  the  matters 
outside  the  contract  to  determine  the  proper  construction 
of  the  particular  words  in  the  contract?  A  No.  The 
contract  is  to  be  interpreted  in  the  first  line  from  its 
own  contents. 

MB.  GOBDON :  No  further  questions. 

*  •  •  • 

THE  COUBT:  I  think  I  will  deny  the  motion 
249  for  two  reasons:  In  the  first  place,  on  such  a 
motion,  even  though  I  am  sitting  without  a  jury, 
I  have  to  give,  for  the  benefit  of  the  motion,  strict  truth 
to  practically  all  of  the  statements  and  implications  that 
may  be  drawn  therefrom.  It  is  not  as  though  it  were 
being  argued  on  the  final  submission  after  all  the  testi¬ 
mony  is  in. 

In  the  second  place,  I  believe  the  Court  of  Appeals 
has  indicated  quite  firmly  that  unless  a  case  is  abso¬ 
lutely  free  from  doubt  all  the  testimony  should  be  taken 
so  the  Court  would  have  the  entire  matter  before  it  so 
that  if  the  court  below  made  a  mistake  in  directing  a 
verdict  or  in  wrongly  deciding  the  motion,  the  case  would 
not  have  to  be  retried. 

Therefore,  I  will  overrule  the  motion. 
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•  •  •  « 

251  M.  Magdalena  Schoch 

I 

was  called  as  a  witness  and,  being  first  duly  sworn,  was 
examined  and  testified  as  follows : 

Direct  Examination 

BY  MR.  GORDON :  | 

Q  Will  yon  please  state  your  full  name?  A  M.  Mag¬ 
dalena  Schoch. 

Q  Where  do  you  presently  reside?  A  My  residence 
is  6817  25th  Street,  North,  Falls  Church,  Virginia. 

Q  Are  you  presently  employed  with  the  Department 
of  Justice?  A  I  am  an  attorney  in  the  Department  of 
Justice. 

Q  You  were  born  and  educated  in  Germany,  were  you 
not?  A  Yes.  I  had  the  usual  elementary  and  High 
school  education,  preparatory  to  the  study  of  law.  I 
studied  law  in  the  University  of  Wurzburg  and  Munich, 
and  after  the  completion  of  a  four-year  course  of  law, 
I  obtained  the  degree  of  Doctor  of  Laws. 

252  Q  Then,  you  are  entitled  to  be  called  Doctor; 
is  that  correct?  A  Yes. 

Q  What  did  you  then  do?  A  I  then  became  research 
assistant  to  Professor  Mendelsohn  Bartholdi  in  the  TjFni- 
versity  of  Hamburg. 

I  organized,  together  with  him,  an  institute  for  inter¬ 
national  and  comparative  law  in  the  University  of  Ham¬ 
burg.  I  was  appointed  lecturer,  and  in  1932  I  was  ap¬ 
pointed  a  member  of  the  law  faculty  of  the  University 
of  Hamburg. 

Q  What  title  did  you  have  there?  A  With  the  tjrtle 
of  Privatdozent,  which  is  approximately  the  equivalent 
of  something  between  an  assistant  professor  and  an  asso¬ 
ciate  professor. 
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Q  And,  to  your  knowledge,  were  you  the  first  woman 
ever  appointed  to  hold  a  faculty  post  in  a  law  university 
in  Germany?  A  I  was  the  first  and  only  woman,  as  far 
as  I  know. 

Q  Did  you  teach  in  the  university?  A  I  taught  vari¬ 
ous  subjects.  I  taught  comparative  law,  conflict  of  laws, 
and  various  fields  of  German  law,  including  the  law  of 
the  civil  code,  including  the  law  of  contracts. 

Q  Did  you  come  to  this  country  in  1934?  A  Yes.  . 
I  first  came  to  this  country  as  a  visitor, 

253  under  a  Rockefeller  Fellowship,  for  research  pur¬ 
poses  in  1935.  Under  the  terms  of  the  fellowship, 

I  returned  to  Germany. 

In  1937  I  resigned  my  position  and  immigrated  to  the 
United  States. 

Q  Will  you  tell  us  briefly  why  you  resigned?  A  I 
resigned  from  my  position  because  I  was  opposed  to  the 
Nazi  regime. 

Q  Then  in  1938  what  did  you  do  in  this  country? 
A  In  1938  I  obtained  a  position  in  Harvard  Law  School 
as  research  associate.  I  organized  and  taught  a  seminar 
of  conflict  of  laws  and  comparative  law,  together  with 
and  under  the  direction  of  Professor  Irwin  N.  Griswold, 
who  is  now  Dean  of  the  Harvard  Law  School. 

Q  Were  you  able  to  keep  abreast  of  developments  in 
German  law  while  you  were  at  Harvard?  A  Oh,  yes. 
Harvard  Law  School  has  an  extensive  and  almost  com¬ 
plete  library  of  German  law,  which  enabled  me  to  follow 
the  developments  of  German  law  and  do  research  on  any 
questions  of  German  law  that  came  up. 

Q  Then  in  1943  I  believe  you  came  to  work  for  the 
Government  in  Washington;  is  that  correct?  A  Yes. 
In  1943  I  was  appointed  a  consultant  in  foreign  law  to 
the  Foreign  Economic  Administration. 

I  later  became  section  chief  in  the  Foreign  Eco- 

254  nomic  Administration,  in  charge  of  questions  of 
German  property;  and  sometime  in  1945  I  was 
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made  acting  division  chief  of  the  Property  Control  divi¬ 
sion.  My  main  work  there  was  concerned  with  questions 
of  German  law  concerning  property  in  Germany. 

Q  In  1946  yon  came  to  work  for  the  Department  of 
Justice?  A  Then  in  1946  I  was  appointed  foreign  law 
consultant  to  the  Department  of  Justice,  the  then  Enemy 
Property  Section  of  the  Claims  Division. 

In  1947  I  passed  the  bar  examination  and  was  admitted 
to  the  bar  of  the  District  of  Columbia,  and  subsequently 
I  was  appointed  attorney  in  the  Office  of  Alien  Property 
of  the  Department  of  Justice,  where  I  am  presently  em¬ 
ployed. 

Q  Have  you  published  any  books  or  articles  on  legal 
subjects  in  the  German  language  and  in  the  American 
language?  A  I  have,  both  in  the  German  language  and 
in  the  English  language. 

Q  Have  you  been  able,  in  your  work  with  the  Depart¬ 
ment  of  Justice,  to  keep  abreast  with  recent  German  iaw? 
A  Yes,  with  the  aid  of  the  collection  of  German  law 
materials  in  the  Library  of  Congress. 

Q  Have  you  previously  testified  as  an  expert  on  Ger¬ 
man  law  in  any  court  of  the  United  States?  &  I 
have,  on  several  occasions.  Among  others  in  this 
255  District  Court,  before  Chief  Judge  Laws. 

Q  That  was  in  this  very  court  room,  wajs  it 
not  ?  A  In  this  very  court  room,  yes. 

BY  THE  COURT : 

Q  In  Germany  do  they  give  the  degree  of  Doctor 
of  Laws  in  course?  A  Pardon  me? 

Q  Is  the  Doctor  of  Laws  a  degree  in  course  or  |s  it 
an  honorary  degree  such  as  we  have  in  this  country? 
A  No ;  it  is  a  degree  which  is  conferred  upon  fulfillment 
of  the  requirements,  which  consist  in  completion  of  the 
course  of  study,  submission  of  a  doctoral  thesis,  land 
an  oral  examination. 

Q  What  are  the  ordinary  degrees  that  the  average 
German  lawyer  gets  upon  his  graduation?  Do  thejf  all 
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become  Doctors  of  Laws?  A  No.  There  is  an  exam¬ 
ination  which  is  called  the  final  examination  and  which 
entitles  the  candidate  to  enter  the  so-called  probationary 
service,  which  later  on  leads  to  the  admission  at  the 
bar  and  to  judicial  office.  That  is  the  final — that  is  the 
state — examination.  It  is  an  examination  held  by  the 
state. 

The  doctoral  examination  is  something  different.  That 
is  an  academic  examination.  That  is  an  academic  degree. 

Q  What  academic  degrees  below  the  dignity  of 

256  Doctor  of  Laws  is  given  in  Germany?  A  There 
is  no  academic  degree  below  that 

Q  You  do  not  have  any  Bachelor  of  Laws  and  Master 
of  Laws?  A  No,  Your  Honor. 

•  •  •  • 

BY  MR.  GORDON: 

Q  I  just  want  to  check  the  translation  of  a  particular 
word.  Mr.  Kroll,  on  his  examination,  said  that  the  word 
“vollmacht”  does  not  mean  power  of  attorney,  but  be¬ 
tween  permission  and  power  of  attorney. 

Now,  Dr.  Schoch,  I  ask  you  to  look  at  the  German  of 
Plaintiffs  Exhibit  No.  9  and  ask  you  how  you 

257  translate  the  word  “vollmacht”  in  that  exhibit 
(handing  a  document  to  the  witness).  A  “Voll- 

macht”  can  only  be  translated  by  “power  of  attorney.” 
It  means  exactly  what  power  of  attorney  means.  That  is 
power  to  do  any  legal  act  on  behalf  of  another  person 
with  binding  effecting  for  that  other  person. 

BY  THE  COURT: 

Q  That  is  a  word  made  up  of  two  German  words,  is 
it  not?  A  Yes.  Literally  translated,  it  means  full 
power. 

Q  “Macht”  means  power  or  right?  A  Yes. 

Q  I  know  very  little  German,  but  I  remember  that 
much.  What  does  the  first  part  of  that  word  mean?  A 
Full;  full  power. 
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BY  MR.  GORDON: 

Q  I  show  you  Plaintiff’s  Exhibit  No.  3- A,  which  is  a 
translation  of  the  German  contract  of  1934,  and  ask, 
Have  you  read  and  studied  that  contract  at  my  re¬ 
quest?  A  Yes,  I  have. 

Q  Now,  under  German  law,  is  that  a  valid  contract  be¬ 
tween  Siemens  &  Halske  and  Mr.  Kroll?  A  Yes,  it  is. 

Q  Now,  assume  that  in  1936  Mr.  Kroll  made  an<i  dis¬ 
closed  the  titanium  invention  which  is  now  in  suit 

258  and  he  disclosed  that  invention  to  Siemens. 

What  rights,  if  any,  would  Siemens  have  in  and 
to  that  invention  on  the  date  of  the  disclosure  to  jit  by 
Mr.  Kroll,  under  German  law,  of  course?  A  On  the  date 
of  the  disclosure  Siemens  &  Halske  would  have  an  exclu¬ 
sive  license  in  the  invention.  Siemens  &  Halske  vould 
have,  furthermore,  the  various  rights  that  are  swelled 
out  in  Section  5  of  the  agreement. 

Q  Well,  what  are  some  of  the  other  rights  they  had? 
Did  they  have  a  right  to  sub-license  others?  A  Yes. 
They  had  a  right  to  take  out  the  patent.  They  have  a 
right  to  sub-license  others.  They  have  a  right  to  drop 
applications.  They  have  a  right  to  a  non-exclusive  li¬ 
cense,  if  Dr.  Kroll  should  take  over  the  expenses  in  an 
application  or  a  patent  which  they  have  abandoned. 

Q  Did  they  need  Dr.  K roll's  consent  to  sub-license 
others,  assuming  that  they  did  not  drop  the  titanium'  pat¬ 
ent  cost  and  Mr.  Kroll  did  not  take  it  upon  himself  to 
pay  those  costs?  A  There  is  nothing  in  Section  5  which 
would  require  Dr.  Kroll ’s  consent. 

Q  And,  on  the  granting  of  a  sub-license,  did  Siemens 
have  any  rights  to  a  share  in  the  proceeds  of  the  royalties 
from  the  sub-license?  A  In  the  last  paragraph  of 

259  Section  5,  the  profits  from  such  sub-licenses  shall 
be  shared  by  the  parties  fifty-fifty,  after  Siemens 

&  Halske  has  deducted  its  expenses  and  costs. 

MR.  CAMPBELL :  If  Your  Honor  please,  this  line 
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of  questioning,  of  course,  merely  goes  to  her  interpreta¬ 
tion  of  the  contract. 

MR.  GORDON :  Well,  I  think  it  goes  to  her  testimony 
that  this  is  a  valid  contract  under  German  law;  and,  as 
I  understand  it,  your  expert  was  testifying  as  to  the 
rights  and  duties  of  the  parties  under  German  law  under 
this  particular  contract,  and  I  am  merely  doing  the  same 
thing. 

THE  COURT:  I  think  that  is  right,  but  I  do  not 
think  that  is  the  right  way  to  proceed.  I  think  the  right 
way  to  proceed  would  have  been  to  ask  her  questions 
based  on  German  law. 

MR.  GORDON :  I  am  going  to  get  to  that,  sir. 

THE  COURT:  All  right.  I  permitted  the  other  side 
to  do  the  same  thing.  I  suppose  I  will  have  to  let  you 
do  it,  too.  I  do  not  think  it  is  the  best  procedure  but 
I  will  permit  the  question,  in  view  of  the  testimony  of 
Dr.  David  and  the  way  that  was  introduced. 

BY  MR.  GORDON: 

Q  Now,  you  have  testified  that  in  1936,  on  the  dis¬ 
closure  by  Kroll  of  the  invention  to  Siemens,  Siemens 
would  have  all  these  rights  under  the  contract. 
260  A  Yes. 

Q  In  that  invention;  is  that  correct?  A  Yes; 
that  is  my  opinion. 

Q  Was  there  any  necessity  under  German  law  for  the 
parties  to  make  a  specific,  new  agreement  covering  this 
titanium  invention  that  Siemens  should  get  the  rights? 
A  No. 

Q  Now,  what  is  the  basis  for  your  opinion  that 
Siemens  got  an  exclusive  license  automatically  on  the  dis¬ 
closure  of  the  titanium  invention  to  it  in  1936  without 
the  necessity  of  making  new  agreements?  A  The  basis 
for  this  opinion  is  the  rule  established  by  the  German 
Supreme  Court  that  the  parties  may  vaJidly  agree  on 
an  assignment  of  future  inventions  or  future  patent 
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rights;  that  under  such  an  agreement  the  rights  of  the 
grantee  come  into  being  automatically.  In  other  words, 
an  inchoate  right  becomes  choate  without  any  further 
action  by  the  parties. 

Q  It  becomes  choate  as  of  what  date?  A  It  becomes 
choate  as  of  the  date  the  object  of  the  agreement  comes 
into  being;  in  this  case  the  invention. 

Q  When  the  invention  is  made?  A  When  the  inven¬ 
tion  is  made. 

Q  What  Supreme  Court  opinion  are  you  re- 
251  f erring  to,  Dr.  Schoch?  A  I  am  referring  to  a 

decision  of  the  German  Supreme  Court  rendered 
in  1932,  which  substantially  modified  the  decision  ren¬ 
dered  in  1911,  on  which  Mr.  David  relied  in  his  !  testi¬ 
mony,  and  which  I  have  taken  into  consideration. 

Q  Will  you  tell  us  about  that  case,  the  facts*  and 
what  the  court  decided?  A  May  I  state — I  had  not 
quite  finished. 

Q  Oh,  I  am  sorry.  A  May  I  state  that  previous  to 
this  decision  in  1932  the  Supreme  Court  had  already  held 
that  such  valid  agreements  can  be  made. 

The  court  had  also  held  that  in  cases  involving  em¬ 
ployee  inventions,  in  cases  involving  an  invention  which 
arise  in  the  course  of  a  contract  for  a  specific  piebe  of 
work. 

In  1932,  the  Supreme  Court,  relying  on  these  previous 
decisions,  laid  down  the  general  principle  that  future  in¬ 
ventions  can  be  assigned  with  automatic  effect — that  is, 
without  the  necessity  of  any  further  acts  of  the  parties. 

The  decision  I  am  referring  to  is  published  in  Vc|lume 
139  of  the  Decisions  of  the  German  Supreme  Court,  \phich 
is  cited  as  R.  G.  Z.,  Volume  139,  page  52. 

Q  And  that  book  is  available  in  the  Library  of  Con¬ 
gress?  A  Yes.  I  borrowed  this  book  from  the  Library 
of  Congress.  I  think  I  have  some  photostatic  cbpies 
262  of  the  decision. 

MR.  GORDON:  Unfortunately,  we  have  not  as 
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yet  had  time  to  make  translations,  but  we  will  certainly 
do  that,  and  Miss  Schoch  can  read  into  the  record  por¬ 
tions  of  the  courts  opinion. 

THE  COURT:  Have  yon  copies  for  the  other  side? 

MR.  GORDON :  Yes  (handing  a  document  to  Mr. 
Campbell). 

BY  MR.  GORDON : 

Q  Will  you  tell  us  something  about  the  facts  in  the 
case  and  the  court’s  decision?  A  The  facts  were  briefly 
the  following:  The  agreement  in  dispute  was  sort  of  a 
consultant  agreement  for  the  purpose  of  inventing  and 
producing  a  specified  sausage  casing.  The  manufacturer 
was  to  provide  the  necessary  equipment  and  machinery 
to  bear  the  cost  of  patenting  and  exploiting.  The  in¬ 
ventor  was  to  receive  a  share  in  the  profits.  The  entire 
rights  in  the  future  patents  were  to  pass  to  the  manu- 
facurer;  but  in  order  to  escape  the  notice  of  the  manu¬ 
facturer’s  business  competitors,  the  patent  was  to  be 
taken  out  in  the  inventor’s  name. 

The  dispute  arose  because  the  inventor  assigned  the 
patent  to  someone  else,  and  the  manufacturer  claimed 
the  invention  as  his  owm  under  the  agreement. 

The  appellate  court  had  held  that  under  the — 

Q  May  I  ask  one  question?  A  Yes,  sir. 

263  Q  Was  that  invention  in  being  at  the  time  the 
agreement  was  made?  A  No;  no. 

Q  You  may  continue.  A  The  appellate  court  had 
held  that  under  this  agreement  the  patent  rights  vested 
immediately  in  the  manufacturer,  and  the  court  uses  this 
language.  The  court  says,  on  page  56 — the  court  con¬ 
firmed  the  appellate  court  decision — 

“In  the  first  place,  the  lower  court  was  correct  in  pro¬ 
ceeding  on  the  assumption  that  an  agreement  is  permis¬ 
sible  and  legally  valid  whereby  a  person  obligates  him¬ 
self  to  make  inventions  for  another  in  a  specially  defined 
field  and  to  apply  for  a  patent  on  any  such  future  inven- 
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tion  with  the  effect  that  the  patent  shall  belong  at  once 
and  without  any  further  acts  to  the  other  as  soon  as  the 
patent  has  been  granted.  This  has  long  been  recognized 
by  the  courts  and  the  writers.” 

The  Supreme  Court  then  goes  on  to  cite  certain  au¬ 
thoritative  writers  and  three  previous  decisions  of  the 
Supreme  Court. 

Q  What  are  those  authoritative  writers?  A  The 
authoritative  writers  to  which  the  court  refers  are  Pietz- 
cher,  Patent  Act  1929,  page  211,  note  40,  subsection  2; 
Seligsohn,  Patent  Act,  Seventh  Edition,  1932,  page 

264  16,  paragraph  3,  note  23;  Burlage  in  a  periodical 
which  is  named  Narkenschutz  und  Wettbewerb, 

Volume  17,  page  40. 

I  would  like  to  add  that  the  author,  Dr.  Burlage,  was 
at  the  time  a  member  of  the  Supreme  Court. 

These  are  the  three  writers  to  which  the  court  refers. 

Q  Will  you  continue  reading  from  the  opinion?  A 
Then  the  opinion  continues: 

“The  contractual  relationship  upon  which  such 
ments  are  based  may  vary  considerably.  It  may 
contract  for  services.  It  may  also  be  a  contract  for 
for  instance,  where  in  the  course  of  the  execution 
order  for  a  specific  piece  of  work  it  appears 
for  the  maker  to  engage  in  some  inventive  activity.” 

Then  the  court  discusses  some  aspects  of  German  law 
which  I  think  are  irrelevant  here,  and  continues  on  page 
57: 

“If  the  parties  agreed  upon  the  legal  result  of  inpne- 
diate  acquisition  of  the  patent  by  plaintiff,  they  were  free 
to  permit,  for  reasons  which  may  have  seemed  expedient, 
the  defendant  to  act  as  the  first  applicant  and  as  paten¬ 
tee  without  being  compelled  thereby  to  abandon  their  in¬ 
tention  that  plaintiff  was  lo  acquire  the  invention  di¬ 
rectly  and  immediately  upon  its  being  granted.” 

265  MR.  GORDON :  I  should  like  to  offer  in  evi¬ 
dence  a  photostatic  copy  of  the  decision— that  is  in 
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German — and  we  shall  snpply  a  translation  thereof  short¬ 
ly.  We  will  have  to  go  back  and  get  a  translation  made. 

I  think  the  most  relevant  features  or  portions  of  the 
opinion  have  been  read  into  evidence. 

ME.  CAMPBELL :  There  is  no  objection. 

THE  COURT:  Will  you  furnish  copies  of  the  trans¬ 
lation? 

MR.  CAMPBELL :  You  are  going  to  furnish  us  copies 
of  the  translation? 

(Decision  of  German  Supreme  Court  was  received  in 
evidence  and  marked  as  Defendant’s  Exhibit  57.) 

BY  MR.  GORDON: 

Q  Do  you  have  any  other  authorities  that  support 
your  view  that  under  German  law  it  is  permissible  to 
enter  into  a  contract  assigning  inventions  which  are  not 
in  being,  with  the  result  that  when  inventions  become  in 
being  they  pass  immediately  to  the  assignee  without  any 
further  act  of  the  parties  being  necessary?  A  There 
is  almost  unanimous  opinion  on  the  part  of  the  writers 
on  patent  law  that  such  can  be  the  effect  of  an  agreement 
of  the  parties. 

Now,  in  addition  to  the  authorities  on  which  the  Su¬ 
preme  Court  in  the  1932  decision  relied,  I  have  consulted 
the  book  by  Kisch,  Handbook  of  German  Patent 
266  Law,  1923,  pages  54  to  55,  and  page  73. 

I  would  like  to  point  out  that  this  author,  on 
page  73,  specifically  mentions  that  such  an  assignment  is 
not  only  valid  and  legal  in  the  case  of  employer-employee 
relationships,  but  in  similar  relationships  as,  for  instance, 
where  an  independent  inventor  obligates  himself  toward 
another  party  to  disclose  inventions  and  where  the  parties 
agree  that  such  inventions  shall  belong  to  the  other  party. 

Q  Suppose  the  agreement  between  the  parties  is  not 
one  of  assignment,  but  one  for  the  granting  of  exclusive 
licenses?  In  your  opinion,  is  the  law  in  Germany  the 
same,  namely,  that  the  parties  can  by  contract  agree  that 
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any  future  inventions  within  a  defined  field  and  a  limited 
time  are  automatically  granted  to  the  other,  in  the  Sense 
of  the  other  having  an  exclusive  license  as  soon  aS  the 
invention  is  made?  A  Yes.  There  is  no  difference  be¬ 
tween  an  assignment  of  the  entire  right  and  title  ifi  the 
patent  and  the  assignment  of  a  part,  and  the  mosj;  im¬ 
portant  part,  of  the  patent,  namely,  the  exclusive  use 
and  exploitation.  The  same  rules  apply  to  the  assign¬ 
ment  of  a  patent  and  to  the  granting  of  an  excljusive 
license. 

Q  Let  me  ask  you.  As  of  the  date  of  the  execution  of 
one  of  these  agreements  for  an  assignment  or  a  grant 
of  licenses  in  future  inventions,  and  assuming  that 
267  the  inventions  have  not  yet  been  made,  what  does 
the  assignee  or  the  licensee  have?  A  The  assignee 
or  the  licensee  has  a  right,  a  right  which  is  undeternjiined 
as  to  its  content  or  extent,  but  which,  as  we  would  say, 
is  inchoate,  but  which  becomes  determined,  definite,  ajt  the 
moment  when  the  invention  exists. 

Q  Now,  is  this  inchoate  right  in  itself  given  protec¬ 
tion  by  the  German  courts  in  this  sense?  Suppose  the 
assignor,  one  day  after  the  execution  of  the  assignment 
of  the  future  invention,  goes  and  makes  a  contract  with 
another  covering  the  same  subject  matter.  Can  the  Origi¬ 
nal  assignee  sue  the  assignor  for  breach  of  contract^  A 
Definitely,  because  he  has  a  right  under  that  contract  to 
the  invention,  as  soon  as  the  invention  exists.  There¬ 
fore,  the  courts  will  protect  his  right  as  of  now. 

Q  Going  back  to  your  development  of  the  authori¬ 
ties  in  support  of  this  proposition  of  German  law,  vfould 
you  continue  giving  us  those  authorities?  A  I  would 
like  further  to  refer  to  Krausse,  Patent  Act,  1931, j  117 
and  123,  in  which  he  confirms  the  rule  which  I  have 
stated  to  be  the  German  law. 

Then  Klauer — who  at  that  time  was  president  of  the 
German  Patent  Office — and  Moehring,  Patent  Act  pub- 
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lished  1937,  and  I  would  like  to  refer  to  their  statement 
on  page  209: 

268  “Even  prior  to  the  filing  of  an  application  the 
right  in  an  invention  or  in  its  most  essential  part, 

the  right  to  obtain  a  patent,  may  be  assigned  without 
formality.  This  applies  also  to  future  inventions  if 
such  inventions  are  sufficiently  defined,  in  particular  with 
regard  to  the  object  of  the  invention.” 

The  authors  there  referred  to  the  decision  of  1911  of 
the  German  Supreme  Court.  Then  they  continued  to  say 
that  the  new  German  Patent  Act  in  1936  has  not  made 
any  change  in  that  rule. 

Furthermore,  the  most  recent  authority  is  a  later  edi¬ 
tion  of  Krausse’s  book  by  some  other  authors,  which  I 
do  not  think  I  need  to  spell  into  the  record — Krausse 
and  two  others — published  in  1944,  where  it  is  stated,  on 
page  85,  that: 

“A  present  assignment  of  future  patents  for  which 
application  has  not  yet  been  filed  is  permissible.  How¬ 
ever,  it  is  necessary  that  the  future  right  is  capable  of 
being  defined  with  sufficient  precision.  For  this  purpose 
it  may  be  sufficient  that  the  object  of  the  invention  is 
clearly  defined.” 

Q  Now,  assume  that  a  German  court  had  before  it  a 
situation  of  this  sort:  A  and  B — A  is  an  independent 
inventor  and  B  is  a  manufacturing  concern — have  been 
collaborating  for  many  years.  In  December  of 

269  1930  they  make  a  contract  which  provides,  in  ef¬ 
fect,  that  the  inventor  will  first  offer  his  inventions 

for  exploitation  by  B  and  that  B  has  the  option  to  take 
it  over,  and  if  it  does,  that  in  that  event  they  will  make 
specific  agreements  covering  the  invention.  The  field  of 
activity  is  defined  in  that  December,  1930  contract. 

The  parties  operate  under  that  contract  until  March 
26,  1934,  with  no  disputes  whatever. 

Three  or  four  specific  inventions  that  come  within  the 


field  of  the  1930  contract  have  been  made  and  specific 
agreements  covering  those  inventions  are  made  by  the 
parties.  There  was  no  dispute  as  to  whether  those  in¬ 
ventions  came  within  the  field  mentioned  in  the  1930 
contract. 

Thereafter,  in  March,  1934,  the  parties  make  an  agree¬ 
ment  which  is  identical  to  the  agreement  which  is  now 
in  suit,  Plaintiff’s  Exhibit  3.  The  field  of  work  specified 
in  the  1934  contract  is  substantially  the  same  as  that 
specified  in  the  December,  1930  contract. 

Operating  under  the  1934  contract,  the  parties  have 
never  had  any  dispute  as  to  whether  an  invention  falls 
within  or  without  the  field.  Operating  under  the  1934 
contract,  the  inventor  A  makes  an  invention  which  he 
acknowledges  comes  within  the  field  of  the  1934  contract 
and  he  discloses  it  to  B,  and  there  is  no  dispute. 

TJnder  those  circumstances,  would  the  courts  say, 
270  using  the  language  you  have  just  quoted  from 
Krausse’s  book,  that  the  object  of  the  invention 
has  been  clearly  defined?  A  I  would  like  to  say  this: 
It  depends  to  some  extent  on  how  the  parties  defined  the 
object  in  the  agreement  of  1930  and  1934,  how  definite 
or  how  clear  the  definition  there  was. 

As  to  that,  the  court  would  have  to  decide  on  the 
basis  of  technical  examination  of  the  definition.  How¬ 
ever,  the  court  would  take  into  consideration  past  prac¬ 
tice  of  the  parties.  In  other  words,  if  the  1934  contract 
covers  the  same  field  as  the  1930  contract,  and  the  same 
field  in  which  the  parties  have  exchanged  experience!  and 
consultation  for  several  years,  I  think  the  court  would, 
in  all  probability,  hold  that  the  object  of  the  invention 
is  sufficiently  defined  by  the  parties. 

Q  Once  the  invention  is  made  and  disclosed  and  the 
narties  act  as  though  it  comes  under  the  field  specified 
in  this  1934  contract,  that  is  a  sufficient  specification,  is 
it  not —  A  Yes. 
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q  — that  this  invention  comes  under  the  field?  A 
Yes. 

MR.  CAMPBELL:  These  questions,  of  course,  are  a 
little  bit  leading. 

THE  COURT:  I  assume  he  is  giving  a  hypothetical 
question. 

271  MR.  GORDON :  I  have  asked  about  a  hypotheti¬ 
cal  A  and  B  and  a  hypothetical — 

THE  COURT:  I  do  not  think  you  want  to  suggest 
the  answer  to  her,  and  I  do  not  think  you  did  in  your 
hypothetical  question.  The  last  question  was  a  little 
leading. 

BY  MR.  GORDON: 

Q  In  my  hypothetical  case  assume  there  might  be  a 
problem  on  whether  on  the  date  of  the  execution  of  the 
1934  contract  the  field  were  defined  sufficiently. 

Does  that  difficulty  disappear  when  A  makes  the  in¬ 
vention  and  offers  it  to  B  and  the  parties  act  as  though 
the  invention  does  come  within  the  field?  A  Yes.  I 
think  that  would  clarify  the  situation  to  the  extent  that 
you  would  not  even  have  to  ask  yourself  whether  in  1934 
the  parties  had  certain  rights,  because  they  agreed  that 
in  1936,  was  vour  hypothetical  question? 

Q  Yes.  A  — this  right  did  come  into  being  and  this 
invention  did  come  under  the  agreement. 

I  do  not  know  whether  I  have  finished  my  answer  to 
your  previous  question. 

Q  Have  you  referred  to  Pietzger  Patentgesetz  as  an 
authority  on  this  general  problem  of  assignment  of  fu* 
ture  inventions?  A  Yes,  among  others. 

272  Q  What  does  he  say?  A  Well,  most  of  these 
others  naturally  discuss  this  question  of  the  defi¬ 
niteness  of  the  invention,  the  definition  of  the  invention. 

Pietzger  in  his  book,  which  came  out  in  1929,  criticized 
the  1911  decision  of  the  Supreme  Court  as  too  narrow. 

I  would  like  to  mention  that  there  the  Supreme  Court 
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had  said  that  you  can  hardly  define  an  invention  Other¬ 
wise  than  by  the  invention  as  it  is  made — hardly.  That 
was  in  1911,  when  this  sort  of  thing — this  question— had 
not  yet  been  thrashed  out  by  the  court  and  the  problem 
was  novel. 

In  1929  Pietzger  says  this  is  certainly  too  narrow, 
and  he  says  it  must  be  sufficient  if  the  problem  tb  be 
solved  is  defined;  but  even  that  is  not  required,  he  goes 
on,  as  has  been  recognized  in  the  several  decision^  up¬ 
holding  contractual  clauses  assigning  future  inventions 
of  employees. 

In  other  words,  he  says,  in  the  case  of  employee  in¬ 
ventions  the  definition  is  usually  merely  that  withiii  the 
field  of  the  employer's  activities  or  business,  and  so  on. 

He  said  there  you  do  not  even  have  to  have  more  than 
this  very  general  definition.  The  Supreme  Court,  in  the 
1932  decision,  said  an  invention  in  a  specially  defined 
field. 

273  Q  What  does  Pietzger  say,  or  does  he  say  any¬ 
thing,  on  the  matter  of  construction  of  these  con¬ 
tracts  of  future  assignment?  A  Pietzger,  on  page  341  in 
this  context,  states — 

Q  No;  I  am  asking  about  the  construction  of  whether 
the  parties  intended  to  make  an  agreement  to  assign  or 
they  intended  an  automatic  assignment.  A  Yes. 

Q  That  is  my  question.  A  I  have  a  passage  here, 
the  last  paragraph  on  page  341.  Pietzger  says : 

“In  all  doubtful  cases  it  must  be  assumed  that  the 
parties  agreed  on  the  automatic  transfer,  not  on  an  Obli¬ 
gation  to  transfer  or  assign  in  the  future.” 

Q  Is  that  confirmed  by  Seligsohn?  A  That  is  also 
confirmed  by  Seligsohn  on — I  have  to  consult  my  note^  on 
that — page  106,  which  is  the  page  to  which  the  Supreme 
Court,  in  its  1932  decision,  referred,  which  says: 

“In  case  of  doubt,  immediate  acquisition  will  be  as¬ 
sumed,  for  this  alone  satisfies  the  needs  of  business  in- 
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tercourse” — by  “immediate  acquisition ’ ’  meaning  the  au¬ 
tomatic  rising  of  the  rights  in  the  invention. 

I  might  also  refer  to  Seligsohn  on  page  192,  where 
he  says: 

274  “An  exact  definition  of  the  technical  problem  to 
be  solved  must  be  sufficient.” 

BY  THE  COURT: 

Q  Doctor,  are  there  several  editions  of  these  works? 
A  No.  Where  there  are  I  nave  referred  to  them. 

MR.  HEINZ  DAVID:  Seligsohn? 

THE  WITNESS:  Seligsohn.  I  think  it  is  1932. 

THE  COURT:  The  reason  I  asked  was  so  the  other 
side  might  have  an  opportunity  to  check  them.  It  might 
be  difficult  otherwise. 

THE  WITNESS :  I  have  given  the  year  of  every 
work  to  which  I  have  referred. 

THE  COURT:  Very  well. 

THE  WITNESS:  There  are  other  authorities  on  this 
question;  for  instance,  Kisch,  in  his  handbook  1923,  page 
54  to  55,  where  he  says : 

“An  assignment  is  valid  only  if  the  invention  to  which 
it  refers  is  already  in  existence  or  is  at  least  sufficiently 
specified,  as,  for  instance,  by  the  definition  of  the  prob¬ 
lem  to  be  solved  or  by  existing  preliminary  work.” 

BY  MR.  GORDON: 

Q  Now,  you  have  testified  that  this  contract,  Plain¬ 
tiffs  Exhibit  3,  is  a  valid  contract  under  German 

275  law,  have  you  not?  A  Yes. 

Q  In  reaching  that  opinion,  have  you  consulted 
paragraph  4  of  Section  5  of  the  agreement,  and  I  show 
you  that  paragraph  (handing  a  document  to  the  wit¬ 
ness)  ?  A  Yes,  I  have.  Paragraph  4  is  the  clause  which 
provides  that  the  amount  of  the  royalties  to  be  paid  by 
Siemens  to  Dr.  Kroll  to  be  computed  depending  on  the 
importance  of  the  invention,  and  in  the  case  of  joint 
inventions  on  the  basis  of  the  share  contributed  by  Dr. 


Kroll  to  the  invention,  and  then  provision  for  arbitration 
and  court  decision  under  Section  9. 

Q  From  your  knowledge  of  G-erman  law,  would  a  Ger¬ 
man  court  hold  that  this  contract,  because  of  that  provi¬ 
sion,  was  too  indefinite  to  be  a  valid  contract?  A  !  No. 

Q  What  is  the  basis  for  your  opinion?  A  The  liases 
for  my  opinion  are  a  number  of  decisions  of  the  Supreme 
Court  in  which  it  was  held  that  the  parties  may  enter  into 
a  binding  contract,  leaving  open  certain  terms  to  future 
agreement. 

Q  Will  you  read  from  those  decisions  and  tell  us  yhat 
those  decisions  are?  A  Yes.  There  is  a  survey  of,  the 
decisions  in  the  commentary  on  the  German  Civil  Code 
on  which  Mr.  David  relied  in  his  testimony,  of  wjhich 
I  have  a  1928  edition  here  before  me  out  of  |  our 
276  library. 

Q  That  other  edition  was  1922?  A  He  had 
the  1922  edition;  and  here,  on  pages  254  and  255,  is  a 
discussion  of  this  problem  and  a  survey  of  the  decisions, 
most  of  them  or  all  of  them  decisions  rendered  by  the 
Supreme  Court. 

Q  Do  you  know  of  a  decision  by  the  Supreme  Cdurt 
in  January,  1914,  relating  to  this  problem?  A  Y^s. 

Q  Would  you  tell  us  what  the  facts  were  in  that  case 
and  what  the  court  held?  A  This  is  a  decision  of  Janu¬ 
ary  23,  1914,  published  in  a  compilation  called  Warneyer, 
Volume  7,  No.  325.  It  was  held  there  that : 

“Where  the  parties  have  left  a  particular  point  to  be 
agreed  upon  in  the  future,  the  rule  of  Section  1541  of 
the  Civil  Code” — which  I  will  expound  in  a  momept — 
“applies  only  in  case  of  donbt.  Under  the  facts  of  the 
individual  case,  the  parties  may  have  intended  that  the 
contract  should  be  considered  binding  even  in  the  absence 
of  an  agreement  on  a  particular  reserved  point.  ” 

There  is  a  previous  decision  of  1910  published  like- 
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wise  in  Warneyer  1910,  No.  413,  where  the  Supreme 
Court  said : 

277  “It  is  possible  and  legally  permissible  for  the 
parties  to  enter  into  a  binding  contract  with  re¬ 
gard  to  certain  specific  points  while  reserving  future 
agreement  on  other  points  contemplated.  Whether  or 
not  this  is  the  case  is  a  question  of  fact. 99 

•  •  *  • 

278  Q  Dr.  Schoch,  I  believe,  in  your  previous  testi¬ 
mony,  you  mentioned  Section  154  of  the  German 

Civil  Code.  Would  you  please  explain  what  that  provides 
and  what  it  means?  A  Section  154  really  states  an  ob¬ 
vious  general  principle  that,  in  order  to  have  a  contract, 
you  have  to  have  a  meeting  of  the  minds  of  the  parties. 
If  there  was  no  meeting  of  the  minds  of  the  parties  on 
essential  points  of  the  contract  then,  in  case  of  doubt, 
there  is  no  contract. 

The  Civil  Code  expresses  this  in  the  following  way: 
“As  long  as  the  parties  have  not  reached  an  agreement 
on  all  points  of  the  contract  on  which,  according  to  the 
statement  of  one  party  only  an  agreement  was  to  be 
made,  in  case  of  doubt  the  contract  is  considered  not  to 
have  come  into  being,  or  not  to  have  been  concluded.” 
And  the  second  sentence  says: 

279  “The  understanding  on  individual  points  is  not 
binding  even  if  a  memorandum  has  been  drafted 

on  these  points.” 

Q  Under  that  section,  is  it  possible  for  the  parties 
to  make  a  valid  contract  under  German  law  in  which 
they  agree  in  the  contract  that  we  wish  to  define  several 
things  in  this  contract  right  here  and  now,  but  we  wish 
to  leave  for  a  future  determination  other  things  to  be 
covered  by  the  contract?  A  Yes.  It  has  been  so  held 
by  the  Supreme  Court  in  a  number  of  cases. 

For  instance,  in  one  case  the  parties  purported  to 
conclude  a  lease  contract  agreeing  that  they  would  de- 


219 


termine  the  amount  of  the  rent  by  subsequent  agreement. 
The  court  held  that  a  binding  lease  contract  had  borne 
into  being.  There  was  a  meeting  of  the  minds  as  regjards 
the  determination  of  this  one  point. 

This  is  the  decision  I  have  referred  to  in  my  previous 
testimony,  1914,  Wameyer,  Volume  7,  No.  325. 

Q  Do  you  have  any  other  authorities  on  the  proposi¬ 
tion  that  even  though  the  parties  leave  open  a  particular 
thing  in  a  contract,  the  contract  nevertheless  can  be  valid? 
A  I  would  like  to  refer  to  just  two  typical  cases. 

For  instance,  the  decision  of  May  17,  1909,  published 
in'  Volume  53  of  Gruchot,  page  828,  where  the  patties 
had  made  a  loan  contract  in  which  the  amount  of 
280  the  loan,  in  terms  of  dollars  and  cents,  was  not 
definitely  fixed.  The  court  there  held  that  the 
amount  was  determinable  because  the  parties  had  agreed 
that  the  defendant  was  to  loan  the  plaintiff  the  sum 
necessary  to  pay  back  certain  mortgages.  The  amount  of 
the  mortgages  at  the  time  was  not  defined  but  the  maxi¬ 
mum  amount  of  the  mortgages  was  known. 

The  court  held  that  a  binding  contract  had  been  bon- 
cluded. 

A  case  in  which  the  parties  stipulated  that  the  j}rice 
was  to  be  determined  by  the  seller  in  accordance  witl^  an 
estimate  of  an  expert.  In  this  case  again  the  cqurt 
held  that  a  binding  contract  had  come  into  being. 

Q  What  is  the  citation  of  that?  A  That  is  a  deci¬ 
sion  of  the  Supreme  Court  of  May  27,  1924,  published  in 
Warneyer,  1924,  No.  155. 

The  court  further  upheld  sales  contracts  in  which  the 
time  of  delivery  had  been  left  open  to  be  determined  by 
the  buyer;  13th  of  March,  1917,  published  in  Volume  27, 
R.G.  Z.,  page  90.  j 

Q  That  is  the  decision  of  the  German  Supreme  Coiirt? 
A  Yes.  All  the  decisions  I  have  referred  to  so  far  are 
Supreme  Court  decisions. 
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Another  case  concerned  a  sales  contract  in  which  the 
prices  were  left  open;  14th  of  February,  1922,  published 
in  Volume  103,  R.  G.  Z.,  page  414,  where  the  Court 

281  said,  and  I  would  like  to  read  this  language: 

“The  lack  of  a  definite  agreement  on  prices  does 
not  in  the  least  affect  the  binding  force  of  the  contract.” 

Similar  cases  also  referred  to  situations  where  the 
prices  were  left  open  were  decided  in  Volume  115,  R.  G. 
Z.,  page  104;  Volume  104,  R.  G.  Z.,  page  306. 

Q  Have  you  referred  to  and  studied  a  case  decided 
by  the  German  Supreme  Court  on  January  28,  1914? 
A  Yes.  That  is  another  case  which  illustrates  the  way 
in  which  the  Supreme  Court  has  applied  this  provision 
of  the  code;  January  28,  1914.  The  citation  is  Volume 
14,  Markenschutz  und  Wettberwerb,  page  9. 

This  was  a  case  which  involved  an  invention.  Plain¬ 
tiffs  filed  an  application  for  a  German  patent.  After  fil¬ 
ing,  they  granted  an  exclusive  license  to  a  manufacturer 
to  manufacture  and  sell  the  machine  on  a  royalty  basis 
of  8  percent.  The  application  was  rejected  by  the  Ger¬ 
man  Patent  Office.  Plaintiffs  merely  obtained  a  utility 
model. 

Q  That  is  a  lesser —  A  That  is  a  lesser  right ; 
merely  a  protection  on  the  model  itself.  It  is  less  than 
a  patent  right. 

At  the  time  that  the  parties  were  notified  of  the  re¬ 
jection  of  the  patent  the  defendant,  the  manufacturer, 
had  already  made  and  sold  a  certain  number  of 

282  machines  and  the  manufacturer  continued  to  manu¬ 
facture  and  sell  the  machines.  He  made  certain 

payments  to  the  account  of  the  plaintiff  of  royalties. 

This  conduct  of  the  parties  continued  several  years. 
Then  plaintiffs  demanded  the  payment  of  an  8  percent 
royalty  under  the  agreement.  Defendant  refused  and 
plaintiffs  thereupon  terminated  the  contract. 

The  court  was  here  faced  with  a  situation  where  the 
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parties  had  agreed  on  the  amount  of  royalties  under  a 
patent.  The  patent  was  not  granted.  The  court  said  this 
agreement  was  made  with  a  view  to  obtaining  the  patent. 
Since  the  patent  was  not  obtained,  the  contract  was  ter¬ 
minated  except  for  the  conduct  of  the  parties. 

The  court  continued  that,  by  their  own  conduct,  the 
parties  had  continued  the  license  agreement  The  Court 
said  that  naturally,  the  licensee  could  not  expect  as  high 
a  percentage  of  royalties  as  was  agreed  upon  in  case 
the  patent  was  granted  but  the  fact  that  the  amount  of 
royalties  to  which  he  was  entitled  was  not  determined  by 
the  parties,  did  not  defeat  the  conclusion  of  this  tacit 
license  agreement  and  the  court  determined  that  a  proper 
reasonable  royalty  fee  would  be  4  percent  under  the  cir¬ 
cumstances. 

The  court  said  expressly  that  the  fact  that  the  parties 
had  not  agreed  on  what  the  royalties  should  be  under 
this  situation  did  not  prevent  the  existence  Cf  a 
283  valid  contract  between  them  and  that,  in  case  They 
couldn’t  agree,  it  was  up  to  the  court  to  determine 
such  royalties. 

Q  And  the  court  would  determine  that  on  what  basis? 
A  On  the  basis  of  what  would  be  reasonable  under  the 
circumstances,  reasonable,  that  is,  in  view  of  the  agree¬ 
ment,  in  view  of  the  practice  of  the  parties  and  their 
conduct,  probable  general  business  practices  and  other 
equitable  considerations. 

Q  And  those  criteria  applied  by  the  court,  are  they 
specifically  provided  for  in  the  German  code?  A  The 
German  code  provides  expressly  for  two  situations.  The 
German  code  provides  for  a  case  where  the  parties  agree 
that  one  of  them  shall  deteimine  a  specific  term  of  the 
contract,  let’s  say  a  price  consideration  or  some  other 
term  of  the  contract.  That  is  Section  315  of  the  Civil 
Code  and  the  Code  provides  the  yardstick  of  reasonable¬ 
ness  or  equitable  considerations  which,  generally  in  Ger- 
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man  law,  means  that  all  of  the  circumstances  surround¬ 
ing  the  case  are  taken  into  consideration  and  a  reason¬ 
able  determination  must  be  made  by  the  parties. 

THE  COURT:  That  case  you  cited  last,  Doctor,  how¬ 
ever,  was  the  case  where  they  had  proceeded  under  a 
contract  rather  than  where  a  contract  had  not  actually 
been  proceeded  with,  isn’t  that  so? 

THE  WITNESS:  They  had  proceeded  under  a  con¬ 
tract. 

284  THE  COURT:  Therefore,  there  was  an  auto¬ 
matic — 

THE  WITNESS:  Tacit, — the  court  construed  it  as  a 
tacit,  let’s  say,  adaptation  of  the  original  contract  to 
the  situation  where  no  patent  was  granted. 

THE  COURT :  That  was  the  case,  though,  where 
they  actually  had  made  use  of  this  model? 

THE  WITNESS :  Yes,  they  had. 

THE  COURT :  Do  you  think  this  is  of  particular 
application  to  the  contract  here? 

THE  WITNESS:  Well,  not  to  the  contract  here  but 
I  think  it  is  a  particular  illustration  of  the  principle 
that  it  is  not  necessary  to  agree  on  specific  royalties  in 
order  to  have  a  license  agreement. 

THE  COURT:  That  was  decided  on  what  we  call 
here  in  America  the  quantum  meruit  basis;  as  much  as 
the  use  of  the  thing  was  reasonably  worth. 

THE  WITNESS:  Yes. 

THE  COURT:  Or  quantum  value  would  probably  be 
better. 

BY  MR.  GORDON: 

Q  In  view  of  His  Honor’s  question,  let  me  ask  you 
this:  Is  there  anything  in  this  contract  of  March,  1934, 
Plaintiff’s  Exhibit  3,  to  the  effect  that  Siemens  is  obli¬ 
gated  to  manufacture  titanium  by  this  process?  A  No, 
there  is  nothing  in  the  contract  to  that  effect. 
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Q  Under  the  contract,  Siemens  could  snblicense 

285  other  people  to  use  the  invention,  is  that  so?  A 
Yes — would  you  mind  showing  me  the  contract? 

Q  Section  5  of  the  contract.  A  Yes;  the  sublicens- 
ing  part  is  provided  in  Section  6  of  the  contract;  j right? 

Q  You  don’t  mean  Section  6 — A  I  mean  paragraph. 

Q  Paragraph  6  of  Section  5?  A  Yes,  of  Section  5. 

Q  In  your  opinion,  would  a  German  court,  construing 
this  contract,  hold  that  Siemens  would  first  have  to 
manufacture  itself  and  make  an  agreement  as  to  royal¬ 
ties  itself  for  its  own  production  with  Mr.  Kroll  before 
it  could  undertake  sublicenses  with  others?  A  No.  In 
order  to  do  so,  the  Court  would  have  to  read  a  number 
of  things  into  the  contract  which  is,  I  think,  perfectly 
clear  on  the  face  of  it  in  its  express  terms. 

Q  I  refer  you  to  the  provision  of  Section  5  <j)f  the 
contract  that  where  Siemens  does  not  pay  the  patent 
expenses  and  Mr.  Kroll  thereupon  takes  it  upon  himself 
to  pay  them,  that  Siemens,  in  that  event,  shall  retain  a 
non-exclusive  license  with  a  right  to  sub-license.  Do  you 
think  that  would  help  the  court — I  mean  what  Signifi¬ 
cance  do  you  attribute  to  that  section  if  this  contract 
were  being  construed  by  a  German  court?  i  A  I 

286  think  the  section  is  predicated  on  the  assumption  . 
that  Siemens  &  Halske  have  certain  rights,  namely, 

an  exclusive  license  under  the  terms  of  the  contract.  If 
certain  contingencies  happen,  that  is,  if  Siemens  i  aban¬ 
dons  the  maintenance  of  the  patent  and  so  on,  it  retains 
a  lesser  right.  It  retains  part  of  what  it  already  has. 
That  is  the  only  meaning  you  can  attribute  to  the  word 
“retain”  or  the  German  equivalent  of  it. 

Q  Now,  assume  that  A  is  an  independent  inventor 
and  he  makes  a  contract  with  B  in  precisely  the  same 
terms  as  this  contract,  Plaintiff's  Exhibit  3,  which  is  in 
evidence.  Assume  further,  for  the  purpose  of  this  ques¬ 
tion,  that  that  contract  at  the  date  of  execution  created 


224 


merely  an  obligation  on  the  part  of  A  to  assign  rights 
in  future  inventions.  Assume  that  A,  during  the  life  of 
the  contract,  makes  an  invention  falling  witbin  the  field 
of  the  contract.  Assume  now  that  A  refuses  to  assign 
the  rights  as  specified  in  the  contract  to  B.  Could  B  go 
to  a  German  court  and  get  specific  performance  of  A\s 
obligation  to  assign!  A  Yes;  because  B  has  the  right 
to  have  these  rights  assigned  to  him. 

Q  There  was  some  question  raised  in  my  cross-exam¬ 
ination  of  Mr.  David  as  to  whether  specific  performance 
is  a  normal  method  of  granting  relief  under  German  law. 
My  question  to  you  is  whether  that  is  a  normal 

287  method  of  relief?  A  Yes,  that  is  correct.  The 
entire  German  law  of  contracts  and  obligations  is 

geared  to  the  notion  of  specific  performance  rather  than 
for  damages  for  breach  of  contract.  Damages  for  breach 
of  contract  is  a  secondary  remedy,  so  to  speak. 

Q  So,  if  A  contracts  to  sell  a  non-unique  chattel  to 
B  in  Germany  and  then  A  refuses  to  deliver  title  to  B, 
I  take  it,  from  your  answer,  that  a  German  court  would 
grant  B  the  right  to  get  the  chattel  rather  than  damages? 
A  Yes. 

Q  Going  back  to  my  hypothetical  case  of  an  agree¬ 
ment  which  creates  only  an  obligation  to  assign,  can  the 
German  court  look  to  the  conduct  of  the  parties  to  as¬ 
certain  whether  that  obligation  has  been  fulfilled?  A 
Yes,  in  order  to  determine  that  question  the  German 
courts,  as  a  rule,  look  to  the  entire  conduct  of  the  parties. 

Q  I  am  assuming  that  no  specific  assignment  was 
made  of  the  invention.  A  Yes. 

Q  But  the  court  can,  nevertheless,  look  to  the  con¬ 
duct  of  the  parties  to  see  whether,  in  fact,  the  assignor 
has  assigned?  A  Definitely.  The  last  case  which  I  dis¬ 
cussed  concerning  the  application  for  a  patent  which 
was  rejected  is  an  illustration.  The  court  looked  to 

288  the  entire  subsequent  conduct  of  the  parties  to  find 
that  a  tacit  license  agreement  had  been  concluded. 
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Q  In  my  illustration  of  a  German  conrt  granting  spe¬ 
cific  performance  of  this  hypothetical  contract  to  Assign 
an  invention  and  the  patents  thereon,  suppose  the  con¬ 
tract  provided  that  the  assignees  were  to  have  a  right 
in  the  invention  for  the  life  of  the  patents  to  be  issued 
thereon  irrespective  of  the  life  of  the  contract.  Suppose 
the  invention  was  made  and  disclosed  in  1936  and  the 
contract  was  terminated  as  of  December  of  1938.  "Would 
a  German  court,  in  1939,  grant  B,  my  hypothetical  as¬ 
signee,  specific  performance  of  the  obligation  to  Assign 
to  him?  A  The  answer  is  yes  because,  as  soon  as  the 
invention  was  made,  under  your  hypothesis  B  tiad  a 
right  to  have  the  exclusive  license  granted  to  him.  This 
right  was  independent  of  the  life  of  the  contract.  It 
arose  when  the  invention  was  made  and  it  continued  in 
existence.  It  was  not  affected  by  a  subsequent  termina¬ 
tion  of  the  contract  of  the  parties. 

Q  Assume  that  A  is  an  independent  inventor  and  he 
makes  precisely  the  same  contract  as  is  now  in  evidence 
as  Plaintiff’s  Exhibit  3  with  B,  a  manufacturing 'Concern. 
Assume  that  A,  in  1936,  makes  and  discloses  to  B  an 
invention  which  falls  within  the  field  specified  iin  the 
contract. 

In  my  hypothetical  contract,  either  A  or  ^  have 
289  the  option  to  terminate  that  contract  at  the  end 
of  1935  on  filing  six  months  notice — I  refer  to  Sec¬ 
tion  8  of  Plaintiff’s  Exhibit  3 — and  assume  that  thb  con¬ 
tract  further  provides,  as  does  this  contract,  Plaintiff’s 
Exhibit  3,  that  if  not  terminated  in  1935  the  contract  is 
automatically  renewed  for  periods  of  one  year  each  with 
the  right  in  either  party  to  terminate  on  six  months 
notice.  Now,  assume  that  the  parties  did  not  tenkinate 
until  December  31,  1938,  and  you  have  in  mind  niiy  as¬ 
sumption  that  the  invention  was  made  in  Augrlst  of 
1936?  A  Yes. 

Q  On  that  assumption,  would  a  German  court!  hold 
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that  the  parties,  by  failing  to  terminate  as  of  January 
1,  1937,  had  elected  to  continue  the  contract  for  another 
year!  A  Yes. 

Q  And  would  the  court  make  the  same  assumption 
when  the  parties  had  failed  to  terminate  as  of  December 
31,  1937?  A  Yes.  That  was  an  automatic  continuation 
of  the  contract  or  renewal  of  the  contract. 

Q  Would  a  German  court  then  say  that  as  of  Janu¬ 
ary  1,  1937,  the  parties  were  contracting  with  reference 
to  a  specific  invention  that  had  been  in  being  since 
August  of  1936?  A  At  the  end  of  December,  1936,  the 
invention  was  in  being.  The  parties  agreed  to  re- 
290  new  or  extend  their  contract  Then  the  conclusion 
is  that  they  contracted  with  regard  to  this  inven¬ 
tion  which  was  an  existing  invention. 

Q  And  they  did  the  same  thing  on  January  1,  1938? 
A  Yes. 

MB.  GORDON:  No  further  questions. 

MR.  CAMPBELL:  Could  we  recess  for  just  a  few 
minutes,  if  Your  Honor  please? 

THE  COURT:  I  will  sit  right  here.  You  may  con¬ 
fer  among  yourselves. 

Cross  Examination 
BY  MR.  CAMPBELL: 

Q  I  only  have  just  one  or  two  questions,  if  I  may. 

Referring  to  this  Exhibit  57  and  Exhibit  57-A  of 
defendant,  you  have  called  our  attention  to  a  decision 
which,  I  believe,  is  of  the  Supreme  Court,  is  it,  of  Ger¬ 
many?  A  The  exhibit  is  the  decision  of  the  Supreme 
Court  of  1932,  is  that  right? 

Q  Yes.  A  Yes. 

Q  In  this  decision,  in  paragraph  3,  doesn’t  it  provide 
for  a  definite  royalty  percentage?  A  I  am  not  quite  sure 
what  vour  question  refers  to. 


The  agreement  which  was  in  dispute  in  this  case,  which 
was  decided  by  the  Supreme  Court  in  1932,  in  that  agree¬ 
ment  there  was  a  percentage  of  royalties  fixed  at  V/2 
percent. 

291  Q  'A  definite  royalty  A  Yes. 

Q  In  case  Siemens  &  Halske  asked  for  specific 
performance  under  this  contract,  this  1934  contract, 
wouldn’t  they  be  bound  also  to  carry  out  their  end  of 
the  contract?  A  Yes.  If  they  had  not  performed  their 
contract,  Mr.  Kroll  would  have  a  defense. 

MR.  CAMPBELL:  That  is  all. 

THE  COURT:  Let  me  ask  you  this  question.  In  this 
contract  which  provided  that  if  agreement  is  not  reaihed 
between  the  parties  it  was  to  be  submitted  to  arbitration 
or,  failing  that,  to  the  court  for  determination,  is  that 
such  a  vague  and  indefinite  matter  as  to  vitiate  the  con¬ 
tract  in  your  understanding  of  German  law? 

THE  WITNESS:  No.  On  the  contrary,  it  provides 
for  a  means  of  determining  the  royalty  and,  in  addition, 
it  provides  a  yardstick  by  saying  that  the  royalties  shall 
be  fixed  in  accordance  with  the  importance  of  the  inden¬ 
tion.  That,  under  the  decisions  of  the  Supreme  Cdurt, 
is  definitely  not  too  vague. 

THE  COURT:  Then  you  disagree  on  that  point  with 
Dr.  David? 

THE  WITNESS :  Definitely,  yes. 

THE  COURT:  Does  the  German  law  have  a  maSHm 
similar  to  ours  which  is,  “That  is  certain  which 

292  can  be  made  certain”?  Would  that  maxim  apply 
to  a  situation  such  as  this? 

THE  WITNESS:  Yes,  I  think  it  would.  The  (ger¬ 
man  Supreme  Court  used  the  phrase  that  the  master 
must  be  determinable  or  the  parties  must  have  provided 
ways  and  means  to  determine. 

THE  COURT:  Is  there  anything  further,  Mr.  Camp¬ 
bell? 
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MR.  CAMPBELL:  No  further  questions. 

MR.  GORDON :  No  further  questions. 

MR.  CAMPBELL:  I  do  want  to  have  put  in  the 
record,  however,  the  citations  which  this  witness  has 
relied  on  on  that  we  may  have  them  before  us  because 
it  is  not  material  that  we  could  get. 

THE  COURT:  I  think  that  is  only  fair  and  I  assume 
Mr.  Gordon  would  have  no  objection. 

MR.  GORDON:  All  right.  I  will  be  glad  to  do  that 
because  we  will  have  to  photostat  all  of  those  and  make 
the  translations. 

THE  COURT :  Very  well. 

You  may  step  down. 

(Witness  excused.) 

MR.  GORDON :  I  will  call  Mr.  Frankel. 

Thereupon — 

Eric  Daniel  Frankel 

was  called  as  a  witness  by  the  defendant  and,  being  first 
duly  sworn,  was  examined  and  testified  as  follows: 

293  Direct  Examination 

BY  MR.  GORDON: 

Q  What  is  your  full  name,  Mr.  Frankel?  A  Eric 
Daniel  Frankel. 

Q  Where  do  you  reside?  A  405  Argyle  Drive,  Alex¬ 
andria,  Virginia. 

Q  Are  you  presently  employed?  A  I  am  self-em¬ 
ployed. 

Q  What  is  your  occupation?  A  Patent  agent. 

Q  You  were  born  in  Germany  and  educated  there? 
A  Yes. 

Q  Will  you  tell  us  something  about  your  education 
and  experience  in  Germany?  A  I  was  educated  in  the 
public  schools  and  graduated  in  1917.  Subsequently,  I 
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attended  Technical  Universities  in  Berlin  and  in  Karls¬ 
ruhe  and  graduated  from  Karlruhe  in  1923. 

I  was  employed  with  the  A.  E.  G.  in  Berlin  and,  from 
1923  to  1933— 

Q  Would  you  explain  what  1  ‘A.  E.  G.”  is?  A  A. 
E.  G.  is  the  German  General  Electric  and  I  worked  first 
from  1923  to  1929  in  various  engineering  divisions  of 
.  this  concern. 

In  1929,  I  was  transferred  to  the  patent  section 

294  of  the  same  concern.  I  was  engaged  with  the  com¬ 
pany  up  to  1933. 

Q  What  did  you  do  after  that?  A  In  1933,  I  opened 
my  own  office  in  Berlin  and  shortly  thereafter  I  had  to 
close  the  office  because  of  the  Hitler  laws  which  mac^e  it 
impossible  for  Jews  to  practice  law  or  patent  law. 

Q  From  1929  to  1933,  you  say  you  worked  in  the 
patent  division  of  A.  E.  G.  ?  A  Yes,  sir. 

Q  In  what  capacity?  A  I  prepared  patent  applica¬ 
tions,  trade-mark  applications,  utility  model  applications; 
prosecuted  them  in  Germany  and  also  in  other  countries. 

Q  Were  you  a  member  of  the  German  Patent  Bar? 
A  I  qualified  as  patent  attorney  in  1931  and  was  ad¬ 
mitted  to  the  Patent  Bar  in  Germany. 

I  also  worked  during  that  time  on  license  agreements 
and  appeared  as  assistant  in  court  and  did  all  kind^  of 
work  connected  with  the  patent  department  of  a  large 
industrial  concern. 

Q  That  was  A.  E.  G.  ?  A  A.  E.  G. 

MR.  GORDON:  I  have  no  further  questions  on  quali¬ 
fications. 

THE  COURT:  He  might  tell  us  what  he  has 

295  done  since  he  came  to  this  country. 

BY  MR.  GORDON: 

Q  Will  you  tell  us  that?  A  I  came  to  this  country 
in  1937  and  immediately  took  up  patent  work. 

I  qualified  as  a  patent  agent  and  passed  the  pafjent 
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examination  in  1940.  I  was  admitted  to  practice  before 
the  United  States  Patent  Office. 

I  continued  in  my  own  office  np  to  1943.  From  1943 
to  1945,  I  was  employed  with  the  Alien  Property  Custo¬ 
dian,  Patent  Administration,  Prosecution  Section. 

In  1945,  I  opened  again  my  own  office  and  am  prac¬ 
ticing  patent  law  since  then. 

THE  COURT:  Were  you  admitted  to  the  Bar  in 
Germany? 

THE  WITNESS :  No ;  only  to  the  Patent  Bar. 

THE  COURT:  And  in  this  country  also? 

THE  WITNESS:  The  same  thing. 

(A  short  recess.) 

BY  MR.  GORDON: 

Q  Mr.  Frankel,  I  show  you  Plaintiff’s  Exhibit  3  which 
is  the  contract  of  March  26,  1934,  entered  into  between 
Siemens  and  Kroll  and  ask  have  you  studied  and  exam¬ 
ined  that  at  my  request?  A  Yes,  I  have. 

Q  In  your  opinion,  is  this  a  valid  contract 
296  under  German  law? 

MR.  CAMPBELL:  If  Your  Honor  please,  inas¬ 
much  as  Mr.  Frankel  is  not  a  lawyer,  a  mere  patent 
solicitor,  I  would  object  to  his  passing  on  law  questions. 

MR.  GORDON:  If  Your  Honor  please,  I  think  his 
practical  experience  and  knowledge  of  German  patent 
law  in  dealing  with  this  type  of  contract  in  the  courts 
and  his  work  for  A.  E.  G.  qualifies  him.  As  I  under¬ 
stand  the  law,  you  don’t  need  to  be  a  member  of  the 
Bar  of  a  foreign  country  to  testify  to  the  foreign  law. 

THE  COURT:  I  will  sustain  the  objection. 

BY  MR.  GORDON: 

Q  In  the  course  of  your  work  for  A.  E.  G.,  did  you 
have  occasion  to  examine  contracts  similar  to  Plaintiff’s 
Exhibit  3?  A  Yes,  I  had  the  occasion. 

Q  In  your  opinion,  is  this  Plaintiff’s  Exhibit  3  an 
unusual  contract?  A  No;  it  is  not  an  unusual  contract. 

MR.  GORDON :  No  further  questions. 
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(Witness  excused.) 

MR.  GORDON:  That  is  the  end  of  defendant’^  case 
as  to  its  defense  to  plaintiff’s  claim.  We  are  no'vf  pre¬ 
pared  to  go  forward  with  proving  our  case  as  to  the 
counterclaim. 

THE  COURT:  I  have  been  puzzled  a  little  bit 

297  as  to  what  we  should  do  about  that  until  the  main 
case  is  concluded.  When  I  say  the  “main  <jase”, 

I  refer  to  the  application  of  plaintiff  for  the  return  of 
the  entire  patent. 

Let’s  assume  two  things:  First,  that  I  order  the  re¬ 
turn  of  the  patent.  In  that  event,  I  take  it  that  your 
cross-complaint  would  not  be  before  the  court.  Is  that 
correct? 

Don’t  misunderstand  me,  I  am  not  deciding  it.  I  am 
just  trying  to  see  what  the  procedure  would  be. 

MR.  NOLTE:  If  the  Court  please,  may  I  say  a  word 
on  that?  It  seems  to  me,  Your  Honor,  that  the  coun¬ 
terclaim  might  well  be  presented  to  the  court  now  for, 
in  response,  to  Your  Honor’s  question,  even  though  the 
court  should  decide  for  the  plaintiff  on  his  claim  and 
there  were  an  appeal  and  any  modification,  the  njiatter 
would  have  to  be  presented  again. 

I  should  like  to  add  for  the  Court’s  information,  I 
think  it  may  simplify  the  matter  at  this  time  that,  as  to 
the  counterclaim,  we  have  just  checked  with  counsel  for 
plaintiff  and  it  is  our  purpose  simply  to  have  marked 
in  evidence,  as  an  exhibit  for  the  defendant,  a  copy 
which  I  think  can  be  stipuated  to  as  an  accurate  copy 
of  the  duPont-Kroll  license. 

THE  COURT:  I  think  there  may  be  some  merit  to 
that.  I  assume  this  case  is  important  enough  that  who¬ 
ever  loses  is  going  to  appeal  and  the  Court  of 

298  Appeals  probably  ought  to  have  the  whole  picture 
before  it.  I  think  I  will  hear  testimony  on  that. 

Can’t  you  stipulate  as  to  the  facts,  gentlemen? 
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MR.  NOLTE:  We  have  checked  that  already,  Your 
Honor. 

THE  COURT:  There  is  no  doubt  about  the  execution 
of  the  contract,  is  there? 

MR.  CAMPBELL:  No,  no  question  about  it.  We 
admit  it,  certainly.  In  fact,  our  whole  negotiation  went 
on  with  their  full  knowledge. 

THE  COURT:  I  understand  that  is  disputed  but,  be 
that  as  it  may,  I  think  we  ought  to  be  able  to  stipulate 
most  of  the  facts  with  regard  to  the  counterclaim  without 
a  lot  of  testimony  being  taken  because,  certainly,  those 
facts  are  not  in  dispute. 

MR.  CAMPBELL :  No. 

THE  COURT:  Mr.  Campbell,  I  don’t  care  what  the 
facts  are,  whether  they  knew  about  it  or  didn’t  know 
about  it.  That  is  neither  here  nor  there  and  that  is  a 
rather  immaterial  matter.  Certainly,  there  has  never 
been  any  question  of  bad  faith,  so  far  as  I  can  see,  as 
far  as  the  plaintiff  in  the  case  and  there  is  no  question 
from  the  evidence,  in  so  far  as  taint  in  the  evidence  in 
so  far  as  the  plaintiff  is  concerned  so  I  don’t  think  we 
need  to  go  into  whether  they  knew  you  were  negotiating 
or  not.  Let’s  see  what  the  contract  is. 

299  MR.  CAMPBELL:  We  agree  that  that  contract, 
which  I  submitted  to  Your  Honor  the  other  day 
and  which  I  think  you  have  read — 

THE  COURT:  That  is  right. 

MR.  CAMPBELL:  — is  the  contract  which  we  entered 
into  with  duPont  on  the  date  indicated.  I  think  the  date 
is  indicated  too,  isn’t  it? 

THE  COURT:  It  wasn’t  on  my  copy  but  I  guess  it 
was  on  the  original. 

MR.  CAMPBELL:  It  was  entered  into. 

THE  COURT:  Could  it  be  said  it  was  entered  into 
on  the  date  which  you  will  agree  on  and  it  was  entered 
into  without  the  consent  of  the  Alien  Property  Custo- 


dian?  Even  if  they  knew  negotiations  were  going  on, 
certainly  they  have  not  consented  to  it. 

MR.  CAMPBELL:  They  haven’t  truly,  that  is  feo.  I 
admit  that. 

•  •  •  • 

300  THE  COURT:  I  don’t  think  I  ought  to  go  into 
that.  Let’s  see  if  I  can  state  the  stipulation  f  of  you ; 

That  the  contract  which  the  Government  now  seeks  to 
offer  in  evidence  was  duly  executed  on  what  date? 
MR.  NOLTE :  May  10,  i949. 

THE  COURT:  And  that  it  was  duly  signed  bjy  the 
plaintiff  in  the  case  and  by  the  duPont  Company. 
MR.  CAMPBELL:  Correct. 

THE  COURT:  That  the  same  did  not  have  tile  ap¬ 
proval  of  the  Alien  Property  Custodian  at  the  time  it 
was  entered  into. 

MR.  CAMPBELL :  That  is  right. 

THE  COURT:  Can’t  we  stop  right  there? 

MR.  CAMPBELL:  It  is  all  right  by  me. 

THE  COURT:  Is  there  anything  further  you  [want; 
and  that  the  contract  is  considered  by  the  plaintiff  and 
duPont  Company  to  be  in  full  force  and  effect,  which  is 
denied  by  the  Government,  on  the  ground  thht  the 

301  plaintiff  had  no  right  to  enter  into  the  contract. 

MR.  NOLTE :  The  defendant  would  like  to  offer 
in  evidence  a  copy  of  the  contract  similar  to  th^  one 
which  was  handed  to  Your  Honor. 

THE  COURT:  That  will  be  marked  Defendant’s 
Cross-complaint  Exhibit  No.  1. 

(Contract  entered  into  by  Dr.  Kroll  and  duPont j  Com¬ 
pany  was  marked  Defendant’s  Cross-complaint  Exhibit 
No.  1  and  received  in  evidence.) 

THE  COURT :  And  with  that,  I  think  we  can  j  finish 
the  counterclaim. 

MR.  NOLTE:  The  counterclaim,  yes. 

MR.  CAMPBELL:  In  that  respect,  I  would  ljke  to 
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offer  this  copy  of  a  letter  from  the  Government  dated 
October  14,  1948,  if  I  might,  in  connection  with  that. 
THE  COURT:  What  was  the  date  of  the  contract? 
MR.  NOLTE:  The  contract  was  dated  May  10,  1949. 
I  haven’t  seen  this  letter,  Your  Honor. 

THE  COURT :  Perhaps  you  will  admit  it. 

•  •  •  # 

302  MR.  NOLTE:  We  have  no  objection  to  this 
letter,  Your  Honor. 

THE  COURT:  Very  well,  we  will  mark  that  Plain¬ 
tiff’s  Cross-complaint  Exhibit  1. 

(Letter  dated  October  14,  *1948,  to  the  Bureau  of  Mines 
from  David  L.  Bazelon,  Assistant  Attorney  General,  Of¬ 
fice  of  Alien  Property,  was  marked  Plaintiff’s  Cross¬ 
complaint  Exhibit  No.  1  and  received  in  evidence.) 

•  •  •  • 

306  MR.  NOLTE:  *  *  *  There  is  one  more  thing, 
if  Your  Honor  please,  on  our  counterclaim  we  have 

an  allegation  that  plaintiff  intends  further  to  license  and 
such  should  be  enjoined.  I  have  here  a  letter  of  De¬ 
cember  15  signed  by  Mr.  Rich,  which  Mr.  Rich  admits, 
addressed  to  Mr.  Snow,  a  prospective  licensee,  simply 
indicating  that  Dr.  Kroll  has  advised  Mr.  Rich  that  he 
was  willing  to  grant  further  licenses. 

THE  COURT:  Can’t  we  have  an  understanding  there 
will  be  more  licenses  granted  until  this  case  is  disposed 
of  by  this  court? 

307  MR.  CAMPBELL :  We  agree  to  that. 

THE  COURT:  I  am  not  going  to  issue  an  in¬ 
junction  because  that  is  a  reflection  I  should  not  put  on 
the  plaintiff. 

MR.  NOLTE:  We  have,  in  the  past,  proposed  to  the 
plaintiff  that  the  parties  might  some  day  issue  joint 
licenses  pendente  lite. 

THE  COURT:  I  don’t  know  why  it  hasn’t  been  done. 
I  think  this  man  has  been  without  money  for  this  patent, 
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even  though  he  has  some  rights  in  it,  half  of  the  license 
fees — 

MR.  NOLTE :  The  Government  has  taken  that  view, 
Your  Honor.  No  matter  how  the  suit  comes  out,  he  has 
some  rights  and  we  have  offered  joint  licensing  With  a 
40  percent  of  the  royalties  to  come  to  the  Government 
and  60  percent  to  the  plaintiff. 

THE  COURT:  Without  prejudice? 

MR.  NOLTE:  Without  prejudice  to  the  outcome;  the 
offer,  you  mean? 

THE  COURT:  Yes. 

MR.  NOLTE :  Quite. 

THE  COURT:  I  think  you  gentlemen  ought  to  really 
agree  on  something  like  that.  This  man  certainly  has 
some  rights  and  he  ought  to  be  getting  some  itaoney 
from  the  patent. 

MR.  NOLTE:  That  offer  is  still  outstanding  and  it  is 
our  understanding  Dr.  Kroll  wants  to  stand — 

THE  COURT:  He  wants  all  or  nothing1^ 

308  MR.  NOLTE :  That  is  right. 

THE  COURT:  I  have  the  statement  of  counsel 
and  Dr.  Kroll  himself  that  he  will  make  no  further  li¬ 
censes  until  this  court,  at  least,  has  determined  this  case. 
That  is  of  record  and  I  will  not  issue  any  injunction. 

#  •  •  • 

310  Filed  Apr  18  1951  Harry  M.  Hull,  Clerk 

Washington,  D.  Ci 
March  19,  1951. 

The  above-entitled  action  came  on  for  argument  on 
findings  of  fact  before  the  Hon.  WALTER  M.  BASTIAN, 
United  States  District  Judge,  at  1:30  o’clock  p.  m.  | 

APPEARANCES : 

On  behalf  of  the  Plaintiff. 

CLARENCE  G.  CAMPBELL,  Esq.,  and 
MALCOLM  N.  RICH,  Esq. 
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On  behalf  of  the  Defendant: 

SAMUEL  Z.  GORDON,  Esq.,  and 
WALTER  T.  NOLTE,  Esq. 

331  Filed  Jnl  17  1951  Harry  M.  Hnll,  Clerk 

Washington,  D.  C., 

Tuesday,  April  3,  1951. 

The  above-entitled  matter  came  on  for  hearing  at 
10:00  o’clock  a.  m.,  Tuesday,  April  3,  1951,  in  the  United 
States  District  Court  for  the  District  of  Columbia,  in 
the  Court  House  in  the  City  of  Washington,  District  of 
Columbia, 

BEFORE  : 

HONORABLE  WALTER  M.  BASTLAN,  Judge, 
United  States  District  Court  for  the  District  of  Columbia. 

APPEARANCES: 

MALCOLM  N.  RICH,  ESQUIRE, 
on  behalf  of  the  plaintiff; 

SAMUEL  Z.  GORDON,  ESQUIRE,  Attorney, 
United  States  Department  of  Justice, 
on  behalf  of  the  defendant. 

311  Proceedings 

THE  COURT:  You  gentlemen  do  not  like  each  others’ 
findings,  I  understand,  any  more  than  you  liked  my  rul¬ 
ing.  I  did  not  expect  you  would  like  my  ruling  but  I  felt 
that  I  had  to  rule  that  way. 

I  suppose  you  know  that  the  things  that  really  made 
up  my  mind  were  the  dealings  had  between  Dr.  Kroll 
and  Siemens  &  Halske  after  the  contract  was  supposed 
to  have  been  terminated,  the  $5,000  letter,  and  so  forth. 
What  is  your  objection  to  the  findings,  sir? 

MR.  RICH :  If  Your  Honor  please,  we  have  five 
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major  objections.  I  don’t  know  whether  you  have  read 
them — 

THE  COURT:  Yes,  I  have  read  them. 

MR.  RICH:  The  first  objection  is  there  seems  to  be 
a  little  difference  in  opinion  as  to  what  your  judgment 
was  as  to  the  particular  right  that  you  found — 

THE  COURT :  Briefly,  I  meant  to  hold  that  the  Rights 
which  accrued  to  Siemens  &  Halske  under  their  contract 
would  accrue  to  the  Attorney  General. 

MR.  RICH :  What  was  that  right  ? 

THE  COURT:  I  would  say  it  was  the  right  to  share 
the  licensing  to  the  extent  of  fifty-fifty  per  cent. 

MR.  RICH:  Do  you  mean  that  they  had  the  right  to 
an  exclusive  license  or  do  you  mean  that  they  had  an 
exclusive  right  to  the  license  with  the  right  to  sub-license 
others? 

312  THE  COURT:  Is  there  a  difference? 

MR.  RICH :  A  very  great  difference. 

THE  COURT :  What  would  be  the  difference  ? 

MR.  RICH:  In  the  right  to  an  option  or  rightj  to  a 
license  subject  to  coming  to  an  agreement  on  the  amount 
of  the  royalty  to  be  paid  under  the  exclusive  license  is 
one  thing  which  is  merely  a  right  to  have  a  license  where¬ 
as,  if  you  rule  that  they  have  an  exclusive  license  sub¬ 
ject  to  an  agreement  on  the  amount  of  royalty,  which 
license  includes  the  right  to  sub-license  others  and  this 
right  to  sue,  that  is  a  property  right  in  the  patent. 

THE  COURT:  Frankly,  I  did  not  think  the  Attorney 
General  could  grant  a  license  to  anybody  he  wanted  to 
without  any  corresponding  right  on  the  part  of  Dr.  ^roll. 
I  think  he  certainly  should  be  given  the  same  Rights 
that  he  would  have  had  under  the  original  contract. 

MR.  RICH:  I  think  the  important  question  and  real 
issue  in  this  case  is  this  matter  of  agreement  on  Royal¬ 
ties  for  the  exclusive  license.  There  is  no  questioR  but 
what,  under  the  contract,  the  right  to  a  license  was 
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created  subject  to  an  agreement  on  the  amount  of  royalty- 
under  Section  5,  Paragraph  4. 

THE  COURT :  That  is  right. 

MR.  RICH:  And  as  soon  as  that  agreement  is  made, 
then  the  right  to  sub-license  others,  the  right  to 

313  sue  granted  under  the  contract,  comes  into  being 
but  until  that  agreement  is  made,  Siemens  &  Halske 

acquired  no  property  rights  in  the  patent.  You  see,  the 
exclusive  rights  of  the  patent  are  a  statutory  right  and 
they  can  only  be  transferred  by  assignment  or  by  license 
as  provided  in  the  statute  and  the  statute  provides,  in 
the  case  of  a  license,  that  only  the  one  who  holds  a 
property  interest  in  the  title  of  the  patent  can  sub-license 
others.  Therefore,  this  exclusive  license  cannot  come 
into  existence,  that  is,  irrespective  of  whether  there  is  a 
valid  right  or  invalid  right,  until  an  agreement  is  made 
on  the  main  license. 

THE  COURT:  What  are  you  going  to  do,  stymie 
each  other? 

MR.  RICH:  Yes,  under  your  decision. 

THE  COURT:  What  do  you  think,  Mr.  Gordon? 

MR.  GORDON :  We  do  not  read  your  decision  in  that 
respect  at  all.  It  has  been  the  government's  contention 
throughout  that  we  are  entitled  to  Siemens  &  Halske ’s 
rights  under  the  contract  and  examining  the  contract, 
it  is  clear  to  us  that  Siemens  &  Halske  got  an  exclusive 
license  and  also  got  a  right  to  sub-license  others  and  had 
a  right  to  share  in  the  royalties  from  the  sub-licensees. 

THE  COURT:  Suppose  you  read  Section  5  again, 
will  you? 

MR.  GORDON:  (reading) 

“Dr.  Kroll  agrees  to  make  known  to  Siemens  &  Halske 
at  the  earliest  possible  moment  and  regardless  of 

314  the  question  of  whether  same  can  be  protected  by 
patents  or  petty  paterts  all  results  of  his  work  in 
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the  field  covered  by  this  contract,  especially  all  inven¬ 
tions,  experience  and  improvements. 

“In  connection  with  any  inventions  in  the  field  covered 
by  the  contract  which  originate  exclusively  from  Dr. 
Kroll  or  partly  from  Siemens  &  Halske  and  partly  from 
Dr.  Kroll,  Siemens  &  Halske,  in  accordance  with  its  own 
judgment,  may  file,  in  all  countries,  applications  for  pat¬ 
ent  and  petty  patent  rights,  at  its  own  expense  and  in 
its  own  name,  and  maintain  such  protection  rights.  In 
connection  with  the  inventions  which  originate  exclusively 
from  Dr.  Kroll,  Dr.  Kroll  may  demand  such  patent  pro¬ 
tection  in  his  own  name.”  And  now  I  think  we  come  to 
the  important  paragraph: 

“In  connection  with  all  the  aforementioned  patent  and 
petty  patent  rights,” — that  is,  whether  or  not  the  title 
to  the  patent  is  in  the  name  of  Dr.  Kroll  or  Siemens  & 
Halske — “Siemens  &  Halske  receive  an  exclusive  license 
up  to  the  expiration  of  the  protection  rights,  irrespective 
of  the  life  of  the  contract.  Siemens  &  Halske  may,  pfter 
having  previously  advised  Dr.  Kroll  in  due  ^ime, 
315  drop  applications  or  protection  rights  (patent 
rights)  in  accordance  with  its  own  judgment^.  If 
Dr.  Kroll  should  thereupon  defray  the  expenses  and  costs 
of  maintaining  such  rights,  then  Siemens  &  Halske  phall 
retain  in  connection  with  such  protection  rights  a  non¬ 
exclusive  license  beyond  the  term  of  the  contract,  ijp  to 
the  expiration  of  the  pertinent  protection  rights. 

“The  amount  of  royalties  to  be  paid  by  Siemens  & 
Halske  to  Dr.  Kroll  is  to  be  computed  depending  01^  the 
importance  of  the  invention  and  in  case  of  joint  inven¬ 
tions,  on  the  basis  of  the  share  contributed  by  Dr.  KroU 
to  the  invention.  If  the  parties  should  not  agree  ori  the 
amount  of  the  royalty,  then  a  decision  shall  be  obtained 
by  the  procedure  mentioned  under  Section  9. 

“Siemens  &  Halske  may  grant  sub-licenses  in  connec¬ 
tion  with  the  exclusive  and  also  in  connection  with  the 
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non-exclusive  license  also  after  the  termination  of  the 
contract.  In  connection  with  inventions  originating  partly 
from  Dr.  Kroll  and  partly  from  Siemens  &  Halske,  both 
parties,  as  soon  as  the  license  has  become  non-exclusive, 
may  grant  sub-licenses,  but  only  with  the  consent  of  the 
other  party  which,  however,  may  not  be  refused 

316  without  sound  reason.  Any  profits  from  such  sub¬ 
licenses  shall  devolve  upon  both  parties,  share  and 

share  alike.  However,  the  party  which  defrays  the  main¬ 
tenance  expenses  and  costs  for  the  pertinent  protection 
rights  shall  receive,  first  of  all,  the  expenses  and  costs 
incurred  by  it.  ” 

It  seems  to  us  plain  from  the  language  of  the  contract 
that  the  parties  intended  and  provided  that  Siemens  & 
Halske  gets  an  exclusive  license  wherever  it  has  paid  the 
patent  costs,  as  it  has  in  this  case.  If  it  did  not  pay 
the  patent  costs,  then  it  wo  aid  only  get  a  non-exclusive 
license. 

Then  the  contract  says  that  Siemens  can  grant  sub¬ 
licenses  whether  or  not  it  has  an  exclusive  or  non-exclu¬ 
sive  license  and  share  the  royalties  from  sub-licenses. 
Siemens  needs  to  get  Dr.  Kroll ’s  consent  to  a  sub-license 
only  where  it  has  a  non-exclusive  license  and,  remember, 
that  it  gets  a  non-exclusive  license  only  if  it  did  not  pay 
the  costs  so,  as  we  read  the  contract,  Siemens  does  not 
need  Dr.  Kroll’s  consent  because  it  had  an  exclusive 
license. 

THE  COURT:  Suppose  the  government  wanted  to 
license  it  for  $1.00?  Would  it  be  able  to  do  that? 

MR.  GORDON:  No,  Your  Honor.  First  of  all,  we 
would  never  want  to  do  that.  We  are  fully  cognizant 
that  Dr.  Kroll  has  rights;  that  he  is  entitled  to  half  the 
royalties  and  I  think,  as  a  matter  of  general  law, 

317  we  would  have  to  license  at  a  reasonable  royalty 
taking  into  consideration  that  the  private  party 

has  an  interest  in  this  patent. 
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THE  COURT:  Why  can’t  you  gentlemen,  until  the 
Court  of  Appeals  rules  on  my  ruling,  agree  on  this 
licensing? 

MR.  RICH:  Your  Honor,  I  want  to  read  you  a  letter 
which  shows  the  essential  difference  between  the  defend¬ 
ant  and  the  plaintiff  in  this  case.  This  is  a  letter  writ¬ 
ten  to  Mr.  Floyd  E.  Snow  who  is  a  prospective  licensee 
who  was  willing  to  take  a  license  from  the  plaintiff  just 
before  this  trial  started  and  he  wanted  to  know  whaJt  his 
position  would  be  from  the  Alien  Custodian  in  the  4vent 
this  suit  went  against  the  plaintiff. 

Mr.  Snow  wrote  a  letter  and  asked  the  defendant  to 
state  its  position  on  the  matter  of  licensing.  I  won’t 
read  the  first  part  of  the  letter  but  Mr.  Baynton  ox  the 
Office  of  Alien  Property  writes  this : 

‘‘Under  all  the  circumstances  of  this  matter,  it  has 
been  the  policy  of  this  Office  not  to  grant  licenses  pend¬ 
ing  termination  of  the  litigation.  We  wish  to  assure  jyou, 
however,  that  upon  a  successful  conclusion  of  the  lawsuit, 
this  Office  will  license  the  Patent  on  royalty  rates  and 
terms  no  more  onerous  than  the  minimum  necessary  to 
discharge  the  Government’s  legal  obligations.” 

MR.  GORDON:  W'hy  don’t  you  read  further? 
318  MR.  RICH:  I  am  going  to  if  you  will  give  me 
a  chance. 

“Insofar  as  the  decision  in  the  lawsuit  leaves  the  Gov¬ 
ernment  in  a  position  to  set  the  royalty  rates,  those  rates 
will  not  be  higher,  and  conceivably  they  will  be  loiver, 
than  the  following  rates  to  be  applicable  to  past  and 
future  production.” 

And  then  they  outline  the  specific  rates  which  we  ^ave 
to  DuPont  under  that  license. 

That  policy  of  the  Government  to  do  no  more  “than 
the  minimum  necessary  to  discharge  the  Government’s 
legal  obligations”  is  a  stumbling  block  in  any  settlement 
of  this  suit  with  the  Government  because  we  cannot  get 
any  place.  We  have  tried  for  three  years  to  come  to  an 
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agreement  on  royalties.  They  are  always  two  or  three 
laps  behind  us. 

THE  COURT:  I  don’t  believe  that  Dr.  Kroll  should 
absolutely  be  ignored  on  this  thing,  Mr.  Gordon,  and  I 
don’t  believe  the  contract  reads  that  way. 

MR.  RICH:  It  does  not,  Your  Honor. 

MR.  GORDON:  You  mean  as  far  as  the  Government 
granting  sub-licenses? 

THE  COURT:  Yes.  I  mean  I  don’t  think  that  the 
intention  was,  when  Dr.  Kroll  made  this  contract  with 
Siemens  &  Halske,  to  give  Ihem  full  and  complete  con¬ 
trol  of  this  man’s  invention.  It  looked  to  me  as  if  it 
were  a  joint  enterprise,  as  it  were. 

319  MR.  GORDON:  The  fact  that  the  parties  spe¬ 
cifically  said  that  only  in  case  Siemens’  license  be¬ 
comes  non-exclusive,  then  Siemens  had  to  get  the  consent 
of  Dr.  Kroll  to  sub-license,  but  it  seems  to  me  through¬ 
out  this  that  plaintiff  is  scaring  up  hobgoblins  in  im¬ 
puting  bad  faith  to  the  Government.  We  don’t  want  to 
give  this  thing  away  for  two  cents. 

THE  COURT:  I  don’t  think  they  ought  to  put  their 
heads  in  a  lion’s  mouth  when  they  have  certain  rights. 

Read  that  paragraph  of  the  contract  again,  will  you? 

MR.  GORDON:  (reading) 

“In  connection  with  all  the  aforementioned  patent  and 
petty  patent  rights,  Siemens  &  Halske  receive  an  exclu¬ 
sive  license  up  to  the  expiration  of  the  protection  rights, 
irrespective  of  the  life  of  the  contract.” 

Then  it  says  that  if  Siemens  doesn’t  pay  the  patent 
costs,  it  gets  a  non-exclusive  license.  And  then  it  goes 
on: 

“The  amount  of  the  royalties  to  be  paid  by  Siemens 
&  Halske  to  Dr.  Kroll  is  to  be  computed  depending  on 
the  importance  of  the  invention  and  in  case  of  joint  in¬ 
ventions,  on  the  basis  of  the  share  contributed  by  Dr. 
Kroll  to  the  invention.  If  the  parties  should  not  agree 
on  the  amount  of  the  royalty,  then  a  decision  shall  be 
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obtained  by  the  procedure  mentioned  under  Section  9. 

320  ( ‘Siemens  &  Halske  may  grant  sub-licenses  in 
connection  with  the  exclusive  and  also  in  connec- 

tion  with  the  non-exclusive  license  also  after  the  termina¬ 
tion  of  the  contract.  In  connection  with  inventions  Origi¬ 
nating  partly  from  Dr.  Kroll  and  partly  from  Siemens 
&  Halske,  both  parties,  as  soon  as  the  license  has  become 
non-exclusive,  may  grant  sub-licenses,  but  only  with  the 
consent  of  the  other  party  which,  however,  may  nbt  be 
refused  without  sound  reason.” 

They  do  not  say  as  long  as  Siemens  &  Halskp  has 
control  of  the  license  and  that  is  a  very  clear  indication 
that  Siemens,  when  it  got  an  exclusive  license  as  did,- 
could  license  without  Dr.  Kroll’s  consent  but  it  l^ad  a 
duty  imposed  by  general  law  not  to  give  the  thing  away. 
They  were  to  try  to  license  it  on  a  business-like  pasis, 
recognizing  that  Dr.  Kroll  was  going  to  be  a  recipient 
of  half  of  the  royalties. 

THE  COURT:  The  main  thing  that  went  to  my  de¬ 
cision  in  favor  of  the  Government  was  the  fact  they  were 
consulting  with  each  other  about  what  price  they  should 
get,  and  so  forth,  which  is  indicative  to  me  that  Dr. 
Kroll  had  more  rights  than  to  leave  it  to  the  entire  dis¬ 
cretion  of  the  United  States  Government. 

MR.  GORDON:  We  have  said  in  this  letter,  which  Mr. 
Rich  has  translated,  on  the  first  page: 

321  “Our  objective,  front  the  inception  of  this  con¬ 
troversy,  has  been  to  establish  and  maintain  licens¬ 
ing  by  the  Attorney  General,  or  jointly  by  the  Attorney 
General  and  Dr.  Kroll,  on  a  non-discriminatory,  non¬ 
exclusive,  royalty-bearing  basis,  the  royalties,  in  either 
case,  to  be  divided  between  the  Attorney  General  and 
Dr.  Kroll.  Dr.  Kroll,  however,  has  refused  offers  of  this 
Office  to  grant  licenses  under  the  Patent  as  co-licensor 
with  the  Attorney  General,  even  on  an  interim  b^sis, 
except  on  terms  dictated  by  him.” 
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THE  COURT:  I  am  not  going  to  let  this  man  be  at 
the  mercy  of  the  Government  on  this  thing,  whether  I 
can  impute  good  faith  to  the  Government — which,  of 
course,  I  do — or  not.  I  think  this  man  has  got  to  have 
some  rights  and  I  think  you  people  ought  to  get  together 
on  those  things.  It  doesn’t  make  sense  to  me  that  you 
can’t  do  it;  at  least  until  the  Court  of  Appeals  decides 
this  one  way  or  the  other,  if  you  go  on  up. 

I  am  not  going  to  have  the  Government  being  able  to 
license  at  any  figure  they  want.  I  am  not  going  to  have 
that,  as  far  as  I  am  concerned. 

MR.  RICH:  I  think  I  can  clarify  this  matter  in  a 
very  few  words,  Your  Honor. 

I  don’t  believe  the  Government  attorneys  fully 
322  realize  that  the  right  to  a  royalty  is  the  primary 
consideration  for  the  exclusive  license  and  when 
this  contract  provides  that  an  agreement  on  the  amount 
of  royalty — 

THE  COURT:  I  have  been  agreeing  with  you.  You 
don’t  have  to  argue  that. 

MR.  RICH:  Yes,  that  is  right  but  the  Government 
doesn’t  realize  they  don’t  have  any  right  to  sub-license. 
Siemens  &  Halske  had  no  right  to  sub-license  until  the 
agreement  on  the  amount  of  royalty  had  been  made. 

THE  COURT:  That  is  what  I  am  going  to  hold.  I 
am  not  going  to  have  any  figure  that  happens  to  be  de¬ 
termined  by  the  Alien  Property  Custodian  govern.  Not 
that  I  have  the  slightest  doubt  about  their  good  faith 
but  I  should  think  you  four  gentlemen  could  figure  out 
what  is  fair  to  both  sides. 

MR.  RICH:  That  is  very  satisfactory  as  a  ruling, 
Your  Honor. 

THE  COURT:  Mr.  Gordon,  I  am  sorry  if  you  are 
not  satisfied  with  that  but  I  haven’t  any  idea  that  any 
inventor  would  place  himself  in  the  position,  and  cer¬ 
tainly  this  inventor  hasn’t,  where  he  could  lose  every 
right  that  he  had. 


Don’t  misunderstand  me.  I  don’t  think  the  Alien  Prop¬ 
erty  Custodian  would  do  it  and  I  don’t  believe  the  <pther 
side  believes  that  but  for  “campaign  oratory”  they  may 
say  it.  j 

MR.  GORDON:  I  would  like  to  point  out  that  Dr. 
Kroll  has  received  500  marks  a  month  or  $12,000 

323  over  the  last  five  years  from  Siemens  &  Halske 
for  Siemens  &  Halske  have  paid  all  the  patent 

costs  involved  in  patenting  this  invention. 

We  stand  ready  to  pay  him  half  the  royalties  from  sub¬ 
licenses  and  we  can  say  in  open  Court  we  are  not  going 
to  give  this  thing  away.  We  are  going  to  license  it  on 
a  reasonable  royalty  and  non-discriminatory  basis.  We 
are  not  going  to  grant  this  to  one  company  and  keep 
everybody  out  of  the  field. 

THE  COURT:  I  don’t  agree  with  that  part  of  your 
argument,  Mr.  Gordon. 

MR.  GORDON:  Which  part? 

THE  COURT:  The  part  which  says  you  shall  liave 
the  right  to,  even  though  you  act  in  good  faith,  license 
the  way  you  want  to.  I  think  an  inventor  who  grjants 
an  exclusive  license  has  some  right  to  have  something 
to  say  about  it.  I  have  said  half  of  it  has  to  go  to  you 
people  anyway.  I  don’t  see  why  you  can’t  get  together 
on  it.  The  first  thing,  the  patent  will  expire. 

MR.  RICH:  We  have  tried  for  three  years  but  they 
have  always  taken  the  position  that  they  have  the  right 
to  dictate  the  basis  of  the  license  royalty  rate  and[  we 
say  that  Dr.  Kroll  has. 

THE  COURT:  You  have  said  two  things  there.  You 
said  Dr.  Kroll  has  the  right  and  that  the  Govemniient 
doesn’t  have  any  right  to  any  part  of  it  and  I  have  $aid 
it  did. 

324  MR.  RICH:  Thanks  to  you  we  have  had  a  de¬ 
cision  on  what  the  rights  are.  They  have  alw[avs 

maintained  that  they  had  the  right  to  dictate  the  terins. 
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We  still  say  the  patentee  is  the  one  who  has  the  right  to 
say  what  royalties  he  is  entitled  to  receive. 

THE  COURT:  I  am  going  to  leave  you  both  together 
to  see  if  you  can’t  agree  on  it.  I  don’t  care  what  hap¬ 
pens  but  I  am  not  going  to  give  the  right  to  either  side 
to  dictate  what  shall  be  gotten.  I  give  you  both  the 
right  to  agree  and  if  you  don’t  agree,  there  won’t  be  any 
license,  X  assume. 

MR.  RICH:  Has  Your  Honor  considered  the  question 
of  the  validity  of  this  right  under  United  States  patent 
law? 

THE  COURT :  I  am  afraid  I  have. 

MR.  RICH :  On  the  enforceability  of  it  ? 

THE  COURT :  I  am  afraid  I  have. 

MR.  RICH:  You  rule  that  it  is  a  valid  right? 

THE  COURT:  Yes.  As  Judge  Hitz  in  the  Court 
of  Appeals  used  to  say,  “This  Court  is  often  in  error 
but  seldom  in  doubt.” 

MR.  GORDON:  If  I  may  say  something  on  the  ques¬ 
tion  of  licensing.  This  is  certainly  not  something  that 
has  been  an  issue  in  the  case  The  question  in  the  case 
has  been  whether  the  plaintiff  is  entitled  to  get  this 
patent  back  free  and  clear. 

THE  COURT:  And  I  have  ruled  he  is  not. 
325  MR.  GORDON:  There  has  been  no  testimony 
taken  and  there  is  nothing  in  the  record  as  to  how 
much  the  Government  is  going  to  license  at  or  whether 
the  rates  are  going  to  be  reasonable.  This,  as  far  as  we 
are  concerned,  is  a  totally  new  issue. 

The  plaintiff  was  asking  for  everything  in  the  patent 
and  we  said  no,  we  are  entitled  to  Siemens’  rights.  We 
have  had  no  trial  on  what  the  licensing  policy  should  be. 

THE  COURT:  I  would  think  what  you  could  do  if 
you  reach  the  place  where  you  stymie  each  other,  that 
certainly  there  must  be  some  right  for  the  Court  to 
dispose  of  it.  There  can’t  be  any  wrong  without  a  rem¬ 
edy. 
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MB.  BICH:  I  think  a  time  limit  in  coming  to  an 
agreement  is  in  order. 

MB.  GOBDON :  I  have  some  modifications  of  this 
proposed  judgment  which  I  think  will  take  care  of  some 
of  the  objections  you  have  been  raising.  For  instance: 

“If  defendant,  the  Attorney  General,  produce^  and 
sells  under  the  invention  claimed  in  U.  S.  Patent  2,2([)5,854 
then  defendant  shall  pay  to  plaintiff  a  royalty  fo  be 
agreed  upon  by  plaintiff  and  defendant  depending  upon 
the  importance  of  the  invention.  If  plaintiff  and  defend¬ 
ant  cannot  agree  on  such  a  royalty,  the  decision  shall 
be  submitted  to  two  arbitrators,  one  to  be  appointed 
326  by  each  of  the  parties.  If  the  arbitrators  cannot 
agree  on  a  royalty  satisfactory  to  both  plaintiff 
and  defendant  then  the  decision  as  to  such  a  royalty 
shall  be  made  by  any  court  of  the  United  States  having 
competent  jurisdiction/  ’ 

That  is  taking  the  language  of  the  contract  verbatim. 

THE  COUBT:  What  is  your  objection  to  that|  Mr. 
Bich? 

MB.  BICH  3  That  is  reforming  the  contract. 

MB.  GOBDON :  That  is  just  what  Dr.  Kroll  agreed 
to  with  Siemens  &  Halske.  I 

THE  COUBT:  I  am  inclined  to  go  along  with  that. 
I  just  don't  think,  if  at  a  certain  time  you  can’t  aJgree, 
the  Attorney  General  should  be  held  up  by  a  veto  pbwer. 
We  don’t  want  any  “United  Nations”  on  this. 

If  you  find  something  the  Attorney  General  won’t 
agree  on,  then  come  back  to  the  Court.  I  don’t  fhinlr 
the  people  should  be  left  in  status  quo  during  the  life 
of  the  patent  while  it  goes  to  the  Supreme  Couri. 

MB.  BICH:  I  think  there  ought  to  be  a  time  limit  in 
which  to  reach  an  agreement  or  in  which  to  come  back 
to  this  Court. 

THE  COUBT:  I  agree  with  that.  How  long  a  time 
would  you  suggest,  Mr.  Gordon? 
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MR  GORDON:  We  have  not  set  a  time.  I  guess 
you  would  have  to  make  it  a  reasonable  time. 

THE  COURT:  Then  you  will  fight  as  to  what 

327  a  reasonable  time  is. 

MR.  RICH:  Sixty  days? 

THE  COURT:  Certainly  you  can’t  kick  on  that. 

MR.  GORDON:  There  is  just  one  difficulty  I  might 
mentioned  as  a  practical  matter  of  patent  administra¬ 
tion.  It  is  very  difficult  to  fix  at  one  time,  for  all  time 
during  the  life  of  the  patent,  what  the  reasonable  rates 
are  on  this  patent.  This  is  a  novel  thing  and  it  is 
barely  getting  into  production.  We  don’t  know  whether 
the  rates  Dr.  Kroll  agreed  upon  with  DuPont  were  rea¬ 
sonable. 

THE  COURT:  How  much  time  would  you  suggest? 
I  thought  yon  would  want  the  shortest  time  possible. 

MR.  GORDON:  That  is  not  the  point.  I  mean  we 
shouldn’t  have  something  fixed  and  it  shouldn’t  be  irre¬ 
vocable  for  the  life  of  the  patent. 

THE  COURT:  Let’s  make  it  60  days,  unless  the  time 
is  further  extended  by  the  Court.  The  Court  will  be 
reasonable  we  hope. 

MR.  GORDON:  We  certainly  are  willing  to  take  30 
davs.  We  don’t  want  to  delay  this. 

THE  COURT:  I  will  sign  the  findings  with  those 
additional  words.  I  think  that  will  protect  these  people 
all  they  need. 

MR.  RICH:  Will  that  mean  that  the  judgment  will 
be  withheld  until  the  end  of  that  period  so  that 

328  we  have  the  time  limit  of  appeal? 

THE  COURT:  I  think  you  probably  are  going 
up  on  appeal  anyway  so  you  might  as  well  shoot  it  on  up. 

MR.  RICH :  And  take  the  appeal. 

THE  COURT:  This  is  a  secondary  or  supplementary 
proceeding. 

I  will  sign  the  judgment  with  that  addition  to  it. 

MR.  GORDON :  And  it  will  read : 
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“If  the  defendant,  the  Attorney  General,  produces  and 
sells  under  the  invention  claimed  in  U.  S.  patent  2,205,854 
then  defendant  shall  pay  to  plaintiff  a  royalty  to  be 
agreed  upon  by  plaintiff  and  defendant  depending  upon 
the  importance  of  the  invention.  If  plaintiff  and  defend¬ 
ant  cannot  agree  on  such  a  royalty  within  thirty  days, 
unless  the  time  is  further  extended  by  the  Couprt,  the 
decision  shall  be  submitted  to  two  arbitrators,  on^  to  be 
appointed  by  each  of  the  parties.  If  the  arbitrators 
cannot  agree  on  a  royalty  satisfactory  to  both  plaintiff 
and  defendant  then  the  decision  as  to  such  a  Royalty 
shall  be  made  by  any  court  of  the  United  States  having 
competent  jurisdiction.” 

THE  COURT:  I  think  you  must  have  though^  there 
was  something  to  Mr.  Rich’s  point,  didn’t  you,  Mr.  Gor¬ 
don? 

MR.  GORDON :  It  is  always  best  to  be  prepared. 
329  THE  COURT :  I  think  that  will  protect  every¬ 
body. 

It  was  a  very  interesting  and  well  argued  case,  gentle¬ 
men. 

MR.  RICH:  We  are  glad  to  have  a  decision  on  it 
anyway.  We  have  taken  it  out  of  the  German  Court  at 
least. 

MR.  CAMPBELL:  On  the  findings  of  fact  and  con¬ 
clusions  of  law,  are  those  going  to  be  conformed  to  this 
judgment? 

THE  COURT:  I  think  they  ought  to  be  conformed 
to  that.  You  just  add  another  paragraph  and  that  will 
take  care  of  it. 

MR  CAMPBELL.  Thank  you  Your  Honor. 

(Thereupon,  the  hearing  was  concluded.) 
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332  Proceedings 

THE  DEPUTY  CLERK  OF  COURT:  The  case  of 
Kroll  v.  McGrath. 

MR.  GORDON :  As  Your  Honor  recalls,  on  March  7th 
you  handed  down  a  memorandum  decision  in  this  case  in 
which  you  decided  that  the  Government  was  entitled  to 
all  of  Siemens  &  Halske’s  rights  as  to  royalties  on  this 
patent.  In  that  decision  you  defined  those  rights  as  the 
right  to  sublicense,  and  you  also  granted  the  Government 
judgment  on  its  counterclaim,  and  also  decided  the  Gov¬ 
ernment  should  return  to  Mr.  Kroll  legal  title  subject  to 
his  rights. 

We  presented  a  formal  judgment  to  Your  Honor  on 
March  19th,  and  a  hearing  was  had  on  that  judgment. 
At  that  time  Your  Honor  expressed  the  view  you  did 
not  intend  to  give  the  Government  the  absolute  power 
to  license  rates  which  the  Government  itself  had  fixed; 
that  since  Mr.  Kroll  had  rights  which  the  Government 
concedes  that  Mr.  Kroll  should  have  the  right  to  approve 
the  rates  at  which  the  Government  should  grant  licenses. 
While  we  think  that  last  is  not  strictly  in  accord  with 
what  you  indicated,  we  have  prepared — 

THE  COURT:  Have  you  seen  any  objections  from 
the  other  side? 

MR.  GORDON :  Yes.  I  might  say  they  are  really  ask¬ 
ing  Your  Honor  to  reverse  yourself  and  to  vacate  your 
memorandum  decision.  Their  position  is  that  the  Gov¬ 
ernment  has  no  rights  in  this  patent  unless  and  until 
it  makes  an  agreement  as  to  royalty  rates.  That 

333  is  something  we  thrashed  out  and  determined,  and 
I  think  that  position  is  not  well  taken.  Further¬ 
more,  they  place  great  stress  on  the  idea  that  there  has 
been  no  consideration  here,  completely  forgetting  that 
Mr.  Kroll  has  been  paid  $12,000,  and  that  Mr.  Kroll 
stands  to  get  50-50  of  the  new  rates  to  licensees,  and  it 
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seems  to  me,  then,  that  this  judgment  that  we  are  now 
proposing  accords  with  your  decision  of  March  7th,  and 
is  in  accord  with  your  views  as  expressed  at  the  March 
19th  hearing. 

I  might  say  just  one  thing,  as  -I  have  repeatedly  said 
before;  no  judgment  can  be  awarded  to  them  prior  to 
the  return  of  any  of  the  property  here  unless  and  [until 
they  file  a  schedule  of  fees  to  be  paid  to  them,  which 
schedule  must  be  approved  by  this  Court.  We  hav$  not 
as  yet  seen  any  such  schedule,  and  Mr.  Rich  tells  nie  he 
has  not  as  yet  filed  such  a  schedule  with  Your  Hpnor, 
so  it  seems  to  me  it  is  unfair  to  penalize  the  Govern¬ 
ment  for  this  delay,  that  the  judgment  should  be  signed 
with  the  proviso  in  section  2.  that  would  read  something 
as  follows :  Provided,  however,  that  no  return  shall 
made  to  plaintiff,  or  payment  of  royalties  made  to  him, 
unless  and  until  he  shall  have  first  filed  a  schedule  of 
rates  to  be  allowed  which  shall  be  approved  by  this 
Court.  That  is  not  something  we  dreamed  up;  it  is 
right  in  the  Act  and  is  binding,  and  I  respectfully  sub¬ 
mit  this  Court — 

334  THE  COURT:  Let’s  see  what  the  other  side 


says. 

Mr.  Rich,  I  think  I  ought  to  say  to  you  I  don’t  think 
these  people  have  just  a  right.  If  something  is  agreed 
on  I  think  they  have* an  exclusive  license,  and  the  only 
thing  is  the  amount  of  benefit  to  be  paid  to  both  parties. 
I  did  not  intend,  if  I  said  it  I  certainly  did  not  injtend 
to,  that  the  license  is  contingent  on  an  agreement  feeing 
made.  I  should  say  they  had  a  license  but  that  license 
was  subject  to  both  sides  agreeing  on  it,  or  having  the 
matter  determined  as  it  was  provided  for — 

MR.  RICH:  If  Your  Honor  please,  your  memorandum 
states  specifically  that  the  defendant  is  entitled  to  retain 
the  rights  and  interests  derived  through  Siemens  & 
Halske,  that  is  to  say,  the  right  to  an  exclusive  license 
in  the  patent  in  suit,  and  the  right  to  sublicense  others. 
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THE  COURT:  Isn’t  that  what  I  just  said? 

MR.  RICH:  No,  sir;  you  said  they  had  an  exclusive 
license.  That  is  a  little  different.  Until  royalty  is 

agreed  on  there  is  no  license. 

THE  COURT:  That  is  not  what  I  intended  to  rule 
and  I  don’t  think  that  is  what  I  said.  I  said  that  they 
are  entitled  to  this  exclusive  license  but  cannot  exercise 
it  without  going  through  the  Siemens  &  Halske  contract. 

MR.  RICH:  I  was  here  on  March  19th.  You  agreed 
with  me  on  it  and  you  said  that  is  what  you  were 
335  going  to  hold,  that  Siemens  had  no  right  as  a 
licensee  until  the  agreement  on  the  amount  of  roy¬ 
alty  is  made,  and  you  said  that  is  what  you  would  hold. 

THE  COURT:  That  is  what  I  just  said  now. 

MR.  RICH:  The  sub  license,  or  the  right  to  sub 
license  others,  is  subordinate  to  the  main  license.  That 
cannot  be  exercised  until  the  main  license  is  agreed  on. 
The  exclusive  license  rights  must  be  to  the  licensee  before 
the  right  to  sub  license  others  comes  into  being.  The 
agreement  must  be  on  the  amount  of  royalty  on  the  main 
license,  not  the  amount  of  royalty  under  the  sub  license. 
That  is  entirely  remote  and  subordinate  and  cannot  come 
into  existence — 

THE  COURT :  It  isn’t  very  remote  because  they 
have  the  written  license  under  it. 

MR.  RICH:  —because  it  is  the  rate  on  the  main 
license  that  controls  the  rate  on  the  sub  license. 

THE  COURT:  Let’s  read  it: 

“Defendant  has  and  he  is  lawfully  entitled  to  retain 
an  exclusive  license  in  and  to  United  States  Letters  Pat¬ 
ent  No.  2,205,854,  a  right  to  sub-license  others  under 
said  patent,  a  right  to  share  equally  with  plaintiff  in  the 
royalties  from  sub-licensees,  and  a  right  but  not  an  obli¬ 
gation  to  sue  infringers  and  to  bring  other  actions  to 
protect  said  patent.” 
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Isn’t  that  what  I  said? 

336  MR.  RICH:  Not  in  the  memorandum. 

THE  COURT:  Maybe  I  used  bad  language  but 
that  is  what  I  thought  I  said.  j. 

I  am  going  to  sign  the  judgment  prepared  by  the 
Government,  and  I  am  going  to  give  you  the  right  xo  file 
your  schedule  if  you  want  to  before  I  sign  it. 

MR.  RICH:  Let  me  point  out  a  defect,  or  two  de¬ 
fects,  in  the  rest  of  the  judgment;  in  the  first  para¬ 
graph  : 

“Provided,  however,  that  the  royalty  rates  at  which 
defendant  may  grant  sub-licenses  under  said  patent  shall 
be  agreed  to  by  plaintiff.” 

That  is  directly  contrary  to  the  contract,  Section  5, 
paragraph  4,  which  paragraph  provides  that  an  agree¬ 
ment  on  the  amount  of  royalty  under  the  main  license 
has  to  be  arrived  at  first;  then  the  right  to  sub-license 
others  comes  into  existence.  Until  that  is  done  you!  have 
no  license. 

MR.  GORDON:  It  seems  to  me  that  we  have  been  all 
through  those  points  time  and  again.  That  was  one  of 
the  main  questions  for  Your  Honor’s  decision  on  the 
main  case. 

THE  COURT :  That  is  what  I  thought. 

MR.  GORDON :  There  is  no  question  but  the  parties 
can  make  an  agreement,  and  they  do  in  this  affect!;  the 
inventor  says  you  have  paid  me  $12,000  and  agree  in 
these  rates  to  sublicense  others  you  have  to  pay  mi  half 
of  the  rate  of  the  sublicense.  Your  Honor  has  ex¬ 
pressed  the  opinion  that  the  rate  at  which  they 

337  can  sub-license  has  to  be  agreed  to  by  the  inven¬ 
tor,  and  that  is  what  we  have  proposed  in  our 

judgment.  It  seems  to  me  we  are  going  around  in  circles 
and  rearguing  the  case,  and  I  think  he  is  trying  td  lead 
this  Court  into  error. 

THE  COURT:  He  thinks  I  am  led  into  errir  al¬ 
ready. 
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I  am  going  to  sign  this  form  of  judgment,  and  will 
sign  it  now  unless  you  either  reserve  your  rights  or 
want  me  to  hold  it  up  until  you  file  your  schedule.  I 
will  do  either  one  you  want. 

MR.  RICH :  As  we  understand  the  statute,  where 
there  is  a  return  of  property  under  this  judgment  there 
is  no  return  of  property  to  the  plaintiff — 

THE  COURT:  Do  I  understand  you  are  willing  to 
leave  out  any  reference  whatsoever  as  to  the  schedule  of 
fees? 

MR.  RICH :  That  is  right. 

THE  COURT:  I  am  going  to  enter  the  judgment 
without  costs. 

MR.  GORDON:  May  I  say  one  thing  on  this  judg¬ 
ment?  Under  this  judgment  the  Custodian  of  Alien 
Property  will  be  faced  with  the  necessity  of  returning 
this  patent  to  the  plaintiff,  and  then  he  is  faced  with 
this  situation,  that  he  cannot  return  until  the  schedule 
is  filed.  I  think  that  should  be  made  clear. 

MR.  RICH:  There  is  no  return  of  property  be  re¬ 
turned  under  the  judgment. 

MR.  GORDON :  The  judgment  requires  the  defendant 
return  half  the  royalties  to  sub-licensees.  Those  are 
substantial  rights  under  the  statute. 

338  THE  COURT:  Read  that  provision  again. 

MR.  GORDON:  In  Section  2  of  the  form  of 
judgment  we  have  proposed  we  had  a  proviso  of  the 
return  to  the  plaintiff;  provided,  however,  that  no  return 
shall  be  made  to  plaintiff  for  payment  of  royalties  un¬ 
less  and  until  plaintiff  shall  have  first  filed  a  schedule 
of  fees  to  be  paid  to  attorneys  and  agents,  as  provided 
with  the  Trading  with  the  Enemy  Act,  which  schedule 
shall  be  approved  by  this  Court. 

That  is  the  language  of  the  statute. 

MR.  RICH:  Isn’t  the  intent  of  that  in  connection  with 
the  contingency  fees? 
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THE  COURT :  I  would  think  so. 

MR.  RICH:  I  assure  the  Court  that  there  is  no  con¬ 
tingency  fee  involved. 

THE  COURT:  It  is  rather  unusual  when  you  request 
them  not  to  come  in  for  fees. 

MR.  GORDON:  We  have  had  many  cases  in  court 
under  Trading  with  the  Enemy  Act,  and  Congress  had 
a  very  definite  policy  in  mind,  Your  Honor,  they  did 
not  want  people  whose  property  had  been  unjustly  taken 
to  have  to  pay  exorbitant  fees  to  agents  and  attorneys. 
They  wanted  full  disclosure  and  approval  of  the  fee. 
That  is  something  we  have  not  invented.  It  is  a  Con¬ 
gressional  edict  and  we  think  it  should  be  observed  here. 

We  do  feel,  however,  that  the  signing  of  the  judg- 
339  ment  should  not  be  held  up  at  plaintiff’s  pleasure. 

We  think  it  should  be  signed,  since  it  does  adjudi¬ 
cate  rights  of  the  case,  and  it  is  important  to  know  what 
the  rights  are. 

THE  COURT:  I  am  going  to  sign  the  judgment  as 
it  is  now,  and  if  you  choose  not  to  return  it  you  can  fake 
some  other  step.  I  will  sign  the  judgment  that  it  will  be 
without  costs. 


i 
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My  invention,  relates  to  a  method  for  produc¬ 
ing  titanium  and  alloys  thereof. 

Titanium  has  hitherto  been  known  as  a  hard 
and  brittle  metal  not  capable  of  being  deformed 
5  in  a  warm  or  cold  state.  Above  all.  minute 
traces  of  oxygen  render  the  titanium  cold  short, 
although  the  capability  of  the  metal  of  being 
rolled  in  a  warm  state  is  only  impaired  to  &  slight 
extent.  A  cold  short  titanium  cannot  be  em- 
0  ployed  for  most  purposes  so  that  only  such  meth¬ 
ods  of  manufacture  appear  suitable  which  pro¬ 
duce  from  the  beginning  a  titanium  poor  in  or 
free  of  oxygen. 

An  object  of  my  invention  is  to  produce  ti- 
5  tanlum  which  is  ductile.  Another  object  is  to 
even  render  the  titanium  cold-malleable.  An  ob¬ 
ject  similar  to  the  foregoing  but  considered  from 
another  point  of  view  is  to  produce  titanium 
which  is  free  of  oxygen  as  compared  with  the 
0  aforementioned  products.  Other  more  detailed 
objects  of  the  invention  will  become  apparent 
from  the  following  description. 

According  to  the  invention,  a  halide  of  ti¬ 
tanium  is  caused  to  chemically  react  with  an 
5  alkaline  earth  metal  in  the  presence  of  a  protec¬ 
tive  gas  while  maintaining  normal  pressure. 
Preferably  the  tetrachloride  of  titanium  is  em¬ 
ployed  as  a  halide.  In  order  to  prevent  the  ab¬ 
sorption  of  oxygen  the  alkaline  earth  metals  are 
0  heated  in  the  presence  of  a  protective  gas  to 
temperatures  as  high  as  possible  and  which  are 
only  limited  by  the  crucible  material  or  by  the 
boiling  point  of  the  reducing  metal.  In  this 
manner  a  highly  sintered  and  in  most  cases  even 
S  fused  metal  is  produced  which  is  hardly  any  more 
chemically  attacked  when  being  subsequently 
treated  with  acids  and  which  does  not  tend  to 
form  colloids. 

Since  according  to  the  invention  the  reduction 
Ms  effected  under  normal  pressure,  the  reaction 
need  not  take  place  in  thick-walled  flasks,  which 
would  limit  the  use  of  the  method  considerably. 
By  “normal  pressure”  I  understand  a  pressure  in 
the  neighborhood  of  atmospheric  pressure,  in 
45  particular  a  pressure  which  is  not  substantially 
higher  than  the  atmospheric  pressure.  The  re¬ 
action  can  also  be  effected  below  atmospheric 
pressure,  for  instance  in  vacuum  or  in  a  par¬ 
tial  vacuum  in  which  the  pressure  of  argon  is 
50  below  atmospheric  pressure;  however  if  the  pres¬ 
sure  is  too  low  the  magnesium  evaporates  and 
difficulties  arise  owing  to  the  evaporation  of  the 
tetrachloride.  Both  reagents  may  be  brought  in¬ 
to  the  apparatus  at  the  same  time  and  in  the 
K  proper  stoichiometric  proportion,  with  a  small  ex¬ 


cess  of  the  reducing  agent,  if  desired.  Such  ex¬ 
cess  has  the  advantage  that  from  the  beginning 
always  the  proper  mixture  is  caused  to  react  so 
that  the  efficiency  is  better  than  if  the  chloride 
is  caused  to  drip  onto  the  highly  heated  alkaline  I 
earth  metal  which  at  the  beginning  is  present 
in  great  preponderance. 

In  accordance  with  the  properties  of  the  dif¬ 
ferent  substances  to  be  used,  the  method  accord¬ 
ing  to  the  Invention  can  be  carried  out  In  dif-  10 
rerent  ways.  j 

As  a  rule,  magnesium  or  calcium  is  preferable 
as  reducing  metal  from  an  economical  point  of 
view,  although  lithium,  strontium  and  barium 
may  also  be  employed.  Calcium  possesses  a  U 
much  greater  affinity  to  chlorine  and  permits  to 
effect  the  reduction  theoretically  at  about  1400* 
centigrade  although  in  practice  such  a  high 
temperature  is  not  permissible  owing  to  the  use 
of  steel  apparatus.  Consequently,  the  calcium  *• 
presents  the  advantage  that  a  much  better  thor¬ 
oughly  fused  titanium  can  be  produced.  How¬ 
ever,  magnesium  has  a  much  lower  boiling  point 
(1070°  centigrade)  land  a  smaller  but  sufficient 
affinity  to  chlorine.  The  advantages  resulting  ** 
from  the  use  of  magnesium  lie  on  the  one  hand 
in  the  low  price,  which  is  outstanding  on  account 
of  the  low  specific  gravity  of  magnesium.  On  the 
other  hand  the  low  specific  gravity  permits  a 
better  utilization  of  the  space,  and  the  dura- 
bility  when  exposed  to  air  is  extremely  more 
favorable  than  that  of  calcium.  Both  metals 
should  be  used  in  as  pure  a  state  as  possible  free 
of  oxides.  In  this  regard  the  magnesium  ag^in 
Is  more  advantageous,  since  it  is  available  com-  ** 
mercially  in  a  high  degree  of  purity  and  it  is  very 
easy  to  purify  at  a  low  temperature  by  sublima¬ 
tion,  whereas  calcium  must  be  freed  of  the  im¬ 
purities  by  distillation  before  being  used.  The 
reaction  temperature  in  the  case  of  magnesium  is  49 
kept  as  close  as  possible  to  the  boiling  point  in 
order  to  produce  a  compact  metal  free  of  col¬ 
loids.  Upon  exceeding  the  boiling  point  the 
condensed  magnesium  clogs  the  supply  tube. 

The  temperature  of  some  of  the  piedft  of  titan-  45 
lum  increases  up  to  the  fusing  point  of  the  ti¬ 
tanium.  i.  e.  to  about  1850*  centigrade,  although 
the  average  temperature  of  the  bath  is  not  high¬ 
er  than  the  evaporating  point  of  magnesium. 
Local  overheatings  of  the  individual  pieces  of  10 
titanium  therefore  exceed  the  boflihg  paint  of 
magnesium  to  a  considerable  extent  without  a 
compensation  of  the  temperature  taking  place.' 

As  to  the  protective  gas,  an  inert  gas,  particu¬ 
larly  argon,  or  hydrogen  is  employed  as  reducing  94 
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agent  when  using  magnesium  in  this  case  ar¬ 
gon  has  the  advantage  that  It  excludes  any  dan¬ 
ger  of  explosion.  By  the  use  of  calcium  only  an 
inert  gas  is  suitable,  since  hydrogen  is  absorbed 
5  by  calcium  under  development  of  hydride.  Al¬ 
though  mixtures  of  hydrogen  and  inert  gas  may 
be  employed,  the  hydrogen  of  such  mixture  Is  ab¬ 
sorbed  by  calcium  at  the  beginning  of  the  reac¬ 
tion  and  Is  again  liberated  during  the  further  re- 
10  action.  Titanium  also  absorbs  hydrogen  to  a 
'  high  degree  which,  however,  escapes  above  1000° 
centigrade.  Furtherfore,  titanium  containing  a 
considerable  amount  of  hydrogen  may  be  very 
difficult  to  be  worked  up  during  the  subsequent 
15  high  vacuum  process  owing  to  the  continuous  de¬ 
veloping  of  gas.  For  this  reason  an  inert  gas  is 
to  be  preferred  also  when  using  magnesium  as  a 
reducing  agent. 

The  protective  gases  must  be  tested  for  per- 
80  centage  of  oxygen.  As  a  rule,  commercial  argon 
contains  considerable  amounts  of  oxygen  and 
nitrogen.  According  to  the  invention  care  must 
be  taken  to  use  a  protective  gas  as  poor  as  pos¬ 
sible  in  oxygen.  This  may  be  easily  accomplished 
25  by  atomizing  alkaline  earth  metal  in  the  argon- 
filled  reaction  chamber,  for  instance  by  evaporat¬ 
ing  magnesium,  calcium  or  barium  In  a  small  mo¬ 
lybdenum  crucible  heated  by  high  frequency  or  by 
means  of  arcs  or  high-voltage  sparks  produced 
80  between  electrodes  consisting  of  the  metal  to  be 
evaporated.  The  chamber  thus  “gettered”  is  pre¬ 
pared  for  effecting  the  reduction.  The  gettering 
has,  furthermore,  the  advantage  that  humidity 
and  above  all  the  water  film  which  has  deposited 
85  cm  all  objects  are  also  eliminated.  When  opening 
the  furnace  after  the  test  the  air  enters  and  the 
slight  traces  of  evaporated  alkaline  earth  metal 
chlorides  retain  the  air  humidity  in  a  chemically 
combined  form.  However,  under  circumstances 
40  this  humidity  will  not  be  retained  by  the  alkaline 
earth  metal  fog.  Therefore  it  may  be  advan¬ 
tageous  to  cause  before  or  after  the  atomization 
of  the  alkaline  earth  metal  an  effective  drying 
agent  to  act,  TiCl*  proving  to  be  most  suitable. 
40  Some  drops  of  this  compound  are  caused  to  enter 
the  furnace.  The  chamber  filled  up  with  argon 
absorbs  the  chloride  as  gas  which  reacts  with  the 
residual  humidity. 

Of  the  titanium  halides  applicable,  tetrachloride 
60  (TICU)  particularly  is  of  practical  value.  The  flu¬ 
orides  are  all  solid  and  therefore  cannot  be  readily 
introduced  into  the  reaction  chamber.  The  alka¬ 
line  earth  fluorides  resulting  therefrom  are  in- 
'  soluble  in  water  and  are  therefore  difficult  to  be 
63  eliminated  according  to  the  wet  process.  The 
same  applies  to  the  double  fluorides  in  connec¬ 
tion  with  the  alkaline  metals.  Iodides  and  bro¬ 
mides  which  are  also  solid  at  room  temperature 
are  not  so  suitable  owing  to  the  relatively  high 
GQ  price.  Of  the  chlorides  only  the  tetrachloride  is 
liquid.  i 

Dichloride  is  pyrophoric  and  also  difficult  to 
produce  as  Is  the  trichloride.  However,  the 
tetrachloride  can  be  purchased  on  the  market 
06  with  a  sufficient  degree  of  purity.  Owing  to  its 
fluid  property  it  may  be  introduced  in  the  appa¬ 
ratus  in  the  form  of  a  uniform  and  regulatable 
current,  for  instance,  with  the  aid  of  a  dripping 
device.  It  either  acts  directly  as  liquid  on  the 
70  highly  heated  reducing  metals  when  falling  drop 
by  drop  thereon,  or  it  evaporates  previously  as 
a  gas  and  reacts  in  this  state.  Of  course,  the  ti¬ 
tanium  tetrachloride  may  also  be  pre-gasifled; 
however,  this  method  does  not  present  any  par- 
75  ticular  advantages. 


The  above-described .  reaction  would  not  be 
practical  without  the  use  of  particular  crucible 
materials  at  the  high  temperatures  which  are 
necessary  to  attain  a  compact  metal.  Iron  re¬ 
acts  directly  with  the  fusing  titanium  and  a 
fusion  of  the  whole  mass  will  take  place  if  care  is 
not  being  taken  to  protect  the  steel  wall  against 
the  very  reactive  titanium.  The  steel  crucible  is 
therefore  lined  according  to  the  Invention  in¬ 
teriorly  with  sheets  consisting  of  highly  refrac¬ 
tory  metals.  To  this  end,  molybdenum  has 
proved  most  suitable;  however  also  tungsten, 
tantalum,  niobium,  vanadium,  chromium,  titani¬ 
um,  zirconium,  hafnium  and  thorium  may  be  em¬ 
ployed.  The  surface  of  these  sheets  is  some¬ 
what  oxidized  so  that  the  diffusion  of  the  lining 
material  into  the  steel  wall  is  prevented.  On 
the  other  hand  a  coat  of  titanium  precipitates  on 
these  sheets  so  that  Anally  only  a  titanium  sur¬ 
face  comes  into  contact  with  the  titanium  freshly 
produced.  In  the  case  of  the  mentioned  metals 
the  diffusion  of  titanium  is  so  slight  that  they 
may  be  employed  for  a  period  of  any  duration. 
Massive  crucibles  consisting  of  these  highly  re¬ 
fractory  metals  may  be  used,  but  they  are  too 
expensive. 

As  a  rule,  the  reaction  is  so  initiated  that  the 
magnesium  is  raised  to  the  suitable  temperature 
of  about  800°  centigrade  and  then  the  chloride 
may  drop  onto  the  magnesium.  Owing  to  the 
development  of  heat  the  reaction  is  automatically 
maintained  and  after  the  reaction  has  com¬ 
menced  the  heating  in  the  case  of  large  furnaces 
may  be  adjusted  from  the  outside.  By  a  regu¬ 
lated  rapid  but  controlled  introduction  of  the 
tetrachloride,  or  by  a  controlled  supply  of  a  mix¬ 
ture  of  tetrachloride  together  with  magnesium, 
the  reaction  may  be  maintained  according  to  an 
initial  ignition  method.  In  all  cases  the  temper¬ 
ature  must  be  so  controlled  that  a  surpassing  of 
the  boiling  point  of  the  magnesium  is  avoided, 
which  may  be  attained  by  adjusting  the  outer 
heating  and  by  regulating  the  instilling  speed. 

The  method  according  to  the  invention  may 
also  be  used  for  the  manufacture  of  metal  alloys 
or  compounds.  For  instance,  iron-titanium  may 
be  manufactured  by  causing  TiCl«  to  instil  onto 
magnesium  in  an  atmosphere  containing  argon 
and  in  the  presence  of  carbonyl  iron.  The  iron 
may  be  also  introduced  into  the  reaction  cham¬ 
ber  as  gaseous  iron  trichloride.  Finally,  in  some 
cases  where  it  is  possible  to  form  an  alloy,  an 
alloy  of  the  alkaline  earth  metals  may  be  em¬ 
ployed,  such  as,  for  instance,  calcium  aluminum, 
in  which  case  aluminum  titanium  is  produced. 
In  a  similar  manner  titanium  boride  and  titanium 
carbide  may  be  produced  by  the  reaction  of  BCb 
or  CCU-f-TiCU  on  the  one  hand  and  of  magnesium 
on  the  other  hand.  However,  this  method  is,  as 
a  rule,  not  so  suitable,  since  said  alloys  may  be 
produced  with  a  greater  certainty  by  direct 
fusion  or  by  sintering. 

At  the  end  of  the  reaction  the  crucible  is  filled 
with  a  mixture  of  fused  alkaline  earth  metal 
chloride  and  compact  titanium  in  large  lumps. 
According  to  the  invention  the  crucible  content  is 
bored,  for  Instance  on  the  lathe,  with  the  aid  of 
high-speed  steel,  which  is  easily  possible  owing 
to  the  slight  hardness  of  titanium  (about  280 
Brinells) .  In  this  case  the  salts  act  as  a  support 
and  the  boring  can  be  effected  up  to  a  slight  dis¬ 
tance  from  the  molybdenum  lining.  The  ad¬ 
vantage  of  this  method  consists  in  that  titanium 
chips  are  obtained  which  have  become  brittle  by 
the  cold  boring  and  therefore  may  easily  be  pul- 
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verted-  The  mixture  removed  by  boring  is  sub¬ 
sequently  treated  with  water  which  removes 
MgCla,  and  then  with  diluted  hydrochloric  acid. 
In  the  meantime  the  pulverization  la  effected  as 
•  far  as  possible  in  a  wet  state.  The  chips  are 
ground  according  to  the  invention  in  a  steel 
mortar  or  in  a  steel  ball  mill.  Porcelain  parts 
should  not  be  employed  when  pulverizing  in  order 
to  prevent  the  mixture  from  absorbing  oxygen 
10  from  ground-off  porcelain  particles.  The  pul¬ 
verization  is  effected  to  such  an  extent  as  to 
permit  the  passage  of  the  particles  through  a 
screen  of  about  150  meshes/cm.2  and  thereafter 
the  particles  are  treated  in  a  weak  solution  of 
10  hydrochloric  add  by  the  application  of  heat. 
Hie  mixture  is  rinsed  in  such  a  manner  as  to  be 
free  of  chlorine  and  is  subsequently  etched  with 
a  slight  amount  of  hydrofluoric  add.  The  pur- 
pose  of  this  is  to  brightly  etch  the  surface  of  the 
90  titanium  and  to  convert  alkaline  earth  metal  as 
well  as  the  salts  thereof  into  fluorides  free  of 
oxygen.  In  this  manner  the  metal  grains  con¬ 
taining  magnesium  or  calcium  are  protected 
against  the  further  action  of  humidity  by  the 
**  formation  of  a  thick  layer  of  fluoride.  The  wash¬ 
ing  is  carried  out  with  distilled  water  and  alco¬ 
hol  and  the  subsequent  drying  at  a  temperature 
of  120°  centigrade. 

The  dried  titanium  powder  free  of  halogens, 
as  a  rule,  still  contains  small  quantities  of  gas. 
It  may  be  preferable  to  remove  this  gas,  partic¬ 
ularly  hydrogen,  by  an  annealing  treatment 
under  high  vacuum.  The  powder  is  heated  under 
high  vacuum  to  a  temperature  of  500  to  700° 
centigrade,  in  which  case  the  greater  portion 
of  the  hydrogen  is  forced  out  and  the  metal  loses 
its  cold  hardness.  Consequently,  it  is  very  soft 
and  plastic  after  this  treatment  and  may  be 
pressed  to  compact  briquets.  The  annealing 
40  temperature  should  preferably  not  exceed  700° 
centigrade,  since  otherwise  an  agglomeration  of 
the  powder  takes  place  so  as  to  entail  a  subse¬ 
quent  pulverization  which  is  difficult  owing  to 
the  ductility. 

4g  The  pressed  briquets  are  then  sintered  under 
high  vacuum  closely  below  the  fusing  point.  In 
this  case  a  small  amount  of  occluded  alkaline 
earth  metal  as  well  as  the  last  traces  of  fluoride 
escape.  When  cooled  down  the  sintered  bodies 
00  may  be  given  the  desired  shape. 

However,  it  Is  preferable  not  to  operate  ac¬ 
cording  to  the  sintering  process  but  according 
to  the  fusing  process,  since  when  fusing,  certain 
substances  escape  under  formation  of  gas  bub- 
00  bles.  which  substances  obviously  exert  a  great 
influence  on  the  capability  of  the  titanium  of 
being  deformed.  The  hardness  decreases  when 
adopting  the  fusing  process  by  about  50  Brin  ells. 

The  fusing  process  presupposes  a  suitable  base 
80  or  crucible  for  the  titanium.  Owing  to  the  great 
reactivity  of  this  element  the  selection  of  suit¬ 
able  highly  refractory  base  or  crucible  materials 
is  very  limited.  Alumina  and  zirconium  oxide 
cannot  be  employed,  since  the  formation  of  al- 
65  loys  takes  place.  It  has  been  found  that  alkaline 
earth  metal  oxides,  above  all  calcium  oxide,  may 
be  employed  after  they  have  been  overburned 
under  high  vacuum,  provided  that  when  fusing 
the  fusing  point  of  the  titanium  is  not  consid- 
70  erably  exceeded.  Also  the  tltanates  of  these  ox¬ 
ides  may  be  employed  under  the  same  conditions. 
Somewhat  above  the  fusing  point  of  the  titanium 
a  sudden  reaction  takes  place,  in  which  case  al¬ 
kaline  earth  metal  evaporates  and  the  titanium 
75.  Is  oxidized.  Thorium  oxide  has  proved  to  be 


of  particular  advantage.  This  substance,  after 
being  overburned  under  high  vacuum,  ensures  a 
good  fusing  base  applicable  within  wide  limit* 
of  temperature. 

Furthermore,  highly  refractory  metals,  such  * 

.  as  tungsten  and  molybdenum,  as  well  as  highly 
refractory  compounds,  such  as  titanium  boride, 
titanium  carbide,  tungsten  carbide  or  the  like 
may  be  employed  as  fusing  base  or  as  crucible 
material.  In  the  case  of  a  slight  overheating  It 
they  are  hardly  dissolved  In  titanium;  when  pro¬ 
ceeding  with  precaution  a  contamination  of  the 
titanium  can  be  avoided  by  the  use  of  these  bases. 
For  instance,  crucibles  are  made  of  titanium  car¬ 
bide  having  ti^auium  as  binding  agents,  into  It 
which  crucibles  the  titanium  is  fused,  for  in¬ 
stance.  by  means  of  high  frequency.  By  suit¬ 
able  devices  tbe  crucible  content  may  be  cast 
under  high  vacuum  into  a  mold  placed  there¬ 
under.  flg 

When  employing  a  metal  base  titanium-plated 
layers  may  be  produced.  If,  for  instance,  titan¬ 
ium  is  fused  on  a  thick  tantalum,  niobium,  mo¬ 
lybdenum  or  tungsten  sheet  this  bimetal  may  be 
rolled  as  a  whole  in  a  subsequent  rolling  process.  *t 
In  a  similar  manner  also  wires  may  be  produced 
which  are  titanium -plated,  since  the  titanium 
when  fused  wets  very  rapidly  the  surfaces  and 
creeps.  Such  titanium-plated  highly  refractory 
metals  permit  to  attain  new  effects  in  the  con-  " 
structlon  of  electron  tubes.  Thus  the  getter  ef¬ 
fect  of  the  titanium  may  be  combined  with  the 
great  resistance  of  molybdenum  to  heat,  or  with¬ 
out  foregoing  such  getter  effect  considerable  sav¬ 
ings  in  tantalum  or  niobium  may  be  effected  by  • 
means  of  a  titanium  plating  on  tantalum  or  ni¬ 
obium.  The  different  coefficient  of  expansion 
permits  to  produce  in  the  same  manner  bime¬ 
tallic  springs  of  considerable  thermal  strength. 

The  above-described  subsequent  treatment  of  iq 
the  reducing  product  may.  however,  be  also  ef¬ 
fected  in  another  way.  When  applying  the  wet 
process  there  still  remains  the  danger  of  intro¬ 
ducing  of  low  oxides.  The  alkaline  earth  metal 
chloride  may  be  eliminated  from  the  crucible  ^ 
content  by  melting  the  content  in  a  purified  40 
argon  atmosphere  or  under  vacuum  after  tilt¬ 
ing  the  crucible  over  a  mold  which  receives  the 
molten  and  purified  mass.  After  cooling  down, 
the  now  loose  pieces  of  titanium  may  be  broken  „ 
out  and  fused  under  high  vacuum,  thus  permit-  00 
ting  the  residual  chloride  and  alkaline  earth 
metal  to  escape  in  a  gaseous  form. 

The  fused  or  sintered  titanium  Is  first  to  be 
deformed  in  a  heated  state  in  order  to  break  up  M 
the  crystalline  structure  or  to  close  the  pores.  °° 
This  is  best  accomplished  in  suitable  salt  baths 
in  order  to  exclude  gases.  The  titanium  is  heated 
in  a  salt  bath  which  is  preferably  liquid  and 
which  must  not  Chemically  attack  the  titan 'urn,  ^ 
and  the  titanium  is  rolled  with  the  liquid  salted 
hide.  A  mixture  of  carbonates  of  the  alkali 
metals,  preferably  K3CO3.  Na2CCb  or  U2CO3,  has 
proved  particularly  suitable.  In  the  case  of  a 
low  temperature  also  nitrates  may  be  employed.  $$ 
The  deformation  in  a  heated  state  is  effected 
preferably  at  a  temperature  of  about  700°  centi¬ 
grade.  It  can  later  on  be  continued  up  to  about 
400°  centigrade.  ,  The  stretching  may  be  car¬ 
ried  out  at  low  temperatures  below  500°  centi-  7Q 
grade  by  heating  with  the  aid  of  a  gas  flame  or  ‘ 
an  electric  furnace,  since  at  such  temperatures 
a  protective  film  impermeable  to  gas  is  produced. 
After  a  deformation  to  a  great  extent  in  a  cold 
and  heated  state  the  metal  can  be  rolled  in  a  ^ 
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cold  state,  L  e.,  by  about  20%,  Intermediate  an¬ 
nealings  In  salt  baths  or  in  high  vacuum  or  under 
pure  protective  gas  being  applied.  Short  an¬ 
nealings  in  open  air  at  temperatures  below  500° 
5  centigrade  are  permissible  for  thick  cross-sec¬ 
tions. 

The  method  according  to  the  Invention  will 
now  be  further  elucidated  by  reference  to  the 
drawing  which  shows  an  example  of  a  device  for 
20  carrying  out  one  of  the  possible  ways  in  which 
the  Invention  may  be  realized.  A  thick-walled 
steel  crucible  I  which  is  lined  Inside  with  a  sheet 
2  of  molybdenum  1  to  2  mm.  in  thickness  and 
is  closed  by  a  thin  Iron  sheet  cover  2  serves  to 
25  receive  the  reaction  metal  4,  in  this  case  345  g. 
(magnesium  sublimed) .  The  crucible  I  Is  lowered 
in  the  reaction  furnace  proper  which  consists 
of  a  quartz  tube  5  provided  exteriorly  thereof 
with  a  high-frequency  induction  coll  4.  At  the 
20  bottom  of  this  steel  crucible  I  is  arranged  a 
measuring  point  for  a  thermoelement  7  which 
permits  a  control  of  the  mean  temperature.  The 
head  8  of  the  quartz  tube  which  is  sealed  up  and 
water  cooled  carries  a  connecting  branch  9  for 
25  the  evacuation  and  the  filling  up  with  argon. 
Another  inlet  in  the  form  of  a  tube  12  for  the 
titanium  tetrachloride  is  supported  on  the  cru¬ 
cible  cover  and  extends  into  the  crucible  through 
an  opening.  The  upper  end  of  the  tube  12  is 
80  provided  with  a  dripping  device  14  which  must 
be  capable  of  being  exactly  regulated.  The  seal¬ 
ing  against  atmosphere  is  effected  with  the  aid  of 
flexible  tubes  IS.  Two  electrodes  16  are  Insu- 
latedly  arranged  in  the  cover  8  and  are  pro- 
85  vided  with  two  calcium  rods  17  which  permit 
starting  an  arc  in  the  gas  chamber  above  the 
reaction  crucible.  Finally,  a  dripping  device  18 
is  provided  for  introducing  above  the  reaction 
crucible  a  small  quantity  of  TiCh  through  a  bore 
40  of  the  cover.  The  crucible  is  heated  by  means 
of  high  frequency  when  being  evacuated  to 
about  200°  centigrade,  the  small  amount  of  about 
1  ccm.  TICU  is  caused  to  drop  through  the  above- 
mentioned  bore,  then  the  furnace  chamber  Is 
45  filled  up  with  99.6%  argon  supplied  by  a  rubber 
balloon  II.  An  arc  is  started  between  the  cal¬ 
cium  electrodes  17,  for  which  purpose  2  g.  calcium 
are  evaporated.  The  operating  chamber  is  then 
prepared  for  the  continuation  of  the  method, 
50  since  argon  had  completely  been  freed  of  oxy¬ 
gen  and  nitrogen  by  atomized  calcium.  The 
humidity  had  been  previously  neutralized  by 
TiCU.  The  temi>erature  of  the  crucible  is  then 
raised  to  an  average  temperature  of  800°  centi- 
55  grade  by  heating  by  means  of  high  frequency,  at 
which  temperature  the  magnesium  4  is  already 
fused,  and  the  main  amount  of  HC1«  is  now  rap¬ 
idly  dropped  into  the  crucible.  At  the  begin¬ 
ning,  the  absorption  takes  place  very  rapidly  and 
00  the  temperature  increases  rapidly.  Care  should 
be  taken  to  see  that  the  temperature  does  not 
exceed  the  boiling  point  of  the  magnesium,  and 
If  a  maximum  temperature  not  higher  than  950° 
centri  grade  measured  at  the  bottom  is  chosen 
05  cloggingls  are  prevented  with  certainty.  The 
temperature  is  regulated  either  with  the  aid  of 
the  high-frequency  part  6  or  by  decreasing  the 
instilling  speed.  As  soon  as  about  600  ccm.  TICU 
has  been  instilled  the  greatest  portion  of  mag- 
70  neslum  is  consumed  and  the  reaction  proceeds 
much  slower.  Further  50  ccm.  are  now  caused 
to  drop  into  the  crucible  while  Increasing  the 
temperature  above  the  boiling  point  of  the  mag¬ 
nesium,  i.  e.,  about  1150°  centigrade,  whereby 
7§  occluded  magnesium  is  evaporated  out  of  the 


fused  mass  and  deposited  on  the  crucible  cover. 

A  clogging  is  no  longer  to  be  feared  owing  to 
the  small  quantity  of  remaining  Mg.  The  dura¬ 
tion  of  the  instilling  process  amounts  to  1  to  1  % 
hours.  The  rubber  balloon  II  is  continuously  . 
observed.  By  its  movements  it  can  be  seen  * 
whether  the  instilling  is  too  slow  or  too  rapid. 

In  proper  operation,  the  filling  of  the  balloon  1 1 
should  not  show  any  sudden  rise  must  be 
always  rather  uniform.  With  increasing  tern-  20 
perature  it  inflates  to  a  slight  extent  owing  to 
the  expansion  of  the  argon.  After  shutting  off 
the  heating,  the  cooling  down  occurs  at  first  in 
an  atmosphere  containing  argon.  Then  the  fur¬ 
nace  is  evacuated  with  an  dl  pump  which  Is  15 
connected  with  conduit  It  and  sealed  with  the 
aid  of  PaOs  against  air  humidity  in  order  to  re¬ 
move  the  last  traces  of  TICU,  which  would  be 
undesirable  when  removing  the  content  from  the 
crucible.  After  cooling  down  under  vacuum  or  20 
under  air  to  room  temperature  the  crucible 
be  removed.  It  is  then  bored  on  a  lathe  up  to 
very  close  to  the  molybdenum  lining.  The  chips 
are  freed  at  first  from  the  main  quantity  of 
MgCla  with  the  aid  of  water,  subsequently  treat-  25 
ed  for  a  short  time  with  diluted  hydrochloric  acid 
and  then,  after  neutralization  of  the  solution  if 
necessary,  ground  in  a  steel  mortar  to  150 
meshes/cm.3.  The  chips  are  then  treated  with 
a  little  amount  of  hydrochloric  acid  under  ap-  30 
plication  of  heat  until  no  gas  development  is  ob¬ 
servable,  and  are  then  washed  out  in  absence  of 
chlorine.  A  short  subsequent  treatment  with  a 
quantity  of  2  ccm.  concentrated  hydrofluoric  add 
in  a  platinum  bowl  removes  films  of  oxide  and  35' 
produces  on  occluded  magnesium  (If  any)  pro¬ 
tective  MgFj-coatings  free  of  oxygen.  After 
washing  the  chips  with  distilled  water  and  alco¬ 
hol  they  are  dried  at  a  temperature  of  120°  cen¬ 
tigrade.  The  powder  is  freed  from  hydrogen  to  40 
a  great  extent  within  three  hours  under  a  high 
vacuum  at  a  temperature  of  about  600°  centi¬ 
grade.  whereupon  it  Is  formed  Into  briquets  and 
fused  on  a  ThOa-base  under  high  vacuum.  When 
heated  in  a  bath  consisting  of  50%  IJ2CO3  and  45 
50%  NaaCOa  the  whole  Is  rolled  with  the  fused 
salt  cover  at  a  temperature  of  about  700°  C.  As 
soon  as  the  grain  is  broken  the  product  win  be 
cold  stretched  by  20%  in  a  saltpeter  bath  by  In¬ 
termediate  annealing  treatments.  The  metal  60 
presents  a  hardness  of  less  than  280  Brinells. 

A  hardness  of  more  than  320  Brinells  indicates 
the  presence  of  oxygen.  The  metal  then  may  be 
still  hot  rolled  but  is  very  cold  short. 

In  the  above-described  example  269  g.  tl-  55 
tanium  were  produced,  which  corresponds  to  an 
efficiency  of  92.2%.  The  consumption  of  mag¬ 
nesium  amounted  to  1-29  kg.  per  kg.  of  titanium 
produced.  In  the  case  of  considerable  charges 
an  efficiency  of  approximately  100%  was  at-  60  ■ 
tained,  in  which  case  the  consumption  of  mag¬ 
nesium  dropped  to  1.1  kg.  per  kg.  of  titanium 
produced. 

The  light  titanium  which  can  be  produced  by 
the  wet  process  In  the  finest  distribution  may  be  G5 
employed  to  advantage  as  flash  light  powder. 

The  titanium  possesses  in  the  range  of  the  high¬ 
est  sensitiveness  of  photographic  emulsions  and 
in  that  of  the  best  optical  transparency  of  lenses 
a  much  higher  spectral  emission  than  any  other  70 
metal,  for  Instance,  as  zirconium  hitherto  em¬ 
ployed  for  that  purpose.  The  continuous  ra¬ 
diation  of  a  titanium  flash  light  is  also  much 
more  Intense.  As  compared  to  zirconium,  ti¬ 
tanium  has  the  advantage  of  being  less  expensive  75 
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while  the  atonic  and  specific  weight  is  much 


anauer.  It  may  be  employed  in  a  pulverised 
form  mixed  with  oartdlxtng  agents  or  in  the  form 
of  thin  foils  In  oxygen  ampoules  which  contain 
s  electric  ignition  devices. 

What  Is  claimed  Is: 

1.  The  method  of  producing  cold-malleable  ti¬ 
tanium  consisting  in  causing  a  halide  of  titanium 
to  chemically  react  with  an  alkaline  earth  metal 
2o  at  an  elevated  temperature  below  the  boding  tem¬ 
perature  of  said  metal  and  In  the  presence  of  a 
protective  gas  while  maintaining  normal  pres¬ 
sure. 

.  2.  The  method  of  producing  cold-malleable  tl- 
15  consisting  In  causing  titanium  tetra¬ 

chloride  to  chemically  react  with  magnesium  at 
an  elevated  temperature  below  the  boiling  tem¬ 
perature  of  magnesium  In  the  presence  of  hy¬ 
drogen  while  maintaining  normal  pressure. 

2o  3.  The  method  of  producing  cold-malleable  ti¬ 
tanium.  comprising  the  steps  of  providing  a  re¬ 
action  chamber  with  a  protective  gas.  liberating 
said  gas  in  said  chamber  from  oxygen,  causing 
a  halide  of  titanium  to  chemically  react  at  ele- 
20  vated  temperature  with  an  alkaline  earth  metal 
in  said  reaction  chamber  while  bringing  said 
halide  and  said  metal  gradually  Into  contact  with 
each  other  so  as  to  avoid  sudden  increases  of  the 
pressure  In  the  reaction  chamber,  and  main  tain- 
30  ing  said  pressure  at  a  value  in  the  neighborhood 
of  atmospheric  precsure. 

4.  The  method  of  producing  cold-malleable  ti¬ 
tanium,  consisting  in  causing  a  halide  of  titanium 
to  ffhpmiraily  react  with  an  alkaline  earth  metal 
36  In  the  presence  of  a  protective  gas,  maintaining 
said  reacting  substances  at  a  temperature  be¬ 
tween  the  fusing  point  and  the  boiling  point  of 
the  alkaline  earth  metal,  and  maintaining  the 
reaction  at  normal  pressure. 

40  5.  The  method  of  producing  cold-malleable  ti¬ 

tanium  by  causing  a  halide  of  titanium  to  react 
In  a  protective  atmosphere  within  a  closed  re¬ 
action  chamber  with  alkaline  earth  metal,  con¬ 
sisting  In  heating  said  metal  up  to  a  temperature 
45  above  the  fusing  point  and  near  the  boiling  point 
of  said  metal,  gradually  supplying  said  halide  to 
said  metal  so  as  to  prevent  sudden  Increases  In 
temperature  and  pressure,  and  maintaining  the 
pressure  within  said  reaction  chamber  during 
50  said  reaction  at  a  value  not  substantially  higher 
than  atmospheric  pressure. 

6.  The  method  of  producing  cold-malleable  ti¬ 
tanium  by  causing  a  halide  of  titanium  to  react 
with  alkaline  earth  metal  in  a  protective  atmos- 

65  phere  within  a  reaction  chamber  having  heating 
means,  said  method  comprising  gradually  con¬ 
tacting  said  halide  with  said  metal,  heating  said 
reaction  products  by  said  heating  means  to  a 
temperature  between  the  fusing  point  and  the 
00  boiling  point  of  said  metal  until  the  reaction  is 
initiated,  cutting  off  the  operation  of  said  heating 
means,  controlling  the  speed  of  said  contacting  so 
as  to  maintain  said  temperature  during  the  fur- 
ther  progress  of  the  reaction,  and  maintaining 
05  the  pressure  in  said  reaction  chamber  during  said 
reaction  at  a  value  not  substantially  higher  than 
atmospheric  pressure. 

7.  The  method  of  producing  ductile  titanium, 
»0  consisting  in  placing  alkaline  earth  metal  on  a 

highly  refractory  base  consisting  of  a  non -alloy¬ 
ing  substance  with  respect  to  titanium,  heating 
aid  metal  and  causing  a  halide  of  titanium  to 
chemically  react  on  said  metal  in  the  presence 
75  of  a  protective  gas  at  an  elevated  temperature. 
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and  maintaining  said  reaction  undsr  mhh#  ff&r 
sure. 

8.  The  method  of  producing  ducttfe  titoflhMF 
by  means  of  a  sealed  furnace  and  of  a  Gf&f&iG 
lined  with  highly  refractory  metal  Gomffi&SM  + 
the  steps  of  placing  alkaline  earth  motel 
crucible,  placing  said  crucible  Into  said 

filling  the  furnace  with  Inert  gas,  beattag 
crucible  to  a  temperature  above  the  fusing  pofeft 
and  not  substantially  higher  than  the  boflfeg  jg 
point  of  said  selected  metal,  gradually  lotM* 
ducing  a  titanium  halide  into  said  crucible  so  M 
to  react  with  said  selected  metal,  maintaining 
the  pressure  In  said  furnace  during  said  reaction 
at  a  value  not  substantially  higher  than  atm6»~  ^ 
pherlc  pressure,  removing  said  crucible,  boring 
the  reaction  product  out  of  said  crucible  so  as  to 
obtain  cold  deformed  and  therefore  brittle  chlpa, 
pulverizing  said  chips,  degasifying  the  powder, 
briquetting  the  powder,  and  fusing  the  briquettes  gg 
in  vacuum. 

9.  The  method  of  producing  ductile  titanium 
which  comprises  the  steps  of  causing  a  fluid  hal¬ 
ide  of  titanium  to  gradually  react  in  the  presence 

of  a  protective  gas  with  heated  alkaline  earth  25 
metal,  maintaining  during  the  reaction  the  tem¬ 
perature  between  the  fusing  point  and  the  boiling 
point  of  said  metal  and  maintaining  the  pressure 
at  a  value  not  substantially  higher  than  atmos¬ 
pheric  pressure,  reducing  the  reaction  product  to  m 
small  particles,  liberating  the  product  from  its 
halogen  component  and  annealing  the  remain¬ 
ing  titanium  component  in  vacuum,  pressing  the 
resulting  material  to  briquettes,  and  solidifying 
the  briquettes  by  heating  them  under  vacuum  on  25 
a  highly  refractory  base  of  a  non-alloying  sub¬ 
stance  with  respect  to  titanium  at  the  heating 
temperature  employed. 

10.  The  method  of  producing  ductile  titanium 
which  comprises  the  steps  of  causing  a  fluid  hal-  45 
ide  of  titanium  to  gradually  react  in  the  presence 

of  a  protective  gas  with  heated  alkaline  earth 
metal,  maintaining  during  the  reaction  the  tem¬ 
perature  between  the  fusing  point  and  the  boiling 
point  of  said  metal  and  maintaining  the  pressure  45 
at  a  value  not  substantially  higher  than  atmos¬ 
pheric  pressure,  removing  and  pulverizing  the  re¬ 
action  product,  liberating  the  powder  from  its 
undesired  components  so  as  to  retain  comminuted 
titanium,  pressing  the  titanium  to  a  shaped  body.  55 
placing  said  body  on  a  base  consisting  of  a  non¬ 
alloying  substance  selected  from  the  group  con¬ 
sisting  of  highly  refractory  metals,  their  highly 
refractory  compounds,  and  highly  fired  oxides  of 
alkaline  earth  metals  and  compounds  of  said  55 
oxides. 

11.  The  method  of  producing  ductile  titanium 
which  comprises  the  steps  of  causing  a  fluid  hal¬ 
ide  of  titanium  to  gradually  react  in  the  presence 

of  a  protective  gas  with  heated  alkaline  earth  55 
metal,  maintaining  during  the  reaction  the  tem¬ 
perature  between  the  fusing  point  and  the  boiling 
point  of  said  metal  and  maintaining  tht  pres¬ 
sure  at  a  value  not  substantially  higher  than  at¬ 
mospheric  pressure,  removing  and  pulverizing  55 
the  reaction  product,  liberating  the  powder  from 
its  undesired  components  so  as  to  retain  com¬ 
minuted  titanium,  pressing  the  titanium  to  a 
shaped  body,  placing  said  body  on  a  base  consist¬ 
ing  of  a  non-alloying  substance  selected  from  the  70 
group  mngist.ing  of  thorium  dioxide  and  highly 
refractory  mixtures  containing  thorium  dioxide. 

12.  The  method  of  producing  ductile  titanium 
comprising  the  steps  of  causing  a  fluid  halide  of 
titanium  to  gradually  react  in  the  presence  of  75 
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a  protective  gas  with  heated  alkaline  earth  metal. 
maintaining  said  metal  during  the  reaction  at 
a  temperature  between  the  fusing  and  the  boiling 
point,  maintaining  a  pressure  not  substantially 

5  higher  than  atmospheric  pressure,  heating  the 
reaction  product  under  high  vacuum  so  as  to 
fuse  out  the  halide  component,  and  solidifying 
the  remaining  titanium  component  by  fusing. 

13.  The  method  of  producing  ductile  titanium 

10  comprising  the  steps  of  causing  a  fluid  halide  of 
titanium  to  react  at  normal  pressure  and  in  the 
presence  of  a  protective  gas  with  heated  alkaline 
earth  metal,  maintaining  said  metal  during  the 
reaction  at  a  temperature  between  the  fusing 

11  and  the  boiling  point,  reducing  the  reaction  prod¬ 
uct  so  as  to  retain  only  the  titanium  component, 
solidifying  the  titanium  component  by  heating  it 
up  to  at  least  its  sintering  temperature,  heating 
the  solidified  product  in  a  salt  bath,  and  rolling 

30  the  product  under  a  fused  salt  layer  at>  a  tem¬ 
perature  above  500°  C. 

14.  The  method  of  producing  ductile  titanium 
by  means  of  a  heatable  reaction  chamber  closed 
against  the  atmosphere,  comprising  the  steps  of 


placing  alkaline  earth  metal  Into  said  chamber, 
filling  said  chamber  with  an  inert  gas,  heating 
said  metal  to  a  temperature  between  the  fusing 
point  and  the  boiling  point,  gradually  Instilling  a 
titanium  halide  into  said  metal  while  maintain-  5 
lng  an  Instilling  speed  which  prevents  a  sudden 
increase  in  temperature,  and  maintaining  the 
pressure  in  said  chamber  at  a  value  not  substan¬ 
tially  higher  than  atmospheric  pressure. 

15.  The  method  of  producing  ductile  titanium  18 
by  means  of  a  heatable  reaction  chamber  closed 
against  the  atmosphere,  comprising  the  steps  of 
placing  alkaline  earth  metal,  filling  said  chamber 
with  argon,  heating  said  metal  to  a  temperature 
between  the  fusing  point  and  the  boiling  point.  If 
gradually  Instilling  titanium  tetrachloride  into 
said  chamber  so  as  to  react  with  said  heated 
metal,  maintaining  the  Instilling  speed  at  a  rate 
which  prevents  the  temperature  from  Increas¬ 
ing  substantially  above  said  boiling  point,  and  15 
maintaining  the  pressure  in  said  chamber  at  a 
value  not  substantially  higher  than  atmospheric 

pressure.  _ 

WII^EUi  KROLL. 


r 
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[All  of  Plaintiff’s  Exhibits  were  filed  Feb.  19,  1951. 
Plaintiff's  Exhibit  No.  2 
PO-88 


UNITED  STATES 

DEPARTMENT  OF  COMMERCE 
« 

PATENT  OFFICE 

To  all  persons  to  whom  these  presents  shall  come, 
Greeting : 

This  is  to  certify,  That  the  annexed  is  a  true  copy  of 
that  part  of  the  record,  from  the  Digest  of  this  Offic^  of 
all  Assignments,  Agreements,  Licenses,  Powers  of  Attor¬ 
ney,  and  other  instruments  of  writing,  found  of  record  up 
to  and  including  October  31,  1949  that  may  affect  Letters 
Patent  granted  to  Wilhelm  Kroll,  Luxemburg,  Luxemburg. 
Patent  No.  2,205,854  dated  June  25,  1940.  Method  for 
Manufacturing  Titanium  and  Alloys  Thereof. 


Searched  from  July  6,  1936. 


In  testimony  whereof,  I  have  hereunto  set  my  hand 
and  caused  the  seal  of  the  Patent  Office  to  be  affixed,  at 
the  city  of  Washington,  this  thirtieth  day  of  November]  in 
the  year  of  our  Lord  one  thousand  nine  hundred  and  forty- 
nine  and  of  the  independence  of  the  United  States  of 
America  the  one  hundred  and  seventy-fourth. 


/s/  Lawrence  C.  Kingsland, 

Commissioner  of  Patent^. 


Attest : 

Carl  Lew,  Chief  of  Division,  m 

7 


Instrument  dated  Jan.  18,  1943. 
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Recorded  May  17,  1943.  Liber  C-193,  page  162. 

Vesting  Order  No.  670.  to  Alien  Property  Custodian. 

Wilhelm  Kroll,  Inventor.  2,205,854. 

Also  other  inventions  of  other  inventors. 

Vested  in  the  Alien  Property  Custodian  under  trading 
with  the  Enemy  Act,  as  amended,  and  Executive  Order 
No.  9095,  as  amended,  and  pursuant  to  law.  (See  Record 
for  details.) 

Instrument  dated  Oct.  14,  1946. 

Recorded  Feb.  7,  1947.  Liber  G-193,  page  246. 

Alien  Property  Custodian,  to  Attorney  General  of 
the  United  States. 

No  Inventions,  Patents  or  Trade-Marks  Mentioned. 

Copy  of  Executive  Order  9788,  effective  Oct.  15,  1946, 
terminating  the  Office  of  Alien  Property  Custodian  and 
transferring  its  functions  and  all  property  vested  in  the 
Alien  Property  Custodian  to  the  Attorney  General.  See 
Record  for  details. 


Instrument  dated  Jan.  29,  1948. 

Recorded  Feb.  12,  1948.  Liber  G-193,  page  406. 

Vesting  Order  10544.  to  Attorney  General  of  the 
United  States. 

Instrument  Mentions: 

Wilhelm  Kroll,  Inventor.  2,205,854. 

Under  authority  of  the  Trading  with  the  Enemy  Act, 
as  amended,  Executive  Order  9193,  as  amended,  and  Ex¬ 
ecutive  Order  9788,  and  pursuant  to  law,  the  following 
property  described  in  subparagraph  2  hereof  is  hereby 
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vested  in  the  Attorney  General  of  the  United  State^:  all 
interests  and  rights  created  in  Siemens  &  Halske  Aktien- 
gesellschaft  by  virtue  of  an  agreement  dated  March  26, 
1934,  between  it  and  W.  Kroll  relating,  among  other 
to  patent  2,205,854.  See  Record  for  details. 

Plavntiff’s  Exhibit  No.  3A 
TRANSLATION 

CONTRACT 

between  Dr.  Eng.  W.  Kroll,  Luxemburg,  Bel-Airstr.  44, 
and  the  Siemens  &  Halske  Aktiengesellschaft,  Berlin, 
in  the  following  called  “S&H”. 

1. 

Dr.  Kroll  offers  his  services  to  S&H  as  a  collaborator,  to 
attend  to  questions  in  the  entire  field  of  thermal  and  Elec¬ 
trothermal  or  electrochemical  refining  and  metal  production 
processes,  the  manufacture  of  alloys,  the  application  pos¬ 
sibilities  of  metals  and  alloys  of  electrically  heated  smelting 
and  reduction  furnaces  and  for  all  dry  operating  processes. 
The  collaboration  includes  experimental  research  wlork, 
services  as  expert,  technical  and  literary  advice  and  as¬ 
sistance  in  the  development  of  new  processes  and  appa¬ 
ratus.  The  collaboration  in  accordance  with  the  meaning 
of  this  contract  does  not  include : 

i 

i 

a)  Work  in  the  field  of  substitute  lead-bearing  medals, 
especially  alkali-earth  alkali  metals  and  processes  for  the 
manufacture  of  same  and  also  for  the  obtaining  of  alkali 
earth  metals. 

b)  Processes  for  the  removal  of  bismuth  from  l^ad 
with  alkali  or  earth  alkali  metals. 

c)  Processes  for  the  separation  of  metals  by  the  addi¬ 
tion  of  silicon  and  for  speculum  metal  separation  by 
metallic  additions. 
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d)  Refining  of  metals  in  high-frequency  furnaces  and 
metal  separation  processes  by  distillation  carried  out  with 
any  electric  heating  agents. 

e)  Alloys  of  aluminum  with  a  silicon  content  exceeding 
20%  and  improvements  thereof. 

2. 

The  laboratories  and  equipment  of  S&H  can  be  used, 
after  approval  by  S&H — which  approval  must  be  given  in 
each  individual  case — by  Dr.  Kroll  for  the  carrying  out 
of  his  processes  referred  to  under  item  1. 

3. 

The  joint  work  will  result  in  Dr.  Kroll’s  obtaining 
knowledge,  to  a  certain  extent,  of  the  practical  experience 
of  S&H.  In  order  to  protect  the  business  interests  of  the 
firm,  Dr.  Kroll  agrees  to  keep  secret  all  knowledge  ob¬ 
tained  through  contact  with  S&H,  of  inventive  ideas, 
constructions  and  designs  of  all  kinds,  operating  equip¬ 
ment,  etc.  not  only  during  the  life  of  this  contract  but  also 
one  year  after  the  expiration  of  the  contract,  agreeing  not 
to  use  or  exploit  such  information  in  any  manner  whatso¬ 
ever.  Should  the  contract  be  extended  beyond  1935,  the 
above  mentioned  period  shall  be  extended  to  two  years. 

4. 

Dr.  Kroll  agrees,  during  the  life  of  this  contract,  to 
refrain  from  collaborating  with  others,  especially  with 
competing  firms,  in  the  field  referred  to  under  item  1. 

Publications  intended  to  be  made  directly  by  Dr.  Kroll, 
or  by  him  indirectly  through  others,  in  the  field  covered 
by  the  contract,  require  the  consent  of  S&H  during  the 
life  of  this  contract. 
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5. 

Dr.  Kroll  agrees  to  make  known  to  S&H  at  the  earjiest 
possible  moment  and  regardless  of  the  question  of  whether 
same  can  be  protected  by  patents  or  petty  patents:  all 
results  of  his  work  in  the  field  covered  by  this  contract, 
especially  all  inventions,  experience  and  improvements. 

In  connection  with  any  inventions  in  the  field  covered  by 
the  contract  which  originate  exclusively  from  Dr.  Kro^l  or 
partly  from  S&H  and  partly  from  Dr.  Kroll,  S&H,  inj  ac¬ 
cordance  with  its  own  judgment,  may  file,  in  all  countries, 
applications  for  patent  and  petty  patent  rights,  at  its  pwn 
expense  and  in  its  owm  name,  and  maintain  such  protection 
rights.  In  connection  with  the  inventions  which  originate 
exclusively  from  Dr.  Kroll,  Dr.  Kroll  may  demand  ^uch 
patent  protection  in  his  own  name. 

In  connection  with  all  the  aforementioned  patent  ^nd 
petty  patent  rights,  S&H  receive  an  exclusive  license  up 
to  the  expiration  of  the  protection  rights,  irrespective  of 
the  life  of  the  contract.  S&H  may,  after  having  pre¬ 
viously  advised  Dr.  Kroll  in  due  time,  drop  applications 
or  protection  rights  [patent  rights]  in  accordance  \|vith 
its  own  judgment.  If  Dr.  Kroll  should  thereupon  defray 
the  expenses  and  costs  of  maintaining  such  rights,  tjhen 
S&H  shall  retain  in  connection  with  such  protection  rights 
a  non-exclusive  license  beyond  the  term  of  the  contract, 
up  to  the  expiration  of  the  pertinent  protection  rightsL 

The  amount  of  the  royalties  to  be  paid  by  S&H  to  Dr. 
Kroll  is  to  be  computed  depending  on  the  importance  of 
the  invention  and  in  case  of  joint  inventions,  on  basi^  of 
the  share  contributed  by  Dr.  Kroll  to  the  invention.  If 
the  parties  should  not  agree  on  the  amount  of  the 
royalty,  then  a  decision  shall  be  obtained  by  the  procedure 
mentioned  under  Section  9. 

S&H  may  grant  sub-licenses  in  connection  with  the  ex¬ 
clusive  and  also  in  connection  with  the  non-exclusive!  li- 
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cense  also  after  the  termination  of  the  contract.  In  con¬ 
nection  with  inventions  originating  partly  from  Dr.  Kroll 
and  partly  from  S&II,  both  parties,  as  soon  as  the  license 
has  become  non-exclnsive,  may  grant  sub-licenses,  but  only 
with  the  consent  of  the  other  partner  which,  however,  may 
not  be  refused  without  sound  reason.  Any  profits  from 
such  sub-licenses  shall  devolve  upon  both  parties,  share 
and  share  alike.  However,  the  party  which  defrays  the 
maintenance  expenses  and  costs  for  the  pertinent  protec¬ 
tion  rights  shall  receive,  first  of  all,  the  expenses  and  costs 
incurred  by  it. 

6. 

S&H  are  authorized  but  not  under  the  obligation  to 
carry  out  any  legal  actions  (nullity  actions,  infringement 
actions,  actions  for  declaratory  judgments  and  the  like) 
in  connection  with  the  protection  rights  covered  by  the 
contract. 

7. 

As  compensation  for  his  collaboration,  Dr.  Kroll  shall 
receive  every  month  the  amount  of  RM  500.00  payable  at 
the  end  of  the  month,  in  Reichsmark. 

If  Dr.  Kroll  is  requested  to  make  trips  or  voyages  by 
S&H,  then  he  will  be  compensated  for  same  in  accordance 
with  the  rates  in  force  at  S&H  for  Chief  Engineers. 

8. 

This  contract  shall  be  in  force  retroactively  from  Janu¬ 
ary  1, 1934  on. 

The  contract  may  be  terminated  by  either  party  not 
earlier  than  effective  at  the  end  of  1935  upon  six  months 
notice  of  termination.  If  such  notice  of  termination  is 
not  given  for  that  date,  the  contract  is  automatically  ex¬ 
tended  for  recurring  periods  of  one  year  each,  until  six 
months  prior  notice  of  termination  is  given. 


Such  notice  of  termination  must,  in  all  cases,  be  given 


by  registered  letter. 


9. 


If  differences  of  opinion  should  arise  on  basis  df  this 
contract  between  Dr.  Kroll  and  S&H,  it  shall,  first  df  all, 
be  tried  to  settle  such  differences  in  the  manned  that 
each  one  of  the  parties  appoints  one  arbitrator  anil  that 
these  two  arbitrators  try  to  find  a  solution  of  the  existing 
differences  of  opinion  satisfactory  to  both  parties.  Should 
it  not  be  possible  to  settle  a  dispute  in  this  manned,  then 
the  decision  must  be  rendered  exclusively  by  recourse  to 
the  regular  courts  of  law.  The  City  of  Berlin  is  Agreed 
upon  as  exclusive  place  of  jurisdiction. 

10. 

Changes  in  this  contract  and  additional  agreements  must 
be  drawn  up  in  writing  in  order  to  be  valid. 

11.  | 

The  following  agreements  already  executed  wit)i  Dr. 
Kroll  shall  remain  in  force : 

a)  In  the  field  of  beryllium,  those  of  June  28,  192i7  and 

December  20,  1930; 

b)  In  the  field  of  nickel-magnesium-carbon  alloys  Which 

can  be  heat-treated,  the  agreement  of  Dek.  20, 

1930; 

c)  In  the  copper-titanium  field,  of  July  15,  1931; 

d)  In  the  iron-titanium  field,  of  July  17,  1931. 

12. 

With  the  execution  of  this  contract,  the  agreement  of 
December  20,  1930  regarding  agreements  between  Dr. 
Kroll  and  S&H,  concerning  inventions  in  the  working  field 
referred  to  under  item  1,  ceases  to  be  effective. 
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13. 

S&H  is  authorized  to  transfer  rights  and  obligations 
arising  out  of  this  contract,  in  whole  or  in  part,  to  the 
Heraeus  V acuumschmelze  A.G.  Hanau. 


14. 

The  stamp  charges,  taxes  and  dues  payable  in  Germany 
in  connection  with  this  contract  shall  be  borne  by  both 
parties,  share  and  share  alike. 

Berlin-Siemensstadt,  March  26,  1934. 

SIEMENS  &  HALSKE 
AKTIENGESELLSCHAFT 
Signature. 

Signature. 

Signed :  Dr.  Eng.  W.  Kroll. 

Plaintiff’s  Exhibit  No.  4 A 


Fa.  Siemens  &  Halske  A.G. 
Electro-Chemical  Division 
Berlin-Siemensstadt 
Germany 


Registered 


Luxemburg  June  27,  1938 
[Handwritten  notation  illegible] 


Re :  Contract 


Referring  to  Section  11  of  our  contract  of  March  26, 
1934  concerning  my  cooperation  with  your  firm,  I  herewith 
give  notice  of  termination  of  this  contract  to  take  effect 
as  of  December  31,  1938.  I  shall  complete  the  work  now 
pending  by  the  end  of  the  year.  I  have  written  to  Dr. 
Illig  regarding  this  matter. 


Asking  you  to  acknowledge  receipt  of  this  letter 


I  am, 


Yours  very  truly 

/s/  W.  Kroll 

Copy  to: 

Heraeus- V  acuumschmelze 

Plaintiff’s  Exhibit  No.  5 A 

Siemens  &  Halske  Aktiengesellschaft 
Wernerwerk  Electro  Chemical  Division 

Berlin-Siemensstadt, 
July  15,  1938 

Dr.  Ing.  W.  Kroll 
Bel ’Air  Laboratory 
54  Bel’Airstrasse 
Luxemburg 

Your  ref :  Our  Kef :  El/Dr.He.  Your  letter  of  6/^7/38 


Re :  Contract 


In  accordance  with  your  wishes  we  acknowledge  rejceipt 
of  your  letter  of  the  27th  ultimo  in  which  you  gave  notice 
of  termination  of  the  agreement  dated  March  26, 1934  jxist- 
ing  between  you  and  us  which  dealt  with  your  cooperation 
in  the  field  of  refining  and  metal  production  processes, 
this  notice  to  take  effect  as  of  the  end  of  this  year. 

Only  as  a  matter  of  business  routine  we  call  your  at¬ 
tention  to  the  fact  that  the  provisions  concerning  terijntina- 
tion  are  set  forth  in  section  8  of  this  agreement  while 
you  refer  to  section  11  (probably  erroneously). 

Yours  very  truly 

Siemens  &  Halske  Aktiengesellschaft 
(Sgd.)  ppa.  [2  illegible  signatures] 


Z  1736 


Plaintiff's  Exhibit  No.  OA 


[Translation] 

HERAEUS-VACUUMSCHMELZE  A.G. 

Dr.  In g.  W.  Kroll 
Bel'Airstrasse  54 
Luxembourg 

Our  ref.:  Your  letter  of  6/27/38  Our  ref.  Dr.  W.  Rohn 

Kr.  Hanau/Main,  July  4,  1938 

Re:  Termination  of  your  collaboration  contract 

I  see  from  your  letter  of  June  27,  1938  with  great  regret 
that  you  felt  obliged  to  terminate  the  agreement  which 
existed  between  yourself  and  Siemens,  to  take  effect  by 
the  end  of  this  year,  because  in  effect  this  agreement  was 
financially  unfavorable  for  you.  I  regret  this  personally 
very  much  and  hope  to  have  the  opportunity  at  the  begin¬ 
ning  of  August  to  talk  this  matter  over  with  Dr.  Illig. 

With  best  regards,  I  am, 

Yours, 


(s)  W.  Rohn 
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Plaintiff’s  Exhibit  No.  7 


TRANSLATION 
from :  German  WB  :FG 

HERAEUS-VACUUMSCHMELZE 

AKTIENGESELLSCHAFT 

Postfach  100  | 

Hanau,  A.M. 

May  20,  193:) 

Dr.  Eng.  W.  Kroll 
Bel'Airstrasse  54 
Bel' Air  Laboratory 
Luxemburg 

Dear  Dr.  Kroll: 

Your  Ref:  I/Mk — Your  letter  of  4/19/39 — Our  Rjef: 

Dr.Rn/Ba. 

i 

Re:  Titanium  Metal 

In  your  letter  of  April  19th,  you  refer  again  tq  the 
question  of  the  titanium  and  its  use  in  the  industr^.  It 
seems  to  me  that  one  has  to  know  of  at  least  a  few!  rela¬ 
tively  dependable  applications  before  one  can  expend  the 
energy  and  the  money — particularly  under  the  present  ex¬ 
tremely  busy  conditions — to  build  equipment  for  the  com¬ 
mercial  preparation  of  titanium.  I  fear  that  no  one  will 
today  be  willing  to  expend  three  or  five  months  of  iwork 
on  the  part  of  a  good  engineer  or  chemist  or  30  to  50,000 
RM  for  equipment  if  he  is  not  in  advance  somewhat  cer¬ 
tain  to  sell  at  least  100  or  a  few  hundred  kilos  per  lyear. 
LTp  to  now,  in  spite  of  the  endeavors  of  all  of  us,  no  possi¬ 
bility  of  using  rolled  titanium  can  be  surmised,  nor  can 
it  be  seen  how  such  quantities  can  in  any  way  even  with 
only  a  slight  degree  of  certainty  be  disposed  of. 
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As  much  as  we  regret  this  situation,  we  can  neverthe¬ 
less  not  close  our  eyes  to  it  and  “we  must  face  facts”. 

With  best  regards,  I  am 

Yours 

(Sgd)  W.  Rohm 

Plaintiff’s  Exhibit  No.  8A 

TRANSLATION 
from:  German  WB:FG 

July  4,  1940. 

Heraeus  Vacuumschmelze 
Hanau-Main 

Gentlemen : 

Re :  Z-Nickel  and  Manufacture  of  Titanium. 

As  you  know,  the  International  Nickel  delivers  quanti¬ 
ties  of  your  Z-Nickel  to  the  trade.  This  alloy  contains 
about  0.25%  C,  0.5%  Mg  and  0.2%  Ti,  balance  Ni. 

Obviously,  there  is  concerned  the  same  alloy  as  the 
one  we  patented  in  the  U.S.A.  as  Ni-Mg-C-alloys.  The 
presence  of  small  quantities  of  titanium  in  no  way  changes 
this,  inasmuch  as  the  alloys  age  just  as  well  without  titan¬ 
ium  but  not  however  without  Mg/C. 

You  were  negotiating  with  the  International  Nickel  for 
the  sale  of  our  rights.  These  negotiations  had  been  con¬ 
cluded  up  to  a  certain  point  except  for  a  few  details  re¬ 
lating  to  exportation  to  Europe  but  the  breaking  out  of 
the  War  made  execution  impossible. 

Some  time  ago,  Mr.  Gahagan  wanted  to  take  the  matter 
under  his  control,  inasmuch  as  apparently  these  alloys  are 
causing  competition  to  him  in  their  applications  in  the 
manufacture  of  office  machines.  He  apparently  also  re¬ 
quested  the  last  text  of  the  intended  agreement  from  you, 
but  he  does  not  appear  ever  to  have  received  it. 


I  would  appreciate  it  if  the  matter  could  someho^  be 
concluded,  inasmuch  as  the  obvious  infringement  cannot 
be  overlooked  without  weakening  our  position.  For|  this 
reason,  I  would  be  extremely  grateful  to  you  if  you  \^ould 
grant  Mr.  Gahagan  or  myself  a  Power  of  Attorney  to 
negotiate  with  the  I.N.  and  possibly  to  enter  int^>  an 
agreement  with  them.  The  forwarding  of  the  last j  con¬ 
tract  text  would  be  desirable  for  this. 

I  further  received  news  that  our  application  foij  the 
manufacture  of  titanium  has  been  allowed  and  thaf  the 
patent  will  soon  be  granted.  Would  you  be  willing  to  gprant 
me  a  Power  of  Attorney  to  negotiate  and  enter  into  con¬ 
tracts  with  possible  prospects?  In  all  probability,  a  price 
of  $5000  could  be  obtained. 

Awaiting  your  reply,  I  am 

i 

Yours  very  truly, 


Plaintiff's  Exhibit  No.  9A 

[Translation] 


September  19,  1940 

Dr.  W.  J.  Kroll, 

Red  Coach  Inn 

Niagara  Falls,  New  York 

U.S.A. 


July  4,  1940  Patent  Department  Dr.  Grue/Bue.  j 
Titanium  production. 

After  consultation  with  Siemens  &  Halske  we  now  viant 
to  refer  to  the  last  paragraph  of  your  abovementioned  let¬ 
ter.  We  assume,  that  when  referring  to  our  “titanium 
production”  application,  you  primarily  mean  the  American 
application  which  led  to  the  patent  2  205  854  and  wljiich 
has  meanwhile  been  granted.  By  order  of  Siemen^  & 
Halske  we  can  grant  you  a  power  of  attorney  to  negotiate 
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and  conclude  agreements  with  possible  prospects  provided 
that  the  price  of  $5000, which  you  mentioned,  is  approxi¬ 
mately  attained. 

At  the  same  occasion  it  appeared  that  Siemens  &  Ealske 
had  no  objections  to  your  exploitation  of  the  two  German 
patent  applications  K  147  211  and  K  148  168  either.  We, 
on  our  part,  have  no  objections  to  an  exploitation  of  the 
German  patent  rights  by  you  provided  that  you  reserve 
for  us  a  non-exclusive  license  in  consideration  for  moder¬ 
ate  royalties. 

Truly  yours, 

(s)  Dr.  Rohn 

Plamtiff’s  Exhibit  No.  10A 

Translation  by  H.  Greene 
Dr.  Kurt  Ulig 
Siemens  &  Halske 
Electro-Chemical  Section 

Berlin,  June  17, 1939. 

Dr.  W.  Kroll 

Luxemburg 

Bel  Airstrasse  54 

Dear  Dr.  Kroll, 

Because  of  a  great  number  of  prolonged  trips  abroad,  I 
have  not  really  been  able  this  year  to  take  care  of  a  lot 
of  correspondence  which,  although  it  is  not  urgent,  is  very 
important  to  me  personally. 

On  December  31, 1938  our  formal  collaboration  agreement 
of  many  years’  standing  has  expired.  I  therefore  would 
like  to  thank  you  again  for  the  very  friendly  and  interest¬ 
ing  collaboration,  which  was  so  rich  in  inspiration  and  in 
scientific  results,  but  which  unfortunately — against  your 
and  our  expectations — did  not  yield  enough  in  the  matter 
of  economic-technical  exploitation  to  permit  you  and  us 
to  obtain  results  of  any  importance.  I  hope,  however,  that 
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as  time  goes  on,  a  practical  application  of  the  patents  which 
originated  from  you  will  be  made  in  some  field  or  ^)ther, 
as  it  happens  so  frequently  in  cases  of  systematic  scientific 
development.  I  have  been  very  glad  to  notice,  therefore, 
that  despite  expiration  of  our  agreement,  you  are  still  in¬ 
forming  us  concerning  the  more  recent  results  of  your 
research  or  regarding  important  information  coming  to 
your  knowledge.  I  assume  that  you  too,  entertaih  the 
hope  that  in  the  course  of  further  research,  result^  will 
ensue  here  and  there  which  might  prove  valuable  tip  us, 
and  which  then  might  lead  to  special  arrangements  with 
you. 

It  is  hardly  necessary  to  explain  to  you  that  naturally 
we  are  still  interested  to  learn  the  results  of  your  research, 
which  will  enable  us  to  be  the  first  to  know  about  results 
of  value,  so  that  we  can  then  in  each  case  enter  into  agree¬ 
ments  with  you  concerning  their  exploitation.  I  would 
appreciate  it  very  much  if  you  would  let  me  know,  wither 
and  to  what  extent  you  are  still  active  in  the  laboratory,  or 
whether  you  intend  to  liquidate  your  laboratory  entijrely, 
in  accordance  with  the  ideas  which  you  communicated  to 
me  last  year,  so  that  you  may  be  enabled  to  be  active 
in  a  different  field.  It  would  of  course  also  interest  irie  to 
find  out  if,  for  practical  reasons,  you  enter  into  agreements 
with  third  parties  in  certain  fields,  so  that  I  would  know 
in  advance  in  which  fields  agreements  between  you  and  us 
would  have  to  cease  to  exist,  or  if  agreements  between; you 
and  third  parties  are  already  in  existence. 

In  any  case,  I  have  gathered  the  impression,  on  the  b^sis 
of  your  numerous  letters  to  us  since  January  1  of  'this 
year,  that  you  continue  to  operate  your  laboratory.  It 
would  make  me  very  glad  if  events  have  occurred  in  the 
meantime  which  permit  you  to  continue  to  operate  yjour 
laboratory  which  you  have  built  and  maintained  with  so 
much  love  and  care;  you  know  how  glad  I  was  with  -you 
when  I  could  visit  your  beautiful  private  place  of  research. 
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In  the  hope  that  you  are  well — as  is  the  ease  with  myself 
— I  remain 

with  best  regards 
always  yours 

(s)K.  Ulig 

Plamtiff’s  Exhibit  No.  llA 
Translation:  HHG 

[Handwritten]  V.  613  H 

Copy. 

Contract  V.  613  H. 

[Handwritten]  To  the  It-  collection 
“Synthetic  Materials” 

Mr.  W.  Kroll,  Doctor  of  Eng., 

Bel-Air  Laboratory 
44  Bel'Airstrasse 
Luxemburg 

Dr.  He.  December  20,  1930. 

During  the  discussion  we  had  when  you  were  last  in 
Berlin,  both  you  and  we  reached  the  conclusion  that  for 
the  time  being  no  agreement  should  be  entered  into  be¬ 
tween  us  which  would  cover  the  entire  field  of  the  so-called 
special  metals.  The  field  of  special  metals  has  not  yet 
been  clearlv  defined,  so  that  it  would  be  difficult  to  fix  the 
scope  of  such  an  agreement.  Inventions  in  this  field  may 
be  of  a  quite  heterogeneous  nature,  and  their  economic 
importance  may  vary  so  greatly,  that  a  general  agreement 
wmuld  probably  insufficiently  safeguard  the  interests  of 
one  or  the  other  contracting  party. 

You  therefore  suggested  to  us  that  we  enter  into  an 
agreement  with  you  to  the  effect  that  you  first  offer  to  us 
for  exclusive  exploitation  all  your  inventions  which  con¬ 
cern  thermic,  electrothermic,  or  electrochemical  refining 
methods  or  processes  for  the  extraction  of  metals,  the 
production  of  alloys,  the  application  of  metals  and  alloys, 
as  well  as  electrically  heated  smelting  and  reduction  fur- 
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naces,  and  that  only  if  within  a  period  of  six  months  we 
have  not  decided  to  take  over  the  exploitation,  yoA  will 
be  free  to  exploit  the  invention  otherwise,  but  not  at  terms 
more  favorable  than  those  offered  to  us.  Should  we  4ecide 
to  undertake  the  exploitation  of  an  invention  whicA  you 
offered  to  us,  special  agreements  would  of  course  h^ve  to 
be  made  in  each  individual  case,  proper  consideration  ^eing 
given  to  the  conditions  prevailing  in  each  case.  The  (Jura¬ 
tion  of  our  contractual  relationship  under 

[Page  2  of  the  original] 

the  terms  outlined  in  this  letter  could  be  fixed  ai  ten 
years,  with  a  mutual  right  of  either  party  to  terminate 
such  agreement  by  notice  to  be  given  half  a  year  prior  to 
the  expiration  of  that  period.  If  the  right  to  terminate  is 
not  used,  your  relationship  to  us  will  automatically  be 
extended  for  another  three  years  with  the  same  period  of 
termination. 

We  are  willing  to  accept  your  proposal  and  aslj:  for 
your  confirmation  that  you  agree  with  the  contents  of 
this  letter. 

Very  truly  yours, 

Siemens  &  Halske 

Aktiengesellschaft 

sgd.  Engelhardt  sgd.  Hlig 


Translation 


Plavntiff’s  Exhibit  No.  12 A 

COPY 

W.  Kroll,  Luxemburg,  Doctor  of  Eng. 

January  1,  1931 

Siemens  &  Halske  A.G.,  Electrochemical  Dept., 
Berlin-Siemensstadt. 

Your  reference:  El.  9056  Dr.  He. 

I  herewith  refer  to  your  letter  of  December  20,  and 
agree  to  your  proposals  regarding  a  working  arrangement, 
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with  certain  reservations  which  we  already  discussed  re¬ 
peatedly  orally  and  in  writing.  The  following  fields  are 
excepted : 

1)  Any  work  I  may  do  on  substitutes  for  lead-contain¬ 
ing  bearing  metals,  specifically  with  alkali  metals  and  alka¬ 
line  earth  metals,  as  well  as  processes  concerning  their 
production  (agreements  with  the  Metallgesellschaf t) . 

2)  Processes  concerning  the  extraction  of  bismuth  from 
lead  bv  means  of  alkali  metals  and  alkaline  earth  metals 
(agreements  'with  American  Smelting  and  M.  Lissauer  & 

Cie.). 

3)  a.  Processes  concerning  the  separation  of  metals  by 
adding  silicon,  German  patent  application  filed,  K.  Ill  911 
VI/40b,  and  a  more  efficient  separation  of  speculum  metals 
by  the  admixture  of  other  metals. 


b.  Refining  of  metals  in  high-frequency  furnaces,  Ger¬ 
man  patent  application  filed,  K.  Ill  911  VI/40b,  and  metal- 
separation  processes  carried  out  by  distillation  with  the 
aid  of  any  kind  of  electric  heating  apparatus  (agreements 
with  M.  Lissauer  &  Cie.). 

Regarding  copper  titanium,  K.  113  699  VI/40d,  a  special 
agreement  will  be  entered  into  either  with  you  or  with  M. 
Lissauer  &  Cie.  This  will  depend  on  the  outcome  of  your 
present  negotiations  with  M.  Lissauer  &  Cie. 


Please  confirm  that  you  have  taken  notice  of  these  reser¬ 
vations. 


Very  truly  yours, 


sgd.  Dr.  Kroll 


Plaintiff  ’$  Exhibit  No.  13A 


Translation :  HHG 

Mr.  W.  Kroll,  Doctor  of  Eng., 
Bel- Air  Laboratory 
44  Bel'Airstrasse 


COPY 

i 


Luxemburg 

1.1.31.  Be.  9156  Dr.  He.  January  20,  J.931. 


General  Agreement. 

i 

We  were  glad  to  see  from  your  letter  of  the  1st  ijnst., 
that  aside  from  the  reservations  made,  you  agree  Iwith 
the  contents  of  our  letter  of  December  20,  El.Be.  90  56 
Dr.  He.  In  compliance  with  your  request,  we  wish  to 
inform  you  that  we  do  not  object  to  these  reservations, 
so  that  the  agreement  may  be  regarded  as  completed.  We 
only  wish  to  ask  you  to  prevail,  if  possible,  upon  your  part¬ 
ners  to  the  contract  that  the  apparatuses  and  equipment 
required  for  carrying  out  the  processes,  particularly  ip  the 
field  of  refining  of  metals  in  high-frequency  furnace^,  be 
purchased  from  our  firm.  We  would  very  much  appreciate 
such  a  recommendation  by  you  to  your  partners  to!  the 
contract. 

Very  truly  yours, 

Plaintiff’s  Exhibit  No.  14A 


[Translation]  not  admitted 

SIEMENS  AM-File  No.  217773  No.  2  205  854 
Owner — S  &  H  July  6,  1938 
Negotiated  with  Cont.  897  H  (Kroll) 

File  No.  69453  Am  Dept.  EL  Case  Worker  Thl 
July  11,  1938,  Knight — Filed 

September  11,  1940 — File  Memo  by  Thl.  Kroll  has  in¬ 
quired  whether  he  may  negotiate  with  interested  parties 
about  the  acquisition  of  the  patent  rights  of  German  Parent 
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674625,  K  148168  and  U.S.A.  Patent  2205854.  Have  for¬ 
warded  desired  power  of  attorney  through  HVS.  Please 
note:  decision  on  release  to  Kroll.  If  (exploitation — value 
is  to  be  gotten  out  of  it)  release  out  of  question.  Phi 

September  14,  1940 — Thl  to  Heraeus.  No  objection  to 
(exploitation — getting  value  out  of  it)  agreeable  if  basis 
of  $5,000  can  be  maintained.  Please  notify  Kroll.  P  Phi 

September  19,  1940 — from  Heraeus.  2/14/9.  Have  writ¬ 
ten  Kroll  and  sent  power  of  attorney,  see  above.  Tlh.  [?] 

October  7,  1940 — File  Memo  from  EL  Hr.  Birett.  Kroll 
should  continue  negotiations  regarding  (exploitation — get¬ 
ting  value  out  of  it),  but  should  not  be  advised  that  the 
proceeds  shall  be  for  his  benefit  exclusively.  After  con¬ 
clusion  of  the  negotiations,  corresponding  application 
should  be  filed  with  Economic  Group.  Thl. 

Plaintiff’s  Exhibit  No.  15A 

TRANSLATION  FROM 
DECISIONS  OF  THE  REICHSGERICHT 
IN  CIVIL  CASES 

NEW  SERIES,  VOLUME  25— 75th  VOLUME  OF 
THE  ENTIRE  SERIES 
LEIPZIG 

PUBLISHED  BY  VEIT  &  CO.  1911 
(Translator’s  underscoring) 

Page  225-56  PATENT  VINDICATION 

56-1.  Concerning  the  question  of  assignment  of  future 
rights. 

2.  How  far  is  the  buyer  of  an  inventor’s  right  pro¬ 
tected  against  another  party  to  whom  the  seller  subse¬ 
quently  sold  the  patent  right  obtained  in  his  own  name. 

Court:  First  Civil  Senate — Decision  of  February  13, 
1911  in  re  of 
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1.  The  Rheinische  Metellweren  und  Maschinenfetjrik 

2.  The  Fahrzeugfabrik  Eisenach  (plaintiffs)  v.  ijhrma 
Fr.  Kr.  (defendants)  Rep  I  604/09 

I.  District  Court  Essen 

II.  Court  of  Appeals  Hamm 

The  engineer  H  had  assigned  in  June  1899  five  patents 
granted  to  him  as  well  as  a  patent  application,  gf.ll  of 
which  referred  to  barrel  recoil  guns  to  the  Bauret  E. 
Shortly  thereafter,  he  transferred  the  rights  to  the  plain¬ 
tiff  2  and  the  latter  granted  co-ownership  to  the  plaintiff 
1.  By  a  contract  concluded  between  E  and  H  and  the  two 
plaintiffs  on  May  16,  1900,  the  agreement  was  changed  in 
several  points.  Sections  1  and  2  of  the  contract  related  to 
the  royalties  to  be  paid  to  E  and  H.  Section  3  regulated 
the  case  of  a  sale  of  the  “H-E  gun  undercarriage  sysiem” 
to  third  parties. 

Section  6  stated: 

“All  improvements  of  and  amendments  to  the  E-H|  gun 
undercarriage  system  which  is  here  in  question,  fall  pnder 
this  agreement  without  a  special  compensation  to  be  paid 
to  E  and  H  for  such  improvements  and  amendments  as 
mav  be  made  by  them.” 

Subsequently,  new  patents  were  granted  to  the  engineer 
H  on  two  inventions;  namely  (a)  on  a  device  forj  the 
automatic  regulation  of  liquid  brakes  for  barrel  recoil 
guns,  applied  for  in  September  1902,  the  German  patent 
160,189  and  the  Austrian  patent  23,093,  (b)  for  a  hydraulic 
brake  for  barrel  recoil  guns  applied  for  in  1902  and  1904, 
the  German  patent  158,900  and  the  Austrian  patent  20;378. 

The  plaintiffs  were  of  the  opinion  that  they  werq  en¬ 
titled  to  the  new  inventions  as  “improvements  of  j  and 
amendments  to  the  E-H  gun  undercarriage  system ’f,  in 
accordance  with  Section  6  of  the  agreement  of  May1  16, 
1900.  They  tried  first  to  enforce  this  opinion  against  H 
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by  bringing  action  against  him  with  regard  to  the  two 
German  patents  in  August  1905  at  the  District  Court  in 
Berlin  and  with  regard  to  the  two  Austria  patents  in 
1906  at  the  Commerce  Court  in  Vienna.  While  the  Aus¬ 
trian  lower  and  higher  Courts  unanimously  dismissed  the 
complaint,  the  German  Courts  just  as  unanimously  ren¬ 
dered  judgment  in  accordance  with  the  complaint.  The 
decision  of  the  Berlin  Court,  which  was  finally  confirmed 
on  April  11,  190S  by  the  Reichsgericht,  established  that 
the  German  patents  158,900  and  160,189  came  under  the 
provisions  of  article  6  of  the  agreement  of  May  16,  1900 
and  sentenced  H  to  assign  these  patents  to  the  plaintiffs 
and  to  assent  to  their  transfer  to  the  plaintiffs’  name  in 
the  patent  register. 

Even  prior  to  the  beginning  of  these  law  suits,  in  July 
1905,  H  had  assigned  the  inventions  to  the  firm  Fr.  Kr. 
After  action  had  been  brought  in  Berlin,  he  had  the  two 
German  patents  transferred  to  the  assignee  on  the  register 
of  the  Patent  Office.  The  new’  lawT  suit  brought  at  the  Dis¬ 
trict  Court  in  Essen  is  directed  against  the  assignee  and 
contained  the  following  pleas  for  relief :  1.  To  sentence  the 
defendant  to  assign  the  two  German  patents  158,900  and 
160,189  and  the  foreign  patents  covering  the  same  inven¬ 
tions  w’hich  had  been  sold  to  her  by  H.  2.  To  declare  that 
the  defendant  has  no  right  to  base  claims  against  the  plain¬ 
tiffs  on  these  patents. 

The  District  Court  dismissed  the  complaint.  Appeal  and 
further  appeal  were  rejected,  the  latter  for  the  following 

Reasons : 

The  complaint  is  based  on  the  provision  of  article  6  of 
the  agreement  of  May  16,  1900  that  all  improvements  of 
and  amendments  to  the  E-H  gun  undercarriage  system 
fall  under  the  agreement.  The  plaintiffs  have  tried  to 
support  their  viewpoint  in  two  ways  by  relying  on  a  right 
in  rem  (title)  as  well  as  on  an  obligation  (tort  claim).  In 
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the  first  line,  the  complaint  appears  as  an  action  of 
replevin  of  a  patent.  It  is  alleged  that  the  patent^  ob¬ 
tained  for  the  inventions  in  dispute  and  for  which  the 
defendant  is  registered  as  owner  are  actually  the  property 
of  the  plaintiffs  by  force  of  the  quoted  contract  provision. 
It  is  true  that  the  pleas  for  relief  are  not  in  accordance 
with  this  allegation.  If  the  right  in  the  patents  were 
actually  owned  by  the  plaintiffs,  it  would  be  possible  to 
request  a  transfer  on  the  register  and  the  turning  over 
of  the  patent  certificates  but  not  an  assignment  o|  the 
patents  nor  a  declaration  to  the  effect  that  the  defendant 
cannot  base  any  claims  against  the  plaintiffs  upon  these 
patents.  However,  the  lower  courts  acted  correctly  in 
examining  the  claim  for  replevin  in  spite  of  this  contra¬ 
diction.  If  it  had  been  important,  it  would  have  been 
necessary  to  demand  a  better  formulation  of  the  pleas 
for  relief  in  accordance  with  Section  139  of  the  Procedure 
Court.  There  was  no  reason  for  such  demand  because, 
as  the  lower  courts  correctly  recognized,  the  foundation  of 
the  complaint  on  title  is  indeed  untenable. 

The  subjective  patent  right  is  created  only  with  the 
grant  of  the  patent.  The  patents  which  are  involved  in 
the  case  before  the  Court  are  granted  to  the  engineer  H 
who,  after  grant,  assigned  them  not  to  the  plaintiffs^  but 
to  the  defendant.  In  order  to  arrive  nevertheless  atj  the 
conclusion  that  the  plaintiffs  had  ownership  in  these 
patents,  it  would  be  necessary  to  look  at  the  agreement 
made  on  May  16,  1900  prior  to  the  grant  of  the  patent  as 
a  disposition  over  future  rights  by  force  of  which  these 
rights  accrued  to  the  plaintiffs  at  the  time  of  their  corhing 
into  existence.  For  the  Austrian  patents,  which  are  also 
covered  by  the  pleas  for  relief,  such  an  opinion  is  pre¬ 
cluded  directly  by  Sections  18  and  23  of  the  Austrian 
patent  law  of  January  11,  1897  according  to  which  the 
transfer  of  patent  rights  is  not  possible  without  ehtrv 
in  the  patent  register.  This  impediment  to  the  transfer 
is  not  to  be  considered  in  the  case  of  the  German  patents. 
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According  to  the  German  law,  the  transfer  of  patent 
rights  is  effected  in  accordance  with  the  general  provisions 
of  the  Civil  Code  (B.G.B.  Sections  398,  413)  by  mere  form¬ 
less  contract.  The  opinion  recently  advanced  by  Kohler, 
Treatise  on  Patent  Law,  page  178  and  in  Dernburg’s  Civil 
Law,  Volume  6,  page  275,  that  by  section  19,  paragraph  2 
of  the  German  Patent  Law,  just  as  in  Austria,  the  transfer 
is  made  dependent  upon  the  entry  in  the  patent  register, 
cannot  be  adopted  by  this  senate.  One  could,  therefore, 
be  tempted  to  develop  the  opinion  concerning  the  assign- 
ability  of  future  claims  which  has  been  established  by  the 
Courts  in  the  direction  that  a  valid  disposition  of  future 
patent  rights  might  be  possible  in  advance.  "Whether  and 
how  far  this  might  be  justified  need  not  be  examined  here. 
An  essential  condition  for  the  effectiveness  of  a  disposi¬ 
tion  in  advance  is  that  the  future  right  which  is  disposed 
of  is  accurately  defined  as  to  its  contents  (compare  deci¬ 
sion  of  the  R.G.  in  Civil  Cases,  Volume  67,  page  168). 
Unless  the  requirement  of  such  individualization  is  main¬ 
tained,  the  admission  of  dispositions  in  advance  would 
lead  to  obscure  legal  situations  which  would  be  difficult  to 
unravel.  The  content  of  a  future  patent  right,  however, 
could  hardly  be  determined  otherwise  than  by  the  content 
of  the  previously  made  invention.  In  any  case,  the  vague 
characteristic  of  belonging  to  the  “E-H  gun  undercarriage 
system ”  which,  as  shown  by  events,  is  subject  to  the  great¬ 
est  doubts,  does  not  satisfy  the  requirements  for  definite¬ 
ness  or  determmability  which  must  be  made  in  the  interest 
of  legal  security.  Incidentally ,  it  could  not  even  be  recog¬ 
nized  that  the  parties  to  the  contract  of  May  16,  1900,  had 
intended  an  assignment  of  future  patent  rights.  A  so 
umisual  agreement  could  be  assumed  only  where  the  inten¬ 
tion  appears  unequivocally  from  the  statements  of  the 
parties.  Here  the  intention  of  the  agreement  was  that  the 
plaintiffs  should  file  patent  applications  for  the  hoped  for 
improvement  inventions  of  H.  There  was  hardly  any 
thought  of  an  application  by  H  himself  and  a  transfer  of 
the  right  by  him  to  the  plaintiffs. 
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The  legal  construction  which  has  been  attempted  foj’  the 
justification  of  the  complaint  on  the  basis  of  titje  is 
indeed  a  different  one.  Not  the  patent  rights  are|  the 
rights  which  H  was  supposed  to  have  transferred  in  ad¬ 
vance,  but  the  inventions  belonging  to  the  E-H  gun  under¬ 
carriage  system.  The  objects  of  the  disposition  were  sup¬ 
posedly  the  rights  of  the  inventor.  As  correct  as  it  jis  to 
distinguish  the  right  of  the  inventor  from  the  patent 
right,  this  applies  only  until  the  patent  has  been  granted. 
A  right  of  the  inventor  as  a  separate  co-existing  entity 
in  addition  to  the  patent  right  cannot  be  imagined.  At 
the  very  moment  when  H  filed  applications  for  th6  in¬ 
vention  in  his  name  in  the  Patent  Office,  any  possible  right 
of  inventorship  existing  in  the  plaintiffs  would  have  [lost 
its  principal  importance  in  accordance  with  the  legal  (pro¬ 
visions  whereby  the  first  applicant  is  deemed  to  be  the 
inventor  (see  decision  of  R.G.  in  Civil  Cases,  Volum^  56, 
page  226).  The  fact,  however,  that  the  applications  ^iled 
by  H  constituted  a  breach  of  contract  as  against  the  plain¬ 
tiffs,  could  not  form  the  basis  of  an  action  for  return  of 
the  patents  which  had  been  transferred  to  a  third  pgrty. 
The  attempt  of  the  appellants  to  rely  for  their  contrary 
opinion  on  the  decision  of  this  senate  in  the  decisions  in 
Civil  Cases,  Volume  31,  page  52,  is  not  justified.  As  sh|own 
by  the  reference  to  Volume  29,  page  50,  the  prior  decision 
did  not  state  that  the  complaint  against  the  patent  appli¬ 
cant,  who  had  broken  his  contract,  had  the  character  j)f  a 
replevin  action  instead  of  a  damage  action  for  breach  of 
contract.  The  claim  against  the  third  party  assignee,  how¬ 
ever,  who  on  acquiring  the  patent,  knew  of  the  transfer  of 
the  inventor’s  right  to  the  plaintiff,  was  based  on  the 
special  Prussian  provisions  relating  to  the  right  to  the 
res  (Section  25  X  10  Sections  5,  6  I  19  ALR). 

Translator’s  Comment:  These  provisions  of  the  old 
Prussian  law  became  invalid  on  the  coming  into  forc^  of 
the  German  Civil  Code  on  January  1,  1900. 
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The  thought  of  a  patent  replevin  action  thus  having 
been  dealt  with,  it  remains  to  be  examined  whether  there 
was  any  error  in  the  refutation  of  the  accusation  that  the 
defendant  had  committed  a  tort. 

According  to  the  finding  of  the  Court  of  Appeals,  H 
had  offered  the  automatic  regulation  of  the  liquid  brake 
to  the  defendant  as  early  as  in  1903  and  had  submitted 
to  her  in  1904  the  device  for  changing  the  recoil  path  of 
the  brake.  The  negotiations  concerning  the  acquisition  of 
the  first  invention  had  reached  a  preliminary  conclusion 
when  he  learned  in  February  1905  that  the  plaintiffs  claimed 
both  inventions.  He  immediately  informed  the  defendant 
and  released  her  from  the  binding  agreement.  He  also 
transmitted  to  the  defendant  his  correspondence  with  the 
plaintiffs  including  the  agreement  of  May  16,  1900  and 
explained  in  a  detailed  accompanying  letter  that  he  con¬ 
sidered  the  claims  as  untenable.  The  defendant  had  the 
material  examined  by  its  Chief  Engineer  P  and  by  an 
attorney.  Only  after  the  experts  in  an  unemotionally  and 
objectively  prepared  report  had  reached  the  conclusion 
that  the  claims  of  the  plaintiff  lacked  any  justification,  the 
defendant  concluded  its  final  contract  with  H. 

The  appellants’  efforts  to  bring  the  above  related  set 
of  facts  under  Section  826  B.G.B.  cannot  meet  with  suc¬ 
cess.  It  need  not  be  decided  whether  a  tort  in  accordance 
with  this  section  might  exist  if  the  defendant  in  knowledge 
of  the  plaintiffs’  claims  had  bought  the  patents  without 
examining  the  justification  of  the  claims.  After  she  had 
caused  a  serious  examination  and  had  arrived  at  the  con¬ 
viction  that  the  claims  were  not  justified,  it  appears  im¬ 
possible  to  find  a  tort  in  the  fact  of  the  acquisition  of  the 
patents  by  the  defendant.  If  the  Appellate  Court  stated 
that  the  defendant  had,  of  course,  known  that  another 
opinion  concerning  the  claims  of  the  plaintiffs  might  pos¬ 
sibly  be  approved  by  the  Court,  it  nevertheless  added  im¬ 
mediately  that  the  defendant  had  considered  this  possi¬ 
bility  as  so  remote  that  she  had  not  seriously  believed  that 
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it  deserved  consideration.  According  to  the  continuous 
practice  of  the  Reichsgericht,  the  definition  of  the  term 
.“intentional  causing  of  damage”  does  not  cover  such 
circumstances  (compare  the  decisions  in  Civil  Cases,  i Vol¬ 
ume  56,  page  78,  Volume  57,  page  241  “JW”  1906,  page 
781;  Warneyers  Reports  1911,  page  171).  The  definition 
of  the  term  “action  against  good  faith  and  custom^”  is 
just  as  inapplicable. 

Since  defendant  by  the  acquisition  of  the  patents  had 
not  committed  a  tort,  the  Appellate  Court  did  not  have 
to  examine  in  detail  whether  the  defendant  had  not  com¬ 
mitted  a  tort  by  retaining  the  patent  after  the  German 
Courts  had  found  a  breach  of  contract  on  the  part  of  H. 
It  would  have  been  necessary  that  a  legal  relationship 
existed  between  the  parties  which  imposed  upon  the|  de¬ 
fendant  a  duty  to  assign,  in  order  to  let  omission  of  £uch 
assignment  to  the  plaintiffs  appear  as  unlawful,  ^uch 
legal  relationship  did  not  exist. 

Plamtiff’s  Exhibit  No.  IGA 

i 

i 

Section  398 — Note  2 

! 

Although  an  assignment,  like  the  transfer  of  personal 
property,  is  effective  in  rem,  from  the  nature  of  the  hcts, 
the  distinction  results  that  the  transfer  of  personal  prop¬ 
erty  presupposes  necessarily  an  already  existing  object 
because  a  bodily  transfer  of  a  non-existing  object  caiinot 
be  imagined,  whereas  an  assignment,  which  is  effected 
merely  by  the  meeting  of  the  minds,  is  theoretically  bos- 
sible  for  future  claims  and  rights.  Necessary  for  thi^  is, 
however,  that  the  future  claim  is  already  sufficiently  de¬ 
termined  or  at  least  determinable  (R.G.  J.W.  1917,  7647) 
to  require  only  its  coming  into  existence  in  order  to  let 
the  assignment  become  automatically  effective  (R.G.  j  55, 
page  334,  404;  58,  72;  67,  166;  and' 75,  225).  *  *  *  Not 
assignable,  on  the  other  hand,  is  a  future  patent  right 
as  long  as  the  invention  has  not  been  made  (R.G.  75,2jj8 ). 
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Plaintiff’s  Exhibit  No.  16 

CERTIFICATE  OF  ACCURACY 

STATE  OF  NEW  YORK 
COUNTY  OF  NEW  YORK  s.s.: 

TRANSLATION 
From  German 

On  this  day  personally  appeared  before  me  Wm. 
Bertsche  who,  after  being  duly  sworn,  deposes  and  states : 

That  he  is  a  translator  of  the  German  and  English 
languages  by  profession  and  as  such  connected  'with  the 
LAWYERS’  &  MERCHANTS’  TRANSLATION  BU¬ 
REAU  ; 

That  he  is  thoroughly  conversant  with  these  languages; 

That  he  has  carefully  made  the  attached  translation 
from  the  original  document  written  in  the  German  lan¬ 
guage,  (on  the  official  paper  of  the  LAWYERS’  & 
MERCHANTS’  TRANSLATION  BUREAU) ;  and 

That  the  attached  translation  is  a  true  and  correct 
English  version  of  such  original,  to  the  best  of  his 
knowledge  and  belief. 

/s/  Wm.  Bertsche 

SUBSCRIBED  AND  SWORN  TO  BEFORE  ME 
THIS  30th  day  of  January  1951. 

/s/  Hertha  Bertsche 

Notary  Public,  State  of  New  York 
Qualified  in  Queens  County 
No.  41-0277290 

Cert,  filed  with  N.  Y.  Co  Clk. 

Commission  expires  March  30,  1951 
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TRANSLATION 

from :  German  WB  :GS 

From:  Law  of  Obligations. — Assignment  of  the  Claim. 

i 

I 

Section  4. 

| 

Assignment  of  the  Claim 
Art.  398 

A  claim  2)  may  be  assigned  by  the  creditor  to  an¬ 
other  person  by  contract  entered  into  with  the  lafter 
(assignment)  1).  Upon  the  execution  of  the  contract,  the 
new  creditor  takes  the  place  ot  the  previous  creditor  3J4). 

E  I  293;  M  2  118;  P  1  377. 

1.  Assignment.  In  accordance  with  the  German  Civil 
Code,  claims  can,  in  general,  be  freely  alienated  in  the 
same  manner  as  tangible  objects  (cf.  Art.  137  Note  1) 
and  are  therefore  legally  assignable  with  the  effect  that 
the  one  party  loses  his  rights  as  creditor  while  the  otjher 
party  acquires  same.  The  corresponding  “legal  trans¬ 
action”  is  the  assignment.  In  accordance  with  its  pur¬ 
pose,  it  plays  the  same  part  in  the  field  of  claims  as  does 
transfer  within  the  meaning  of  Art.  929  and  conveyance 
and  recording  in  accordance  with  Art.  873  in  connection 
with  the  alienation  of  tangible  property.  For,  in  all 
cases,  there  is  concerned  here  the  transfer  of  rights  duly 
that  the  object  of  the  right  differs  and,  accordingly,  the 
means  of  transfer  must  also  be  different.  The  law  estab¬ 
lishes  only  one  requirement  which  is  applicable  to  all 
cases  of  transfers  of  rights,  namely  the  conclusion  of 
the  so-called  contract  in  rem,  i.  e.  the  agreement  of  the 
alienator  and  of  the  acquirer  as  to  the  transfer  of  ithe 
right.  In  the  case  of  a  pure  claim,  which  is  based  oplv 
on  a  personal  relationship  without  the  right  being  bound 
to  any  other  “carrier  of  the  right”  (Arts.  793  ff.),  jthe 
sole  fact  of  a  meeting  of  the  minds  suffices  fully  to 
achieve  the  transfer  of  the  right.  For  the  in  rem  effec- 
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tiveness  of  the  transfer  of  the  right  itself,  no  decisive 
importance  is  placed  on  other,  additional  steps  (such  as 
notification  to  the  debtor  or,  in  case  of  recorded  claims, 
the  delivery  of  the  instrument  of  recording).  Further¬ 
more,  for  the  assignment  of  a  savings  account,  there  is 
not  required  the  delivery  of  the  bankbook.  (RG  Warn 
1916,  No.  74).  Only  for  the  transfer  of  a  claim  arising 
on  basis  of  a  bill  or  note  is  there  also  required  the  trans¬ 
fer  of  said  bill  or  note  (RG  88,  292),  and,  in  connection 
with  mortgage  claims,  the  transfer  of  the  mortgage  in¬ 
strument  (Art.  1154). — Inasmuch  as  the  effect  of  the 
assignment  depends  solely  on  a  meeting  of  the  minds 
and  is  independent  of  any  basic  transaction,  and  does 
not  even  require  such  as  a  necessary  pre-requisite  (RG 
87,  68),  an  assignment  as  well  as  a  waiver  contract  is 
one  of  the  so-called  “abstract  legal  transactions”  (RG 
68,  99  ;  87,  71;  JW  1911,  653  25 ;  1915,  650).  A  legal  re¬ 
lationship  under  the  law  of  obligations  is,  in  itself,  not 
created  between  the  parties  by  the  assignment  trans¬ 
action;  such  a  consequence  can  only  be  had  by  the  basic 
transaction  on  which  the  assignment  w'as  based,  whether 
the  basic  transaction  has  preceded  it  or  both  legal 
acts  coincide  (Ml,  128;  RG  JW  1914,  1884). 

By  this  legal  nature  of  the  transfer,  as  an  abstract  in 
rem  transaction,  there  are  explained  many  phenomena: 
first  of  all,  the  phenomenon  that  the  transfer,  in  so  far 
as  special  provisions  of  the  law  do  not  apply  (Arts. 
1154,  1155,  1159,  1192;  Art.  15  paragraph  3  of  the  Law 
on  Private  Limited  Liability  Companies;  RG  Warn  1912 
No.  105),  does  not  require  any  special  form  even  if  it  con¬ 
cerns  the  completion  of  an  underlying  transaction  which 
requires  a  special  form  (such  as  a  promise  of  donation) 
(RG  53,  270:  14,  868;  JW  1907,  page  73  3  and  329 5) ; 
furthermore,  the  fact  that  the  nullity  or  voidable  nature 
of  the  underlying  transaction  does  not  automaticallv  and 
unconditionally  also  detrimentally  affect  the  transfer  (see 
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in  this  connection  RG  57,  95:  69,  16;  70,  89  and  Art.  125, 
Note  1  c). 

Furthermore,  this  explains  the  result,  which  is  of  glreat 
importance  in  practice,  that  the  assignment  has  its  effect 
in  rem  even  if  the  parties,  pursuant  to  the  underlying 
transaction,  did  not  intend  an  alienation  but  only  the  giv¬ 
ing  of  security  or  only  a  transfer  for  the  purpose  of  col¬ 
lection  (power  of  attorney  for  collection) ;  for,  in  this 
case,  reservations  are  only  of  importance  in  connection 
with  the  internal  relations  between  the  parties  them¬ 
selves  (in  accordance  with  which  the  assignee,  Upon 
realizing  the  claim,  must,  in  order  to  avoid  liability^  on 
his  own  part,  protect  the  interests  of  the  assignor,  j  RG 
JW  1911,  712  10),  while  the  transfer  by  itself  is  effective 
towards  third  parties.  See,  in  connection  with  so-called 
“fiduciary  transactions”,  preliminary  note  6  to  Art.  104 
and  furthermore,  Art.  117,  note  3  and  RG  53,  416;  76, 
347 ;  Warn  191]  No.  70. — If  the  purpose  of  a  transfer 
made  as  security  has  already  been  completely  fulfilled, 
the  assignor  has  a  claim  for  re-assignment  against  the 
assignee  (RG  95,  245;  Warn  1908  No.  197);  othervjise, 
according  to  the  principle  of  the  undivided  liability  of 
the  pledge,  this  right  arises  only  when  the  entire  claim 
secured  by  the  transaction  has  been  extinguished  (RG 
Gruch  51,  374;  54,  1175;  JW  1912,  135 7,  in  accordance 
with  which  the  fiduciary  may  be  under  the  obligatioiii  to 
pay  damages  if  he  has  made  it  impossible  for  himself 
to  re-assign).  The  effect  of  the  security  assignment  apto- 
maticallv  terminates  with  the  satisfaction  of  the  creditor, 
only  if  this  satisfaction  or  the  other  method  of  ex¬ 
tinguishing  the  claim  has  been  stipulated  to  be  a  condi¬ 
tion  subsequent  (RG  Gruch  54,  1172;  Warn  1914  No. 1 7). 
If  this  is  not  the  case,  a  debtor  (assignor)  who  desires 
rescission  of  the  transfer  transaction  must  first  of  all 
make  performance  and  he  furthermore  does  not  have  any 
right  of  retention  (RG  Warn  loc.  cit.). 
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A  fiduciary  furthermore  empowered  to  make  a  further 
assignment  of  the  claim  (EG  95,  245)  and  also  to  sue  for  it, 
and  an  agreement  between  him  and  the  assignor,  that  the 
latter  may  also  sue  in  his  own  name  or  that  he  alone  should 
have  the  right  to  bring  the  action,  has  been  held  without 
effect  (RG  JW  1905,  718 8;  and  also  Warn  1911  No.  14) 
and  would  thus  invalidate  the  entire  assignment  contract 
(cf.  RG  92,  109  and  the  numerous  decisions  cited  therein). 
Accordingly,  it  is  furthermore  not  sufficient  to  assure 
effectiveness  for  the  assignment  that  the  right  to  bring 
the  action  is  given  the  assignee  only  in  case  the  assignor 
is  threatened  by  steps  taken  by  his  creditors.  On  the 
other  hand,  for  the  frustration  of  the  assignment  there 
suffices  an  agreement  that  the  assignee  shall  not  be  en¬ 
titled  to  advise  the  debtor  of  the  assignment  (RG  92, 
108).  For  the  effectiveness  of  an  assignment,  it  is  an 
unconditional  prerequisite  that  the  assignee  should  now 
appear  towards  third  parties  as  the  present  creditor  in 
place  of  the  previous  creditor.  Accordingly  it  is  thor¬ 
oughly  in  contradiction  with  the  essence  of  an  assign¬ 
ment  if  the  assignor  permanently  retains  the  right  of  dis¬ 
position  in  connection  with  the  claim  in  his  own  name 
and  also  the  use,  for  his  own  purposes,  of  the  amount 
collected  (RG  Gruch  60,  851),  while  on  the  other  hand 
it  appears  still  compatible  with  the  essence  of  an  assign¬ 
ment  that  the  assignor  is  to  retain  the  right  only  as 
long  as  he  complies  with  his  payment  obligations  towards 
the  assignee  and  the  latter  in  his  turn  is  authorized  to 
himself  call  in  the  claim  as  soon  as  the  assignor  has  not 
complied  with  an  obligation  which  has  matured;  further¬ 
more  even  assignment  such  as  effected  in  particular  for 
the  discounting  of  book  claims  are  not  necessarily  in¬ 
effective  (RG  March  12,  1918  II  528/17;  see  also  JW 
09,  734,  according  to  which  in  such  cases  there  is  no 
necessity  of  advice  to  the  debtor).  The  fiduciary  has 
otherwise  the  duty,  in  the  same  manner  as  a  mandatary, 
to  protect  the  interest  of  his  debtor  (the  assignor)  for 
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the  preservation  of  the  claim  and  in  connection  with  its 
realization  (EG  76,  347;  JW  1911,  581  23 ;  Warn  1914 
No.  7).  See  also  Article  117,  note  3. 

It  is  also  possible  to  transfer  only  the  right  ojf  dis¬ 
position  to  a  claim  or  to  a  right,  in  particular  the;  mere 
right  to  bring  action,  in  the  manner  that  the  creditor’s 
claim  or  the  right  itself  remains  with  the  assignor  while 
the  assignee  is  entitled  to  exercise  the  right  transferred 
to  him  in  his  own  name  and  for  his  own  interest  but 
nevertheless  for  the  account  of  a  third  party  and  ks  the 
right  of  a  third  party.  (RG  53,  418;  73,  306;  7ip,  90; 
Warn  1908  No.  197 ;  Gruch  59,  No.  12) ;  thus  ii^  con¬ 
nection  with  collection  by  way  of  performance  (RG  76, 
348  Warn  1913,  No.  136);  see  furthermore  Article  117, 
note  3  and  Article  364,  Note  2.  It  is  therefore  alsd  per¬ 
missible  that  in  a  confirmed  composition  the  riglht  is 
granted  someone  (the  receiver)  to  realize  and  distribute 
the  corpus  and  therefore  the  said  party  is  a  proper  party 
plaintiff  and  party  defendant  (RG  89,  133).  In  connec¬ 
tion  with  the  assignment  of  the  mere  right  to  collect  or 
the  mere  right  to  bring  action,  it  is  an  unconditional  pre¬ 
requisite  however  that  the  assignee  has  himself  a  legal 
interest  in  the  enforcement  of  the  right  inasmuch  as  oth¬ 
erwise  he  would  lack  the  necessary  legal  interest;  funda¬ 
mentally  there  is  concerned  in  these  cases  only  an  auth¬ 
orization  (RG  91,  395). 

I 

Inasmuch  as,  in  cases  of  the  kind  in  question,]  the 
right  as  creditor  really  remains  with  the  assignor],  the 
opinion  must  be  upheld  that  a  decision  rendered  with 
respect  to  the  collection  assignee  has  its  legal  effect  pur¬ 
suant  to  Art.  322  of  the  Code  of  Civil  Procedure  |  also 
with  respect  to  the  assignor  (RG  52,  216;  JW  )L910, 
1101 8).  A  right  as  beneficiary  can  only  be  effectively 
transferred  to  another  party  for  its  mere  enforcement, 
including  the  right  to  bring  action. — It  should  be  po 
out  that  the  holding  of  the  Supreme  Court  as  set 
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in  the  decided  cases  that  the  transfer  of  mere  powers 
derived  from  the  right,  or  the  assignment  of  such  powers, 
is  only  possible  for  purposes  of  collection,  has  been  fre¬ 
quently  contested  in  the  literature;  see,  in  particular, 
Planck,  Note  1  b.  However,  this  holding  of  the  Supreme 
Court  does  serve  a  practical  requirement. 

Inasmuch  as  therefore  the  assignment  is  to  be  effective 
in  rem,  it  is  a  necessary  pre-requisite  for  this  that  the 
assignor  himself  has  the  right  to  dispose  over  the  claim. 
However,  the  rules  of  Art.  185  must  also  find  correspond¬ 
ing  application  here.  By  a  mere  agreement  to  make  an 
assignment,  which  does  not  require  any  formalities  (RG 
87,  71;  54,  147;  JW  1915,  1007),  pactum  de  cedendo, 
there  is  only  established  an  obligation  in  personam  to 
make  the  transfer,  and  therefore,  this  obligation  can  also 
be  assumed  by  a  person  who  does  not  have  the  right  of 
disposition.  The  principles  of  acquisition  in  good  faith, 
which  are  solely  applicable  to  the  law  of  property,  are 
not  applicable  in  this  connection  (See,  however,  Art. 
405). — Once  an  assignment  has  been  made,  it  is  re¬ 
vocable  if  it  has  been  made  only  in  the  interest  of  the 
assignor  but,  as  a  rule,  irrevocable  if  it  has  also  been 
made  in  the  interest  of  the  assignee  or  if  the  latter  is 
to  conduct  the  action  at  law  against  the  debtor  at  his 
own  risk  (RG  Warn  1919,  No.  162). 

In  accordance  with  the  general  principles  of  declara¬ 
tion  of  intent,  the  assignment  can  also  take  place  tacitly; 
for  example,  the  assignment  of  a  claim  which  is  inherent 
in  a  document  by  delivery  of  the  document  itself  (RG 
JW  1904,  337 3 ;  07,  329 5 j,  and  the  assignment  of  the 
right  to  bring  an  action  in  rem  as  well  as  the  assign¬ 
ment  of  a  right  to  reformaticfn  by  the  act  of  conveyance 
concerning  a  realty  in  connection  with  which  the  convey¬ 
ing  party  vested  with  the  right  to  reformation  is  not 
himself  recorded  as  owner  (RG  46,  225;  59,  294);  finally, 
a  claim  awarded  a  receiver  in  foreclosure  proceedings  to 
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a  return  of  objects  which  have  been  removed  froih  the 
realty  by  the  inclusion  of  this  claim  in  the  auction  ierms 
and  conditions  (RG  April  3,  1911  V  348/10;  see  also 
RG  74,  201  to  the  effect  that  the  award  by  the  0ourt 
may  have  an  obligatory  effect).  It  must  only  appeal  that 
the  assignment  was  to  relate  to  the  carrying  out  ojf  the 
legal  transaction  expressly  set  forth  (RG  JW  04,  337  s). 

_ 

i 

2.  In  general,  any  claim  can  be  assigned,  including  a 
so-called  incomplete  claim  (Art.  134,  Note  4).  By  way 
of  principle  (see  Art.  399,  note  4  for  exceptions),  claims 
arising  from  bilateral  contracts  can  be  transferred  with¬ 
out  the  defense  of  the  other  party  arising  from  Artsi  320, 
321  and  404  being  affected  thereby  (RG  51,  170;  64,  122; 
Gruch  55,  640).  If  the  obligor  has  assigned  his  claim 
(claim  to  purchase  money)  to  another  person,  he  can 
nevertheless  himself  refuse  to  perform  until  the  obligee 
has  performed  his  obligation  to  the  assignee.  (RG  JW 
1916,  1115  3).  In  connection  with  the  transfer  of  claims 
arising  from  bilateral  contracts  which  relate  to  continu¬ 
ous  performances,  it  must  be  determined  by  construction 
to  what  extent  the  claim  has  been  assigned.  Generally, 
it  will  be  deemed  the  intent  of  the  parties  that  exten¬ 
sions  of  the  claim  are  also  transferred  (RG  Warn.  |1915 
No.  260).  The  assignment  of  the  claim  arising  frqm  a 
contract  for  installment  deliveries  (successive  delivery 
contracts)  does  not  prevent  the  assigning  vendor  from 
availing  himself  of  the  right  of  retention  arising  from 
Art.  320  in  answer  to  the  demand  for  delivery  by  the 
purchaser  (RG  88,  254). — Furthermore,  the  claim  arising 
from  a  building  loan  contract  to  the  payment  of  install¬ 
ments  which  have  already  matured  can  also  be  trans¬ 
ferred  (RG  Warn  1911  No.  320;  so  can  the  right  to  parti¬ 
tion  arising  from  a  partnership  agreement  (but  not  aris¬ 
ing  from  a  “community  of  heirs”;  RG  60,  126);  further¬ 
more,  the  claim  arising  from  a  prohibition  against  com- 
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petition  incident  to  the  transfer  of  a  business  (RG  56, 
227) ;  the  right  arising  from  a  preliminary  cancellation 
entry  (RG  52,  11;  see  in  this  connection  Art.  401,  Note  1, 
end) ;  similarly,  the  claim  to  surrender  pursuant  to  Arts. 
870,  931  and  also  the  action  for  possession  arising  from 
Article  861  (RG  April  4,  1914  V  535/13).  In  the  case 
of  subsequent  assignment  to  a  third  party,  also  the 
guaranty  claim  arising  in  favor  of  the  first  assignee  from 
the  contract  with  his  assignor,  even  though  it  only  comes 
into  being  in  the  person  of  the  subsequent  assignee,  is 
assignable  (RG  Gruch  49,  906).  There  may  be  assigned, 
in  particular,  claims  to  a  conveyance  as  well  as  to  the 
correction  of  the  Real  Estate  Register,  but,  in  the  latter 
case,  only  under  the  condition  that  one  power,  namely 
the  power  to  exercise  the  right  of  the  assignor  in  the 
name  and  for  the  interest  of  the  assignee  is  to  be  found 
in  this  assignment  (RG  64,  68),  inasmuch  as  the  right  of 
correction,  bound  to  the  right  in  rem,  is  not  transferable 
by  itself  and  only  the  present  legal  owner  is  entitled  to 
have  a  correction  made  (RG  Warn  1911,  No.  239;  RG 
53,  408).  The  question,  however,  whether  the  right  to 
correction  can  only  be  transferred  as  an  incident  to  the 
conveyance  (RG  62,  327;  Warn  1911  No.  185)  or  whether 
it  can  be  transferred  independently  by  itself  by  (ex¬ 
press)  assignment,  must  be  answered  along  the  latter 
lines  inasmuch  as,  in  principle,  it  is  certainly  possible 
for  powers  which  are  bound  to  the  right  itself  to  be 
transferred  alone  by  themselves  to  another  party  with 
the  sole  effect  that  this  other  party  is  thereby  empow¬ 
ered  to  avail  himself  of  the  power,  in  his  own  interest 
and  in  his  own  name  by  virtue  of  the  right  vested  in  an¬ 
other  party,  by  bringing  action  (RG  73,  306  and  78,  87). 
However,  as  assumed  by  the  Supreme  Court,  the  assignee 
can  in  all  cases  only  demand  the  correction,  in  accord¬ 
ance  with  the  laws  in  force,  in  the  name  of  the  convey¬ 
ing  party  or  of  the  assignor,  inasmuch  as  the  law  does 
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not  recognize  in  the  field  of  real  property  an  assign¬ 
ment  of  the  claim  to  ownership  within  the  meaning  of 
Art.  931  (EG  62,  327;  64,  165;  66,  22).  However,  this 
result  is  not  very  satisfactory  inasmuch  as  it  leads  tb  un¬ 
profitable  further  steps.  To  be  sure,  one  must  admit 
that,  in  accordance  with  the  law  in  force,  the  ownership 
of  realty  can  be  acquired  under  private  law  by  convey¬ 
ance  and  recording  and  that  if  the  acquiror,  by  the  utili¬ 
zation  of  the  right  to  correction  vested  in  his  veijdor, 
should  actually  effect  the  registration  of  the  ownership 
in  his  name,  nevertheless  there  would  still  be  lacking 
the  conveyance  to  him.  One  could  nevertheless  arrive 
at  a  satisfactory  result  in  connection  'with  this  statps  if 
one  did  not  desire  to  find  in  the  declaration  of  convey¬ 
ance  of  the  unrecorded  true  owner,  who  is  vested  ydth 
the  right  to  correction,  an  assignment  of  the  claim 
against  the  recorded  non-owner  not  to  the  correctioh  of 
the  ownership  but  to  the  conveyance  to  the  acquirer. 
The  assignee  would  then  appear  herein  in  the  place  of 
the  party  entitled  to  the  correction  (Art.  398,  sentence  2) 
and  he  could  demand  the  conveyance  directly  to  himself, 
and  the  non-owner  of  record,  who  would  be  under  Obli¬ 
gation  to  agree  to  the  correction  of  the  Real  Estate 
Register,  would  have  no  justified  interest  in  refusing 
the  assignee  the  conveyance  and  in  alleging  that  he  is 
only  under  the  obligation  to  consent  to  the  correctioiji  of 
the  Real  Estate  Register  to  the  name  of  the  true  owner, 
and  this  only  in  the  form  set  forth  in  Art.  894.  Such  an 
excuse  would  be  chicanery  and  would  violate  the  prin¬ 
ciples  of  good  faith  and  conscience  (Art.  242). — In  Con¬ 
nection  with  “assignment  of  a  portfolio”,  see  RG  56, 
292.  | 

In  the  same  manner  as  a  claim  can  be  transferred)  as 
a  whole,  a  part  of  it  may  also  be  transferred  provided 
that  the  claim  in  itself  is  divisible  (RG  64,  120),  in  which 
connection  it  will  not  be  presumed  in  case  of  doubt,  that, 
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the  assignor  wanted  to  assign  to  the  assignee  a  pre¬ 
ferred  right  in  favor  of  the  partial  claim  assigned  (RG 
JW  1914,  528 5 ;  nemo  snrrogat  contra  se).  Similarly, 
it  is  possible  to  transfer  only  one  claim  of  the  plurality 
of  claims  arising  from  the  same  contract  (RG  Gruch  54, 
924).  Furthermore,  claims  arising  from  agreements  to 
enter  into  contracts  are  assignable  (RG  66,  361;  68,  356). 
For  further  details,  see  Art.  399,  Note  4,  end. 

Although  an  assignment  has  an  effect  in  rem  in  the 
same  manner  as  delivery,  there  nevertheless  arises  from 
the  nature  of  the  matter  the  difference  that  delivery 
necessarily  requires  an  object  which  is  already  in  exist¬ 
ence,  because  a  physical  delivery  of  an  object  which  is 
not  in  existence  is  inconceivable,  while,  on  the  other 
hand,  an  assignment  of  even  merely  future  claims  and 
rights  wdiich  takes  place  merely  by  declaration  of  intent 
is  readily  conceivable.  For  this,  to  be  sure,  it  is  neces¬ 
sary  that  the  future  claim  is  already  sufficiently  deter¬ 
mined,  or  at  least  determinable  (RG  JW  1917,  764 7),  and 
that  there  is  only  required  its  coming  into  existence  in 
order  for  the  transfer  to  become  immediately  effective 
from  that  time  on  (RG  55,  pages  334,  404  ;  58,  72;  67, 
166;  and  also  75,  225).  The  transfer  of  future  claims 
has,  therefore,  also  the  immediate  effect  in  rem  that  upon 
the  coming  into  existence  of  the  claim,  the  transfer  is 
automatically  effected  (RG  JW  1913,  132 8).  Thus,  the 
assignment  of  future  rentals  (cf.  Art.  246,  note  1,  at  the 
end)  as  well  as  of  all  claims  for  rent  arising  from  a 
given  lease  relationship  is  permissible  (RG  Gruch  48, 
891:  Warn  1912  No.  361),  as  is  the  transfer  of  future 
mortgages  (RG  74,  416).  As  the  assignment  can  become 
unconditionally  effective  only  upon  the  coming  into  ex¬ 
istence  of  the  claim  or  right,  and  as  retroactive  effect 
is  impossible,  the  principles  of  acquisition  in  good  faith 
are  also  not  applicable  to  a  future  mortgage  (RG  74, 
416).  In  connection  with  the  possibility  of  assigning 
building  loan  mortgages  even  before  the  loan  has  been 
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given,  see  Art.  157,  Note  3  (RG  JW  1910,  755  17).  If  a 
mortgage  which  it  has  been  agreed  is  to  be  repaid  in 
partial  payments  has  been  assigned  only  to  the  extent 
of  part  thereof,  the  claim  to  the  amortization  amounts 
is  vested  in  the  individual  partial  mortgage  creditors  in 
the  proportion  of  their  shares,  even  if,  in  connection 
with  the  assignment,  one  partial  mortgage  has  been 
granted  a  preferred  ranking  over  another.  (RG  Warn 
1911,  No.  192).  Furthermore,  in  the  case  of  a  contract 
executed  in  favor  of  the  assignor  in  accordance  with  Art. 

i 

328  (for  example  a  life  insurance  contract),  assignment 
of  the  claim  to  a  third  party  is  possible  even  at  a  time 
when  the  assignor  has  not  yet  acquired  his  claim  vfithin 
the  meaning  of  Art.  328,  paragraph  2  (RG  Feb.  13,  1906, 
VII  241/05).  It  is  also  permissible  that  a  not  yet  Exist¬ 
ing  claim  be  granted  another  person,  it  being  agreec^  that 
he  will  assiagn  this  (alleged)  claim  to  a  third  par|v  so 
as  to  procure  for  the  debtor  the  performance  then  to  be 
made  by  said  third  party  so  that  the  debt  relationship 
comes  into  being  actually  only  between  the  third  ^artv 
and  the  debtor,  and  the  assignee  is  only  authorized  to 
receive  the  performance  to  lie  made  bv  the  third  party 
(RG  Feb.  12,  1910,  V  198/09  and  Nov.  26,  1910  V  273/10). 
This  is  not  a  fictitious  transaction  (RG  60,  23).  In  this 
connection,  an  assignment  in  blank  is  also  permissible  to 
the  extent  that  the  assignee  is  empowered  himself  to 
determine  the  future  creditor  and  to  enter  the  name  of 
the  latter  on  the  instrument  of  assignment.  On  the 
other  hand,  a  mere  future  patent  right  is  not  assignable 
until  the  invention  has  been  made  (RG  75,  228).  N6r  is 
it  possible  to  assign  all  future  income  inasmuch  as  there 
is  lacking  in  this  connection  the  required  definiteness 
(RG  JW  1911,  576  10).  The  assignment  “of  all  accounts 
receivable  appearing  from  the  books”  or  the  assignment 
“of  all  claims  acquired  in  the  manner  indicated”  I  also 
lacks  sufficient  definiteness  (RG  Warn  1916,  No.  71),  as 
is  also  the  case  in  connection  with  an  assignment  “of  the 
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most  recent  claims  at  any  given  time  of  a  company” 
(RG  93,  246). — A  fiduciary  assignment  “of  all  outstand¬ 
ings”  is  void  as  in  conflict  with  public  policy  (RG  Gruch 
55,  838) ;  an  assignment  which  is  merely  a  means  of 
concealment  is  also  void  (RG  Gruch  49,  252) ;  so  is  an 
assignment  which  is  made  solely  for  the  purpose  of  en¬ 
abling  the  assignee  to  sue  in  forma  pauperis  (RG  81, 
175).  An  assignment  solely  for  the  purpose  of  permit¬ 
ting  the  assignor  to  appear  as  a  witness  does  not,  in  it¬ 
self,  violate  public  policy  (RG  JW  09,  270 3 ;  1913,  317 3), 
although  it  does  do  so  if  its  purpose  is  also  to  permit 
the  assignor  to  give  false  testimony  (RG  81,  162,  Gruch 
53,  913).  The  fact  that  claims  which  are  subject  to  con¬ 
ditions  and  time  limitations  can  be  transferred  follows 
from  their  nature  as  vested  rights  (preliminary  note  5 
to  Art.  158).  Finally,  the  conditional  assignment  of  fu¬ 
ture  claims  is  also  permissible  (RG  67,  166;  75,  227; 
Warn  1912  No.  157,  according  to  which  such  an  assign¬ 
ment  is  present  in  an  agreement  that  the  insurance  com¬ 
pany  is  subrogated  into  the  rights  of  the  insured  by  pay¬ 
ing  out  the  insurance).  By  the  provisions  of  the  Annex 
Art.  163  of  the  Prussian  A.  G.  0.,  still  in  force  salary 
claims  of  a  member  of  the  Prussian  Civil  Service  can¬ 
not  be  assigned. 

As  to  the  transferability  of  rights,  see  Art.  413.  With 
regard  to  the  transfer  of  claims  by  operation  of  the  law 
(cessio  legis),  see  Art.  412;  for  transfer  of  claims  pur¬ 
suant  to  court  order,  see  Arts.  835  to  838,  844,  857,  859, 
860  of  the  Code  of  Civil  Procedure;  with  regard  to  the 
assignment  of  a  claim  pending  before  the  Court,  see  Art. 
265  of  the  Code  of  Civil  Procedure;  the  Plaintiff  can,  in 
such  case,  only  demand  payment  to  the  assignee  (RG  56, 
301). — With  regard  to  cases  in  which  transfer  is  not  pos¬ 
sible,  see  Art.  399  (Notes  1  and  4)  and  Art.  400.  With 
regard  to  whether  the  right  arising  from  a  contract  offer 
which  has  been  received  but  not  yet  accepted  is  assign¬ 
able,  see  Art.  145,  Note  2,  at  the  end. 
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3.  By  the  act  of  the  new  creditor  replacing  the  pre¬ 
vious  creditor,  the  right  as  creditor  of  the  previous 
creditor  lapses  entirely  and  is  from  then  on  vesteji  in 
the  assignee  (KG  56,  301)  together,  in  accordance  [with 
Art.  401,  with  all  the  ancillary  rights  connected  there¬ 
with.  An  agreement  as  a  result  of  which  the  assignor 
retains  the  right  to  make  dispositions  with  respect  to  the 
claim  himself  or  in  accordance  with  which  the  assignee 
is  not  empowered  to  enforce  the  claim  in  his  own  name  is, 
therefore,  incompatible  with  an  assignment;  the  transfer 
would,  in  such  case,  be  void  (RG  90,  249;  92,  240,  iJW 
1914,  528 6).  If  the  creditor  retains  the  right  to  collect 
the  claim  in  his  own  name,  the  transaction  is  a  fictitious 
one  (RG  90,  275).  The  mere  power  to  collect  the  claim 
of  the  creditor  therefore  does  not  include  an  assignment 
(RG  92,  239). — In  the  event  of  a  true  assignment,'  the 
assignor  cannot  undertake  any  further  acts  in  favot  of 
the  assignee  in  his  own  name  (even  if  the  object  of  the 
assignment  was  the  right  arising  from  an  arbitral  award, 
RG  JW  1911,  644 9).  In  particular,  the  old  creditor  can 
no  longer  acquire  ancillary  rights  for  the  new  creditor 
or  interrupt  the  running  of  the  Statute  of  Limitations, 
regardless  of  whether  the  debtor  already  knew  of  the 
assignment  or  not  (RG  52,  181).  However,  the  receiver 
of  a  promise  arising  from  a  pactum  de  mutuo  d^ndo 
after  the  assignment  of  this  claim  (cf  Art.  399,  Note  4, 
at  the  end)  can  always  sue  for  payment  to  the  assip(nee, 
inasmuch  as,  in  spite  of  the  assignment,  he  neverthe¬ 
less  remains  the  beneficiary  of  the  contract  with  respect 
to  the  other  contractual  party,  in  the  same  manner  as, 
on  the  other  hand,  he  becomes  the  debtor  with  respect 
to  the  assignee  by  the  payment  of  the  amount  of  the 
loan  (RG  66,  359;  68,  356;  77,  407).  Furthermore,  it  is 
also  possible  that  the  agreement  to  enter  into  a  loan  'con¬ 
tract  in  favor  of  the  third  party  is  entered  into  With 
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the  effect  set  forth  in  Art.  32S  and  that  the  third  party 
therefore  directly  and  immediately  receives  the  claim  to 
the  payment  of  the  amount  of  the  loan  (Art.  328,  Note  3). 
Also  in  case  of  attachment  and  transfer  of  a  claim  by 
the  Court,  the  attachment  debtor  can  bring  an  action 
against  the  third  party  debtor  for  payment  to  the  attach¬ 
ment  creditor  but  not  an  action  for  placing  in  court 
custody  (RG  JW  1912,  34 19 ;  Gruch  49,  1061). 


4.  Transitov  law. — The  legal  consequences  of  an  as¬ 
signment  which  was  effected  after  January  1,  1900  are 
subject  to  the  provisions  of  the  Code  of  Civil  Procedure 
even  if  the  claim  arose  prior  to  said  date  (RG  56,  301). 

Plaintiff’s  Exhibit  No.  17 A 
Translation  of  a  German  Law 
Section  315 — Note  1 

Generally,  it  is  also  essential  for  the  valid  creation  of 
a  legal  obligation  that  the  performance  to  be  made  is 
determined.  A  determination  left  to  arbitrary  discretion 
renders  the  contract  void  (R.  G.  40,199;  Warn.  1913,  221). 
More  correctly,  it  should  be  said  that  such  indefiniteness 
prevents  even  the  coming  into  existence  of  the  contract. 
However,  determinabilitv  of  the  performance  is  sufficient 
and  even  if  determination  is  possible  only  by  equitable 
consideration  (R.  G.  J.  W.  1912,  73 13,  Gruch  56,  917) 
insofar  as  such  determination  is  secured  by  reference 
to  a  certain  event,  for  instance,  to  the  daily  market 
price.  In  any  case,  in  order  to  be  determinable,  it  is 
necessary  that  a  definite  yardstick  can  be  recognized  for 
the  determination  to  be  made,  and  not  everything  must 
be  left  to  arbitrary  decision.  *  *  •  For  determinabilitv 
it  is  not  sufficient  if,  for  instance,  it  has  been  agreed 
that  neither  party  to  the  contract  may  sell  his  real  prop¬ 
erty  without  consent  of  the  other  without  an  indication 


having  been  given  under  which  conditions  such  consent 
may  be  refused  (R.  G.  1.3.13  V  401/12). 

Plaintiff’s  Exhibit  No.  17 

CERTIFICATE  OF  ACCURACY 
STATE  OF  NEW  YORK 
COUNTY  OF  NEW  YORK  s.s. : 

TRANSLATION 
From  Germkn 

On  this  day  personally  appeared  before  me  Wm. 
Bertsche  who,  after  being  duly  sworn,  deposes  and 
states : 

That  he  is  a  translator  of  the  German  and  Englislj  lan¬ 
guages  by  profession  and  as  such  connected  with  the 
LAWYERS’  &  MERCHANTS’  TRANSLATION  BU¬ 
REAU; 

i 

That  he  is  thoroughly  conversant  with  these  languages; 

That  he  has  carefully  made  the  attached  transition 
from  the  original  document  written  in  the  German  lan¬ 
guage,  (on  the  official  paper  of  the  LAWYER^’  & 
MERCHANTS’  TRANSLATION  BUREAU) ;  and 

That  the  attached  translation  is  a  true  and  correct 
English  version  of  such  original,  to  the  best  of  his 
knowledge  and  belief. 

/s/  Wm.  Bertsche 

SUBSCRIBED  AND  SWORN  TO  BEFORE  ME 
THIS  30th  day  of  January  1951 

/s/  Hertha  Bertsche 

Notary  Public,  State  of  New  York 
Qualified  in  Queens  County 
No.  11-027700 

Cert,  filed  with  N.  Y.  Co.  Clk. 

Commission  expires  March  30,  1951 
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TRANSLATION 
from !  German  WB  :GS 

From :  Law  of  Obligations — Obligations  Arising  from 
Contracts — Creation — Content  of  the  Contract. 


Art.  315. 

1)  If  the  performance  is  to  be  determined  by  one  of 
the  contracting  parties,  it  shall  be  assumed  in  cases  of 
doubt  that  this  determination  shall  be  made  according  to 
the  principles  of  equitable  discretion  2). 

The  determination  shall  take  place  by  declaration  to 
the  other  party  3). 

If  the  determination  is  to  be  made  in  accordance  with 
the  principles  of  equitable  discretion,  the  determination 
made  shall  only  be  binding  on  the  other  party  if  it  is  in 
accordance  with  the  principles  of  equity  3).  If  it  does 
not  accord  with  the  principles  of  equity,  the  determina¬ 
tion  shall  be  made  by  court  decision;  the  same  shall  be 
true  when  the  determination  is  delayed  4)5). 

E  I  353  II  266;  M  2  192;  P  1  464. 


1.  In  general,  there  is  required  for  a  legally  valid 
creation  of  an  obligation  also  the  definiteness  of  the  per¬ 
formance  (Art.  241,  note  1,  at  the  end).  A  determination 
which  is  left  to  arbitrary  discretion  voids  the  contract 
(RG  40,199;  Warnever  1913,  221).  However,  it  is  more 
correct  to  state  that  such  a  lack  of  definiteness  even  pre¬ 
vents  the  coming  into  existence  of  the  contract.  How¬ 
ever,  the  fact  that  the  performance  is  determinable  is 
sufficient,  this  being  so  even  if  the  determination  can 
only  be  made  in  accordance  with  the  principles  of  equi¬ 
table  discretion  (RG,  Juristische  Wochenschrift  1912, 
73  13 ;  Gruschot  56,  917),  if  such  determinabilitv  is  assured 
by  reference  to  a  specific  event,  for  example  a  quotation 
of  a  certain  day.  In  any  event,  determinabilitv  requires 
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that  a  certain  yardstick  can  be  recognized  for  the  dieter- 
ruination  to  be  made,  and  everything  may  not  be  left  to 
arbitrary  determination.  Cases  of  this  kind  are  faken 
up  in  Arts.  315  ff,  all  of  which  presupposes  that!  the 
performance  is  to  be  determined  by  one  of  the  contract¬ 
ing  parties  (Art.  315)  or  by  a  third  party  (Art.  317) 
regardless  of  whether  there  is  concerned  a  main  point 
or  a  subsidiary  point,  for  example  the  time  for  perform¬ 
ance  (EG  64,  116;  JW  1912,  73  n).  Indefiniteness  based 
on  the  lack  of  the  limitation  in  time  of  a  contractually 
assumed  obligation  can  be  supplemented  in  the  discre¬ 
tion  of  the  contractual  parties  and,  in  case  no  agree¬ 
ment  can  be  achieved,  by  court  determination  (RGt  64, 
116;  Warn  1913  No.  221). — For  definiteness,  it  is  not  suf¬ 
ficient  that  it  be  agreed,  for  instance,  that  no  contracting 
party  may  sell  his  realty  without  the  approval  of  the 
other,  without  any  indication  being  given  as  to  the  condi¬ 
tions  under  which  the  approval  may  be  refused  (RG 
March  1,  1913  V  401/12).  On  the  other  hand,  the  neces¬ 
sary  definiteness  is  not  lacking  in  connection  with  an 
agreement  pursuant  to  which  one  party  agrees,  in  (con¬ 
nection  with  the  creation  of  a  corporation,  to  which  crea¬ 
tion  he  is  contributing  a  hotel  belonging  to  him,  to  par¬ 
ticipate  in  this  company  in  the  manner  contemplated;  it 
is  only  necessary  that  the  organization  be  without  de¬ 
fect  (RG  85,  289).  Sufficient  determinabilitv  is  also  pres¬ 
ent  if  it  is  agreed,  in  connection  with  contract  offers 
or  purchase  agreements,  that  the  other  contracting  party 
or  the  person  to  whom  the  offer  is  addressed  has  the 
right  to  name  another  person  as  purchaser;  the  contract 
is  then  made  with  the  other  contracting  party  or  phrtv 
to  whom  the  offer  is  submitted  himself,  and  the  lajtter 
has  only  the  right  to  permit  another  party  to  enter  jnto 
the  contract  by  assignment  of  the  contractual  right  (|RG 
20,  37;  24,  66;  38,  168;  Gruch  48,  238).  See  also  Art.  145, 
Note  1. — Determinabilitv  of  the  subject  matter  of  the 
purchase  is  sufficient  also  for  the  recording  of  a  ripht 
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to  conveyance  (RG  Nov.  12.  1913  V  216/13;  Feb.  28, 
1914  V  437/13). 

Art.  315  covers  only  the  case  that  the  determination  of 
the  performance  is  left  to  one  of  the  parties,  but  not 
the  case  that  the  determinaion  is  reserved  for  subsequent 
agreement;  in  the  latter  case,  the  performance  is  to  be 
determined  in  accordance  with  the  principles  of  equitable 
discretion  pursuant  to  Art.  316  if  agreement  cannot  be 
reached  (RG  Warn  1914  No.  325).  Accordingly,  Art.  315 
is  to  be  applied  (RG  64,  116)  when  the  time  for  perform¬ 
ance  is  left  to  one  party;  the  party  can,  in  such  case, 
also  determine  the  time  of  grace  by  himself,  without  it 
being  necessary  for  the  time  when  the  performance  must 
be  made  to  be  previously  determined  by  the  Court  (RG 
90,  29,  wherein  the  opinion  set  forth  in  the  decision  RG 
64,  114,  that,  under  the  conditions  set  forth,  the  Judge 
must  determine  the  time  for  performance  before  the 
claimant  can  avail  himself  of  the  rights  arising  from  Art. 
326,  was  opposed). 

2.  Only  in  cases  of  doubt  is  it  to  be  assumed  as  the 
intent  of  the  contract  that  the  party  entitled  to  make  the 
determination  must  make  it  in  accordance  with  the  ob¬ 
jective  yardstick  of  the  principles  of  equitable  discretion 
(arbitrium  boni  viri).  In  principle,  it  is  therefore  not 
excluded  that  the  determination  be  left  by  agreement  to 
the  free  discretion  of  one  of  the  contracting  parties,  i.  e. 
the  party  who  must  make  performance  or  the  party  who 
is  to  receive  performance  (RG  64,  116).  However,  in  this 
case,  there  would  always  apply  the  general  principle  of 
Art.  242  to  protect  the  other  contracting  party  against 
misuse  (RG  JW  1912,  346  “).  The  Code  of  Commerce 
gives  one  example  of  free  discretion  in  connection  with 
purchases  in  accordance  with  specifications  (Art.  375). 

3.  The  determination  is  made  by  a  unilateral  declara¬ 
tion  to  the  other  party  (Arts.  130-132),  which  declaration 
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need  not  be  in  any  special  form  (RG  Gruch  57,  95ty)  but 
must  be  received  and  can  be  made  merely  by  conclusive 
acts  (conduct)  (RG  JW  1912,  346  n).  The  law  does  not 
establish  any  obligation  to  make  the  declaration,  in  the 
same  manner  that  the  other  party  has  no  means  of  com¬ 
pelling  the  party  vested  with  the  right  of  determination 
to  make  the  declaration  (within  a  reasonable  peribd  of 
time).  In  accordance  with  its  final  provision,  thb  law 
threatens  the  party  vested  with  the  right  of  determina¬ 
tion  in  the  event  of  delay  only  with  the  loss  of  the  right 
to  make  this  determination  (while  according  to  Ar^.  375 
of  the  Code  of  Commerce,  the  right  of  determination!  pos¬ 
sibly  passes  to  the  other  party).  Also  in  this  connection 
the  Court  is  to  decide  as  to  whether  delay  exist^.  In 
this  connection,  the  only  important  thing  is  the  fact  of 
actual  delay  and  not  default  in  its  true  meaning  (Art. 
284)  inasmuch  as  there  is  absolutely  no  obligation  to  give 
a  declaration.  Whether  or  not  undue  delay  exists  is 
decided  in  accordance  with  the  circumstances  of  the  case 
(RG  JW  1912,  3866).  ! 

4.  In  accordance  with  Paragraph  3,  a  determination 
made  by  the  party  having  the  right  to  make  thi^  de¬ 
termination  is  without  effect  in  the  event  that  it  w^s  to 
have  been  made  in  accordance  with  the  principles  of 
equitable  discretion  and  does  not  correspond  with  equit¬ 
able  principles.  Whether  or  not  it  so  corresponds  is  to 
be  decided  by  the  Court  which,  in  its  decision,  may  pos¬ 
sibly  determine  the  performance  itself  (creation  pf  a 
right).  If,  for  example,  partial  performances  are  tp  be 
made  upon  the  call  of  the  purchaser,  it  is  not  in  accord¬ 
ance  with  the  principles  of  equitable  discretion  if  the 
purchaser,  neglecting  for  a  long  time  to  make  any  'call, 
suddenly  calls  for  the  remaining  amount  all  at  once  (RG 
JW  1900,  6069).  A  case  for  determination  by  the  Court 
is  also  present  if  the  parties  are  in  agreement  thbt  a 
period  of  time  was  agreed  upon  and  only  dispute  the 
length  of  this  period  of  time  (RG  Warn  1910  No.  11). 
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5.  The  party  vested  with  the  right  of  determination 
must  prove  the  equitable  nature  of  his  determination  as 
well  as  his  right  to  make  the  determination.  Accord¬ 
ingly,  even  in  the  event  that  he  demands  a  reasonable 
price  but  the  opponent  alleges  that  a  lesser  price  had 
been  agreed  upon,  he  must  prove  the  incorrectness  of 
this  allegation  (RG  57,  46). 

Pltf.  Cross-Comp.  #  1 

Filed  Feb  19  151  Harry  M.  Hull,  Clerk 

OFFICE  OF  ALIEN  PROPERTY 
Department  of  Justice 
Washington  25,  D.  C. 

CA  4845—48 

October  12,  1948 

United  States  Department  of  the  Interior 
Bureau  of  Mines 
Washington  25,  D.  C. 

Attention :  Mr.  0.  C.  Ralston,  Chief 
Metallurgical  Division 

Gentlemen : 

This  is  to  acknowledge  with  thanks  receipt  of  your 
letter,  dated  September  17,  1948,  relating  to  the  alleged 
infringement  of  the  Kroll  titanium  extraction  process 
by  E.  I.  du  Pont  de  Nemours  and  Company. 

Recently  representatives  of  du  Pont  raised  the  ques¬ 
tion  of  the  Kroll  patent  with  this  Office.  We  informed 
them  that  we  were  of  the  opinion  that  Kroll  had  substan¬ 
tial  rights  in  the  subject  patent  and  that  we  were  at¬ 
tempting  to  work  out  an  arrangement  with  him  whereby 
the  patent  could  be  licensed  on  a  non-exclusive,  royalty¬ 
bearing  basis  by  either  this  Office  or  Kroll.  We  also 
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advised  them  that  they  were  free  to  consult  with  Kroll 
regarding  the  licensing  terms  along  these  lines. 

Very  truly  yours, 

/s/  David  L.  Bazelop 
Assistant  Attorney  Geneijal 
Director,  Office  of  Alien  Property 


[All  of  Defendant’s  Exhibits  were  filed  Feb.  19,  l|951.] 

Defendant's  Exhibit  No.  lA 

Translation 
March  20,  1930 
El.  Dr.  He. 

Dr.  W.  Kroll 
Bel  ’Airstrasse  44 
Luxemburg. 

Re :  Special  metals. 

I 

Dear  Sir: 

We  refer  to  the  negotiations  which  have  been  pending 
between  you  and  ourselves  for  a  long  time  in  connection 
with  the  study  and  the  carrying  out  of  tests  for  the 
manufacture  of  special  metals  and  their  possibilities  of 
use,  and  should  like  to  set  forth  in  the  following*  the 
results  of  these  negotiations : 

1.  You  shall  occupy  yourself  theoretically  with  the 
study  of  the  manufacture  of  special  metals  by  fusion- 
electrolytic,  thermal  or  electrothermal  methods  as  we}ll  as 
with  the  possibilities  of  use  of  special  metals,  and  will 
carry  out  experiments  in  this  connection  in  the  labora¬ 
tories  available  to  you.  As  special  metals  there  shall  be 
considered  the  metals  set  forth  in  the  attached  list. 

I 

2.  We  shall  occupy  ourselves  in  our  laboratories  with 
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the  same  manner,  tests  in  the  same  direction. 

the  study  of  the  same  questions  and  shall  carry  out,  in 

3.  In  the  technical  field  set  forth  in  item  1,  continuous 
exchange  of  ideas  and  experience  shall  take  place  between 
you  and  ourselves.  In  order  to  avoid  double  work,  we 
shall  agree,  in  meetings  to  be  agreed  upon  from  time  to 
time,  with  regard  to  the  tests  which  are  to  be  carried 
out  either  by  you  or  by  us. 

4.  You  shall  communicate  the  results  of  your  theoreti¬ 
cal  studies  and  of  the  tests  carried  out  by  you  exclusively 
to  our  firm  and  shall  advise  third  parties  thereof  only 
with  our  express  consent.  Publications  intended  by  you 
shall  be  made  known  to  us  previously  and  shall  be  pub¬ 
lished  only  after  we  have  declared  our  agreement. 

5.  Decision  as  to  whether  and  in  what  country  an  in¬ 
vention  made  by  you  alone  or  by  you  and  ourselves 
jointly,  and  which  falls  under  these  terms,  shall  be  pat¬ 
ented,  you  have  left  to  us.  If  we  decide  in  favor  of  pat¬ 
enting,  we  must  assume  the  costs  for  the  application, 
maintenance  and  defense  of  the  patent  concerned.  The 
application  for  such  a  patent  will  take  place  in  your 
name  when  there  is  concerned  an  invention  made  entirely 
by  yourself.  If  there  are  concerned  inventions  made  by 
you  and  us  jointly,  the  application  will  in  principle  be 
made  in  both  our  names. 

You  are  entitled  to  the  property  right  to  all  patents 
originating  from  you  alone.  In  the  case  of  patents  to 
joint  inventions,  joint  ownership  shall  exist.  If  we  do 
not  desire  to  take  over  or  to  continue  to  carry  the  ex¬ 
penses  for  the  application  or  further  maintenance  or  de¬ 
fense  of  a  patent  to  an  invention  made  by  you  alone,  or 
a  joint  invention,  we  shall  be  under  the  obligation  to 
advise  you  of  this  in  due  time  so  that  you  then  can 
take  care  of  the  pertinent  patent  steps  at  your  own  cost. 
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6.  The  scope  of  the  experiments  to  be  conducted  is 
completely  up  to  each  one  of  us  respectively.  The  cost 
for  experiments  which  you  carry  out  in  your  laboratory 
will  be  borne  by  you;  the  costs  of  experiments  which  we 
carry  out  in  our  establishments  will  be  borne  by  us. 

You  intend  to  employ  an  assistant  for  the  tests  to  be 
carried  out  under  this  agreement.  We  have  declared  our 
agreement  to  take  over  the  salary  of  this  assistant  for 
the  time  being  for  a  period  of  three  years,  which  salary 
is  to  be  previously  approved  by  us. 

7.  Offers  from  third  persons  which  represent  inven¬ 
tions,  advances  or  improvements  in  the  technical  field 
covered  by  this  agreement  shall  be  referred  by  ycju  to 
us  exclusively  at  the  terms  of  the  offer  and  the  decision 
as  to  possible  acquisition  shall  be  left  first  of  all  t^>  us. 
If  we  decide  not  to  acquire  same,  you  have  the  riglpt  to 
acquire  the  pertinent  invention,  advance  or  improvement 
yourself  and  are  completely  free  with  respect  to  thi  ex¬ 
ploitation  of  what  you  have  thus  acquired  at  your  own 
expense. 

8.  The  exclusive  right  of  exploitation  of  all  inventions, 
advances  or  improvements  in  the  field  in  question  belongs 
to  our  company  for  all  countries.  We  intend  to  effect 
the  exploitation  primarily  by  either  producing  the  special 
metals  ourselves,  in  our  own  plants,  or  having  them  pro¬ 
duced  by  licensees  to  whom  we  shall  grant  a  mam|fac- 
turing  license.  From  the  net  invoice  amounts  of  the 
special  metals  manufactured  in  accordance  with  the  njeth- 
ods  coming  under  this  agreement  and  sold  by  us  you 
will  as  a  rule  receive  a  royalty  of  4%  if  you  have 'col¬ 
laborated  to  a  decisive  extent  in  developing  manufactur¬ 
ing  methods  and/or  possibilities  of  use.  In  connection 
with  alloys  the  royalty  shall  be  based  only  on  the  value 
of  the  special  metal  contained  in  these  alloys. 
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If  we  grant  manufacturing  licenses  to  third  persons, 
we  shall  impose  on  them  the  obligation  to  pay  the  afore¬ 
mentioned  royalties  to  you.  We  may  not  grant  exclu¬ 
sive  licenses  under  patents  which  are  your  sole  property 
except  with  your  consent;  you  shall  receive  one-third  of 
the  license  proceeds  obtained  for  such  exclusive  rights 
regardless  of  whether  such  proceeds  are  obtained  in  cash, 
in  the  form  of  participations  or  in  any  other  form. 

These  royalties  shall  be  reduced  to  one-half  until  the 
other  half  of  the  royalties  has  reached  the  salary  ex¬ 
penses  for  your  assistant,  which  are  to  be  defrayed 
by  us. 

Should  a  royalty  in  the  amount  of  4%  make  the  sale 
of  a  special  metal  difficult,  a  reduction  of  the  royalty 
shall  be  effected  pursuant  to  mutual  agreement. 

9.  In  the  event  that  we  grant  third  persons  manufac¬ 
turing  licenses  for  the  manufacture  of  special  metals,  on 
which  royalties  must  be  paid  to  you  in  accordance  with 
item  8,  we  shall  assure  for  ourselves  insofar  as  possible 
also  the  right  to  deliver  the  equipment  required  at  the 
plant  of  the  manufacturing  licensee  for  the  manufacture 
of  the  special  metal  in  question.  You  shall  receive  a 
royalty  of  21/4%  of  the  value  of  the  mechanical  parts 
of  such  installations  as  are  delivered  and  a  royalty  of 
5%  from  the  electrochemical  part.  The  purely  electrical 
engineering  accessories,  such  as  generators,  transformers, 
switches,  lines  and  the  like  shall  not  be  subject  to  the 
payment  of  royalties. 

10.  Should  you  yourself  take  over  the  costs  for  pat¬ 
ents  on  your  inventions  in  accordance  with  item  5  of  this 
letter,  our  exclusive  right  of  exploitation  of  the  subject 
matter  of  such  a  patent  shall  then  be  converted  into  a 
non-exclusive  right  of  exploitation  so  that  in  such  cases 
you  will  be  free  to  exploit  the  subject  matter  of  such 
patent  otherwise.  In  the  case  of  joint  inventions,  the 
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costs  of  which  have  been  taken  over  by  yon  alone*  we 
shall  retain  the  exclusive  right  of  exploitation. 

11.  These  terms  shall  be  in  force  provisionally  ufp  to 
January  1,  1940  and  can  be  terminated  by  you  as  well 
as  by  ourselves  as  of  said  time  by  prior  notice  of  one 
year.  If  no  notice  is  given,  the  agreement  shall  continue 
to  run  in  force  for  further  periods  of  two  years  jwith 
the  same  period  of  notice. 

However  should  it  appear  at  some  time  prior  to  this 
that  economic  success  cannot  be  obtained  through  your 
and  our  work  in  the  technical  field  of  this  agreement,  it 
shall  be  possible  to  dissolve  the  present  contractual  re¬ 
lationship  prior  to  said  time  by  mutual  agreement.  Simi¬ 
larly  it  shall  be  possible  to  dissolve  the  agreement  if  you 
are  continuously  prevented  through,  for  instance,  sick¬ 
ness  or  other  circumstances  from  working  in  this  tjech- 
nical  field.  Should,  however,  these  circumstances  be  elim¬ 
inated,  you  agree  to  advise  us  thereof  so  that  we  can 
possibly  come  to  a  decision  with  you  before  you  com¬ 
municate  with  others  as  to  whether  we  desire  to  have  the 
contractual  relationship  reactivated. 

12.  After  the  dissolution  of  the  contract,  either  for 
the  reason  that  it  is  not  extended  after  the  expiration 
of  10  years,  or  for  the  reason  that  it  is  terminated  prior 
to  the  expiration  of  this  period  of  time  for  the  reasons 
set  forth  above,  our  exclusive  right  of  exploitation',  of 
your  patents  in  existence  at  the  time  of  the  dissolution 
of  the  agreement  shall  expire.  However,  we  shall  re¬ 
tain  a  free  right  to  the  co-use  and  to  the  granting  of 
licenses  in  these  patents.  You  shall  take  care  of  the 
maintenance  and  defense  of  these  patents.  Licensed  to 
your  patents  which  have  already  been  granted  shall  Con¬ 
tinue  to  remain  in  force;  the  same  applies  to  your  right 
to  the  royalties  from  license  agreements  which  have  been 
entered  into  by  us  during  the  life  of  the  contract. 
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13.  The  contract  between  you  and  ourselves  with  re¬ 
spect  to  the  field  of  beryllium  dated  June  28,  1927,  shall 
not  be  affected  by  the  present  agreement. 

14.  All  differences  in  opinion  arising  from  this  agree¬ 
ment  shall  be  decided  exclusively  by  the  ordinary  courts 
of  law.  The  Superior  Court  I,  or  the  District  Court  of 
Berlin-Mittee  is  agreed  to  be  vested  with  exclusive  juris¬ 
diction. 

In  the  event  that  >ou  should  agree  to  the  contents  of 
this  letter,  we  will  ask  you  to  confirm  this  to  us;  if  not, 
we  should  appreciate  your  advising  us  of  any  possible 
wishes  you  might  have  with  regard  to  the  amendment  of 
individual  provisions. 

Yours  very  truly, 

List  of  Special  Metals. 

Titanium,  zirconium,  (Hafnium)  Thorium 

Uranium,  molybdenum,  chromium 

Manganese 

Cerium  and  Cerium  group  (Praseodym,  neodym,  sama¬ 
rium,  cadolinium,  terbium,  lanthan,  scandium  and 
yttrium). 

Calcium,  strontium,  barium  (except  the  lead  alloys  of 
these  metals) 

Vanadium,  (tantal  and  niobium  are  for  the  time  being 
excepted  with  respect  to  Wernerwerk  M,  Division  Ms) 

Lithium,  rubidium,  cesium  (all  with  the  exception  of 
lead  alloys) 

Palladium 

Boron,  gallium,  indium,  thallium 

Germanium 


Silieides  and  carbides  of  a  few  of  the  above  special 
metals  are  contemplated. 

Defendant’s  Exhibit  No.  2  j 

IN  THE  DISTRICT  COURT  OF  THE  UNITED 
STATES  FOR  THE  SOUTHERN  DISTRICT! 

OF  NEW  YORK 


WILLIAM  (or  WILHELM)  J.  KROLL, 

Plaintiff, 


vs. 


ALIEN  PROPERTY  CUSTODIAN 
OF  THE  UNITED  STATES, 

Defendant. 


CIVIL  ACTION  NO.  43-749 
Complaint 


Plaintiff  complaining  against  the  defendant  allege?: 

i 

I.  That  this  is  an  action  for  the  recovery  of  Uiiited 
States  Letters  Patent  wrongfully  seized  by  the  ^lien 
Property  Custodian  and  is  brought  under  the  provisions 
of  Section  9(a)  of  Trading  With  Enemy  Act. 


II.  That  the  plaintiff,  William  J.  (or  Wilhelm)  Kroll 
is  a  citizen  of  the  Grand  Duchy  of  Luxemburg  and  bame 
to  the  United  States  in  1939  at  the  outbreak  of  Wforld 
War  II  in  Europe  and  has  since  resided  in  the  United 
States,  having  taken  out  his  first  citizenship  papers;  and 
that  the  defendant,  Alien  Property  Custodian,  is  a  duly 
constituted  officer  of  the  United  States  Government  hav¬ 
ing  a  regular  and  established  office  in  the  Southern  Dis¬ 
trict  of  New  York,  in  the  City,  County  and  State  of 
New  York;  and  that  this  action  is  therefore  brought  in 
said  United  States  District  Court  for  the  Southern  Dis- 
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trict  of  New  York  in  accordance  with  the  provisions  of 
Section  9(a)  of  the  Trading  With  Enemy  Act. 

III.  That  on  June  15,  1940,  a  United  States  Patent 
No.  2,205,854  for  A  Method  for  Manufacturing  Titanium 
and  Alloys  Thereof  was  duly  issued  to  Wilhelm  Kroll, 
the  plaintiff,  which  patent  has  not  been  assigned  by  him. 

IV.  That  on  January  18,  1943,  said  defendant  wrong¬ 
fully  seized  said  United  States  Patent  No.  2,205,854, 
under  Vesting  Order  No.  070  in  an  instrument  dated  Jan¬ 
uary  18,  1943,  recorded  May  17,  1943,  in  Liber  C  193, 
Page  162-  of  the  United  States  Patent  Office,  said  plaintiff 
being  at  that  time  a  resident  of  the  United  States  and  a 
citizen  of  said  Luxemburg,  which  throughout  said  World 
War  II  remained  a  friendly  nation  to  the  United  States 
so  that  said  plaintiff  was  always  a  citizen  of  a  friendly 
alien  country  and  entitled  to  full  protection  as  such  as  to 
his  United  States  patent  rights. 

V.  That  the  false  basis  for  said  wrongful  seizure  of 
the  said  patent  by  the  defendant  was  apparently  a  cer¬ 
tain  contract  entered  into  by  said  plaintiff  with  Siemens 
&  Halske  Aktien  Gesellschaft,  a  corporation  of  Germany, 
which  contract  was  executed  on  March  26,  1934,  but  effec¬ 
tive  under  the  terms  of  the  contract  as  of  January  1, 
1934,  a  photostatic  copy  and  certified  translation  of  which 
contract  is  attached  hereto  and  marked  Exhibit  1. 

VI.  That  under  Section  8  of  this  contract,  Exhibit  1, 
plaintiff  had  the  right  to  cancel  said  contract  at  any 
time  on  six  (6)  months’  notice  after  December  31,  1936; 
and  that  in  accordance  with  said  provision  of  said  con¬ 
tract,  said  plaintiff  did  actually  serve  notice  on  said  Sie¬ 
mens  &  Halske  Aktien  Gesellschaft  on  June  27,  1938,  of 
the  termination  of  said  contract  which  termination  be¬ 
came  effective  on  December  31,  1938  and  a  copy  of  which 
cancellation  and  a  copy  of  acceptance  thereof  by  said 
Siemens  &  Halske  Aktien  Gesellschaft  together  with  cer- 
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tilled  translations  thereof  are  hereto  attached  and  marked 
Exhibit  2. 

i 

VII .  That  under  the  terms  of  said  contract  attached 
hereto  and  marked  E>hibit  1,  (Section  5,  Par.  2  thereof), 
plaintiff  retained  title  to  the  said  patent  No.  2,2Cf5,854 
and  said  Siemens  &  Halske  acquired  only  a  license  ijmder 
said  patent  together  with  the  right  to  sub-license  cithers 
under  the  patent  subject  to  the  consent  and  approval  of 
said  plaintiff,  and  the  right  of  plaintiff  to  receive  one- 
half  of  any  and  all  profits  derived  from  such  sub-license. 

VIII.  That  the  defendant  under  the  provision  of 
Trading  With  Enemy  Act,  cannot  by  seizure  secure  itights 
other  than  those  held  by  said  Siemens  &  Halske  j^ktien 
Gesellschaft  under  said  Siemens  &  Halske  contract]  Ex¬ 
hibit  1,  at  the  time  of  said  seizure,  said  seized  lights 
being  those  set  forth  in  preceding  Pargraph  VII. 

IX.  That  defendant,  therefore,  by  virtue  of  said 
wrongful  seizure  now  illegally  holds  the  title  in  and  to 
plaintiff’s  said  United  States  Patent  No.  2,205,854,  con¬ 
trary  to  the  provisions  of  said  contract,  Exhibit  1.  i 

X.  That  defendant  has  refused  to  recognize  plaintiff’s 
rights  in  the  said  patent  upon  a  demand  made  by  plain¬ 
tiff. 

XI.  That  the  plaintiff,  at  all  times  being  a  citizen  of 
a  friendly  alien  nation,  is  therefore  entitled  under  the 
law  to  an  order  of  this  Court  for  the  return  of  the  title 
of  said  United  States  Patent  No.  2,205,854  to  the  plain¬ 
tiff;  to  the  cancellation  of  any  and  all  licenses 
may  have  been  issued  by  said  defendant  under  sa 
ent  and  for  an  order  of  this  Court  directing  the  jjUien 
Property  Custodian  to  restrict  the  rights  acquired  by 
said  seizure  to  a  license  under  the  said  patent  with  the 
right  to  license  others  subject  to  plaintiff’s  consent  and 
approval  and  plaintiff’s  right  to  participate  in  the  royal- 

i 
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ties  collected  from  such  licensees  in  an  amount  equal  to 
one-half  of  the  said  royalties  collected,  and  for  such  other 
relief  as  to  this  court  may  seem  necessary  and  desirable 
under  the  terms  to  secure  the  plaintiff  in  his  rights  under 
said  contract. 

WILLIAM  J.  KROLL, 

By  /s/  Malcolm  N.  Rich 

/s/  Clarence  G.  Campbell 
His  Attorneys 

Dated:  New  York,  N.Y. 

October  29,  1947. 

[Contract  of  March  26,  1934  attached  but  omitted  in 
printing.  Letters  of  June  27,  1938  and  July  15,  1938 
attached  but  omitted  in  printing.] 

Defendant’s  Exhibit  No.  3 

FORM  APC-1A 
September  1947 

UNITED  STATES  OF  AMERICA 
DEPARTMENT  OF  JUSTICE 

OFFICE  OF  ALIEN  PROPERTY 

NOTICE  OF  CLAIM  FOR  RETURN  OF  PROPERTY 

•  •  •  • 

1.  (a)  Claimant’s  name  WILLIAM  J .  KROLL 

(b)  Address  Luxembourg,  Rue  Bel' Air  54, 

Grd.  Duchy  of  Luxembourg,  Europe. 

(c)  Has  claimant  filed  any  other  form  claiming  the 
same  property?  Yes....  No  See  Supplement  to  Item 
12  (attached) 

If  yes,  give  date  on  which  claim  was  filed,  and  claim 
number  (if  known) . 


2.  (a)  Claimant’s  agent  (if  any)  Malcolm  N.  Ricji 

(b)  Agent’s  address  11  Park  Place ,  New  York  7 , 
New  York. 

(c)  Is  agent  authorized  to  receive  payment  of  money 

or  delivery  of  property,  if  returned?  Yes  X  No  _ 

If  yes,  an  original  power  of  attorney  must  be  at¬ 
tached.  New  power  sent  for  signature. 

3.  Fees  for  prosecuting  this  claim  None  specified — 
Suits  Pending 

4.  Value  of  property  claimed  Unknown 

I 

5.  Payments  for  material  or  services  supplied,  oi)  pat¬ 
ents  licensed,  to  or  for  the  United  States  Govern¬ 
ment  Unknown 

| 

6.  Vesting  order  by  which  the  Alien  Property  Custo¬ 
dian  or  Attorney  General  acquired  the  property  (if 
known)  No.  152  and  No.  670. 

7.  Identification  of  property  claimed  U.  S.  Patents  No. 
1#86£85  and  No.  2,205,854  issued  January  1,  1935 
and  June  15,  1940,  respectively,  to  Claimant. 

8.  Are  claimant’s  rights  in  the  property  subject  to  any 

condition  or  encumbrance?  Yes  X  No  _ _  If  yes, 

explain  in  a  supplement)  Two  agreements  with  Sie- 
mens-Halske  (German  Corporation)  copies  and  trans¬ 
lations  attached  hereto. 

9.  Characterization  of  claimant.  Answer  this  item  by 
filling  out  schedule  9A  or  9B.  If  the  claim  is  filed 
by  an  individual,  fill  out  schedule  9A,  describing  him. 
If  the  claim  is  filed  by  a  group  of  individuals  (such 
as  co-owners  or  partners),  fill  out  a  separate  schedule 
9A  for  each  member  of  the  group.  If  the  claimant 
is  a  corporation  or  association,  fill  out  schedule  9B. 
Citizen  of  Luxembourg — non-enemy  alien — data  for 
9 A  not  available. 


322 


10.  Owner  of  property  on  vesting  date. — 

(a)  Give  the  vesting  date  September  17,  1942  and 
January  18,  1943,  respectively. 

(This  means  the  date  when  the  Alien  Property  Cus¬ 
todian  or  the  Attorney  General  took  over  the  prop¬ 
erty  which  yon  are  now  claiming.  If  you  do  not 
know  that  date,  use  the  approximate  date  on  which 
your  property  was  taken,  followed  by  the  word  “ap¬ 
proximately.”  If  you  do  not  know  even  the  approxi¬ 
mate  date,  write  “December  7,  1941,”  and  use  this  as 
the  vesting  date  in  answering  questions  in  this  item 
and  in  item  11.) 

(b)  Check  the  one  of  the  following  statements  which 
applies  to  your  claim : 

X  (1)  The  claimant  was  the  owner  of  the  property 
on  the  vesting  date. 

......(2)  The  claimant  is  the  legal  representative  or 

successor  of  an  individual  who  owned  the  prop¬ 
erty  on  the  vesting  date. 

_ (3)  The  claimant  is  the  legal  representative  or 

successor  of  a  corporation  which  owned  the  prop¬ 
erty  on  the  vesting  date. 

(If  you  checked  number  (1)  above,  do  not  use  sched¬ 
ules  10A  or  10B,  but  go  directly  to  item  11.  If  yo-ti 
checked  number  (2)  above,  fill  out  schedule  10 A.  If 
you  checked  number  (3)  above,  fill  out  schedule  10B.) 

11.  Chain  of  title  to  property. — Describe  below  the  last 
transfer  of  title  to  the  property.  (Omit  any  transfer 
already  described  in  Schedule  10A  or  10B.) 

U.S.  Patent  No.  1,986 r585  assigned  on  its  face  to 
Siemens-Halslce  ( German  Corporation )  returnable 
subject  to  contract.  Patent  No.  2^05,854  issued  to 
Claimant  unassigned 

(a)  Date . 

(b)  By  whom  transferred _ 

(c)  To  whom  transferred . 


(d)  Nature  and  terms  of  transfer  Subject  to  Agree¬ 
ment — copy  attached 

(e)  Consideration  actually  paid  Unknown;  to  be  paid 
see  agreement 

(f)  If  officially  recorded  or  registered,  give  citation 
Unknown 

If  there  have  been  any  other  transfers  of  the  jprop- 
erty  since  March  1,  1938,  give  the  same  information 
about  these  other  transfers,  using  a  supplement. 
Attach  a  copy  of  each  document  of  title,  and  of  any 
contract  pursuant  to  which  a  transfer  was  macfe,  to 
each  copy  of  your  form.  Photographic  copies  are 
preferred.  If  documents  are  in  a  foreign  language, 
English  translations  must  also  be  attached. 

12.  Other  relevant  information. — If  there  are  any  other 
facts  which  you  deem  relevant,  write  them  on  a  sepa¬ 
rate  sheet  of  paper  under  the  heading  “Supplement 
to  item  12.”  You  may  also  attach  copies  of  any  docu¬ 
ments  not  previously  referred  to,  and  mark  them  in 
the  same  way. 

13.  Affidavit. — The  undersigned  makes  the  following  dec¬ 
laration  under  the  penalties  of  perjury  and  false 
swearing: 

Form  APC-1A — Schedule  9A 

SCHEDULE  9A 

(Supplementing  Form  APC-1A,  Item  9) 

CHARACTERIZATION  OF  INDIVIDUAL  CLAIMANT 

(a)  Name  William  Justin  Kroll 

(b)  Date  of  birth  24  (day)  November  (Month)  1889 
(Year) 

(c)  Place  of  birth  Esch/Alzette  (City)  .  (State, 

Province,  etc.)  Luxembourg  (Country) 
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(d)  If  claimant  has  been  outside  the  United  States  (in¬ 
cluding  its  Territories  and  possessions)  at  any  time 
since  December  7,  1941,  give  the  name  of  each  coun¬ 
try  in  which  he  was  present,  and  the  principal  ad¬ 
dress  at  which  he  stayed  in  that  country,  as  follows: 
Country  Luxembourg  from  18  July  1947  to  13  Feb¬ 
ruary  1948 

(Day)  (Month)  (Year) 

Address  Luxembourg  rue  Bel' Air  54 
(If  claimant  has  been  present  in  enemy  or  enemy 
occupied  territory  since  December  7,  1941,  explain 
fully  the  reasons  for  such  presence). 

(If  more  space  is  needed,  use  a  supplement) 

(e)  Has  the  claimant  transacted  any  business  since  De¬ 
cember  7,  1941,  personally  or  by  agent,  in  Germany, 

Japan,  Hungary,  Rumania,  or  Bulgaria?  Yes  _ 

No  no 

(If  yes,  explain  fully  in  a  supplement) 

If  a  citizen  of  Italy,  set  forth  in  the  supplement 
whether  any  such  transactions  occurred  after  Sep¬ 
tember  8, 1943,  and  describe  them  fully. 

If  the  claimant  has  ever  been  a  citizen  of  Germany, 
Japan,  Hungary,  Rumania,  or  Bulgaria,  answer  also 
the  following  question  (other  persons  do  not  answer) : 
Has  the  claimant  transacted  any  business  since  De¬ 
cember  7,  1941,  personally  or  by  agent,  in  territory 

occupied  by  any  of  these  nations?  Yes _ No  no 

(If  yes,  explain  fully  in  a  supplement) 

(f)  Claimants  present  citizenship  (Name  of  country) 
Luxembourg 

(If  claimant  has  no  citizenship,  write  “stateless”) 
Explain  below  how  your  citizenship  was  acquired — 
by  birth,  marriage,  naturalization,  etc.,  and  give  the 
date.  Naturalized  citizens  should  give  the  number 
of  their  naturalization  papers.  Stateless  persons 
should  cite  the  official  act  by  which  they  were  de-  . 
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prived  of  citizenship,  and  supply  a  copy  if  possible. 
By  option  in  1910 

If  the  date  given  above  is  after  December  7,  1941, 
explain  below  how  your  prior  citizenship  status  was 
acquired: 

(g)  Do  you  claim  to  be  affected  by  the  provisions  relat¬ 
ing  to  enemy  oppression?  (See  subdivisions  (C)  and 
(D)  of  section  32(a)(2)  of  the  Trading  with  the 
Enemy  Act)  Yes _ No _ 

(If  yes,  explain  fully  in  a  supplement  and  state  pre¬ 
cisely  when,  where,  and  how  you  were  deprived  of 
liberty,  property  or  rights  of  citizenship.  Give  the 
citation  of  the  laws,  decrees,  or  regulations  involved 
and  supply  copies  of  any  relevant  official  document 
in  which  your  name  appears,  or  explain  why  you 
cannot  obtain  them.) 

Supplement  To  Item  12 


This  claim  is  filed,  in  behalf  of  Claimant,  in  accord¬ 
ance  with  the  request  of  the  Attorney  General  to  perfect 
the  record  in  Civil  Actions  Nos.  43-749  and  43-750. 

Counsel  for  Kroll,  in  these  two  actions,  have  agreed  to 
enter  into  a  stipulation  with  the  Attorney  General  for 
an  extension  of  time  of  sixty  (60)  days  for  the  filing  of 
an  Answer  in.  these  actions  to  give  the  Alien  Property 
Custodian  time  to  process  these  claims. 


The  rights  of  the  Claimant  in  and  to  the  patents  noted 
are  clearly  defined  by  the  contracts  submitted. 

An  early  conference  to  dispose  of  this  matter  is  re¬ 
spectfully  requested. 

(a)  Check  the  one  of  the  following  statements  which  ap¬ 
plies,  and  strike  out  the  others : 

X  (1)1  am  the  claimant  named  in  item  1. 
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— (2)  I  am  the  claimants  agent,  authorized  by  the 
attached  power  of  attorney. 

— (3)  I  am  an  officer  of  the  claimant  corporation, 
holding  the  position  of. _ 

(b)  The  facts  set  forth  in  the  foregoing  form  and  in  all 
attached  supplements  and  schedules  are  true,  and  all 
attached  documents  are  true  copies  of  the  originals, 
to  the  best  of  my  knowledge  and  belief. 

(c)  I  have  no  knowledge  of  any  fact  called  for  by  the 
foregoing  form,  schedules,  and  instructions  which  is 
not  fully  set  forth. 

(d)  To  the  best  of  my  knowledge  and  belief,  the  property 
claimed  was  not  at  any  time  after  September  1,  1939, 
held  or  used  pursuant  to  any  arrangement  to  con¬ 
ceal  any  interest  of  an  enemy  of  the  United  States. 

Signature  Malcoln  N.  Rich,  Atty.  for  Claimant 
MALCOLM  N.  RICH 

Name  of  signer _ 

(Please  print  or  typewrite) 

14.  Notarization. — The  foregoing  declaration  was  sub¬ 
scribed  and  sworn  to  (or  affirmed)  before  me  this 
23rd  day  of  Dec.  1947,  Michael  Kohen  (Official  title) 

•  •  •  • 

[Contracts  of  March  26,  1934  and  Dec.  23,  1930  at¬ 
tached  but  omitted  in  printing.] 


Defendant’s  Exhibit  No.  4A 


TRANSLATION 

Heraues- V acuumschmelse  Aktiengesellschaft 
Hanau  a.M. 

Postfach  100 

November  8,  1937 

Our  Ref:  Patent  Dept. 

Dr.  Fr./T. 

Dr.  Wilhelm  Kroll 
Bel' Air  Laboratorium 
Luxembourg 
Bel'Airstrasse  54 

RE:  Your  Patent  Applications  covering  the 

and  use  of  titanium. 

K  148,168;  K  147,211;  K  147,948  and  K  147,952 
K  147,212 

Dear  Dr.  Kroll: 

I 

We  spoke  at  the  time  of  your  presence  here  of  the 
filing  of  an  application  in  the  United  States.  Enclosed 
please  find  a  carbon  copy  of  our  letter  in  this  connection 
to  Siemens  &  Halske,  A.G.,  Patent  Department. 

Very  truly  yours, 

Heraeus-V acuumschmelze  Aktiengesellschaft 
(Two  signatures  illegible) 


Enclosure. 
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Attached  to  DX  4A 

TRANSLATION 
Heraeus-V acnmnschmelze 
Aktiengesellschaft 

CARBON  COPY  TO  THE  ELECTRO¬ 
CHEMICAL  DIVISION 


November  8,  1937 

For  Dr.  Kroll 

-Siemens  &  Halske  A.-G. 

Patent  Department 
Berlin-Siemensstadt 

Patent  Department 

Dr.  Fr./T. 

Re:  Patent  Applications  of  Dr.  Kroll  covering  the  pro¬ 
duction  and  use  of  titanium  America 


Gentlemen : 


We  have  corresponded  with  you  during  the  last  few 
weeks  concerning  the  German  patent  applications  of  Dr. 
Kroll  covering  the  reduction  of  titanium  chloride  and 
other  metal  chlorides  by  calcium  or  magnesium,  as  well 
as  the  use  of  titanium  and  titanium-containing  alloys. 
There  are  concerned  in  this  connection  the  following  ap¬ 
plications  : 


K  148,168 
K  147,212 
K  147,211 
K  147,948 
K  147,952 


Sheet  No.  70  273 
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Last  week  Dr.  Kroll  paid  us  a  visit  and  he  suggested 
that  an  application  be  filed  as  soon  as  possible  in  the 
United  States  covering  the  process  of  reducing  titanium 
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by  means  of  calcium  and  magnesium,  and  which  shbuld 
be  supplemented  by  the  details  as  to  the  reduction  process 
which  have  been  discovered  by  Dr.  Kr oil  in  the  mean¬ 
time,  which  details  are  not  yet  contained  in  the  Gerjnan 
applications. 

In  our  opinion,  there  is  no  reason  why  further  de¬ 
tails  as  to  the  process  and  possibly  also  as  to  the  use  of 
the  titanium  could  not  be  included  in  a  U.S.  application 
which  will  be  filed  only  towards  the  end  of  the  expirajtion 
of  the  period  of  priority  of  the  oldest  one  of  the  above 
applications,  inasmuch,  as  it  is  not  necessary  to  strictly 
conform  in  the  U.S.  application  to  the  wording  of  the 
applications  the  priority  of  which  is  to  be  claimed.  We 
will  therefore  ask  you  to  let  us  have  your  opinion  in  this 
connection  so  that  no  time  will  be  lost  in  the  event  that 
you  do  not  share  our  opinion. 

We  are  sending  a  carbon  copy  of  this  letter  to  Dr. 
Kroll. 

With  German  Greetings 

BCeil  Hitler 
(Two  initial^) 

Carbon  Copy  to  the  Electrochemical  Division 
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Defendant’s  Exhibit  No.  5A 
TRANSLATION 

Siemens  &  Halske  Aktiengesellschaft 
Patent  Department 

June  18,  1938 

Dr.  Eng.  W.  Kroll 
Bel  'Air  Laboratory 
Bel'Airstrasse  54 
Luxemburg 

Your  letter  of  12/30/37— Our  Ref:  E8113  Thl/Mi 
Re:  Patent  Applications  covering  the  manufacture  and 
use  of  Titanium.  Bl.  69453/70273-E8113. 

Dear  Sir: 

Enclosed  we  are  sending  you  the  text  drawn  up  by  us 
for  the  U.S.A.  and  will  ask  you  to  sign  the  attached 
blanks  in  the  manner  known  to  you.  The  blank  desig¬ 
nated  “Application”  must  be  signed  at  the  place  of  the 
line  and  the  blank  entitled  “Affirmation’’  must  be  signed 
twice,  once  at  the  top  and  once  at  the  bottom. 

In  this  case,  the  bottom  signature  must  be  affixed  be¬ 
fore  the  Consul  at  your  end,  as  you  also  know. 

For  your  files,  we  are  enclosing  a  further  copy  of  the 
American  text,  as  well  as  the  identical  papers  in  the 
German  language  on  basis  of  which  the  American  text 
was  drawn  up. 

We  would  be  particularly  grateful  to  you,  if  you  would 
return  the  papers  signed  and  certified  to  us  by  return 
mail  so  that  we  again  have  them,  if  at  all  possible,  before 
the  24th  of  this  month;  in  this  manner  it  will  be  possible 
to  still  send  the  papers  in  due  time  to  the  U.S.A.  so 
that  we  can  claim  the  priority  of  applications  B169453 
and  70273. 

Yours  very  truly, 

Siemens  &  Halske  Aktiengesellschaft 
Patent  Department — By:  (signature) 


Defendant's  ExJubit  No.  6 A 


TRANSLATION 

Siemens  nnd  Halske 
Patent  Department 
Berlin-Siemenstadt 


Jnne  24, 1938. 


Re:  Process  for  the  manufacture  of  pure  titanium,  Sheet 
No.  69453  (147211)  and  process  for  the  manufacture 
of  metals  which  can  only  be  reduced  with  difficulty. 
K  147  212. 

Your  letters  of  June  21st  and  22nd.  Ba/St  69453 
and  B1  69  455  Thl/Mi. 

I 

Gentlemen : 

I  have  noted  from  your  two  abovementioned  letters 
that  you  are  not  interested  in  the  filing  of  applications 
abroad  with  the  exception  of  the  U.S.A.  In  view  of  the 
works  of  Philips,  I  would  deem  it  of  importance  to  file 
an  application  in  The  Netherlands  and  this  only  for  the 
“Process  for  the  Mcmifacture  of  Pure  Titanium  Bl 
69  453”.  At  the  same  time,  I  request  you  to  file  an 
application  in  Great  Britain.  The  cost  will  be  borne!  by 
me.  When  drawing  up  the  English  text,  I  will  ask  you 
to  take  into  due  consideration  the  improvements  sug¬ 
gested  by  me  (see  letter  of  the  20th  of  this  month). 

Yours  very  truly, 


Copy  Vac.  Schm. 
S  &  H  El.  Ch. 


/s/  Kroll 
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Defendant's  Exhibit  No.  7 A 

[Translation] 

SIEMENS  &  HALSKE  AKTIENGESELLSCHAFT 

Patent  Department 

[Stamp]  Date  of  receipt: 

July  14,  1938. 

Confirmed: 
Jnly  14,  1938. 

Berlin-Siemensstadt, 
July  13,  1938. 

Heraeus-Vacuumschmelze 

Aktiengesellschaft, 

P.O.  Box  100, 

Hanau  on  the  Main. 

Our  reference :  Thl/Lr. ;  B1.70273. 

Subject:  German  patent  application  K  148,168  VI,  40a, 
“Process  for  the  production  of  puremetals ” 
(Dr.  W.  Kroll,  Engineer). 

The  priority  deadline  for  the  above  patent  application 
expires  on  October  7th  of  this  year. 

Please  let  us  know  whether  or  in  what  countries  you 
plan  to  file  foreign  patent  applications. 

With  the  German  greeting, 

Siemens  &  Halske 
Aktiengesellschaft 
Patent  Department 
By  order: 

/s/  [illegible] 

•  •  •  • 
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Defendant’s  Exhibit  8 A 

[Translation] 

Carbon  copy. 

[stamp:]  Date  of  receipt: 

August  1, 1938. 

Confirmed : 
August  1,  ^938. 

Luxembourg, 
July  29,  1938. 

Siemens  &  Halske  A.G., 

Patent  Department, 

Berlin-Siemensstadt. 

Subject:  German  patent  application  “use  of  alloys  con¬ 
taining  titanium  for  non-corrosive  products”, 
K. 147,948  VI,  40b. 

i 

Referring  to  your  letter  of  the  23rd  inst.,  I  wish  to 
inform  you  that  I  am  not  interested  in  foreign  patent 
applications  for  alloys  containing  titanium.  However, 
please  make  inquiries  in  this  matter  of  the  Heraeus- 
Vacuumschmelze,  since  the  suggestion  for  this  patent  ap¬ 
plication  came  from  this  company. 

Yours  truly, 

/s/  Kroll 

Carbon  copy  to  Heraeus-Vacuumschmelze.  j 
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Defendant’s  Exhibit  No.  9 

F-20357 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 

Gentlemen : — 


July  5,  1938 


re  Kroll  U.S.  application  B1  69453/70273 

We  are  in  receipt  of  your  letter  of  June  23,  1938,  to¬ 
gether  with  the  papers  referred  to  therein.  The  appli¬ 
cation  is  being  sent  to  the  U.S.  Patent  Office  today. 

We  also  filed  an  amendment  and  enclose  a  copy  there¬ 
of.  The  reason  for  filing  this  amendment  with  the  ap¬ 
plication  is  that  the  three  places  concerned,  could  have 
been  misunderstood  by  the  Examiner.  The  other  amend¬ 
ments  suggested  by  l>r.  Kroll,  according  to  your  letter  of 
June  23,  1938,  are  less  vital.  We  shall  enter  these  other 
amendments  when  answering  the  first  official  action,  to¬ 
gether  with  the  amendments  which  will  most  likely  be¬ 
come  necessary. 

Very  truly  yours, 


Defendant’s  Exhibit  No.  10 

F— 20357 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 


July  11,  1938 


Gentlemen : — 

re  Kroll  U.  S.  Application,  Bl.  69453/70273 

We  send  herewith  the  official  certificate  showing  the 
filing  of  the  above  application  under  date  of  July  6,  1938, 
Serial  No.  217,773. 
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Our  aebit  note  is  also  enclosed. 


LZ-Enc. 


F-20357 


Very  truly  yours, 


Defendant’s  Exhibit  No.  11 


July  13[  1939 


Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 

Gentlemen : — 

re  Kroll  U.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

I 

We  again  remind  you  that  the  above  application  re¬ 
quires  amendment  by  September  13,  1939,  and  we  are 
awaiting  instructions  from  you  with  respect  to  our  letter- 
of  March  25th.  Kindly  also  refer  to  our  letter  of  March 
31st. 

Very  truly  yours, 

KA-RS 


Defendant’s  Exhibit  No.  12 


P-20357 


August  25l  1938 


Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 

Gentlemen : — 

re  Kroll  G.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

I 

We  enclose  a  copy  of  an  official  action  dated  August 
15,  1938,  together  with  copies  of  the  seven  U.  S.  patents 
cited  by  the  Examiner.  We  shall  study  the  Examiner’s 
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numerous  objections  after  we  have  had  an  opportunity 
of  examining  the  patents  and  the  three  other  publications, 
copies  of  which  we  have  not  net  received. 

Very  truly  yours, 

KA-RS-Enc. 

Defendant’s  Exhibit  No.  13 

F-20357 

November  16,  1938 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 

Gentlemen : — 

re  Kroll  U.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

Pursuant  to  our  letter  of  August  25th,  we  should  like 
to  have  your  instructions  on  the  following  points: 

(1)  In  order  to  comply  with  the  Examiner’s  require¬ 
ment  in  lines  11  to  3  from  the  bottom  of  page  1  of  the 
official  action,  an  illustration  of  the  device  for  carrying 
out  the  production  of  titanium  is  necessary.  Kindly  send 
us  a  sketch  of  this  device.  The  sketch  should  illustrate 
the  quartz  tube  having  a  high  frequency  winding,  the 
crucible,  the  closure  of  the  quartz  tube  having  a  tubular 
inlet,  and  the  dripping  device  as  described  on  page  11, 
last  paragraph,  and  on  page  12  of  the  specification.  De¬ 
tails  such  as  the  molybdenum  lining  and  the  iron  cover 
of  the  crucible  (page  11,  last  paragraph),  the  flexible 
tubes  and  the  electrodes  mentioned  in  line  11  of  page 
12,  the  thermo-element  (page  12,  lines  1  and  2),  the  rub¬ 
ber  balloon  (page  12,  line  20),  and  the  connection  for  the 
oil  pump  (page  13,  line  19)  should  also  be  illustrated, 
though  the  sketch  may  be  kept  schematical. 

(2)  In  order  to  overcome  the  Examiner’s  objection 
on  page  1,  last  second  line,  to  page  2,  line  6  of  the  of- 


ficial  action,  some  additional  explanation  is  necessary 
with  respect  to  the  expression  “normal  pressure”  nsed 
in  all  of  the  twenty-three  claims  of  the  application,  j  This 
expression  evidently  signifies  atmospheric  pressure!  (see 
page  3,  line  2).  However,  the  example  described  on 
pages  11  and  12  does  not  refer  to  any  means  for  main¬ 
taining  the  atmospheric  pressure.  Is  a  regulating  valve, 
outlet,  or  the  like  means  provided?  If  so,  the  means 
should  be  shown  in  the  above-requested  sketch. 

(3)  We  also  call  your  attention  to  the  fact  that  on 
page  3,  first  paragraph  of  the  specification,  a  method  is 
described  in  which  the  reduction  is  effected  in  vacuum. 
Since  each  of  the  original  claims  calls  for  normal  pres¬ 
sure,  this  variant  of  page  3,  lines  1  to  3,  is  not  covered 
by  the  present  claims.  Please  inform  us  whether  this 
omission  is  intended  or  whether  the  claims  should  be 
amended  so  as  to  cover  any  pressure  which  is  not  higher 
than  the  atmospheric  pressure. 

•  •  •  • 

The  foregoing  shows,  in  our  opinion,  that  the  patents 
to  Marden  and  Weintraub  should  be  carefully  discussed 
in  the  next  amendment,  and  that  the  claims  should  be 
redrawn  particularly  in  view  of  these  two  references. 
We  assume  that  thereby  the  number  of  claims  will  have 
to  be  reduced  so  that  the  Examiner’s  requirement  on 
page  3,  lines  9  through  14,  will  automatically  be  Com¬ 
plied  with. 

As  far  as  the  official  action  contains  formal  objections 
to  the  claims,  these  objections  will  be  taken  care  of  by 
us  when  rewording  the  claims,  and  we  do  not  need  in¬ 
structions  in  this  respect. 

Very  truly  yours, 


KA 
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Defendant’s  Exhibit  No.  14 

F-20357 


November  23,  1938 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 


Gentlemen : — 


re  Kroll  U.  S.  Application,  Serial  No.  217,773, 
Bl.  69453/70273 


In  connection  with  onr  report  of  November  16th,  we 
are  wondering  whether  you  or  Dr.  Kroll  have  copies 
available  of  the  article  by  Dr.  Kroll  published  in  Zeit- 
schrift  der  Anorganischen  Chemie,  Vol.  234,  No.  1,  of 
September  22,  1937,  pages  42  to  50,  which,  we  assume, 
has  a  bearing  on  the  present  invention.  We  should  ap¬ 
preciate  if  you  would  include  a  copy  of  this  article  with 
your  instructions  for  amending  the  above  application. 

Very  truly  yours, 

KA-RS 

Defendant’s  Exhibit  No.  15 

F-20357 

December  21, 1938 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 

Gentlemen : — 


re  Kroll  TJ.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

May  we  remind  you  that  the  above  application  requires 
amendment  by  February  15,  1939.  In  this  connection, 
please  refer  to  our  letters  of  November  16th  and  23rd 
and  send  us  the  information  requested. 

Very  truly  yours, 


KA-RS 
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Defendant’s  Exhibit  No.  16 


F-20357 

Siemens  &  Halske,  A.G., 
Patentabteilung, 
Berlin-Siemensstadt, 
Germany. 

Gentlemen : — 


January  13, 


1939 


re  Kroll  U.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

We  again  remind  yon  that  the  above  application  re¬ 
quires  amendment  by  February  15,  1939.  In  this  collec¬ 
tion,  please  refer  to  our  letters  of  November  16  and  23, 
1938  and  send  us  the  information  requested. 

Very  truly  yours, 

KA-EVM 


Defendant’ s  Exhibit  No.  17 A 

[Translation] 

SIEMENS  &  HALSKE  AKTIENGESELLSCHAFT 

PATENT  SECTION 

[Stamp] 

Received,  Feb.  9,  |939. 
Knight  Bros. 

Knight  Brothers 
2  Rector  Street 
New  York 

Your  sign  Your  letter  of  Our  sign  Berlin,  Siemensstadt, 
Am  69453  Thl/Ben.  January  26,  1939. 


Re:  American  Patent  Application  No.  217,773.  [In  long- 

hand]  :  F-20357  Kroll 


We  have  mailed  the  official  decision  and  your  remarks 
of  August  16,  1938  to  Dr.  Kroll  and  we  requested  him  to 
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inform  ns  as  to  his  stand  in  the  matter.  Thereupon,  we 
received  the  enclosed  memorandum  which  was  to  be  for¬ 
warded  directly  to  you,  and  which  was  drawn  up  in  Eng¬ 
lish.  We  believe  that  Dr.  Kroll  has  given  a  detailed 
answer  to  the  various  points  submitted  by  you,  and  we 
therefore  merely  want  to  add  the  following  remarks  to 
points  3  and  4: 

To  3 :  We  agree  to  have  the  designation  “at  a  pressure 
which  is  not  appreciably  higher  than  atmospheric  pres¬ 
sure”  inserted  in  the  claim,  since  in  that  manner  the 
method  of  operation  in  a  vacuum  is  also  included. 

To  4:  Please  strike  lithium  as  a  reducing  agent,  and 
in  any  case  mention  it  only  in  a  special  claim  as  an  ad¬ 
dition  to  an  alkaline-earth-metal;  however,  it  is  not  to  be 
used  by  itself  as  a  reducing  agent.  The  term  1 1  alkaline- 
earth-metal”  can  thus  remain  in  use,  eliminating  the  ne¬ 
cessity  for  listing  the  metals  of  this  group  separately, 
including  the  lithium.  Lithium  was  mentioned  because  its 
metallurgic  properties  are  the  same  as  those  of  an  alka- 
line-earth-metal.  It  has  a  very  high  boiling  point,  a 
rather  high  oxygen  affinity;  its  carbonates  and  phosphates 
are  not  readily  soluble,  similar  to  the  alkaline-earth- 
metals.  In  chemistry  books,  lithium  is  always  listed  under 
the  alkaline  metals.  As  the  first  element  of  this  group, 
however,  it  has  more  of  the  properties  of  the  following 
group,  the  alkaline-earth-metals. 

The  article  by  Dr.  Kroll  in  the  “Zeitschrift  der  An- 
organischen  Chemie”  of  September  22,  1937,  is  enclosed 
for  your  files  in  accordance  with  your  request  of  Novem¬ 
ber  23,  1938. 

Very  truly  yours 

SIEMENS  &  HALSKE 
AKTIENGESELLSCHAFT 
PATENT  SECTION 
[for]  [signature  illegible] 
Received,  Feb.  9,  1939 
Knight  Bros. 


Reply  to  the  Objections  of  the  Examinor  and  to  the 
letter  of  Knight  Brothers  on  the  matter  Kroll,  TJ.S. 
application,  serial  no.  217,773,  Bl.69453/70273 

My  complete  address  is:  Luxembourg  (Grand-Duchy), 

Bel  Airstreet,  54 

Cone:  Letter  Knight  Brothers,  Nov.  16,  1938 

(1)  A  sketch  containing  all  the  desired  indications  is 
affixed. 

I 

(2)  The  question  of  the  normal  pressure  may  pasily 
be  explained  by  means  of  the  sketch.  A  rubber-balloon 
is  affixed  to  the  furnace-room,  so  that  the  argon  contained 
in  the  balloon  may  expand  into  the  furnace-room,  there 
the  pressure  lowers,  or  in  the  other  case,  when  pressure 
is  rising,  the  furnace-gases  may  again  escape  into  the 
rubber-baloon.  The  pressure  prevailing  in  the  furnace  is 
sensibly  the  same  as  in  the  atmosphere.  It  corresponds 
exactly  to  the  atmospheric  pressure  +  clastic  force  due 
to  the  contraction  of  the  rubber-bag.  This  means  that 
the  true  pressure  prevailing  in  the  furnace  is  onlyj  very 
slightly,  say  a  few  inches,  above  that  of  the  atmosphere, 
and  in  no  case  approaching  that  of  the  bomb-method. 
If  there  was  a  higher  pressure,  the  iron-cover  of  the 
crucible  (3)  would  lift,  and  the  gases  of  the  crucible 
might  escape  into  the  bag.  They  also  might  run  out 
into  the  atmosphere  through  the  dripping-device  (14)  by 
bubbling  through  the  liquid  TiCL.  There  is  no  Regu¬ 
lating  valve.  The  crucible  is  thick-walled  only  dtie  to 
the  use  of  high  frequency  heating,  as  the  eddy  currents 
of  high  amperage  need  big  sections.  A  thin-walled  cru¬ 
cible,  that  may  be  used  when  heating  directly,  woulct  im¬ 
mediately  melt  by  heating  with  high  frequency  current. 
The  thick  walls  do  in  no  case  mean,  that  a  higher  pres¬ 
sure  has  to  be  stood  up  and  they  are  only  due  tp  the 
special  heating  conditions. 
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I  suppose  that  herewith  most  of  the  objections  have 
been  eliminated.  The  only  serious  one  is  that  of  Wein- 
traub,  but  he  performs  his  reaction  between  gases  of  the 
halides  and  the  reducing  metals  in  presence  of  a  hot  file- 
ment.  The  discloser  of  Ruff  and  Neumann  show  that  one1 
could  suppose  that  a  reaction  between  TiC14  and  Mg, 
leading  to  Mg,  is  possible. 

/s/  Kroll 


F-20357 


Defendant's  Exhibit  No.  18 


February  15,  1939 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 


Gentlemen : — 


re  Kroll  U.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

We  amended  this  application  on  the  basis  of  your  let¬ 
ter  of  January  26th  and  the  instructions  of  Dr.  Kroll. 
A  copy  of  the  amendment  is  enclosed,  as  well  as  a  photo¬ 
print  of  Dr.  Kroll ’s  sketch  in  the  form  in  which  it  was 
submitted  to  the  Examiner. 

Since  the  instructions  did  not  authorize  us  to  restrict 
the  scope  of  the  claims,  we  maintained  the  original 
broadness.  However,  our  opinion  is  that  it  will  probably 
become  necessary  to  specify  the  heating  temperature  as 
lying  between  the  fusing  point  and  the  boiling  point  of 
the  alkaline  earth  metal  in  order  to  better  distinguish  the 
invention  from  U.  S.  Patent  No.  1,306,568  to  Weintraub. 
This  may  be  left  dependent  upon  the  Examiner’s  attitude 
in  the  future. 
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I 

We  maintained  in  the  specification  as  well  as  in  a  num¬ 
ber  of  claims  the  reference  to  lithium,  because  the  can¬ 
cellation  of  this  element  would  not  have  strengthened  the 
defense  over  the  much  better  arguments  set  forth  izi  Dr. 
Kroll’s  memorandum.  We  believe  that  in  this  respect 
also  the  next  action  should  be  awaited  before  deciding 
upon  a  restriction  of  the  case. 

Our  debit  note  is  also  enclosed. 

Very  truly  yours, 

KA-RS-Enc. 

•  •  •  • 


F-20357 


Defendant's  Exhibit  No,  19 


March  25, 


1939 


Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 

Gentlemen : — • 

re  Kroll  U.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

We  enclose  copies  of  an  official  action  dated  March 
10,  1939,  as  well  as  of  another  official  action  dated  March 
13,  1939.  Copies  of  the  three  references  cited  by  the 
Examiner  are  also  enclosed. 

i 

The  action  of  March  10th,  although  it  rejects  a  num¬ 
ber  of  claims,  is  favorable  in  declaring  ten  claims  to  ap¬ 
pear  allowable.  The  action  of  March  13th,  however,  with¬ 
draws  the  allowance  of  seven  of  these  claims,  so  that  now 
only  three  claims  are  allowed.  These  three  claims  are 
35,  38  and  either  of  claims  40  and  43.  TJnfortunaltely, 
there  is  a  discrepancy  in  the  citation  of  claims  in  both 
official  actions,  so  that  it  is  not  clear  at  present  which 
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one  of  claims  40  and  43  the  Examiner  holds  allowable. 
We  are  therefore  requesting  the  Examiner  to  clarify  this 
matter. 

Withdrawal  of  the  allowance  of  some  of  the  claims 
is  made  by  the  Examiner  because  of  U.  S.  Patent  No. 
2,148,345  to  Freudenberg.  This  patent  was  issued  Febru¬ 
ary  21,  1939;  its  U.  S.  filing  date  is  September  1,  1937, 
which  is  earlier  than  the  filing  date  of  July  6,  1938  of  the 
present  application.  The  Examiner  also  points  at  the 
fact  that  the  Freudenberg  patent  claims  a  Convention 
date  in  Germany  of  September  10,  1936,  which  is  earlier 
than  the  German  priority  date  of  July  10,  1937  of  the 
present  application.  However,  it  should  be  noted  that  the 
date  on  which  a  U.  S.  patent  becomes  effective  as  a  refer¬ 
ence,  is  not  the  date  of  a  foreign  priority,  but  the  filing 
date  of  the  patent  in  the  United  States.  Since  your  Ger¬ 
man  priority  of  July  10,  1937  is  earlier  than  the  filing 
date  of  September  1,  1937  of  the  Freudenberg  patent, 
this  patent  will  become  ineffective  as  a  reference  if  we 
submit  to  the  U.  S.  Patent  Office  a  certified  copy  of  the 
German  applications  Bl.  69453  and  70273.  Therefore 
please  send  us  these  priority  papers. 

Of  course  it  is  also  necessary  that  the  claims  of  the 
present  application  be  distinguished  from  the  claims  of 
the  Freudenberg  patent  in  order  to  avoid  the  declaration 
of  interference  proceedings.  Yet,  in  view  of  the  fact 
that  the  patent  is  -not  prior  art,  a  formal  difference  is 
sufficient;  in  other  words,  it  is  not  necessary  to  prove 
that  the  difference  between  your  claims  and  those  of 
Freudenberg  is  of  patentable  nature.  Since  Freudenberg 
calls  for  the  use  of  alkali  metals,  a  sufficient  distinction 
will  be  obtained  by  now  restricting  your  claims  to  the 
use  of  alkaline  earth  metals. 

If  the  case  is  handled  in  the  above-suggested  manner, 
the  Freudenberg  patent  will  become  irrelevant  so  that  at 
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least  the  ten  claims  mentioned  at  the  end  of  the  official 
action  of  March  10th  will  appear  allowable. 

Kindly  let  ns  have  yonr  instructions  on  the  consents 
of  the  action  of  March  10th,  although  we  should  of 
course  also  appreciate  having  any  additional  remarks 
you  may  wish  to  make  with  respect  to  the  subject  matter 
disclosed  by  Freudenberg. 

We  have  the  impression  that  claim  33,  which  the]  Ex¬ 
aminer  in  the  official  action  of  March  10th  held  tb  be 
allowable,  is  broad  enough  to  cover  the  main  idea  of  the 
invention.  The  other  claims,  namely,  claims  33,  35 
through  40,  and  42  and  43,  are  also  relatively  broad,  so 
that  if  this  group  of  claims  is  allowed,  the  scope  of 
protection  afforded  thereby  might  perhaps  satisfy  your 
requirements.  We  therefore  suggest  that  only  one  claim 
of  the  group  24  through  31  be  maintained,  for  instance 
claim  30  or  31.  Please  let  us  know  whether  you  agree 
with  this  suggestion. 

i 

This  leaves  only  claim  44  to  be  discussed.  The  Ex¬ 
aminer’s  rejection  of  this  claim  is  based  on  the  fact  that 
the  claim  defines  a  device,  while  all  of  the  other  claims 
cover  a  method.  The  Examiner  further  alleges  that  the 
device  could  be  used  for  other  methods  and,  further, 
that  the  methods  claimed  in  the  preceding  claims  could 
be  performed  in  other  devices.  It  may  be  possiblje  to 
prove  that  this  holding  is  incorrect  and  that  in  reality 
the  method  requires  using  an  apparatus  of  the  fype 
defined  in  claim  44.  On  the  other  hand,  it  can  perhaps 
also  be  alleged  that  the  apparatus  defined  in  daub  44 
is  so  particularly  adapted  to  the  method,  that  no  ofher 
process  is  known  to  the  applicant  which  could  be  per¬ 
formed  in  the  same  device.  If  you  wish  to  maintain 
claim  44,  the  just-mentioned  way  of  defending  this  claim 
could  be  used.  However,  it  seems  to  us  that  claim  44 
is  of  minor  importance  as  compared  with  the  method 
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claims,  so  that  it  does  not  make  much  difference  if  the 
claim  is  cancelled. 

We  await  your  instructions. 

Very  truly  yours, 

KA-RS-Enc. 


F-20357 


Defendant’s  Exhibit  No.  20 


March  31,  1939 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 


Gentlemen : — 


re  Kroll  U.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

In  pursuance  of  our  letter  of  March  25th,  we  enclose 
a  copy  of  an  official  action  dated  March  30,  1939,  ac¬ 
cording  to  which  claims  35,  38,  40  and  43  are  held  to  ap¬ 
pear  allowable. 

Very  truly  yours, 

KA-RS-Enc. 


Defendant's  Exhibit  No.  21 

F-20357 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 


June  13,  1939 


Gentlemen : — 


re  Kroll  TJ.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

We  remind  you  that  an  amendment  in  the  above  appli¬ 
cation  is  due  by  September  13,  1939,  and  we  are  awaiting 


347 


your  instructions  in  connection  with  our  letter  of  March 

25th.  Please  also  refer  to  our  letter  of  March  31st. 

I 

Very  truly  yours, 

KA-RS 

Defendant's  Exhibit  No.  22 A 

Translation 

SIEMENS  &  HALSKE  AKTIENGESELLSCH^lFT 

Patent  Department 

[stamp]  Received 

Aug  22j  1939 
Knight  Bros. 

Knight  Brothers 
2  Rector  Street 
New  York,  U.S.A. 

Your  file  F-20357 

Your  letter  of  Mar  25,  1939 

Our  file  Bl.  69  453  Am.  Thl/Rm 

Berlin-Siemensstadt  August  10,  1939. 

Re:  U.S.A.  Patent  Application,  Serial  No.  217  773 

Bl.  69  453/70  273. 

In  accordance  with  your  request,  we  are  enclosing  the 
documents  establishing  priority  for  the  American  applica¬ 
tions. 

| 

Since  the  objections  to  the  patent  specification^  of 
Freudenberg  have  become  obsolete  now  that  we  have  sub¬ 
mitted  these  documents,  we  agree,  on  general  principle, 
with  the  points  set  forth  in  the  next  to  the  last  paragraph 
of  page  2  of  the  above  named  letter  from  you.  A  follow¬ 
up  of  claim  44  is  not  necessary.  In  order  to  provide  you 
with  material  for  further  arguments  with  which  to  con¬ 
vince  the  Patent  Office  of  the  patentability  of  the  regis- 
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tered  process,  we  have  checked  back  with  Dr.  Kroll  on 
this  matter  and  he  has  given  us  further  exhaustive  infor¬ 
mation.  To  simplify  matters,  we  are  enclosing  carbon 
copies  of  his  letters.  Please  use  any  part  of  the  material 
which  you  deem  will  be  helpful  or  necessary  in  a  success¬ 
ful  presentation  of  one  case  or  another  before  the  Patent 
Office. 


3  Enclosures 


Yours  truly, 

SIEMENS  &  HALSKE 
Aktiengesellschaft 

[stamp]  PATENT  DEPARTMENT 
[signed]  [illegible] 


[stamp]  Received 
Aug  22,  1939 
Knight  Bros. 

2007 

Dr.  Thielemann 


[handwritten]  Carbon  Copy 


Siemens  &  Halske  A.G. 
Patent  Department 
Berlin  Siemensstadt 


Luxembourg,  Aug.  2 

[stamp]  Received 

Aug  22,  1939 
Knight  Bros. 


Re:  U.S.  Application,  Serial  No.  217.773-B1.  69453/70273 

I/Thl/Ee 


I  am  again  referring  to  your  letter  of  August  28  and 
to  the  official  decision  of  the  American  preliminary  ex¬ 
aminer  of  March  10,  13,  and  30,  as  well  as  to  the  letter 
from  Knight  Bros,  dated  March  25,  1939. 

Official  Decision  of  March  10, 1939: 

In  paragraph  3  of  this  decision  the  question  is  brought 
up  whether  Lithium  is  an  alkaline  metal  or  an  earth 
alkaline  metal.  We  had  been  of  the  opinion  that  it  be- 
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longed  to  the  latter  category  because  of  its  high  boiling 
point,  a.o.  I  would  think  it  advisable  if  we  would  strike 
Lithium  as  a  reduction  agent  because  in  this  manner  a 
line  of  demarkation  with  Weintraub  and  Marden  would 
be  much  easier  arrived  at.  Furthermore,  I  would  like  to 
draw  your  attention  to  the  importance  of  emphasizing 
Magnesium  as  a  reduction  agent  for  Tetra  Chloride  be¬ 
cause  it  is  the  only  one  which  can  be  considered  for 
technical  operations  because  of  its  low  cost  and  its  high 
degree  of  purity. 

I  will  leave  it  to  your  discretion  whether  claim  44 
should  be  pursued  separately  as  an  “application  for  ap¬ 
paratus”  or  whether  it  would  be  possible  to  retain  it  as 
part  of  the  already  submitted  application. 

I  am  now  coming  to  claims  24-30  which  are  being  re¬ 
jected  because  of  the  Patent  specifications  of  Weintraub 
#  1.306.568. 

•  *  *  • 

I  have  already  given  my  opinion  on  Freudenberg.  You 
will  probably  agree  to  specifically  strike  the  [next  word 
illegible,  possibly  “ V erwendung-use”]  of  alkaline  metals 
thus  establishing  a  good  line  of  demarkation  against 
Freudenberg,  Weintraub  and  Marden. 

Yours  truly, 

/s/  Kroll 
[stamp] 

Received 
Aug  22,  1939 
Knight  Bros. 
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F-20357 


Defendant's  Exhibit  No.  23 


September  16,  1939 

Siemens  &  Halske,  A.G., 

Patentabteilnng, 

Berlin-Siemensstadt, 

Germany. 


Gentlemen : — 


re  Kroll  U.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

We  amended  this  application  in  accordance  with  yonr 
instructions  of  August  10th,  and  took  advantage  of  the 
explanation  given  by  Dr.  Kroll  in  his  letter  to  you  dated 
August  2nd. 

We  enclose  copies  of  our  amendment,  together  with 
our  debit  note. 

Very  truly  yours, 

CMA-RS-Enc. 


F-20357 


Defendant's  Exhibit  No.  24 


November  21,  1939 

Siemens  &  Halske,  A.G., 

Patentabteilnng, 

Berlin-Siemensstadt, 

Germany. 


Gentlemen : — 


re  Kroll  U.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

We  enclose  a  copy  of  an  official  action  dated  October 
31,  1939,  according  to  which  all  of  the  claims  of  this 
application  appear  allowable,  the  allowance  being  made 
dependent  upon  the  submittal  of  a  formal  drawing. 

We  also  enclose  a  copy  of  our  reply  and  a  photoprint 


of  the  formal  drawing.  We  now  expect  the  certificate  of 
allowance. 

Oar  debit  note  is  enclosed. 

Very  truly  yours, 

GMA-RS-Enc. 


Defendant’s  Exhibit  No.  25 

F-20357 

December  4, 1 1939 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 

Gentlemen : — 

re  Kroll  U.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

We  are  pleased  to  report  the  allowance  of  this  appli¬ 
cation  under  date  of  December  1,  1939,  and  enclose  the 
official  certificate  of  allowance.  The  last  government  fee 
of  $30.00  is  due  by  June  1,  1940,  and  we  await  your  in¬ 
structions  as  to  the  payment  of  this  fee. 

Very  truly  yours, 

CMA-RS-Enc. 


Defendant’s  Exhibit  No.  26 

F-20357 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 


March  2,  1940 


Gentlemen : — 

re  Kroll  U.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

We  remind  you  that  the  final  government  fee  of  $30.00 
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is  due  on  the  above  application  by  June  1,  1940,  and  we 
are  awaiting  instructions  from  you  for  paying  this  fee. 

Very  truly  yours, 

CMA-RS 


Defendant's  Exhibit  No.  27 

F-20357 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 

Gentlemen : — 


April  3,  1940 


re  Kroll  U.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

We  again  remind  you  that  the  final  government  fee 
of  $30.00  is  due  on  the  above  application  by  June  1, 
1940,  and  we  are  awaiting  instructions  from  you  for 
paying  this  fee. 

Very  truly  yours, 

CMA-RS 


F-20357 


Defendant  '$  Exhibit  No.  28 


April  26, 1940 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 


Gentlemen : — 


re  Kroll  U.  S.  Application,  Serial  No.  217,773, 

Bl.  69453/70273 

We  acknowledge  receipt  of  your  instructions  of  March 


19,  1940,  and  in  accordance  therewith  shall  pay  the  final 
government  fee  in  due  time. 

Very  truly  yours, 

CMA-RS 

Defendant's  ExMbit  No.  29 A 

[Translation] 

Knight  Brothers 
2  Rector  Street 
New  York,  N.  Y. 

[Stamp]  Received,  Apr.  28,  1940  Knight  Bros. 

F.  20357  4/12/39  69453  kb.  Kn/Han  3/19/40 
Re:  Payment  of  fees 

Please  pay  the  fee  described  below  in  time,  debit  the 
payment  to  our  account,  confirm  receipt  of  this  lettjer  by 
return  mail,  and  send  us  the  receipt. 

Country  USA 

Patent  Serial  No.  217  773 

Type  of  Fee — final  fee 

Amount — $30.00 

Bl.  No.— 69453  kb. 

Very  truly  yours 


SIEMENS  &  HALSKE  j 
AKTIENGESELLSCHAFT 
PATENT  SECTION 
[sgd.]  Kern 
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Defendant’s  Exhibit  No.  30 

F-20357 

April  26,  1940 

Dr.  W.  Kroll, 

Associated  Metals  and  Minerals  Corp., 

40  Rector  Street, 

New  York,  N.  Y. 

Dear  Dr.  Kroll : — 

re  U.  S.  Application,  Serial  No.  217,773 

We  refer  to  our  recent  conversation  with  yon  in  onr 
office.  In  the  meantime  we  have  received  from  Siemens, 
Berlin,  instructions  to  pay  the  final  government  fee  on 
your  application.  Payment  will  be  made  by  us  before 
June  1,  1940  so  that  the  patent  will  issue  some  time  in 
July.  We  shall  send  you  a  copy  of  the  patent  as  soon 
as  available. 

Very  truly  yours, 

CMA-RS 


Defendant’s  ExMbit  No.  31 

F-20357 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 

Gentlemen : — 


June  6,  1940 


re  Kroll  U.  S.  Application,  Serial  No. 

217,773,  Bl.  69453/70273 

Referring  back  to  our  letter  of  April  26,  1940,  we 
have  now  paid  the  final  government  fee  on  the  above 
application  and  enclose  the  official  receipt  therefor,  to- 
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gether  with  our  debit  note.  Yon  will  note  the  patent  will 
issue  under  date  of  June  25,  1940  and  bear  No.  2,205,854. 

Very  truly  yours, 

DN-Enc. 


Defendant’s  Exhibit  No.  32 A 

[Translation] 

Bl.  69  453  Am 

[Stamp] 

Received,  June  26,  1940 
Knight  Bros. 

Knight  Brothers 
2  Rector  Street 
New  York,  N.  Y. 

F  20  357 

Re/Ee 

Invoice  of  November  21, 1939 

Serial  No.  217  773  (Bl.  69453Am) 

We  are  remitting  to  you  today  by  telegraph  in  pay¬ 
ment  of  above  mentioned  invoice 

$  (U.S.)  14.57 

(USA  $  Fourteen  57/00) 

Very  truly  yours 

[sgd.]  Kern 
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F-20357 


Defendant’ s  Exhibit  No.  33 


July  3,  1940 

Siemens  &  Halske,  A.G., 

Patentabteilung, 

Berlin-Siemensstadt, 

Germany. 

Gentlemen : — 

re  Kroll  U.  S.  Application,  Serial  No. 

217,773,  Bl.  69453/70273 


Enclosed  is  a  copy  of  U.S.  patent  No.  2,205,854,  dated 
June  25,  1940,  issued  on  the  above  application. 


For  the  present,  we  are  holding  the  original  patent 
document  in  our  files. 


Very  truly  yours, 

DN-Enc. 


Defendant’s  Exhibit  No.  34 

W.  J.  KROLL  Consulting  Metallurgist 

6th  August  1940 

Red  Coach  Inn  Niagara  Falls,  N.  Y. 

Knight  Brothers 
New  York 
2  Rector  Street 
F-20357 

U.  S.  Application  Ser  No  217773 
Dear  Sirs, 

I  refer  to  your  letter  of  April  26th  where  you  informed 
me,  that  you  will  make  the  payment  of  the  last  govern¬ 
ment  fee  concerning  the  above  patent  application,  and 
that  the  patent  will  be  issued  some  time  in  July,  if  this 
took  place  in  the  meantime,  I  would  be  very  pleased  to 
get  a  copy. 

Very  truly  yours 

/s/  W.  J.  Kroll 


Defendant’s  Exhibit  No.  35 

F-20357 

September  4,  1940 

Mr.  W.  J.  Kroll, 

Red  Coach  Inn, 

Niagara  Falls,  N.  Y. 

Dear  Mr.  Kroll: — 

re  U.  S.  Application,  Serial  No.  217,773 

Referring  to  yonr  letter  of  Angust  6,  1940,  w4  wish 
to  inform  yon  that  the  patent  on  the  above-entitled  ap¬ 
plication  was  issued  June  25,  1940  under  No.  2,205,854. 
A  copy  of  the  patent  is  enclosed  herewith. 

Very  truly  yours, 

CMA-BM-Enc. 

I 

Defendamt’s  Exhibit  No.  36 

W.  J.  KROLL  Consulting  Metallurgist 

Red  Coach  Inn  Niagara  Falls,  N.  Y. 

September  6th  40 

F-20357 

re  U.  S.  Application  Ser  No  217,773 
Knight  Brothers 
2  Rector  Street 
New  York 

Dear  Sir, 

I  acknowledge  receipt  of  jour  letter  of  September  4th 
and  thank  you  for  the  included  copy  of  my  patent  No 
2,205,854,  issued  at  the  25th  of  June  1940. 

Very  truly  yours 

/s/  Kroll 


Your  CWA-RM-Enc 
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Defendant’s  Exhibit  No.  37 A 


[Translation] 


Carbon  copy. 

Siemens  &  Halske  A.GK, 
Patent  Department, 
Berlin-Siemensstadt. 


[stamp:]  Date  of  receipt: 
December  9,  1939. 

Luxembourg, 
December  2,  1939. 


Subject:  English  patent  applications  20533,  20534  & 
16740,  1938-1939.  ’ 

Production  of  titanium. 

I  have  received  from  Messrs.  Redfern  &  Co.  two  let¬ 
ters  of  which  I  am  enclosing  copies,  according  to  which 
£  3.00.00  and  £  3.10.00  are  still  to  be  paid  to  this  firm 
for  the  English  patent  applications.  I  will  pay  these 
amounts  as  soon  as  you  agree  to  reimburse  them  to  me. 

Yours  truly, 

signed  Kroll 

Carbon  copy  to  the  Heraeus-Vacuumschmelze,  Hanau. 


Redfern  &  Co.  Redfern  House,  Dominion  Street,  London 

15th  November  1939 

Dr.  Ing.  W.  Kroll 

54  Bel  Airstrasse,  Luxemburg 
Dear  Sir, 

United  Kingdom  Patent  Applications  No.  20533/20534 

of  1938  Manufacture  of  Titanium 

We  thank  you  for  your  letter  of  the  11th  inst.  con¬ 
firming  that  it  has  been  finally  decided  both  by  yourself 
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and  also  by  Firma  Siemens  &  Halske,  A.G.  to  proceed 
no  further  with  the  Application. 

We  shall,  therefore,  act  accordingly. 

We  enclose  an  account  in  respect  of  our  services  to 
date  in  connection  with  the  Official  Letter  reported  to  you 
in  our  letter  of  the  21st  August  and  we  shall  be  glad  to 
receive  a  remittance  in  settlement  of  this  account  as  soon 
as  possible. 

Yours  faithfully 

Bedfern  &  Co. 

Bedfern  &  Co.  Bedfern  House,  Dominion  Street,  Loudon 

15th  November  1939 

Dr.  Ing.  W.  Kroll 

54  Bel  Airstrasse,  Luxemburg 

Dear  Sir,  ! 

United  Kingdom  Patent  Application  no.  16740  of  1939 

Manufacture  of  Titanium 

i 

We  thank  you  for  your  letter  of  the  11th  inst.  con¬ 
firming  that  it  has  been  finally  decided  both  by  yourself 
and  also  by  Firma  Siemens  &  Halske  A.G.  to  proceed  no 
further  with  the  Application. 

We  shall,  therefore,  act  accordingly. 

We  enclose  an  account  in  respect  of  our  services  to 
date  in  connection  with  the  Official  Letter  reported  to|  you 
in  our  letters  of  the  10th  and  28th  August  and  we  $hall 
be  glad  to  receive  a  remittance  in  settlement  of  this  ac¬ 
count  as  soon  as  possible. 

Yours  faithfully 

Bedfern  &  Co. 
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Bedfera  &  Co.  London  15th  November  1939 

Dr.  Ing.  W.  Kroll,  Luxemburg 

To  Considering  the  official  letter  of  the  11th  Ang. 
1939  in  connection  with  United  Kingdom  Pat.  Appl.  no. 
20533  and  20534  of  1938,  studying  the  various  objections 
and  reporting  fully  on  the  21st  Aug.  1939,  noting  your 
instructions,  subsequent  correspondence,  and  on  receipt  of 
your  instructions  that  the  Application  was  not  to  be  fur¬ 
ther  prosecuted,  taking  the  necessary  steps  accordingly. 

£.  3 - 

Redfern  &  Co.  London  15th  November  1939 

Dr.  Ing.  W.  Kroll,  Luxemburg 

To  Considering  the  official  letter  of  the  9th  Aug.  1939 
in  connection  with  United  Kingdom  Pat.  Application  no. 
16740  of  1939,  obtaining  and  considering  printed  copy  of 
United  Kingdom  Patent  specification  officially  cited  and 
reporting  fully  on  the  28th  August  1939,  noting  your  in¬ 
structions,  subsequent  correspondence,  and  on  receipt  of 
your  instructions  that  the  Application  was  not  to  be  fur¬ 
ther  prosecuted,  taking  the  necessary  steps  accordingly. 

£  .3.10.0 


Defendant’s  Exhibit  No.  38A 

♦  •  •  • 


[Translation] 

Application  for  a  Foreign  Exchange  License. 

Telephone  No.  of  the 
applicant :  340011 
App.  2732 


The  last  license  granted  on  a  similar  application  was 
issued  on  December  21,  1942 
Address  of  the  applicant: 


Name:  Siemens  &  Halske  A.G.,  Patent  Department, 
Administration  Building,  Berlin-Siemensstadt 

Section:  37  Schz  11812 
File:  Lo  L  8 

We  apply  for  the  permission  to  pay  RM  100.00  to  the 
Reich  Patent  Office  at  Berlin,  in  Germany. 

The  reason  for  the  liability  to  make  this  payment 
should,  in  principle,  appear  clearly  from  the  enclosed 
documents  (e.g.  contracts,  original  invoices,  official  certif¬ 
icates,  bank  vouchers,  original  correspondence) ;  should 
this  not  be  the  case,  then  the  application  must  be  ex¬ 
plained  in  detail,  if  necessary  on  a  separate  sheet 


Reason  for  the  liability  to  pay — purpose  of  the  pay¬ 
ment:  7th  annual  fee  for  the  German  Reich  Patent  No. 
674625,  folio  69453,  of  engineer  Dr.  W.  Kroll,  at  present 
at  Niagara  Falls,  U.S.A.,  to  which  patent  we  have  exclu¬ 
sive  rights. 


Records  submitted  for  investigation:  see  accompanying 
note. 


Berlin-Siemensstadt, 
September  20, 

Siemens  &  Halske 
Aktiengesellschaft 
(s)  [illegible] 

(Signature  of  applicant) 
(s)  [illegible] 

[stamp:] 

To  the  Chief  of  the 

District  Revenue  Office,  i 

Foreign  Exchange  Control  Office, 

61-64  Neue  Koenigstrasse, 

Berlin  C  2. 
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•  •  •  • 

[Translation] 

The  Chief  of  the  District  Revenue  Office, 

Foreign  Exchange  Control  Office, 

To  be  quoted  in  correspondence: 

Section :  37  Bra, 

No.  5769 

Files  :P.  Berlin, 

September  27,  1943 

Authorization 

Statistical  No.  B1  Country:  TJ.S.A.  [illegible] 

[stamp:] 

Patent  Department 
September  28,  1943  V 
004625 

The  payment  of  RM  100.00 

in  words :  One  hundred  reichsmarks, 

has  been  authorized  for  the  purpose  applied  for. 

This  authorization  becomes  invalid  after  October  27,  1943. 
Enclosures  returned. 

[two  sets  of 
illegible  initials] 

By  order 
(s)  [illegible] 

[stamp:]  [illegible] 

•  •  •  • 

Defendant’s  Exhibit  No.  39 A 

•  •  •  • 

Translation  CCB 

Application 

for  the  issuance  of  a  Foreign  Exchange  Permit 

Telephone  No.  of  the  applicant: 

No.  34  0010  Ext.  2732 

Address  of  the  applicant: 
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Name:  Siemens  &  Halske  A.G.,  Patent  Department 

in  Berlin-Siemensstadt,  Administration  Bnilding 

! 

The  last  permit  granted  on  a  similar  application  was 
issued  on  Sept.  27,  1943  Section:  37  Bra  No.  5769  File:  P. 
We  apply  for  the  issuance  of  a  permit  to  pay  RM.  1-50. — 
to :  Reich  Patent  Office 
residing  in  Berlin  Country:  Germany. 

The  reason  for  the  liability  to  pay  should,  in  principle, 
appear  clearly  from  the  enclosed  documents  (e.g.  con¬ 
tracts,  original  invoices,  official  certificates,  bank  vouch¬ 
ers,  original  correspondence) ;  should  this  not  be  the  case, 
then  the  application  must  be  explained  in  detail,  if  Neces¬ 
sary  on  a  separate  sheet. 

Reason  for  the  liability  to  pay:  Purpose  to  be  used  for: 
8th  annual  fee  for  German  Reich  Patent  674  625  of 
Dr.  Ing.  W.  Kroll,  Luxembourg,  at  present  Niagara 
Falls/USA,  to  which  patent  we  have  exclusive  rights. 

i 

| 

I 

[stamp;] 

PATENT  OFFICE 
(emblem) 

BERLIN 


Records  attached  for  investigation:  1  accompanying 


note. 


Berlin-Siemensstadt,  August  29,  1944 
SIEMENS  &  HALSKE 
AKTIENGESELLSCHAFT 
(2  illegible  signatures) 

(signature  of  the  applicant) 


l 


To  the 

Chief  of  the  Revenue  Office 

Foreign  Exchange  Office 

in  Berlin  C.  2 

Neue  Konigstr.  61/64 

Translation  CCB 

The  Chief  of  the  Revenue  Office 

Foreign  Exchange  Office 

(1)  Berlin,  September  2,  1944 


To  be  quoted  in  correspondence: 
Section:  37  Bra 
No.:  3952 
File:  Lo  P  165 


Decision  of  Approval 

[stamp:] 

Stat.  ./.  Country:  ./.  Received 

Sept.  5,  1944 

The  payment  of  RM.  150. — 
in  words:  Reichmark  one  hundred  50. 
is  approved  for  the  purpose  applied  for. 

This  decision  becomes  invalid  after  October  2,  1944. 


./.  enclosures  returned. 


By  order: 


(illegible  signature) 
[stamp:] 

Illegible 

[stamp:] 

PATENT  OFFICE 
(emblem) 

BERLIN 


365 


Defendant's  Exhibit  No.  40 A 

•  •  •  • 

[Translation] 

Application  for  a  Foreign  Exchange  License.  | 

Telephone  No.  of 
the  applicant:  340011 
App.  2732 

The  last  license  granted  on  a  similar  application  was 
issued  on  November  20,  1942. 

Address  of  the  applicant. 
Name: 

Siemens  &  Halske  A.  G., 
Patent  Department, 
Administration  Building, 
Berlin-Siemensstadt. 

Section:  37  Schz.  No.  11023 
File:  Lo  L  8 

We  apply  for  the  permission  to  pay  BM  75.00  to  the 
Reich  Patent  Office  at  Berlin,  in  Germany. 

The  reason  for  the  liability  to  make  this  payment 
should,  in  principle,  appear  clearly  from  the  enclosed 
documents  (e.g.  contracts,  original  invoices,  official  certifi¬ 
cates,  bank  vouchers,  original  correspondence) ;  should 
this  not  be  the  case,  then  the  application  must  be  ex¬ 
plained  in  detail,  if  necessary  on  a  separate  sheets 

Reason  for  the  liability  to  pay — purpose  of  the  pay¬ 
ment  :  ! 

i 

6th  annual  fee  for  the  German  Reich  Patent  No.  674625, 
folio  69453,  of  engineer  Dr.  W.  Kroll,  at  present  at 
Niagara  Falls,  U.S.A.,  to  which  patent  we  have  exclusive 
rights. 

Records  submitted  for  investigation:  1  accompanying 
note. 
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Berlin-Siemensstadt, 

December  17,  1942. 

[stamp:]  Siemens  &  Halske, 
Aktiengesellschaft, 

(s)  [illegible] 

(Signature  of  the  applicant) 

(s)  [illegible] 

To  the  Chief  of  the 
District  Revenue  Office, 

Foreign  Exchange  Control  Office, 

61-64  Neue  Koenigstrasse, 

Berlin  C  2. 

•  •  •  • 

[Translation] 

The  Chief  of  the  District  Revenue  Office, 

Foreign  Exchange  Control  Office, 

To  be  quoted  in  correspondence: 

Section :  37  Schz 
No.:  11812 
File:  Lo  L  8 

Berlin  C  2, 

December  21,  1942. 

Authorization. 

Statistical  No.  Bl  Country:  U.S.A.;  RM  [illegible] 

[stamp:]  Patent  Department 
December  23, 1942  V 
•  016355 

The  payment  of  RM  75.00 
in  words :  seventy-five  reichsmarks 
is  authorized  for  the  purpose  applied  for. 

This  authorisation  becomes  invalid  after  January  21, 
1943. 

Enclosures  returned :  0. 

[in  handwriting:] 

Phe  Dec.  23. 

By  order: 

(s)  [illegible] 

[stamp]  [illegible] 


Defendant’s  Exhibit  No.  4iA 


Translation 


German  Reich 
(emblem) 

Issued  on 
March  24, 1942 

Reich  Patent  Office 


PATENT  SPECIFICATION 
No.  718  822 

Class  40  b  Group  21 
K 147948  VI/40 b 


Dr.  Ing.  Wilhelm  Kroll  in  Luxembourg 
has  been  named  as  inventor. 


Dr.  Ing.  Wilhelm  Kroll  in  Luxembourg 
Utilization  of  Alloys  containing  Titanium 

(stamp:) 


PATENT  OFF 


ICE 


(emh 


em) 


1 

BERLIN 

Patented  in  the  German  Reich,  from  September  18, 1^37 

Granting  of  Patent  published  on  February  26,  194^. 

According  to  sec.  2  par.  2  of  the  Decree  of  April  28,  jL938 
it  has  been  stated  that  the  protection  shall  extend  to 
Austria. 
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Defendant’s  Exhibit  No.  42  A 


Translation 

[stamp :]  P.  A.  487426  June  24, 1939 

P.  A.  630732  August  19,  1939 

Ing.  Kurt  Lindner 
212  VI/40a 
455  Thl/Ben. 

Process  for  the  Production  of  Moldable  Metals 


Defendant’s  Exhibit  No.  43 

LUXEMBOURG,  le  December  3, 1947. 

•  *  •  • 


Office  of  the  Alien  Property- 
Department  of  Justice 
Washington  25  D.  C. 

Mr.  David  L.  Bazelon 
Assistant  Attorney  General 
Director,  Office  Alien  Property 

Dear  Mr.  Bazelon: 

I  refer  to  your  letter  of  November  17th  regarding  my 
rights  in  the  U.  S.  patent  No.  2,205,854  and  I  would  like  to 
inform  you  herewith,  that  I  have  given  Mr.  Malcolm  N. 
Rich,  Patent  Attorney,  11  Park  Place,  New  York  power  to 
act  in  my  name  and  to  reclaim  my  property  rights  regard¬ 
ing  this  patent  and  various  other  ones.  Mr.  Rich  has  in 
his  possession  the  original  contracts  that  rule  my  partici¬ 
pation  in  these  patent  rights  and  I  have  asked  him  to  get 
in  touch  with  you  at  once.  I  will  be  pleased  to  furnish  any 
further  information  you  may  ask  for.  I  expect  to  be  back 
in  the  United  States  in  the  middle  of  February  and  will  be 
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available  for  a  direct  discussion  of  this  matter,  ilf  you 
desire. 

Very  truly  yours, 

/s/  William  J.  Kroll 

Defendant's  Exhibit  No.  44A 

[Translation] 

Copy 

Luxembourg, 
January  10,  1940. 

Siemens  &  Halske  A.  G. 

Patent  Department 
Berlin  Siemensstadt 

I 

I 

[stamp:]  Received:  January  29,  1940 

Confirmed: 

Subject :  K  148,  168  VI/40  a 

Folio  70,273  Thl/Rm  j 

Referring  to  your  letter  of  December  22,  1939,  I  wish 
to  make  the  following  comments  on  the  objections  of  the 
I.  G.  and  Wallram:  First,  it  should  be  strongly  pointed 
out  in  answer  to  both  objections  that  0.  Ruff  and  F.  Neu¬ 
mann  claimed  in  the  Zeitscharift  fuer  anorganische  Chemie, 
volume  128,  pages  83-84,  (1923)  that  titanium  tetrachloride 
is  reduced  by  magnesium  only  to  trichloride.  On  page  81 
of  the  article,  Ruff  literally  says:  “Sodium  at  red  heat, 
however,  is  said  to  produce  metallic  titanium,  according  to 
Hunter.  A  renewed  ■  investigation  of  the  subject  could, 
therefore,  only  consist  in  checking  various  findings  of  the 
past,  in  extending  our  knowledge  of  the  reducibility  of  tetra¬ 
chloride  in  connection  with  reducing  agents  other  than  those 
named ,  and  in  deepening  our  knowledge  of  the  character¬ 
istics  of  the  products  of  reduction.  On  page  83  Ruff  says : 
“When  heating  titanium  tetrachloride  with  magnesium, 
some  violet  trichloride  was  formed  at  a  temperature  of  400 
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degrees  centrigrade  in  addition  to  magnesium  chloride.” 
The  noted  research  chemist  Ruff  thus  held  the  view  in  1923 
that  tetrachloride  is  reduced  only  to  trichloride  by  mag¬ 
nesium.  The  results  of  all  earlier  research  are  refuted  by 
the  statements  of  Ruff,  who  had  made  it  his  special  busi¬ 
ness  to  check  these  results.  It  was  therefore  an  invention 
when  the  applicant  discovered  that  tetrachloride  can  be  re¬ 
duced  not  only  to  trichloride  but  down  to  a  metal,  all  the 
more  so  since  the  transition  from  the  possibly  appearing 
intermediary  product,  dichloride,  to  the  metal  is  the  hardest 
step  to  achieve  because  this  requires  a  greater  application 
of  heat. 

Objection  of  the  I.  G.  under  date  of  November  15,  1939 

It  is  admitted  that  zirconium  chloride  and  chrome  chlor¬ 
ide  can  be  reduced  by  magnesium.  The  metals  chromium 
and  titanium  [sic]  should  therefore  be  omitted  in  the 
claims.  I  would  like  to  draw  special  attention  to  the 
fact  that  it  is  not  possible  to  reduce  ductile  zirconium 
or  chromium  by  the  magnesium  treatment  described  on  ac¬ 
count  of  the  film  of  moisture  which  is  introduced  simulta¬ 
neously  with  the  crystals  into  the  mixture  for  reaction, 
whereas  titanium  tetrachloride  is  strictly  different  in  this 
respect,  since  it  is  instilled  in  a  liquid  or  gaseous  state  with¬ 
out  any  presence  of  oxygen.  Oxygen  and  nitrogen  are 
known  to  cause  brittleness  in  the  titanium. 

The  U.  S.  patent  specification  1,306,568  Weintraub,  which 
is  quoted  as  a  counter-argument,  can  hardly  be  adduced  to 
disprove  the  novelty  of  the  invention.  The  apparatus  de- 

[page  3  of  the  original:] 

scribed  can  not  be  constructed  in  practice,  because  the 
material  is  not  specified  of  which  it  is  to  be  made.  If,  for 
instance,  sodium  is  to  be  vaporized  in  container  1,  the  only 
material  to  be  considered  for  that  purpose  would  be  iron, 
in  view  of  the  involved  temperature  of  800  degrees  centi- 


grade.  At  this  temperature,  however,  iron  forms  an  alloy 
with  titanium.  Container  6  is  to  hold  the  compound,  in  this 
case  the  tetrachloride,  which  is  kept  at  boiling  point.  With¬ 
out  doubt,  the  sodium  vapor  will  react  at  the  junction  of 
containers  1  and  6  and  clog  up  pipe  5.  A  chemical  reaction 
with  the  tungsten  filament  8  will  not  take  place  at  all.  Al¬ 
though  general  mention  is  made  of  a  “reducing  a^ent”, 
magnesium  in  particular  is  not  mentioned.  It  woi^ld  be 
even  less  suitable  than  sodium,  because  it  boils  at  a  much 
higher  temperature.  Besides,  no  distinctive  mention  is 
made  of  the  individual  reducing  agents  and  compounds 
used,  although  quite  a  big  difference  is  found  in  th^  tem¬ 
peratures  developed,  so  that  certain  reducing  agents  are 
altogether  out  of  the  question.  There  can  be  no  doubt  that 
the  chemical  reaction  inferred  from  Weintraub’s  specifica¬ 
tion  only  takes  place  at  the  metallic  vapor  stage,  whereas 
in  the  process  for  which  patent  is  applied  for  the  opera¬ 
tion  is  carried  out  at  a  temperature  between  the  malting 
and  the  boiling  point  of  magnesium. 

The  British  patent  specification  230,865  deals  with  the 
reduction  of  uranium  with  magnesium,  starting  with  fluor¬ 
ides.  This  has  nothing  to  do  whatsoever  with  the  present 
subject. 

That  the  method  described  is  specifically  suitable  f<jr  the 
reduction  of  tetrachloride  by  magnesium,  follows  from  the 
particular  characteristics  of  tetrachloride,  which  is  insjtilled 

[page  4  of  the  original:] 

in  a  fluid  form  free  of  oxygen,  thus  giving  the  only  guar¬ 
antee  of  producing  a  ductile  titanium  free  of  oxygen.  The 
fact  that,  according  to  K.  A.  Hoffmann,  metallic  titanium 
can  be  produced  by  reducing  tetrachloride  with  sodiunji,  has 
nothing  to  do  with  the  subject  of  the  invention. 

The  statements  concerning  the  boiling  point  of  mag¬ 
nesium  are  very  fluctuating.  The  last  report  of  A.  Schnei¬ 
der  and  U.  Esch  in  the  Zeitschrift  fuer  Elektrochemie  No. 
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12,  vol.  45,  1939,  page  893,  quotes  a  boiling  point  of 
1103  ±  5  degrees  centigrade.  Hartmann  and  Schneider 
in  the  Zeitscbrift  /.  <morg.  Cherrde,  vol.  180,  page  283, 
quotes  a  boiling  point  of  1380  ±  5  degrees  centigrade.  Nat¬ 
urally,  the  experiment  given  as  an  example  in  the  specifica¬ 
tion  cannot  be  considered  as  an  exact  physical  measuring 
test,  and  the  quoted  temperature  of  1250  degrees  centigrade 
(wall  temperature  940  degrees  centigrade)  must  not  in  any 
way  be  considered  as  the  ascertained  boiling  point  of  mag¬ 
nesium.  It  is  really  so,  that  hot  points  appear,  which,  by 
their  glow,  give  the  illusion  of  a  higher  temperature,  which 
they  may  actually  have,  whereas  the  average  temperature 
of  the  container  lies  considerably  below  the  boiling  point. 
At  any  rate,  the  requirements  of  the  patent  law  with  re¬ 
gard  to  exactness  of  specification  have  been  complied  with, 
when  it  was  pointed  out  that  the  reaction  is  to  take  place 
at  a  temperature  ranging  between  the  melting  and  the  boil¬ 
ing  point  of  magnesium. 

•  *  •  • 

I  shall  be  happy  to  submit  further  particulars,  if  de¬ 
sired,  and  remain, 

Yours  truly, 

signed :  Kroll. 

Copy:  Her aeus- Vacuum  Sehmelze 
[handwritten] 

1.0  enclosures  returned. 
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Defendant's  Exhibit  No.  45 

MALCOLM  N.  RICH 
Patent  Attorney 
11  Park  Place 
New  York  7,  N.  Y. 


BArclay  7-6066 


S-13 

Mr.  Julius  Schlezinger, 
Chief,  Claims  Branch 
Office  of  Alien  Property, 
Department  of  Justice, 
Washington,  25,  D.  C. 


June  2,  1^48. 


Dear  Mr.  Schlezinger: 

Re:  Claim  No.  32^61 

In  accordance  with  a  suggestion  by  Mr.  Cooper  oft  Mr. 
Holmes’  division,  and  in  an  effort  to  expedite  the  Alien 
Property  Custodian’s  action  on  the  above  identified  c^aim, 
we  are  submitting  herewith  a  form  of  agreement  whicjh  we 
propose  as  a  substitute  agreement  to  replace  the  seized 
agreement  of  January  1,  1934  between  Kroll  and  Sieihens- 
Halske  insofar  as  this  seized  agreement  applies  to  IJ.  S. 
Patent  to  Kroll  bearing  No.  2,205,854.  This  new  agree¬ 
ment  is  for  signature  by  the  Alien  Property  Custodian 
and  by  Kroll  at  the  time  of  re-assignment  of  title  to  this 
patent  to  Kroll. 


As  we  construe  the  seized  agreement  of  January  1,  j.934, 
Siemens-Halske  at  the  time  of  seizure  of  Patent  2,205,854 
held  merely  the  sole  right  as  agent  for  Kroll  to  negotiate 
and  arrange  for  licenses  under  this  patent  ip  the  U.  S^  A., 
subject  to  Kroll ’s  consent  and  approval  of  the  terms  and 
conditions  and  to  a  50-50  participation  right  of  Kroll  and 


Siemens-Halske  in  the  “profits”  (royalties). 
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This  construction  of  the  seized  agreement  as  being  an 
agency  agreement,  insofar  as  the  U.  S.  Patent  2,205,854 
is  concerned,  is  believed  clearly  substantiated  by  the  fact 
that  no  assignment  of  the  title  to  Siemens-Halske  of  this 
patent  was  required  or  ever  made.  Accordingly,  neither 
Siemens  nor  one  succeeding  to  the  Siemens 1  rights  under 
the  agreement  (as  the  Alien  Property  Custodian)  can  enter 
into  a  valid  license  without  the  consent  and  approval  of 
Kroll  as  may  be  evidenced  by  Kroll’s  signature  to  any 
such  license  agreement. 

It  is  therefore  our  contention  that  the  Alien  Property 
Custodian  by  virtue  of  seizure  of  this  agreement  holds  in 
this  patent  a  mere  exclusive  agency  to  negotiate  licenses 
under  said  Patent  2,205,854.  This  new  and  substitute 
agreement  has  been  drawn  to  set  forth  this  agency  now 
held  by  the  Alien  Property  Custodian. 

As  there  has  been  a  delay  of  about  four  (4)  months 
since  accelerated  action  on  this  claim  was  promised  at  our 
first  conference  with  all  departments  early  in  February, 
we  feel  that  we  must  request  "your  prompt  action  on  this 
proposed  substitute  agreement,  failing  which  we  will  have 
no  alternative  except  to  re-file  our  action-at-law  to  recover 
this  wrongfully  seized  patent. 

Your  very  prompt  attention  to  this  matter  is  respectfully 
solicited. 

Very  truly  yours, 

/s/  Malcolm  N.  Rich 

MNR:W 

Ends. 

(Agreement  in  duplicate) 

•  •  •  • 
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Defendant’s  Eochibit  No.  46 
UNITED  STATES  OF  AMERICA 
OFFICE  OF  ALIEN  PROPERTY  CUSTODIAnI 

Vesting  Order  Number  670 
Re:  Patents  of  nationals  of  Luxembourg 

Under  the  authority  of  the  Trading  with  the  enemy  Act, 
as  amended,  and  Executive  Order  No.  9095,  as  ameiided, 
and  pursuant  to  law,  the  undersigned,  after  investigation : 

1.  Finding  that  the  owners  of  the  patents  and  either 
property  related  thereto  described  in  subparagraph  3 
hereof  are  either  the  persons  identified  in  Exhibit  A  at¬ 
tached  hereto  and  made  a  part  hereof  as  the  grantees  of 
such  patents,  respectively,  or  (in  the  cases  only  of  those 
patents,  if  any,  in  connection  with  which  no  grantees  are 
so  identified)  the  persons  identified  in  said  Exhibit  A  as 
the  respective  inventors  thereof; 

2.  Finding  that  each  of  such  owners  is  a  resident  of 

Luxembourg,  and  therefore  is  a  national  of  a  foreign  coun¬ 
try  (Luxembourg) ;  -  j 

3.  Finding,  therefore,  that  the  property  described  as 
follows : 

All  right,  title  and  interest,  including  all  accrued  royalties 
and  all  damages  and  profits  recoverable  at  law  or  in  equity 
from  any  person,  firm,  corporation  or  government  for  past 
infringement  thereof,  in  and  to  the  patents  identified  in 
said  Exhibit  A, 

is  property  of  nationals  of  a  foreign  country  (Luxem¬ 
bourg)  ; 

4.  Having  made  all  determinations  and  taken  all  action, 
after  appropriate  consultation  and  certification,  required 
by  said  Executive  Order  or  Act  or  otherwise ;  and 
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5.  Deeming  it  necessary  in  the  national  interest; 
hereby  vests  in  the  Alien  Property  Custodian  the  prop¬ 
erty  hereinbefore  described  in  subparagrpah  3,  to  be  held, 
used,  administered,  liquidated,  sold  or  otherwise  dealt  with 
in  the  interest  of  and  for  the  benefit  of  the  United  States. 

Such  property,  and  any  or  all  of  the  proceeds  thereof, 
shall  be  held  in  an  appropriate  special  account  or  accounts, 
pending  further  determination  of  the  Alien  Property  Cus¬ 
todian.  This  shall  not  be  deemed  to  limit  the  powers  of  the 
Alien  Property  Custodian  to  return  such  property  or  the 
proceeds  thereof,  or  to  indicate  that  compensation  will  not 
be  paid  in  lieu  thereof,  if  and  when  it  should  be  determined 
that  such  return  should  be  made  or  such  compensation 
should  be  paid. 

Any  person,  except  a  national  of  a  designated  enemy  coun¬ 
try,  asserting  any  claim  arising  as  a  result  of  this  order 
may  file  with  the  Alien  Property  Custodian  a  notice  of  his 
claim,  together  with  a  request  for  a  hearing  thereon,  on 
Form  APC-1,  within  one  year  from  the  date  hereof,  or 
within  such  further  time  as  may  be  allowed  by  the  Alien 
Property  Custodian.  Nothing  herein  contained  shall  be 
deemed  to  constitute  an  admission  of  the  existence,  validity 
or  right  to  allowance  of  any  such  claim. 

The  term's  “national”  and  “designated  enemy  country” 
as  used  herein  shall  have  the  meanings  prescribed  in  Sec¬ 
tion  10  of  said  Executive  Order. 

Executed  at  Washington,  D.  C.  on  January  18,  1943. 
(Official  seal) 

/s/  Leo  T.  Crowley 
Leo  T.  Crowley 

Alien  Property  Custodian 

[F.  R.  Doc.  43-5324;  Filed,  April  5,  1943;  2:10  p.  m.] 

[8  Fed.  Reg.  5003  (April  17, 1943] 
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Defendant's  Exhibit  No.  47 
OFFICE  OF  ALIEN  PROPERTY 
DEPARTMENT  OF  JUSTICE 


Vesting  Order  10544 

Re :  Rights  and  interests  created  in  Siemens  &  Halske 
Aktiengesellschaft  of  Berlin,  Germany,  by  virtue  of  an 
agreement  dated  March  26,  1934,  with  Dr.  Ing.  W.  Kroll, 
Luxembourg. 

Under  the  authority  of  the  Trading  with  the  Enemy  Act, 
as  amended.  Executive  Order  9193,  as  amended,  and  Execu¬ 
tive  Order  9788,  and  pursuant  to  law,  after  investigation, 
it  is  hereby  found : 


1.  That  Siemens  &  Halske  Aktiengesellschaft  is  a  cor¬ 
poration  organized  under  the  laws  of  Germany,  having  its 
principal  place  of  business  in  Germany,  and  is  a  national 
of  a  foreign  country  (Germany) ; 

2.  That  the  property  described  as  follows: 

All  interests  and  rights  (including  all  royalties  and 
monies  payable  or  held  with  respect  to  such  interests  and 
rights,  and  all  damages  for  breach  of  the  agreement  here¬ 
inafter  described,  together  with  the  right  to  sue  therefor) 
created  in  Siemens  &  Halske  Aktiengesellschaft  by  virtue  of 
an  agreement  dated  March  26,  1934,  by  and  between  Sie¬ 
mens  &  Halske  Aktiengesellschaft  and  Dr.  Ing.  W.  Kroll, 
Luxembourg,  which  agreement  relates,  among  other  things, 
to  United  States  Letters  Patent  No.  2,205,854, 

is  property  payable  or  held  with  respect  to  patent^  or 
rights  related  thereto  in  which  interests  are  held  by,  and 
such  property  itself  constitutes  interests  held  therein  by, 
the  aforesaid  national  of  a  foreign  country  (Germany)!. 
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All  determinations  and  all  action  required  by  law,  includ¬ 
ing  appropriate  consultation  and  certification,  having  been 
made  and  taken,  and,  it  being  deemed  necessary  in  the  na¬ 
tional  interest, 

THERE  IS  HEREBY  VESTED  in  the  Attorney  Gen¬ 
eral  of  the  United  States  the  property  described  above,  to 
be  held,  used,  administered,  liquidated,  sold  or  otherwise 
dealt  with  in  the  interest  of  and  for  the  benefit  of  the 
United  States. 

The  term  “national”  as  used  herein  shall  have  the 
meaning  prescribed  in  section  10  of  Executive  Order  9193, 
as  amended. 

(40  Stat.  411,  50  U.  S.  C.  App.  1;  55  Stat.  839,  50  U.  S.  C. 
App.  Sup.  616;  Pub  Law  322,  79th  Cong,  60  Stat.  50;  Pub. 
Law  671,  79th  Cong.,  60  Stat.  925;  E.  O.  9193,  July  6, 
1942,  7  F.  R.  5205,  3  CFR,  Cum.  Supp.;  E.  O.  9567,  June 
8,  1945,  10  F.  R.  6917,  3  CFR  1945  Supp. ;  E.  0.  9788,  Oct. 
14,  1946,  11  F.  R.  11981). 

Executed  at  Washington,  D.  C.,  on  January  29,  1948. 

For  the  Attorney  General: 

/s/  David  L.  Bazelon 
David  L.  Bazelon 
Assistant  Attorney  General 
Director,  Office  of  Alien  Property 

•  •  •  • 
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Defendant's  Exhibit  No.  48 A 


[Translation] 


GERMAN  REICH 


issued  on 
April  18,  1^39 


REICH  PATENT  OFFICE 
Letters  Patent 
No.  674  625 

Group  40a,  Group  46  50 
K  147  211  VI/40a 

Dr.  Ing.  [title]  WILHELM  KROLL  in  Luxembourg 
has  been  named  inventor. 

Dr.  Ing.  WILHELM  KROLL  in  Luxembourg  j 
Method  for  Manufacturing  Pure  Titanium 

Patented  in  the  German  Reich,  effective  July  11,  19^7. 

Date  on  which  the  granting  of  the  patent  was  announced : 

30  March,  1939. 

Pursuant  to  Article  2,  Section  2  of  the  Regulation  of 
April  28,  1938,  it  was  declared  that  the  protection  is 
to  cover  the  country  of  Austria. 

It  is  known  that  pure  titanium  can  be  produced  bjy  a 
chemical  reaction  between  tetrachloride  of  titanium  and 
sodium  under  high  pressure  in  closed  vessels.  The  in¬ 
crease  of  pressure  is  so  great  that,  for  safety  reasons,  one 
can  only  use  smaller  containers.  The  titanium  produced  hy 
this  method  is  very  pure,  and  can  consequently  be  rolled 
in  a  warm  or  cold  state.  When  no  pressure  is  to  be  de¬ 
veloped  in  the  decomposition  of  tetrachloride  of  titanium 
by  sodium,  it  becomes  necessary  to  apply  quite  low  tern- 
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peratures  in  order  to  offset  the  high  pressure  of  the  sodimn 
vapor;  this  causes  incomplete  reduction  and  the  additional 
formation  of  colloidal  metal  which  cannot  be  removed  by 
acid  treatment.  While  the  metal  produced  by  this  method 
can,  under  certain  circumstances,  be  rolled  in  a  warm  state, 
it  is  brittle  when  in  the  cold  state. 

The  present  invention  concerns  a  method  for  producing 
titanium  of  equal  purity  by  a  pressureless  reaction  be¬ 
tween  pure  metallic  calcium  and  tetrachloride  of  titanium 
under  heat.  For  this  purpose  the  calcium,  which  had  best 
be  a  distilled  metal,  is  heated  under  argon  to  a  tempera¬ 
ture  of  at  least  500  degrees  centigrade.  By  means  of  a 
dripping  device  tetrachloride  of  titanium  is  caused  to  drop 
.  on  the  heated  metal,  which  ignites  at  once  and  continues 
to  burn  in  the  gaseous  tetrachloride  of  titanium.  Metallic 
titanium  and  calcium  chloride  are  formed.  By  means  of  a 
rubber  balloon  the  pressure  in  the  furnace  is  kept  on  a 
level  with  the  outside  atmospheric  pressure. 

•  *  *  • 

What  is  claimed  is : 

1.  A  method  of  producing  pure  titanium,  consisting  in 
the  decomposition  of  titanium  tetrachloride  by  calcium  at 
an  elevated  temperature. 

2.  A  method  as  per  claim  1,  consisting  in  bringing  the 
titanium  tetrachloride  into  contact  with  the  hotxjalcium  by 
instilling  it  at  a  constant  speed,  preferably  by  means  of  a 
dripping  device. 

3.  A  method  as  per  claim  1  or  2,  consisting  in  starting 
the  reaction  by  initial  ignition  and  maintaining  said  re¬ 
action  by  instilling  titanium  tetrachloride  at  a  constant 
speed. 

Berlin.  Printed  at  the  Reich  Printing  Office. 
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Defendant’s  Exhibit  No.  49 A 

[Translation] 

S  &  H  AG. 

BL  69453  Administrative  Building 
M-Werk  Ba/Thl.  TH.  HVS 

Dr.  W.  Kroll,  Engineer, 

54  Bel-‘  Airstrasse, 

Luxembourg. 

March  31,  1$39. 

[Our  reference:]  Bl.  69453  Thl./Ben. 

Subject:  Your  patent  application  K.  147,211  VI,  40a 
‘‘Process  for  production  of  pure  titanium”. 

In  connection  with  our  letter  of  November  18,  1938,  we 
are  now  able  to  inform  you  that  a  patent  under  No.  67^4,625 
has  been  granted  on  the  above  application. 

Yours  truly, 

/s/  [illegible] 

2007 

Dr.  Thielemann 

#  •  •  • 
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Defendant’s  Exhibit  No.  50 A 


Translation 

Siemens  &  Halske  Aktiengesellschaft 
Patent  Section 


Registered 


Knight  Brothers 
New  York,  N.  Y. 
2  Rector  Street 


[Stamp] 

Received  Jnly  1,  1938 
Knight  Bros. 


Our  No.:  69453  Pa/Han 

Berlin 


June  23,  1938. 


Re :  Filing  of  a  Patent  Application  in  the  United  States, 
B1  69453  kb  with  70273. 


Please  apply  for  a  patent  in  the  U.  S.  on  the  basis  of 
enclosed  documents. 


The  corresponding  German  applications  were  filed  on 
July  10,  1937  and  on  October  7,  1937. 

The  inventor  is  Dr.  Wilhelm  Kroll,  Luxemburg;  the  ap¬ 
plication  shall  be  made  in  his  name,  so  that  an  assignment 
is  not  necessary. 

For  a  better  understanding  of  the  application,  we  en¬ 
close,  aside  from  the  corresponding  German  text,  a  first 
draft  by  the  inventor. 

After  the  signing,  the  inventor  informed  us  that  he 
thought  it  desirable  to  make  changes  in  the  following 
places : 

Page  8,  line  3  from  the  bottom:  “capability  of  being 
stretched  in  a  cold  state’ ’  instead  of  the  German  word 
“Kaltbearbeitung”.  Actually  it  should  mean:  “its  cold 
strain”. 


383 


In  the  claim  13  it  should  also  mean:  “to  attain  cold 
stretched  and  therefore  brittle  chips”. 


Page  12,  line  3  from  top:  instead  of  “the  head  of  the 
quartz-tube  which  is  cemented  and  filled  with  water]”,  it 
should  mean:  “which  is  sealed  on  and  water-cooled”. 


Page  14,  first  paragraph,  last  line:  “it  is  true  that  such 
a  metal  may  be  still  properly  hot  rolled”. 

*  furthermore,  wherever  the  expression  “titanium 
capable  of  being  deformed  in  the  cold  state”  appears,  it 
would  be  better  to  use  the  words  “cold  malleable”! 


Please  make  these  changes  either  soon  or  at  the  time 
of  the  first  decision  by  the  authorities,  whichever  you  judge 
to  be  better. 


We  are  awaiting  confirmation  of  your  order  and 
transmittal  of  the  application  certificate. 

V ery  truly  yours,  j 

Siemens  &  Halske 
Aktiengesellschaft 
Patent  Section 
(s)  Lindner 


the 


Received 
July  1, 1938 
Knight  Bros. 
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Defendant’s  Exhibit  No.  51 A 

[Translation] 

S&HAG 

Sheet  70,074 
Administrative  Building 
Factory 

Ba/Thl.  ThL  HVS 
[stamp:]  April  21,  1939. 

Dr.  W.  Kroll,  engineer, 

54  Bel-Airstrasse, 

Luxembourg. 

April  18, 1939. 

Sheet  70,074 
Thl/Ben. 

Your  application  K.  147,948  VI /40b. 

In  connection  with  our  application  of  July  22,  1938,  a 
conference  with  the  examiner  took  place  on  April  4,  1939. 
It  was  agreed  that  both  Swiss  patent  specifications  174,722 
and  175,725  were  unclear;  but  at  any  rate  alloys,  such  as 
the  present  application  is  based  on,  may  be  deduced  from 
them.  Even  if  the  non-corrosive  quality  mentioned  therein 
was  perhaps  meant  in  a  different  sense  as  far  as  use  is 
concerned  than  in  the  present  application,  still — according 
to  the  examiner — something  was  said  in  the  patent  specifica¬ 
tions  regarding  non-corrosive  qualities.  Therefore,  we 
could  not  maintain  our  -wish  for  protection  to  the  extent 
of  the  hitherto  existing  claim  1.  The  examiner  agreed  to 
have  protected  the  use  of  the  alloys  for  such  purposes, 
where,  besides  the  non-corrosive  quality,  high  optical  re¬ 
flecting  power  is  important  also.  We  had  no  objections 
to  this  restriction,  since,  according  to  the  specification  and 
in  the  interests  of  the  Nuremberg  plant,  the  alloys  might 
be  used  chiefly  for  mirrors. 

[page  2  of  the  original :] 

Claim  4  has  been  cancelled  because  of  inconsistency  with 
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claim  1.  Its  contents,  however,  may  remain  in  the  specifi¬ 
cation.  The  attached  claims  were  drawn  np  together  with 
the  Examining  Office;  the  new  specification  has  been 
adapted  to  these  claims.  Therefore,  the  decision  re  pub¬ 
lication  may  be  expected  soon. 

Yours  truly, 

1  enclosure. 

2007 

Dr.  Thielemann 

Defendant’s  Exhibit  No.  52 A 


Luxembourg, 
January  19,  1939] 


Subject :  German  patent  application  K  147.212 

“Method  for  Producing  Metals  of  Difficult  Deduci¬ 
bility”  1/69455 

I  refer  to  your  letter  of  January  9,  and  am  grateffil  to 
learn  of  the  official  notification  of  November  4,  1938.  The 
discussion  is  only  about  the  novelty  of  the  invention.  |The 
preliminary  examiner’s  view  regarding  the  equivalence  of 
reducing  agents  cannot  be  accepted.  It  cannot  be  predicted 
by  theoretical  deliberations — for  instance,  on  the  grounds 
of  heat  generated  by  formations — just  how  a  certaih  re¬ 
ducing  agent,  which  is  exclusively  used  in  a  warm  state, 
will  behave,  because  a  great  many  factors  influence  the  re¬ 
action,  such  as  pressure,  the  formation  of  alloys,  the  ability 
to  form  complex  salts,  etc.  The  experiment  alone  is  not 
decisive,  either,  because,  for  the  purpose  of  the  invention, 
the  conditions  of  the  experiments  must  be  provided  so  that 

I 


[Translation] 

Copy. 

Siemens  &  Halske  A.  G., 

Patent  Department, 
Berlin-Siemensstadt. 
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a  complete  reduction  takes  place  without  the  formation  of 
either  colloids  or  alloys.  Since  so  many  factors  are  in¬ 
volved,  the  work  is  not  only  experimental,  hut  also  inven¬ 
tive.  In  order  to  meet  the  preliminary  examiner  half  way, 
the  first  claim  could  be  restricted  to  certain  metals,  such 
as,  for  example,  Zr,  V,  Cr,  and  Th.  Furthermore,  it  could 
be  formulated  so  that  the  reaction  takes  place  with  cal¬ 
cium,  at  a  high  temperature  without  pressure,  and  in  an 
atmosphere  of  inert  gas. 

•  •  •  • 

I  believe  that  it  should  be  possible  to  obtain  protection 
at  least  for  claim  4.  I  should  like  to  recommend  that  claim 
1  be  formulated  as  follows: 

1)  A  method  for  the  production  of  metals  which  can 
be  molded  in  a  cold  state,  such  as  Zv,  V,  Cv,  and  Th,  by 
bringing  the  chlorides  of  these  metals  in  a  gaseous  state 
into  reaction  with  Ca  at  a  high  temperature  in  an  atmos¬ 
phere  of  inert  gas  without  pressure,  and 

claim  4),  a  method  as  per  claims  2  and  3,  consisting  in 
[page  3  of  the  original :] 

the  turning  of  chlorides  into  gas  in  a  chamber  outside  the 
reaction  crucible,  and  in  conducting  this  gas  into  the  re¬ 
action  chamber. 

Claim  3  should  be  deleted  in  this  case,  because,  as  men¬ 
tioned  before,  chlorides  are  hygroscopic  and  the  metal  be¬ 
comes  cold-short  by  absorbing  oxygen. 

Yours  truly, 

signed  Kroll 

Carbon  copy  to:  Heraeus-Vacuumschmelze 
Enclosures:  Documents  returned. 
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Defendant's  Exhibit  No.  53 A 

[Translation] 

SIEMENS  &  HALSKE  AKTIENGESELLSCHApT 

Bl.  69455  Administrative  Building 
M-Plant  Ba/Thl.  Thl.  HVS 
June  24,  1939. 

Dr.  W.  Kroll,  Engineer, 

53  Bel’  Airstrasse, 

Luxembourg. 

Sheet  69455,  Thl/Ben. 

Patent  application  K  147,212  VI /40a. 

As  you  will  note  from  attached  copy  of  the  latest  Official 
notification,  the  examiner  contemplated  publication  of  the 
application.  We  thereupon  submitted  final  copies  based 
on  the  claims  suggested  by  the  examiner.  Included  in  the 
description  was  a  comparison  between  the  state  of  tech¬ 
nology  as  it  was  proven  to  be  [now]  and  the  technical 
progress  achieved. 

Yours  truly, 

1  enclosure. 

2007 

Dr.  Thielemann 


I 
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Defendant's  Exhibit  No.  54A 

[Translation] 

Heraeus- V acuumschmelze 
Aktiengesellschaft 

August  20, 1940. 

The  Siemens  &  Halske  A.  G., 

Patent  Department, 

Berlin-Siemensstadt. 

Patent  Department 
Dr.  Fr./Bue 

Subject:  German  patent  application  K  147  212  VI/40a, 
Dr.  Kroll. 

“Method  for  the  ma/n/ufacture  of  ductile  metals 

Enclosed  we  forward  you  a  copy  of  a  letter  written  by 
Dr.  Kroll  on  July  4, 1940. 

With  regard  to  the  question  of  the  assignment  of  the 
American  patent  No.  1986  585  to  the  International  Nickel 
Company  we  wrote  at  the  same  time  to  the  Electro-Chemical 
Department,  and  herewith  enclose  for  your  information  a 
copy  of  our  letter  to  this  department. 

Will  you  please  let  us  have  some  explanation  with  re¬ 
gard  to  the  last  paragraph  of  Dr.  Kroll ’s  letter.  For  we 
do  not  know  whether  an  application  has  been  filed  in  the 
United  States  corresponding  to  the  German  application 
K  147  212,  and  whether  Dr.  Kroll  now  intends  to  exploit 
the  German  or  the  American  patent.  We  do  not  object 
to  the  exploitation  of  the  American  patent  unless  it  includes 
the  manufacture  of  beryllium.  If  the  manufacture  of 
beryllium  is  included  we  should  have  to  ask  Dr.  Kroll 
first  to  get  in  touch  with  the  Beryllium  Corporation.  At 
least  the  Beryllium  Corporation  should  be  given  an  oppor¬ 
tunity  to  acquire  rights  in  that  part  of  an  American  patent 
which  concerns  beryllium. 
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If  Dr.  Kroll  should  intend  to  exploit  the  corresponding 
German  patent  we  would  also  agree  provided  that  a  non¬ 
exclusive  license  were  offered  us  against  payment  of  a 
moderate  number  of  royalties  for  individual  articles!  these 
royalties  being  no  higher  than  those  agreed  upon  with 
another  German  licensee.  As  far  as  is  evident  from  the 
records  which  we  have  here,  beryllium  has  been  excluded 
from  the  German  application. 

With  the  German  greeting 
and  a  Hail  Hitler! 

[stamp:]  Dr.  W.  Bohn 
per  procura :  Dr.  Frapcke 

Enclosure 

Defendant’s  Exhibit  No.  55 A 

[Translation] 

Heraeus-Vacuumsehmelze  Akt.  Ges., 

P.  0.  Box  100, 

Hanau  on  the  Main. 

PA.  Dr.  Fr/Bue.  of  August  20,  Folio  69453/70273  Am. 
Thl./Rm. 

K  147,211  (Folio  69453)  and  K  148,168  (Folio  7027^). 

Dr.  W.  Kroll,  engineer. 

We  thank  you  for  forwarding  a  communication  from  Dr. 
Kroll  in  the  last  paragraph  of  which  he  requests  authoriza¬ 
tion  to  negotiate  and  conclude  an  agreement  with  interested 
parties,  expressing  as  his  opinion  that  it  would  bb  pos¬ 
sible  to  obtain  a  price  of  $5,000.00. 

Re  your  statements  we  wish  first  to  point  out  that  the 
patent  application  in  question  is  not  the  German  application 
K  147,212  (folio  69455),  as  the  latter  concerns  the  produc¬ 
tion  of  malleable  zirconium,  hafnium,  vanadium,  chrome, 
tungsten,  uranium,  molybdenum,  tantalum,  niobium,  or 
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thorinm,  but  not  the  production  of  titanium.  The  patent 
applications  in  question  are  rather  K  147,211  (folio  69453) 
and  K  148,168  (folio  70273).  The  first  of  these  two  appli¬ 
cations  resulted  in  the  granting  of  German  Reich  Patent 
674,625  and  concerns  the  production  of  titanium  from  chlor¬ 
ide  by  a  reaction  with  calcium,  whereas  the  second  applica¬ 
tion,  respecting  which  interference  proceedings  are  pend¬ 
ing,  concerns  the  production  of  titanium  from  chloride 
through  the  addition  of  magnesium.  Corresponding  to 
these  two  applications,  a  combined  text  was  filed  in  Amer¬ 
ica,  which  resulted  recently  in  the  granting  of  patent 
No.  2,205,854.  We  received  this  patent  specification  from 
America  a  few  days  ago  and  enclose  a  photo  for  you. 

In  view  of  Dr.  Kroll’s  being  now  in  America  and  the 
[page  2  of  the  original:] 

recent  granting  of  aforesaid  American  patent,  we  suppose 
that  the  intended  utilization  does  not  refer  to  the  exploita¬ 
tion  of  the  German  rights,  but  of  those  under  the  American 
patent.  Regarding  Kroll’s  inquiry  we  agree  with  you  that 
we  have  not  only  no  objection  to  the  exploitation  of  the 
American  patent,  but  would  even  welcome  it  very  much  in¬ 
deed.  Also  respecting  the  German  patent  rights — if  they 
should  be  concerned — there  is  no  objection  to  the  exploita¬ 
tion  proposed  by  Dr.  Kroll. 

We  therefore  beg  you  to  inform  Dr.  Kroll  that  we 
authorize  him  to  negotiate  and  conclude  an  agreement 
with  interested  parties,  if  the  basis  of  $5,000.00  is  approxi¬ 
mately  observed. 

signed  Thielemann 

1  duplicate 
1  patent  specification 
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Defendant’s  Exhibit  No.  56 A 

[Translation] 

Copy  to  Department 
Electro-Chemistry 
Siemens  &  Halske  A.  G., 

Patent  Department, 

Berlin-Siemensstadt. 

1.69  453/70273 
Thl/Rm. 

September  14,  1940 

Patent  Department 

Dr.  Grue/Bue. 

I 

Subject :  K  147  211  and  K  148 168  USA 
Patent  No.  2205854 

In  compliance  with  yonr  letter  quoted  above  we  have 
written  today  to  Dr.  Kroll,  and  enclose  a  copy  of!  our 
answer  for  your  information. 

With  the  German  greeting 
Hail  Hitler! 

/s/  [illegible] 


Enclosure 
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Defendant’s  Exhibit  58A-1 

[Note:  This  is  also  a  translation  of  Def’s.  Ex.  57] 

DECISIONS 
of  the 

SUPREME  COURT 

Edited 
by  the 

Members  of  the  Court  and  the  Supreme  Court  Bar. 


Decisions  in  Civil  Cases. 

Volume  139. 

Berlin  and  Leipzig  1933 
Walter  de  Gruyter  &  Co. 
formerly  G.  J.  Goeschen  ’sche  Verlagshandlung — 

J.  Guttentag,  Verlagsbuchhandlung — Georg  Reimer — 
Karl  J.  Truebner — Veit  &  Co. 

[Page  52] 

•  •  *  • 


13.  Is  an  agreement  legally  valid  under  which  one  party 
is  to  engage  in  inventive  activities  for  the  other  party  with 
the  object  of  solving  a  problem  put  to  him,  and  where  the 
former  is  to  apply  for  a  patent  for  the  finished  invention 
in  his  own  name  with  the  effect,  however,  that  the  patent 
immediately  upon  granting  is  to  be  owned  directly  (origi¬ 
nally)  by  the  other  party? 

Patent  Act,  Section  3. 

1st  Civil  Bench.  Decision  of  November  30,  1932,  in  the 
Matter  of  B  (defendant)  v.  G  (plaintiff).  I  220/32. 

I.  District  Court,  Altona 
II.  Circuit  Court  of  Appeal,  Kiel. 

The  plaintiff  alleges  that  he  worked  in  1932  as  represent- 
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ative  for  the  Rheinische  Kunstdarmfabrik  P.-Werke,  in 
which  his  father  was  a  partner.  At  that  time  he  contacted 
the  then  student,  now  chemist,  Dr.  S.,  and  caused  him  to 
work  on  the  production  of  a  seamless  synthetic  sapsage 
casing.  Following  suggestions  of  the  plaintiff,  S.  is  al¬ 
leged  to  have  formed  the  idea  to  make  the  seamless  syn¬ 
thetic  sausage  casing  out  of  a  viscous  substance  which  was 
first  fastened  to  a  tissue  container  and  then  separated  from 
it  and  smoked.  Soon  after  tests  were  performed,  it  proved 
necessary,  according  to  the  plaintiff,  to  consult  a  techni¬ 
cian  with  regard  to  the  machinery  required,  and  tpe  de¬ 
fendant,  then  a  student  at  the  Institute  of  Technology  at 
Darmstadt,  was  engaged  for  that  purpose.  A  very  active 
exchange  of  correspondence  developed  between  the  plain¬ 
tiff  and  S.  and  the  defendant,  starting  about  the  middle  of 
1923.  At  that  time,  the  question  of  a  patent  application 
for  the  invention  was  also  discussed. 

[Page  53] 

According  to  the  allegations  of  plaintiff,  the  following  was 
agreed:  S.  and  the  defendant  were  to  develop  and  make 
ready  for  use  the  inventions  for  the  plaintiff  and  ih  ac¬ 
cordance  with  the  directions  given  by  him.  The  plaintiff 
was  to  assume  all  costs  arising  in  this  connection,  j  The 
patents  to  be  obtained  were  to  be  owned  by  the  plaintiff. 
However,  the  parties  wished  to  prevent  drawing  th^  at¬ 
tention  of  competitors  to  the  patent  applications.  This 
would,  however,  according  to  plaintiff,  have  been  the  case 
if  he  himself  had  applied  for  a  patent  on  the  invention, 
since  his  name  was  known  in  the  field  of  synthetic  sapsage 
casing  manufacture.  Therefore  it  was  decided  thatj  the 
defendant  at  first  should  apply  for  a  patent  on  the  inven¬ 
tion  in  his  name,  and  that,  in  order  to  make  the  applica¬ 
tion  entirely  inconspicuous,  it  was  to  be  made  from  Stutt¬ 
gart  instead  of  from  Darmstadt.  That  was  the  way  it  was 
finally  done. 
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At  any  rate,  two  patents,  Nos.  419  262  and  419  263,  were 
issued  to  the  defendant  on  August  20,  1925,  effective  as 
of  February  5,  1924;  the  patent  419262  for  a  process  for 
the  manufacture  of  seamless  synthetic  sausage  casings 
and  the  patent  419  263  for  a  machine  using  that  process. 

Three  letters  of  confirmation  by  the  plaintiff,  concern¬ 
ing  the  agreements  which  he  made  with  S.  and  the  defend¬ 
ant  (according  to  his  allegations  as  early  as  1923),  are  in 
the  files.  The  letter  of  January  12,  1924,  on  which  the 
defendant  noted  his  approval,  reads  as  follows  in  the 
preamble  and  the  first  three  paragraphs : 

I  herewith  confirm  to  you  the  oral  agreement  made 
between  us  concerning  the  manufacture  of  a  seamless  syn¬ 
thetic  sausage  casing,  concerning  your  share  in  its  com¬ 
mercial  exploitation,  and  concerning  your  active  coopera¬ 
tion  in  the  enterprise  to  be  established  by  me  for  the  pro¬ 
duction  and  sale  thereof : 

1.  I  shall  continue  to  furnish  the  money  necessary  for 
the  completion  of  the  synthetic  sausage  casing  and  of  the 
machines  and  apparatus  required  for  the  manufacture,  and 
also  the  [money  required  for]  fees  and  expenses  connected 
with  the  patenting.  I  furthermore  assume  on  my  own  ac¬ 
count  and  at  my  own  risk  the  commercial  exploitation  of 
the  invention;  you  shall  participate  in  the  profits  but 
there  shall  be  no  financial  obligations  of  any  kind  on  your 
part. 

[Page  54] 

2.  In  consideration  thereof,  full  title  to  the  synthetic 
sausage  casing  and  the  manufacturing  process  vests  in  me. 
The  patent  rights  or  other  protective  rights  for  which 
you  have  already  made  application  or  for  which  you  will 
apply  in  the  future  shall  be  transferred  to  me  after  the 
granting  [of  such  rights].  I  shall  also  assume  the  ex¬ 
penses  for  this. 
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3.  For  the  time  being  your  share  in  the  profits  is  fixed 
at  1  y2%  of  the  gross  turnover  of  the  merchandise.  .  .  . 

No.  5  reads  in  part  as  follows: 

You  agreed  to  collaborate  in  the  establishment  6f  the 
enterprise  insofar  as  the  technical  aspects  are  concerned. 
Furthermore  you  will  take  over  the  position  of  a  techni¬ 
cal  manager  when  the  enterprise  becomes  operative.  .  .  . 

i 

No.  6  provides  inter  alia : 

In  your  capacity  as  technical  manager  you  shall  receive, 
independently  of  your  share  in  the  profits,  a  salary  in  the 
amount  stipulated  in  the  collective  wage  agreement  for 
chief  engineers  plus  25%. 

Furthermore,  the  letter  contains  provisions  concerning 
the  duration  of  the  employment  relationship,  a  competi¬ 
tion  clause  in  case  of  termination  of  the  employment,  etc. 

I 

Similarly,  the  relationship  of  the  plaintiff  to  S.  is  regu¬ 
lated  in  two  letters  of  confirmation  of  February  27  and 
March  17,  1924,  which  were  sent  by  the  plaintiff  to  S. 
and  which  he  received  back  confirmed  by  the  latter.! 

The  enterprise  developed  unfavorably,  because  so  far 
the  necessary  strength  of  the  synthetic  sausage  casing 
could  not  be  attained.  The  enterprise  established  by  the 
plaintiff  in  Hamburg  finally  had  to  close  down.  By  letters 
of  June  17  and  18,  1926,  the  defendant  declared  his  [with¬ 
drawal  from  the  agreements  of  January  12,  1924.  As  of 
January  17,  1927,  he  assigned  the  two  patents  to  the  B., 
Sch.  &  Co.  in  Altona,  a  simple  partnership  (in  whidh  he 
was  a  partner). 

By  the  complaint  the  plaintiff  demands  assignment  to 
him  of  the  two  patents  No.  419  262  and  419  263,  an  account¬ 
ing,  and  damages  for  the  injury  sustained  by  hint  due 
to  the  unauthorized  use  of  the  patents  [by  defendant] . 


I 
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The  defendant  denied  the  facts  alleged  by  the  plaintiff 
and  claimed  to  be  the  sole  inventor.  According  to  him, 
the  oral  agreements  alleged  by  plaintiff  had  been  merely 

[Page  55] 

negotiations  which  were  not  binding,  and  from  which  a 
contractual  relationship  could  not  be  inferred.  The  alle¬ 
gations  of  plaintiff  concerning  his  direct  and  immediate 
acquisition  of  the  patents  were  not  true.  He  (defendant) 
had  never  had  the  intention  to  give  up  his  rights  as  an 
inventor  without  compensation.  A  contract  was  only  ar¬ 
rived  at  on  January  12,  1924,  pursuant  to  the  letter  of 
confirmation  of  that  date.  Under  that  contract  he  was 
bound  to  assign  the  patents  only  in  conjunction  with  the 
obligations  which  plaintiff  had  assumed  therein.  The 
plaintiff,  however,  did  not  fulfill  these  obligations;  in 
particular,  he  did  not  furnish  the  necessary  capital  for 
the  improvement  of  the  invention.  For  that  reason,  he 
(defendant)  had  the  right  to  rescind  the  contract.  Fur¬ 
thermore,  he  argued,  he  had  a  right  of  retention,  because 
he  had  received  neither  the  salary  nor  the  sales  commis¬ 
sion  agreed  upon. 

The  District  Court  dismissed  the  complaint.  The  Circuit 
Court  of  Appeals  decided  in  accordance  with  the  amended 
complaint,  ordering  defendant  to  furnish  plaintiff  the  for¬ 
mal  declarations  necessary  for  the  change  in  the  recording 
of  the  two  patents  (which  was  necessary  in  view  of  the 
recording  of  the  patents  in  the  name  of  B.,  Sch.  &  Co.). 
In  addition,  the  defendant  was  held  liable  for  an  account¬ 
ing  and  in  damages. 

Defendant’s  appeal  on  points  of  law  was  denied. 
Excerpt  from  Opimion: 

The  appellate  court  infers  from  the  total  substance  of 
the  exchange  of  correspondence  which  was  submitted  and 
from  the  other  evidence  that  the  plaintiff  was  “to  be  re- 
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garded  solely  as  principal  and  mandator”  It  further 
states:  Accordingly  the  plaintiff  would  “actually”  have 
had  the  right  to  “title”  to  the  patents  to  be  obtained 
However,  the  acts  of  the  parties  were  not  in  accordance 
with  this  legal  situation ;  in  other  words,  it  was  not  agreed 
that  the  plaintiff  should  have  the  future  patents  directly, 
without  anything  further,  but  an  agreement  was  made 
whereby  he  was  to  have  merely  a  claim  to  an  assignment, 
because  the  parties  did  not  wish  to  draw  the  attention  of 
competitors  to  the  name  of  the  plaintiff.  The  legal  rela¬ 
tionship  between  the  parties  is  to  be  regarded  as  a  con¬ 
tract  for  the  conduct  of  business  affairs  [Geschaftstjeso- 
gung],  and  in  view  of  the  role  of  the  defendant  as  ap¬ 
plicant  it  constitutes 

[Page  56] 

a  fiduciary  relationship  in  the  wider  sense  of  the  term. 
The  defendant  was  to  appear  only  to  third  parties  as 
owner  of  the  patent;  as  between  the  parties  the  plaintiff 
was  intended  to  be  the  owner  of  the  patent.  It  need  not 
be  decided  whether  the  defendant  had  a  right  to  rescin^  the 
contract.  The  fiduciary  relationship  had  remained  iri  ef¬ 
fect  even  thereafter,  and  with  it  the  obligation  of  defend¬ 
ant  to  assign  the  patents.  Therefore  all  that  was  left  to 
examine  was  the  right  of  retention  which  defendant  as¬ 
serts.  But  in  this  respect  the  defendant  had  not  adduced 
any  facts  supported  by  evidence.  .  .  .  (explaining  this 
point.)  The  claim  for  an  accounting  was  based  on  the 
fiduciary  relationship,  also  the  claim  for  recognition  of  the 
right  to  damages,  because  the  defendant,  in  violation  of  his 
fiduciary  duties,  had  disposed  of  the  property  entrusted 
to  him,  consequently  had  been  guilty  of  an  affirmative 
breach  of  contract,  and  also  because  he  had  defaulted  when 
he  had  not  surrendered  the  patents  in  spite  of  demand  ipade 
therefor. 

We  concur  with  the  result  [reached  by  the  Circuit  Cc^urt 
of  Appeals]  but  not  in  all  points  of  the  legal  reasoning 
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of  the  opinion.  In  the  first  place  the  lower  court  was 
correct  in  proceeding  on  the  assumption  that  an  agree¬ 
ment  is  permissible  and  legally  valid  whereby  a  person 
obligates  himself  to  make  inventions  for  another  in  a 
specially  defined  field  and  to  apply  for  a  patent  on  any 
such  future  invention  with  the  effect  that  the  patent 
shall  belong  at  once  and  without  any  further  act  to  the 
other  as  soon  as  the  patent  has  been  granted.  This  has 
long  been  recognized  by  the  courts  and  the  writers  Piei- 
zcker,  Patentgesetz  [1929],  p.  211,  Sec.  3  Note  40  No.  2; 
Seligsofon,  Patentgesetz,  7th  Ed.  [1932],  p.  106,  Sec.  3 
Note  23;  Burlage  in  Markenschutz  und  Wettbewerb  XVII, 
p.  40;  Decisions  of  Supreme  Court,  vol.  84  p.  49  [53] ;  de¬ 
cisions  of  Supreme  Court  of  15  February  1913  in  Marken- 
schutz  und  Wettbewerb  XII,  p.  504,  and  of  28  March  1917 
in  Markenschutz  und  Wettbewerb  XVTII,  p.  55).  The  con¬ 
tractual  relationship  upon  which  such  agreements  are  based 
may  vary  considerably.  It  may  be  a  contract  for  services 
[Dienstvertrag].  It  may  also  be  a  contract  for  work 
[Werkvertrag],  for  instance,  where  in  the  course  of  the 
execution  of  an  order  for  a  specific  piece  of  work  it  ap¬ 
pears  necessary  for  the  maker  to  engage  in  some  inventive 
activity.  Nothing  much  is  gained  by  characterizing  the 
contract  as  a  Geschaeftsbesorgung,  because  the  rules  of 
agency  applicable  in  that  case  are  hardly  of  any  signifi¬ 
cance  for  the  questions  to  be  decided.  Moreover,  it  ap¬ 
pears  doubtful,  but  need  not  be  decided  here,  whether  the 
pure  inventive  activity  to  which  defendant  agreed 
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fulfills  the  requirements  of  the  concept  of  Geschaefts¬ 
besorgung.  Likewise  an  approach  to  the  legal  problem 
from  a  property  point  of  view  (‘ 1  title ”  to  the  invention) 
must  be  rejected  as  inappropriate  (Supreme  Court  deci¬ 
sion  of  8  June  1932  in  Markenschutz  und  Wettbewerb 
XXXII,  p.  390).  Finally,  a  partnership  or  similar  con¬ 
tract  is  also  out  of  the  question.  .  .  .  (Here  a  decision 
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rendered  by  the  Supreme  Court  in  a  previous  action  is 
discussed.)  The  decisive  point  is  the  finding  of  the  pourt 
of  Appeals,  based  upon  the  evidence,  that  plaintiff  was 
the  person  for  whom  the  defendant  was  to  engage  in 
inventive  activities  and  for  whom  he  was  to  acquire  the 
patents.  The  lower  court  also  assumes  that  “actually” 
the  plaintiff  could  and  was  meant  to  acquire  the  patent 
directly  and  immediately.  It  concludes,  however,  that  the 
agreement  to  cloak  the  actual  ownership  and  its  execution 
defeated  this  result.  In  a  different  context,  on  the  other 
hand,  it  states — in  contradiction  to  that  conclusion — that 
as  between  the  parties  the  plaintiff  was  intended  to  have 
title  to  the  patent  from  the  beginning  and  that  all  he  re¬ 
quired  was  a  “formal”  right  insofar  as  outsiders  were 
concerned.  The  latter  view  is  the  only  correct  one.  If  the 
parties  agreed  upon  the  legal  result  of  immediate  acqui¬ 
sition  of  the  patents  by  plaintiff,  they  were  free  to  permit, 
for  reasons  which  made  it  seem  expedient  to  them,  the 
defendant  to  act  as  the  first  applicant  and  as  patentee, 
without  being  compelled  thereby  to  abandon  their  inten¬ 
tion  that  plaintiff  was  to  acquire  the  patent  directly  and 
immediately  upon  its  being  granted.  Just  as  the  acquisi¬ 
tion  of  a  patent  right  does  not  depend  on  a  change  off  the 
entry  in  the  Patent  Register  or  on  delivery  of  the  patent 
certificate,  likewise  the  validity  of  an  agreement  as  itj  was 
made  here  does  not  depend  upon  whether  the  patent  is 
issued  immediately  in  the  name  of  the  person  actually  en¬ 
titled  to  it.  In  the  present  case,  only  a  question  of  legal 
interpretation  is  involved,  i.e.  a  question  with  regard  to 
which  this  Court  may  review  and  correct  the  decision  of 
the  lower  court 

If  one  proceeds  on  this  basis,  everything  else  follows 
naturally.  The  legal  result  that  the  plaintiff  waq  the 
person  actually  entitled  to  the  two  patents  was  not 
affected  by  the  rescission  by  defendant.  This  legal  result 
had  long  become  effective  and  remained  effective  in  any 
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case,  even  if  the  rescission  had  been  justified.  Then  it 
follows  that  the  duty  of  defendant 

[Page  58] 

to  see  to  it  that  plaintiff  appeared  as  the  true  owner  to 
the  outside  world  remained  in  effect.  This  may  very 
well  be  explained  in  legal  terms,  as  the  lower  court  did, 
as  the  legal  result  of  a  sort  of  continuing  fiduciary  rela¬ 
tionship.  Said  duty,  after  all,  was  a  performance  owed 
by  defendant,  and  according  to  the  general  rule  of  Sec. 
273  of  the  Civil  Code  the  latter  would  be  entitled  to  ex¬ 
ercise  a  right  of  retention  with  regard  to  any  obligations 
of  the  plaintiff  arising  out  of  the  same  legal  relationship. 
The  lower  court  was  therefore  correct  in  examining  merely 
the  allegations  maintained  or  newly  asserted  by  defendant 
in  this  connection  on  appeal.  For  good  reasons,  which 
will  be  referred  to  again  in  the  discussion  of  appellant’s 
arguments,  it  came  to  the  conclusion  that  there  are  no 
conclusive  assertions  of  such  counterclaims.  .  .  .  (There 
follows  a  detailed  explanation,  together  with  a  discussion 
of  the  assignments  of  error). 

•  •  •  • 

Deft’s .  Cross-CompU.  Ex.  No.  1 

NON-EXCLUSIVE  LICENSE  AGREEMENT 

This  agreement,  entered  into  this  10th  day  of  May, 
1949,  by  and  between  WILLIAM  J.  KROLL,  of  Albany, 
Oregon  hereinafter  referred  to  as  KROLL),  and  E.  I.  DU 
PONT  DE  NEMOURS  AND  COMPANY,  a  corporation 
of  Delaware,  with  its  principal  place  of  business  at  Wilm¬ 
ington,  Delaware  (hereinafter  referred  to  as  DU  PONT) ; 

WITNESSETH  THAT, 

WHEREAS,  KROLL  is  the  inventor  of  a  Method  for 
Manufacturing  Titanium  and  Alloys  Thereof  more  particu- 
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larly  claimed  in  United  States  Letters  Patent  No.  2,205,854, 
dated  Jnne  25,  1940;  and  is  the  owner  of  the  following 
United  States  patent  applications: 

Serial  Number  Filed  For 

578,540  Feb.  17,  1945  Method  of  Producing 

Titanium  Alloys 

578,542  Feb.  17,  1945  Vacuum  Distillation 

Purification  and 

i  * 

Agglomeration  of 
Titanium  Metal  Powder 

and 

WHEREAS,  the  Alien  Property  Custodian  of  the 
United  States,  under  Vesting  Order  No.  670,  dated  Jan¬ 
uary  18,  1943,  has  seized  said  Patent  2,205,854  and  all 
rights,  title  and  interests  therein ;  and 

WHEREAS,  the  Office  of  Alien  Property  Custodian, 
under  date  of  January  29, 1948,  pursuant  to  Vesting  Order 
No.  10544,  has  also  seized  all  rights  and  interests  created 
in  Siemens  and  Halske  Aktiengesellschaft  of  Berlin,  Ger¬ 
many,  by  virtue  of  an  agreement  dated  March  26,  1934, 
between  said  KROLL  and  said  Siemens  and  Halske,  which 
agreement,  among  other  things,  relates  to  said  Patent 
2,205,854;  and 

WHEREAS,  KROLL,  on  November  30,  1948,  filed  suit 
in  the  District  Court  of  the  United  States  for  the  District 
of  Columbia  (being  Civil  Action  No.  4845-48,  entitled 
“William  (or  Wilhelm)  J.  Kroll,  plaintiff,  vs.  Alien  prop¬ 
erty  Custodian  of  the  United  States,  defendant”)  in  which 
he  seeks  an  order  from  that  Court  for  the  return  of  i  title 
to  and  the  reinvestment  in  him  of  all  exclusive  rights  Under 
said  Patent  2,205,854,  free  and  clear  of  any  rights  nji  the 
Alien  Property  Custodian  as  well  as  for  the  cancellation 
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of  any  and  all  licenses  which  said  Custodian  may  have 
'issued  under  said  patent  by  virtue  of  said  seizures;  and 

WHEREAS,  DU  PONT  desires  to  obtain  and  KROLL 
is  willing  to  grant  to  DU  PONT,  subject  to  the  conditions 
and  for  the  considerations  hereinafter  set  forth,  a  non¬ 
exclusive  license  under  the  aforesaid  U.  S.  Letters  Patent 
and  applications  therefor; 

NOW,  THEREFORE,  in  consideration  of  the  premises 
and  of  the  payment  by  DU  PONT  to  the  said  KROLL  of 
the  sums  as  provided  for  in  Article  II  hereof  and  of  the 
mutual  promises,  covenants  and  undertakings  contained 
herein,  the  parties  hereto  have  agreed  as  follows : 

I. 

KROLL  hereby  grants  to  DU  PONT  a  non-exclusive  li¬ 
cense  under  said  U.  S.  Letters  Patent  No.  2,205,854  and 
said  U.  S.  applications,  Serial  Nos.  578,540  and  578,542,  to 
manufacture  titanium  metal  in  accordance  with  any  pro¬ 
cess  disclosed  in  said  patent  or  applications  or  which  is 
covered  by  a  claim  or  claims  of  said  patent  or  of  any  patent 
which  may  issue  as  a  result  of  said  applications.  The 
licenses  herein  granted  shall,  unless  sooner  terminated  as 
provided  for  hereinafter,  continue  throughout  the  full  term 
of  said  letters  patent  or  any  reissue  thereof,  or  of  any 
patent  or  reissue  resulting  from  said  applications. 

n. 

1.  The  license  granted  herein  to  DU  PONT  under  the 
United  States  patent  applications  identified  in  Article  I 
hereof  shall  be  royalty-free. 

2.  DU  PONT,  for  the  license  granted  to  it  under  said 
U.  S.  Patent  2,205,854,  shall  pay  to  KROLL  for  all  titanium 
which  it  shall  use  or  sell  and  manufacture  hereunder  in 
accordance  with  a  process  claimed  in  said  Patent  2,205,854 
the  following  royalties: 


(a)  At  the  time  this  license  shall  be  executed,  a  sum 
amounting  to  Five  Per  Cent  (5%)  of  the  value,  at  Five 
Dollars  ($5.00)  per  pound,  of  titanium,  in  sponge,1  powder 
and  ingot  form,  so  produced; 

(b)  From  and  after  the  date  of  execution  of  thib  agree¬ 
ment,  a  royalty  per  annum  equal  to : 

(1)  Five  Per  Cent  (5%)  of  the  gross  sales  pric^  of  the 
first  50,000  pounds  of  titanium,  in  sponge,  powder1  and  in¬ 
got  form,  so  produced; 


(2)  Three  Per  Cent  (3%)  of  the  gross  sales  jirice  on 
the  next  50,000  pounds  of  titanium,  in  sponge,  powder  and 
ingot  form,  so  produced ;  and 

(3)  One  Per  Cent  (1%)  of  the  gross  sales  price  on  all 
titanium,  in  sponge,  powder  and  ingot  form,  in  excess  of 
100,000  pounds,  so  produced. 

By  the  term  “gross*  sales  price”  is  meant  th£  price 
charged  to  the  customer  irrespective  of  all  deductions  and 
discounts  or  trade  allowances  granted  the  customer. 


Products  shall  be  considered  sold  and  subject  to 
accounting  when  billed  out  to  the  customer. 


royalty 


Sponge,  powder  and  ingot  products  transferred  inter¬ 
departmentally  or  intra-Company  for  use  by  the  depart¬ 
ment  or  Company,  and  not  for  resale  as  sponge,  powder 
or  ingot  to  the  public,  shall  be  accountable  for  payment  of 
royalty  at  the  time  of  such  transfer  and  at  the  regular 
price  charged  to  the  public  for  the  same  product. 

Where  ingot  metal  is  fabricated  in  accordance  with  the 
process  of  Claim  13  of  said  Patent  2,205,854,  the  Royalty 
due  shall  be  paid  on  the  basis  of  the  sales  price  of  ^he  re¬ 
sulting  fabricated  metal. 

The  royalties  provided  for  in  this  Article  II  sfiall  be 
computed  quarterly  as  of  the  first  day  of  January,  April, 
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J uly  and  October  for  the  preceding  quarter,  and  the  amount 
of  titanium  manufactured  and  used  or  sold  hereunder  by 
DU  PONT  during  each  quarter  shall  be  reported  to 
KROLL,  accompanied  by  a  check  for  the  royalties  due 
thereon  not  later  than  thirty  (30)  days  after  the  end  of 
the  quarter  to  which  the  report  relates. 

DU  PONT,  during  the  existence  of  this  license,  shall 
keep  full  and  accurate  records  with  respect  to  its  manu¬ 
facture,  use  and  sale  of  titanium  subject  to  royalties  here¬ 
under,  said  records  to  be  in  sufficient  detail  to  enable  the 
royalties  payable  hereunder  to  be  determined,  and  agrees 
to  permit  such  records  to  be  examined  by  a  Certified  Public 
Accountant  in  behalf  of  KROLL  from  time  to  time  during 
business  hours  and  to  the  extent  required  to  verify  the 
records  and  payments  herein  provided  for. 

It  is  expressly  understood  and  agreed  between  the  par¬ 
ties  hereto,  anything  otherwise  herein  notwithstanding, 
that  the  royalty  payments  from  DU  PONT  to  KROLL 
provided  for  in  Paragraph  2(b)  of  this  Article  II  shall 
not  commence  nor  shall  any  such  royalties  accrue  or  be¬ 
come  due  and  payable  from  DU  PONT  hereunder,  unless 
and  until  the  aforesaid  litigation  between  KROLL  and  the 
Alien  Property  Custodian  shall  have  been  finally  termi¬ 
nated  in  KROLL ’S  favor,  with  title  to  and  all  exclusive 
licensing  rights  under  said  U.  S.  Patent  2,205,854  having 
been  finally  adjudged  and  decreed  as  residing  in  KROLL 
only,  to  the  exclusion  of  any  interest  existing  in  said 
patent  in  the  Alien  Property  Custodian  or  Office  of  Alien 
Property,  as  the  case  may  be. 

It  is  further  understood  and  agreed  that  in  consider¬ 
ation  of  the  payment  on  the  execution  of  this  agreement 
by  DU  PONT  to  KROLL  of  the  royalty  sum  provided  for 
in  Paragraph  2(a)  of  this  Article  II,  KROLL  hereby 
agrees  to  waive  all  claims  for  profits  and  damages  other¬ 
wise  collectible  by  him  from  DU  PONT  by  reason  of 
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the  past  infringement,  if  any,  by  DU  PONT  of  said  U.  S. 
Patent  2,205,854. 

III. 

If,  at  any  time  during  the  life  of  this  agreement,  itROLL 
shall  grant  a  license  under  said  U.  S.  Patent  2,205,854  to 
another  party  or  parties  and  shall  charge  therefor  a  Royalty 
lower  in  rate  than  the  royalty  terms  provided  for  herein, 
then  the  royalty  imposed  hereunder  shall  be  immediatly 
reduced  to  correspond  to  the  more  favorable  rate  or  rates 
granted  to  such  other  party  or  parties;  and  thereupon, 
DU  PONT  from  and  after  the  effective  date  whin  said 
lower  royalty  basis  is  established  for  said  other  p^irty  or 
parties  shall  be  entitled  to  make  its  further  royalty-  pay¬ 
ments  hereunder  on  the  basis  of  such  more  favorably,  lower 
royalty  terms.  Should  KROLL  grant  to  another  jj>arty  a 
license  under  said  U.  S.  Patent  2,205,854  containing  terms 
that  DU  PONT  deems  more  advantageous  than  th^  terms 
herein  granted  to  it,  then  DU  PONT,  at  its  option,  shall 
be  entitled  to  have  this  agreement  modified  to  include  such 
more  advantageous  terms. 

•  ! 

In  the  event  that  DU  PONT  shall  fail  to  perform  any 
of  the  stipulations  or  provisions  of  this  agreement  required 
to  be  performed  by  it  and  shall  fail  to  remedy  such  default 
within  thirty  (30)  days  after  written  notice  from  KROLL 
shall  have  the  right  and  option  at  any  time  to  terminate 
this  license  by  so  notifying  DU  PONT  in  writing.  Any 
cancellation  of  this  agreement  effected  in  accordance  with 
the  terms  of  this  Article  shall  not,  however,  relieve  DU 
PONT  from  the  payment  of  any  royalties  due  to  KfeOLL 
up  to  the  date  of  such  cancellation,  or  from  any  royalties 
upon  titanium  manufactured  hereunder  up  to  the  date  of 
such  cancellation  and  thereafter  used  or  sold. 
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V. 

DU  PONT  shall  have  the  right  to  cancel  this  agree¬ 
ment  at  its  option  upon  giving  ninety  (90)  days’  previous 
written  notice  to  KROLL.  Any  such  cancellation,  how¬ 
ever,  shall  not  relieve  DU  PONT  from  the  payment  of  any 
royalties  due  hereunder  up  to  the  date  of  cancellation. 

VI. 

In  the  event  the  said  U.  S.  Patent  2,205,854  is  infringed 
by  others,  KEOLL  agrees  that  he  will  within  six  (6) 
months  after  due  notice  of  such  infringement  has  been 
received  from  DU  PONT  take  necessary  legal  action  to 
stop  such  infringement,  and  agrees  that  in  the  event  such 
necessary  legal  action  is  not  instituted  and  diligently 
prosecuted,  DU  PONT  may  withhold  the  royalties  due 
until  such  action  and  prosecution  is  taken,  whereupon 
royalty  payments  are  to  be  resumed  by  DU  PONT  with 
full  payment  to  date  of  that  withheld. 

In  the  event  the  legal  action  shall  result  in  a  final  de¬ 
cree  invalidating  the  patent,  DU  PONT  at  its  option  may 
terminate  this  agreement  with  full  payment  of  royalties 
due  up  to  the  date  of  the  final  decree. 

vn. 

Any  notice,  payment  or  communication  to  be  given 
KROLL  hereunder  shall  be  sent  by  mail  to  the  following 
address : 

Dr.  "William  or  Wilhelm  J.  Kroll 
P.  0.  Box  151 
Albany,  Oregon 

unless  KROLL  shall  otherwise  subsequently  notify  DU 
PONT  in  writing. 

Any  notice,  payment  or  communication  to  be  given 
DU  PONT  hereunder  shall  be  sent  by  mail  to  the  follow¬ 
ing  address: 


E.  I.  du  Pont  de  Nemours  &  Co. 

10th  and  Market  Streets 
Wilmington,  Delaware 

nnless  DU  PONT  shall  otherwise  subsequently 
KROLL  in  writing. 

VIII. 


notify 


This  agreement  and  the  license  herein  granted  shall 
be  binding  upon  and  inure  to  the  benefit  of  KROLL,  his 
heirs  and  assigns,  and  shall  be  binding  upon  an<i  inure 
to  the  benefit  of  DU  PONT,  its  successors  and  ihe  as¬ 
signs  of  substantially  its  entire  business  relating  to  the 
subject  matter  hereof,  but  otherwise  shall  not  be  assign¬ 
able. 

IX. 

This  written  license  embodies  all  of  the  understandings 
and  agreements  between  the  parties  hereto  concerning  the 
license  herein  granted,  there  being  no  other  previous  or 
contemporaneous  understandings  or  agreements,  oral  or 
written,  between  the  parties  on  the  foregoing  subject. 

IN  WITNESS  WHEREOF,  the  parties  hereto  have 
executed  this  instrument,  in  duplicate,  DU  PONT ’S  ex¬ 
ecution  being  effected  by  its  respective,  duly-authorised  of¬ 
ficers,  with  its  corporate  seal  being  hereunto  affixed  as  of 
the  day  and  year  first  above  wirtten. 

/s/  William  J.  Kroll 
William  J.  Kroll 
E.  I.  duPont  de  Nemours  and 
Company, 

By  (sgd)  F.  H.  Weismuller 
General  Mgr.,  Pigment^  Dept. 
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Def&ndcmt’s  Exhibit  58  P-1 

TRANSLATION 
THE  GERMAN  CIVIL  CODE 

with  Special  Reference  to 
The  Decisions  of  The  Supreme  Court 
with  Comments  by 

Dr.  Busch,  Erler,  Dr.  Lobe,  Michaelis,  Oegg, 

Sayn,  Schliewen  and  Seyffarth 
Associate  Justices  and  Presiding  Justices  of  the  Supreme 

Court 

Sixth  Revised  Edition 
Vol.  I: 

General  Part.  Law  of  Obligations  I  (General  Part) 

Prepared  bv 

Dr.  Busch,  Oegg,  Sayn  (General  Part) 

Michaelis  (Law  of  Obligations) 

Berlin  and  Leipzig  1928 
Walter  de  Gruyter  &  Co. 

formerly  C.  J.  Goschen’s  Publishing  House — J.  Guttentag, 
Publishers — Georg  Reimer — Karl  J.  Triibner — Veit  &  Co. 

[Page  507,  lower  half] 

§315 

If  the  performance  is  to  be  determined  by  one  of  the 
contracting  parties,  it  is  to  be  presumed,  in  case  of 
doubt,  that  the  determination  is  to  be  made  in  an  equitable 
manner. 

The  determination  is  made  by  declaration  to  the  other 
party. 

If  the  determination  is  to  be  made  in  an  equitable  man¬ 
ner,  the  determination  made  is  binding  upon  the  other 
party  only  if  it  is  in  accordance  with  equitable  considera- 
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tions.  If  it  is  inequitable  the  determination  is  ma|de  by 
judicial  decision ;  the  same  rule  applies  if  the  determination 
is  delayed. 

1.  In  general  it  is  essential  for  the  valid  creation  of  a 
legal  obligation  that  the  performance  to  be  made  is  de- 
terrrwned 1  (§241  Note  1,  at  end).  Where  determination 
of  the  performance  is  left  to  the  arbitrary  discretion  of 
the  obligor  no  binding  contract  comes  into  existence  ([Deci¬ 
sions  of  Supreme  Court,  vol.  40,  p.  199 ;  Warneyer  1913, 
p.  221) ;  an  agreement  leaving  the  performance  to  the 
arbitrary  discretion  of  the  obligee  would  constitute  ai  legal 
transaction  contra  bonos  mores  (§  138),  see  Note  3.  'V^ithin 
these  limitations,  however,  determmability  of  the  perform¬ 
ance  is  sufficient,  i.e.  if  the  contract  furnishes  reference 
to  a  certain  yardstick  for  the  determination  to  be  made, 
so  that  not  everything  is  left  to  arbitrariness.  It  i^  suf¬ 
ficient,  e.g.,  that  reference  is  made  to  a  certain  event!  such 
as  the  daily  quotation  of  stocks  and  bonds  or  the  daily 
market  price  of  a  merchandise,  from  which  the  determi¬ 
nation  can  be  derived  (decision  of  Supreme  Court  in  Juris- 
tische  Wochenschrift  1912,  p.  73  Nr.  13;  Gruchot  vol.  56, 
p.  917;  Decisions  of  Supreme  Court,  vol.  104,  p.  116). 
Determinability  may  also  be  provided  for  by  an  Agree¬ 
ment  that  determination  is  to  be  made  by  a  person,  Either 
a  party  to  the  contract  or  a  third  party .  §§  315  to  319  are 
concerned  with  these  latter  cases  only ;  §§  315  and  316  deal 
with  a  case  where  determination  is  to  be  made  by  a  party 
to  the  contract,  §§  317  to  319  deal  with  a  case  where 

[Beginning  of  page  508] 

determination  is  to  be  made  by  a  third  party. — Other  poses 
in  which  determinability  is  involved:  The  performance 
is  not  determinable  where  for  instance  the  parties  have 
agreed  that  neither  party  shall  be  permitted  to  sell  his 

1  Translator's  note:  Emphasis  in  the  original  throughout  this 
translation. 
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land  without  the  consent  of  the  other,  without  providing 
a  clue  as  to  the  conditions  under  which  consent  may  be 
refused  (Decision  of  Supreme  Court  March  1,  1913,  V 
401/12).  On  the  other  hand  the  required  determinability 
is  not  lacking  where  one  party  to  an  agreement  obligates 
himself  to  participate  in  a  corporation  in  a  defined  manner 
by  contributing  to  the  assets  of  the  corporation  a  hotel 
belonging  to  him,  if  and  when  the  corporation  is  formed, 
provided  that  the  formation  of  the  corporation  is  free  of 
legal  defects  (Decisions  of  Supreme  Court,  vol.  85,  p.  289; 
vol.  41,  p.  282).  Sufficient  determinability  also  exists  where 
in  an  offer  to  make  a  contract  or  in  a  sales  contract  it 
is  agreed  that  the  offeree  or  the  other  party  shall  have 
the  right  to  name  another  person  as  purchaser;  in  such 
case  the  contract  is  concluded  with  the  offeree  or  the  other 
party  itself,  and  the  latter  have  merely  the  right  to  sub¬ 
stitute  another  party  by  assigning  to  it  the  right  under 
the  contract  (Decisions  of  Supreme  Court,  vol.  20,  p.  37 ; 
vol.  24,  p.  66;  Gruchot,  vol.  48,  p.  238).  See  also  §145 
Note  1. — Likewise  it  is  sufficient  for  the  entry  in  the  Land 
Register  of  a  caution  respecting  the  transfer  of  land  that 
the  object  of  the  transfer  is  determinable  (Decisions  of 
Supreme  Court  of  November  12,  1913,  V  216/13;  Febru¬ 
ary  28,  1914,  V  437/13).— §§  315  to  319  are  based  on  the 
premise  that  an  agreement  has  been  made  as  to  the  man¬ 
ner  in  which  the  performance  is  to  be  determined;  other¬ 
wise,  in  case  of  doubt,  a  contract  has  not  been  concluded 
at  all  (§154,  para.  1;  Decisions  of  Supreme  Court,  vol.  90, 
p.  28).  Where  a  contract  has  been  concluded  but  the  de¬ 
termination  of  the  performance  has  been  reserved  to  sub¬ 
sequent  agreement,  the  performance  must  be  determined 
by  analogous  application  of  §§  315  et  seq.  and,  if  an 
agreement  is  not  reached,  by  judicial  decision  (decision 
of  Supreme  Court  in  Warneyer  1914,  No.  325). 
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QUESTIONS  PRESENTED 

The  Trial  Court  having  recognized  in  its  Judgment 
that  an  agreement  on  the  amount  of  royalty  is  required 
by  the  1934  contract  before  the  license  becomes  a  com¬ 
pleted  license  contract  and  that  the  parties  thereto  had 
not  made  such  agreement  to  complete  the  license  contract 
at  a  date  prior  to  the  seizure  ol  the  enemy  alien ’s  prop¬ 
erty  rights  in  the  1934  contract,  is  in  clear  error: — 

(a)  in  holding  that  the  enemy  alien  held  a  completed 
license. 

(b)  in  holding  that  this  incomplete  license  is  a  present 
right  or  interest  in  the  property  here  in  issue  (U.  S. 
Patent  No.  2,205,854). 

(c)  in  holding  that  Defendant  under  Vesting  Order 
No.  10,544  can  and  has  seized  this  incomplete  license  con¬ 
tract  and  the  non-transf err  able  right  to  complete  this  li¬ 
cense  contract  held  by  the  enemy  alien  under  the  1934 
contract. 

(d)  in  holding  that  Defendant,  a  stranger  to  the  1934 
contract,  can  now  complete  this  incomplete  license  which 
the  enemy  alien  failed  to  complete  and  deliberately  left 
uncompleted  and  which  the  enemy  alien  only  can  com¬ 
plete. 

(e)  in  holding  that  the  U.  S.  District  Court  has  the 
power  to  complete  the  incomplete  license  which  the  enemy 
alien  failed  to  complete  and  deliberately  left  uncompleted 
and  which  the  enemy  alien  only  can  complete  and  which 
Defendant  cannot  seize  until  it  has  been  completed  by  the 
parties  to  the  1934  contract. 
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No.  11,150 
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William  (or  Wilhelm)  J.  Kroll, 


Appellee. 


Appeals  from  the  United  States  District  Court  f6r 
the  District  of  Columbia. 


BRIEF  FOR  PLAINTIFF-APPELLANT. 

This  is  an  appeal  by  the  plaintiff-appellant  from  the 
judgment  of  the  U.  S.  District  Court  for  the  Distrhjrt; 
of  Columbia  in  an  action  brought  by  plaintiff  under  the 
provisions  of  Section  9  (a)  of  the  Trading  With  the 
Enemy  Act  to  recover  the  entire  right,  title  and  interei^t 
in  and  to  U.  S.  Patent  No.  2,205,854  now  held  by  defend¬ 
ant  under  Vesting  Order  No.  670. 
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Statement  of  the  Case. 

Plaintiff  in  this  suit  is  a  non-enemy  alien  citizen  of 
Luxembourg,  who  became  a  resident  of  the  United  States 
early  in  1940  just  prior  to  enemy  occupation  of  Luxem¬ 
bourg  and  has  since  resided  here. 

Defendant  is  the  successor  to  the  Alien  Property  Cus¬ 
todian. 

U.  S.  Patent  No.  2,205,854  issued  in  1940  to  plaintiff, 
as  the  inventor  and  sole  owner  of  the  entire  right,  title 
and  interest  of  the  patent,  and  as  a  non-enemy  alien 
citizen  of  Luxembourg,  shortly  after  plaintiff  arrived  in 
this  country. 

Defendant  under  Vesting  Order  No.  670  seized  the 
entire  right,  title  and  interest  of  plaintiff  in  this  said 
patient  in  1943  as  the  property  of  a  non-enemy  alien 
citizen  of  an  enemy  occupied  country. 

Plaintiff,  after  enemy  occupation  of  Luxembourg  had 
ceased,  duly  filed  a  claim  with  defendant  for  a  return 
of  the  entire  right,  title  and  interest  in  and  to  this  patent, 
which  claim  was  denied  by  defendant  on  the  grounds 
that  defendant  by  virtue  of  Vesting  Order  No.  10,544 
had  acquired  in  1948  certain  alleged  license  rights  under 
this  said  patent. 

Under  said  Vesting  Order  No.  10,544  defendant  seized 
“all  rights  and  interests”  held  by  Siemens-Halske,  A.  G. 
(a  German  corporation),  under  a  certain  contract  dated 
1934  between  plaintiff  and  said  Siemens-Halske,  A.  G. 

Whereupon  plaintiff  filed  this  action  seeking  a  court 
order  compelling  defendant  to  return  the  entire  right, 
title  and  interest  in  and  to  this  said  patent,  now  held  by 
defendant  under  Vesting  Order  No.  G70,  free  and  clear 
of  all  claims  for  license  rights  made  by  defendant  under 
said  Vesting  Order  No.  10,544. 
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This  case  was  tried  in  open  court  before  Judge  Walter 
M.  Bastian  of  the  U.  S.  District  Court  for  the  District 
of  Columbia  who  entered  judgment  on  April  3,  1951. 

I 

The  Judgment. 

I 

Judge  Bastian ’s  judgment  in  the  case  reads  as  follows : 

“Ordered,  Adjudged  and  Decreed  as  follows: 

“(1)  Defendant  has  and  he  is  lawfully  entitled 
to  retain  an  exclusive  license  in  and  to  United  States 
Letters  Patent  No.  2,205,854,  a  right  to  sub-liceiise 
others  under  said  patent,  a  right  to  share  equally 
with  plaintiff  in  the  royalties  from  sub-licensees, 
and  a  right  but  not  an  obligation  to  sue  infringeirs 
and  to  bring  other  actions  to  protect  said  patept; 
Provided,  however,  that  the  royalty  rates  at  whi^h 
defendant  may  grant  sub-licenses  under  said  patept 
shall  be  agreed  to  by  plaintiff  and  defendant,  and 
if  the  parties  cannot  agree  on  such  rates  within 
thirty  days  after  the  entry  of  judgment  hereib, 
either  party  may  apply  to  this  court  on  ten  days’ 
notice  for  an  order  setting  such  royalty  rates; 

“(2)  Defendant  shall  return  to  plaintiff  the  title 
to  United  States  Letters  Patent  No.  2,205,854,  sub¬ 
ject,  however,  to  the  rights  and  interests  of  de¬ 
fendant  in  said  patent  as  specified  in  paragraph 
(1)  herein; 

“(3)  Plaintiff  shall  pay  to  defendant  one-half 
of  the  compensation  received  by  plaintiff  from  E. 
I.  DuPont  deNemours  and  Company  for  the  release 
of  past  infringement  of  United  States  Letters  Pat¬ 
ent  No.  2,205,854,  which  plaintiff  granted  said  coni- 
pany  by  an  agreement  dated  May  10,  1949,  entered 
into  between  plaintiff  and  said  company,  said  com¬ 
pensation  being  provided  for  in  Article  II,  para¬ 
graph  2  (a)  of  said  agreement,  the  rights  of  de¬ 
fendant  arising  out  of  said  infringement  prior  t^ 
May  10,  1949  being  thereby  extinguished; 

“(4)  The  Judgment  herein  shall  be  without 
costs.”  | 
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Analysis  of  Judgment. 

The  judgment  holds  that  the  defendant  has  acquired 
in  1948,  by  Vesting  Order  No.  10,544,  an  exclusive  license 
under  this  U.  S.  Patent  No.  2,205,854,  which  license  is 
conditioned  by  a  requirement  that  an  agreement  be  made 
between  plaintiff  and  defendant  on  the  amount  of  royalty 
at  which  defendant  may  sublicense  others;  that  defend¬ 
ant  is  lawfully  entitled  to  retain  this  said  conditioned 
exclusive  license;  and  that  if  plaintiff  and  defendant  can¬ 
not  agree  on  the  royalty  rate  that  the  Court  has  the 
power  to  set  arbitrarily  the  royalty  rate  to  which  plain¬ 
tiff  and  defendant  must  agree. 

The  judgment  further  holds  that  plaintiff  must  pay 
over  to  defendant  one-half  of  the  amount  received  by 
plaintiff  from  the  DuPont  Company  for  a  release  for 
past  infringement,  up  to  May,  1949,  in  a  license  granted 
by  plaintiff  to  this  company. 

Contradictions  in  the  Judgment. 

(1)  The  portion  of  the  judgment  that  holds  that  plain¬ 
tiff  and  defendant  (a  stranger  to  the  1934  contract)  must 
come  to  an  agreement  on  the  amount  of  royalty  at  which 
defendant  may  sublicense  others  contradicts  the  portion 
of  the  judgment  that  holds  that  defendant  has  and  is 
lawfully  entitled  to  retain  an  exclusive  license. 

(2)  Paragraph  3  of  the  judgment  contradicts  paragraph 
1  of  the  judgment  in  requiring  plaintiff  to  pay  to  de¬ 
fendant  one-half  of  the  amount  received  for  a  release 
for  past  infringement  from  plaintiff’s  licensee  under  a 
license  dated  1949  which  is  invalidated  by  paragraph  1 
of  the  judgment. 
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The  Obvious  Errors  of  the  Judgment. 


Plaintiff  appeals  from  this  judgment  as  being  in  clear 
error  in  the  following  respects: 

(1)  The  judgment  is  in  clear  error  in  holding  tliat 
defendant  has  a  license. 

(2)  The  judgment  is  in  clear  error  in  holding  that 

defendant  is  lawfully  entitled  to  retain  the  license. 

* 

(3)  The  judgment  is  in  clear  error  in  requiring  plain¬ 
tiff  to  come  to  an  agreement  with  defendant  on  the  royalty 
rate  at  wdiich  defendant  may  sublicense  others  under  t^e 
patent. 


(4)  The  judgment  is  in  clear  error  in  assuming  that 
the  Court  has  the  power  arbitrarily  to  set  the  royalty 
rate  at  which  defendant  may  sublicense  others  under  t}ie 
patent,  in  the  event  plaintiff  and  defendant  cannot  lor 
do  not  agree  on  a  royalty  rate. 


(5)  The  judgment  is  in  clear  error  in  holding  that 
plaintiff  is  not  entitled  to  a  return  of  the  entire  right, 
title  and  interest  of  the  said  patent  free  and  clear  of  kll 
claims  for  license  rights  by  defendant  under  Vesting  Ord^r 
No.  10,544. 

(6)  The  judgment  is  in  clear  error  in  requiring  plain¬ 
tiff  to  pay  to  defendant  one-half  of  the  compensation 
received  by  plaintiff  from  plaintiff’s  licensee  on  executiqn 
of  said  license  and  in  construing  said  compensation,  yn 
toto,  as  being  a  release  for  past  infringement. 

Errors  by  the  Court. 

In  addition  to  the  obvious  errors  in  the  judgment  tfye 
following  errors  in  arriving  at  the  judgment  also  aife 
relied  on: 
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(1)  The  judgment  is  in  error  in  that  it  is  not  in  accord 
with  the  specific  provisions  of  Section  5  of  the  1934  con¬ 
tract. 

(2)  The  judgment  is  in  error  in  that  it  is  not  in  accord 
with  the  proven  and  uncontroverted  facts  of  record. 

(3)  The  judgment  is  in  error  in  that  it  is  not  in  accord 
with  recognized  and  established  principles  of  German  and 
U.  S.  contract  and  patent  law. 

(4)  The  judgment  is  in  error  in  that  it  reforms  the 
1934  contract. 

(5)  The  judgment  is  in  error  in  that  it  exceeds  the 
seizure  power  of  defendant  under  the  Trading  With  the 
Enemy  Act. 

(6)  The  judgment  is  in  error  in  that  it  does  not  recog¬ 
nize  that  the  provisions  of  Section  13  of  the  1934  contract 
limits  the  license  right  held  by  Siemens-Halske  under 
paragraph  3  of  Section  5  of  the  contract  to  a  personal 
and  non-transferrable  right  to  have  a  license  on  coming 
to  an  agreement  with  plaintiff  on  the  amount  of  royalty; 
and  that  until  this  agreement  on  royalty  provided  for 
in  paragraph  4  of  Section  5  has  been  made  between  the 
parties  to  the  said  contract  the  license  right  held  by  Sie¬ 
mens-Halske  under  the  contract  is  an  incomplete  license 
and  an  inchoate  contract  right  to  have  a  license  which 
is  not  a  present  property  right  subject  to  seizure  'by 
defendant  under  the  Trading  With  the  Enemy  Act;  and 
that  in  the  absence  of  proof  that  an  agreement  between 
plaintiff  and  Siemens-Halske  had  been  made  prior  to  the 
date  of  Vesting  Order  No.  10,544  and  of  the  amount  of 
royalty  that  Siemens-Halske  agreed  to  pay,  defendant 
under  said  Vesting  Order  No.  10,544  has  not  acquired  a 
valid  and  enforceable  license  or  right  to  have  a  license 
under  this  U.  S.  patent  as  a  seizable  “right  or  interest” 
held  by  Siemens-Halske  under  this  1934  contract. 
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(7)  The  judgment  is  in  error  in  requiring  'plaintiff 
and  defendant  to  come  to  an  agreement  on  royalty  r^tes, 
contrary  to  the  provisions  of  Section  5,  paragraph  4,  as 
defendant  is  a  stranger  to  the  contract  and  can  only 
claim  the  benefit  of  a  concluded  and  completed  license 
contract  between  plaintiff  and  Siemens-Halske. 

(8)  The  judgment  is  in  clear  error  in  requiring  an 

agreement  on  the  amount  of  royalty  at  which  defendant 
may  sublicense  others,  as  being  contra  to  the  specific 
provisions  of  paragraphs  3,  4  and  5  of  Section  5  of  the 
1934  contract.  i 

(9)  The  judgment  is  in  clear  error  in  not  ruling  that 
as  defendant  has  faded  to  prove  that  plaintiff  and  Sie¬ 
mens-Halske  had  come  to  an  agreement  on  the  amqunt 
of  royalty  Siemens-Halske  was  to  pay  to  plaintiff  for  the 
exclusive  license  right  made  available  to  Siemens-Halske 
by  the  1934  contract  at  a  date  prior  to  the  date  of  Vesting 
Order  No.  10,544,  the  said  license  never  came  into  exist¬ 
ence  as  a  completed  seizable  property  right  and  defend¬ 
ant’s  claim  for  such  a  completed  license  under  Vesting 
Order  No.  10,544  therefore  is  invalid  and  unenforceable. 

(10)  The  judgment  is  in  error  in  not  recognizing  that 
defendant  is  a  stranger  to  the  1934  contract  and  that  in 
the  absence  of  proof  that  an  agreement  between  plainjtiff 
and  Siemens-Halske  on  the  amount  of  royalty  to  be  p^id 
had  actually  been  made  at  a  date  prior  to  the  date  of 
seizure  in  1948,  specific  performance  cannot  be  granted 
to  defendant  of  the  personal  and  non-transf err  able  obliga¬ 
tion  held  by  Siemens-Halske  under  the  contract  to  come 
to  such  an  agreement  with  plaintiff  on  the  amount  of 
royalty. 

( 

(11)  The  judgment  is  in  error  in  not  recognizing  that 
there  is  a  difference  between  the  “rights  and  interests’’ 
seizable  under  the  Trading  With  the  Enemy  Act  and  the 
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non-transferrable  “rights  and  obligations”  held  by 
Siemens-Halske  under  the  1934  contract  and  that  defend¬ 
ant  under  the  Trading  With  the  Enemy  Act  cannot  seize 
the  personal  and  non-transferrable  “rights  and  obliga¬ 
tions”  of  the  Enemy  Alien  in  this  1934  contract. 

Basis  for  Appeal. 

This  appeal  is  based  upon  the  above  pointed  out  con¬ 
tradictions  in  the  judgment  and  in  the  enumerated  errors 
in  the  judgment  and  the  errors  of  the  Court  in  arriving 
at  this  contradictory  judgment. 

It  is  believed  that  the  enumerated  errors  of  the  judg¬ 
ment  and  errors  of  the  Court  in  arriving  at  the  contradic¬ 
tory  judgment  are  due  to  the  failure  of  the  Court  to  rec¬ 
ognize  the  peculiar  nature  of  patent  rights  and  the  in¬ 
applicability  of  common-law  rules  thereto  and  to  the 
failure  of  the  Court  and  defendant  to  recognize  that  un¬ 
der  the  Trading  With  the  Enemy  Act  the  seizure  power 
of  defendant  is  limited  to  the  seizure  of  present  rights  in 
property,  real  or  personal,  owned  by  the  enemy  alien. 

In  the  instant  case  defendant  in  derogation  of  plain¬ 
tiff’s  clear  record  title,  claims  license  rights  under  this 
U.  S.  Patent  No.  2,205,854  acquired  by  defendant  under 
Vesting  Order  No.  10,544  dated  1948. 

In  view  of  the  clear  record  title  of  plaintiff,  a  non¬ 
enemy  alien ,  in  the  patent,  the  burden  of  proof  rests  on 
defendant  to  establish  its  adverse  claim  of  license  rights. 
Under  Vesting  Order  No.  10,544  defendant  has  seized  the 
“rights  and  interests”  of  a  German  national  created  by 
or  arising  from  a  certain  contract  dated  1934  between 
plaintiff  and  the  German  national.  Under  prevailing  de¬ 
cisions  these  “rights  and  interests”  must  be  limited  to 
present  property  rights.  It  is  therefore  necessary  for 
defendant  to  prove  a  present  property  right  in  this  U.  S. 


Patent  No.  2,205,S54  and  that  the  license  right  it  claims 
was  either  created  by  this  said  1934  contract  or  that 
there  is  under  this  contract  a  legally  valid  claim  for 
such  a  license  right  held  by  the  German  national  uijider 
the  contract  as  of  the  date  of  seizure  in  1948. 

The  1934  contract  itself  is  a  German  language  docu¬ 
ment  which  was  made  in  Germany  and  which  is  subject 
to  the  laws  of  Germany  for  its  construction  and  inter¬ 
pretation.  The  license  right  which  defendant  asserts  \ind 
on  which  defendant  seeks  specific  performance  being  a 
license  right  under  a  U.  S.  patent  necessarily  must  Con¬ 
form  with  the  U.  S.  Statute  and  prevailing  U.  S.  lav)  to 
be  valid  before  specific  performance  can  be  granted. 

The  Trial  Court  has  failed  to  recognize  this  fact  or 
to  recognize  the  limitations  of  the  seizure  power  of  de¬ 
fendant  in  its  contradictory  judgment  and  in  effect  lias 
granted  specific  performance  of  an  incomplete  license 
contract  to  a  stranger  to  the  193d  contract  who  claims 
the  rights  and  interests  of  the  German  national  in  and  to 
the  1934  contract  under  Vesting  Order  No.  10,544  as 
successor  to  the  German  national.  The  Trial  Court  in 
its  judgment,  moreover,  attempts  to  compel  plaintiff  to 
come  to  an  agreement  with  defendant,  a  stranger  to  the 
contract,  on  the  amount  of  royalty  thereby  to  complete 
the  incomplete  license  right  asserted  by  defendant. 

On  its  face  this  is  an  anomolous  situation.  Under  t!he 
Trading  With  the  Enemy  Act  defendant  can  only  acquire 
the  completed  license  or  the  completed  right  to  have  suph 
a  completed  license.'  Defendant  cannot  seize  the  non- 
transferrable  right  to  complete  the  license.  The  Trial 
Court  in  recognizing  that  the  license  right  claimed  by 
defendant  under  the  1934  contract  is  an  incompleted  li¬ 
cense  requiring  for  completion  an  agreement  on  the 
amount  of  royalty  clearly  is  in  error  in  ruling  that 


10 


defendant  has  and  is  lawfully  entitled  to  retain  an  ex¬ 
clusive  license. 

Under  U.  S.  patent  law  it  has  long  been  established 
that  patent  licenses  are  contracts  and  must  be  construed 
as  contracts  and  one  of  the  most  basic  and  fundamental 
rules  of  contract  law  is  that  a  contract  is  not  a  contract 
enforceable  as  such  until  the  parties  thereto  have  agreed 
on  all  essential  elements  of  the  contract. 

Under  U.  S.  law  it  also  has  long  been  recognized  that 
an  assignment  of  a  patent  is  a  sale  of  all  rights  under  the 
patent  for  a  fixed  and  definite  sum,  whereas  a  license 
under  a  patent  is  a  sale  of  the  right  to  operate  under 
the  patent  for  a  royalty  based  on  the  extent  to  which 
the  invention  is  used  (Ellis,  Patent  Assignments  [2d] 

Chapt.  VI,  p.  63).  Accordingly,  it  has  long  been  recog¬ 
nized  in  the  United  States  that  any  license  contract  un¬ 
der  a  U.  S.  patent  that  does  not  indicate  on  its  face  full 
agreement  and  accord  between  the  parties  thereto  on  , 

the  amount  of  royalty  to  be  paid  lacks  the  essential  ele¬ 
ment  of  consideration  which  invalidates  the  license.  The 
U.  S.  Courts  have  repeatedly  held  that  a  license  under 
a  patent  on  a  royalty  rate  to  be  agreed  on  between  the  1 

parties  is  void  and  unenforceable  ( Life  Preserver  Co.  v. 
National  Life  Co.,  252  F.  139  [cited  43  Fed.  (2)  392 
and  1023] ;  Fenn  v.  Pickwick  Corp.,  117  Cal.  App.  < 

236;  Ellis,  Patent  Assignments  [2d]  P.  403,  Sect.  i 
394).  Under  contract  law  it  has  been  repeatedly 
held  that  the  contracts  based  on  a  consideration  to 
be  agreed  upon  also  are  void  and  unenforceable  (Willis- 
ton  on  Contracts,  Vol.  1,  p.  131,  Sect.  45;  Olmstead  v. 
Distilling  and  Cattle  Feeding  Co.,  77  Fed.  265  at  267; 
Boatright  v.  Steinite  Radio  Corp.,  46  Fed.  [2d]  385). 

In  view  of  these  fundamental  and  basic  rules  of  con¬ 
tract  and  patent  law  the  Trial  Court  is  clearly  in  error  < 

in  attempting  to  grant  to  defendant,  a  stranger  to  the 
contract,  specific  performance  of  a  license  which  is  sub- 
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ject  to  a  non-transferrable  right  or  obligation  requiring 
an  agreement  between  the  parties  to  the  contract  on  the 
amount  of  royalty. 

I 

The  second  contradiction  in  the  Trial  Court’s  judgment 
is  also  based  upon  a  misconception  of  patent  property 
rights.  If  defendant  under  Vesting  Order  No.  10,544 
has  in  fact  acquired  an  exclusive  license  or  a  legally  En¬ 
forceable  contract  right  to  have  such  an  exclusive  license 
on  which  specific  performance  can  be  granted,  the  non¬ 
exclusive  license  granted  by  plaintiff  to  the  DuPont  Com¬ 
pany  in  1949  clearly  is  invalid  and  not  binding  on  defend¬ 
ant.  The  DuPont  Company  therefore  stands  as  an  in¬ 
fringer  of  the  exclusive  rights  held  by  defendant  apd 
must  now  settle  with  defendant  for  past  infringement, 
to  date,  of  the  U.  S.  patent.  Plaintiff  stands  liable  to 
DuPont  for  the  money  paid  by  DuPont  to  plaintiff  under 
the  now  invalidated  license  as  a  release  for  past  infringe¬ 
ment  up  to  the  date  of  the  invalidated  license.  Defendant 
is  not  entitled  to  any  part  of  this  money  paid  by  DuPoyt 
for  a  release  of  this  past  infringement  as  this  release  is 
not  valid  as  against  defendant.  Defendant  and  DuPont 
must  now  make  a  newT  license  contract  and  plaintiff  artd 
DuPont  must  now  come  to  a  settlement  agreement  as  |o 
the  money  paid  for  a  release  of  past  infringement. 
Therefore,  the  Trial  Court  is  in  clear  error  in  requiriiig 
plaintiff  to  pay  over  to  defendant  one-half  of  the  money 
received  from  DuPont  for  a  release  for  past  infringement. 

On  the  other  hand,  if  the  plaintiff  in  1949  had  the 
right  to  grant  this  DuPont  license,  defendant  has  no  par¬ 
ticipation  interest  in  the  amount  of  money  received  by 
plaintiff  under  the  DuPont  license.  Either  way  the  Tripl 
Court’s  ruling  in  paragraph  3  of  the  judgment  is  clearl^ 
in  error. 

i 

In  view  of  the  above  noted  basis  for  appeal,  it  is  sub¬ 
mitted  that  defendant’s  claim  for  license  rights  acquired 
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under  Vesting  Order  No.  10,544  must  first  be  reconsidered 
and  re-evaluated  in  the  light  of  the  recognized  limitations 
of  the  seizure  power  of  defendant  under  the  Trading  With 
the  Enemy  Act  and  the  specific  provisions  of  the  1934 
contract  must  be  reviewed  and  reconsidered  to  ascertain 
what  present  and  seizable  property  rights  are  held  by  the 
German  national  party”  thereto  as  of  the  date  of  Vesting 
Order  No.  10,544  in  the  U.  S.  Patent  No.  2,205,854. 

Defendant’s  Claim. 

Defendant’s  claim  for  license  rights  under  this  U.  S. 
Patent  No.  2,205,854  is  based  entirely  on  those  “rights 
and  interests”  acquired  under  Vesting  Order  No.  10,544 
dated  1948.  Under  this  vesting  order  defendant  seized 
the  following  German  national’s  “rights  and  interests.” 

“2.  That  the  property  described  as  follows: 

“All  interests  and  rights  (including  all  royal¬ 
ties  and  monies  payable  or  held  with  respect  to 
such  interests  and  rights,  and  all  damages  for 
breach  of  the  agreement  hereinafter  described 
together  with  the  right  to  sue  therefor)  created 
in  Siemens  &  Halske  Aktiengesellschaft  by  virtue 
of  an  agreement  dated  March  26,  1934,  bv  and 
between  Siemens  &  Halske  Aktiengesellschaft  and 
Dr.  Ing.  W.  Kroll,  Luxembourg,  which  agreement 
relates,  among  other  things,  to  United  States 
Letters  Patent  No.  2,205,854, 

is  properly  payable  or  held  with  respect  to  patent 
or  rights  related  thereto  in  which  interests  are  held 
by,  and  such  property  itself  constitutes  interests 
held  therein  by,  the  aforesaid  national  of  a  foreign 
country  (Germany).” 

Under  this  vesting  order,  defendant  holds  “all  in¬ 
terests  and  rights”  of  the  German  national  that  were 
“created”  in  the  German  national  by  the  1934  contract 
as  “property  payable  or  held  with  respect  to  patents  or 
rights  related  thereto”  belonging  to  the  German  national. 
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Judge  Hand  in  Simon  v.  Miller,  298  Fed.  520  522 

states  “The  enemy  must  have  a  present  interest  ip  the 
property  to  subject  it  to  capture.” 

Defendant  claims  that  this  1934  contract  created  in 
Siemens-Halske  an  exclusive  license  under  U.  S.  Patent 
No.  2,205,854  or  the  right  to  have  such  an  exclusive  license. 

Plaintiff  having  a  clear  record  title  to  this  U.  S.  Pat¬ 
ent  No.  2,205,854,  the  burden  of  proof  rests  on  defendant 
to  establish  the  validity  of  his  claim  of  present  license 
rights. 

' 

To  sustain  this  burden  of  proof,  defendant  must  prove 
that  the  license  right  that  he  claims  is  a  present  tight 
held  by  Siemens  &  Halske  under  the  contract  as  of  the 
date  of  Vesting  Order  No.  10,544,  that  is,  a  completed 
license  or  a  legally  valid  claim  to  have  such  a  completed, 
license  on  which  specific  performance  may  be  grant4d. 

This  necessarily  requires  defendant  to  prove  that  the 
agreement  on  the  amount  of  royalty  had  in  fact  been  made 
by  plaintiff  and  Siemens-Halske  at  some  date  prior  td  the 
date  of  Vesting  Order  No.  10,544. 

The  1934  Contract. 

The  1934  contract  (Plaintiff’s  Exhibits  3-3a)  is  a  Ger¬ 
man  language  document  and  the  translation  (3a)  of  this 
document  is  one  prepared  by  defendant  who  refused  to 
accept  the  certified  translation  offered  by  plaintiff. 

The  contract,  being  a  German  contract,  is  subject  to 
interpretation  and  construction  under  the  laws  of  Ger¬ 
many  in  effect  during  the  period  of  time  the  contract  was 
in  existence — namely,  from  1934  to  December  31,  1038. 
Plaintiff  and  defendant  each  took  the  testimony  of  ex¬ 
perts  on  German  law,  whose  testimony  will  be  reviewed 
in  a  following  section  of  this  brief. 
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Siemens-Halske  Rights  Under  the  1934  Contract. 

To  ascertain  what  rights  were  held  by  Siemens-Halske 
under  the  1934  contract,  the  contract  itself  must  be 
examined  and  construed  under  the  laws  of  Germany. 

The  1934  contract  contains  fourteen  (14)  sections  and 
is  obviously  a  contract  between  a  national  of  Luxembourg 
and  a  German  national  corporation.  The  testimony  of 
David  (App.,  p.  154)  clearly  establishes  the  contract  as 
being  a  consultant-type  of  contract  between  independent 
contractors  to  which  the  rules  of  law  applicable  in  Em¬ 
ployer-Employee  type  of  contracts  do  not  apply. 

Referring  to  the  Fourteen  (14)  Sections  of  the  1934  con¬ 
tract  specifically: 


Section  1. 

Under  this  section  of  the  contract  the  services  of 
plaintiff  are  engaged  as  a  consultant  in  a  broad  field 
of  consultant  activity  and  the  duties  of  plaintiff  as  a 
consultant  are  identified  as  including  “experimental  re¬ 
search  work,  services  as  expert,  technical  and  literary 
advice  and  assistance  in  the  development  of  new  processes 
and  apparatus,”  which  statement  more  specifically  defines 
the  nature  of  the  duties  of  Kroll  under  the  contract  to 
be  as  an  independent  research  consultant. 

The  remainder  of  paragraph  1  excludes  from  the 
“collaboration”  by  Kroll  certain  specified  fields,  said 
specified  fields  being  enumerated  under  subparagraphs 
(a)  to  (e)  inclusive. 


Section  2. 

This  section  of  the  contract  specifies  that  “the  labora¬ 
tories  and  equipment  of  S  &  H  can  be  used,  after 
approval  by  S  &  H — which  approval  must  be  given  in 
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each  individual  ease — by  Dr.  Kroll  for  the  carrying  out 
of  his  processes  referred  to  under  Item  (Section)  1. 

Sections  1  and  2,  of  the  contract  when  taken  together, 
clearly  outline  a  typical  consultant-type  of  contract  or 
agreement  between  an  independent  consultant  (plaintiff) 
and  a  corporation  (Siemens^Halske)  engaging  the  services 


of  the  independent  consultant  for  outside  or  independent 
experimental  research  and  general  consultant  work  a 
specified  field,  in  which  contract  the  laboratories  and 


equipment  facilities  of  the  corporation  are  not  available 
to  the  independent  consultant  for  the  performance  of 
such  services  except  with  the  consent  and  approval  of 
the  corporation  to  be  given  specially  in  each  instahce. 
The  record  (App.  page  113)  shows  that  these  facilities 
were  never  used  or  requested  by  plaintiff. 


Section  3. 


This  section  of  the  contract  confirms  the  above  con¬ 
struction  of  Sections  1  and  2  of  the  contract  as  a  typical 
consultant  agreement  by  reciting  that  the  ‘‘joint  work” 
of  the  parties  under  the  contract  will  result  in  Kfoll 
obtaining  knowledge  of  the  practical  experience  of  S  &}  H 
and  by  the  provision  in  this  section  that  Kroll  shall 
keep  this  knowledge  secret  for  one  (1)  year  after  ex¬ 
piration  of  the  contract  or  for  two  (2)  years  if  the 
contract  continues  beyond  1935. 


Section  4. 

This  construction  of  the  contract  is  also  confirmed  by 
the  provisions  of  Section  4  restricting  Kroll  from  “ col¬ 
laborating”  with  others,  especially  competitor  firms,  in 
the  broad  field  of  “collaboration”  research,  and  restript- 
ing  Kroll’s  right  to  publish  the  results  of  his  research 
work  without  the  consent  of  S  &  H. 
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Section  5. 


Referring  now  to  Section  5  of  the  1934  contract,  the 
provisions  of  this  section  have  created  the  present  con¬ 
troversy  and  defendant  relies  on  the  provisions  of  this 
section  in  its  claim  for  license  rights  acquired  under  the 
vesting  Order  No.  10,544.  This  section  purports  to  set 
forth  the  respective  rights  of  the  parties  in  and  to  the 
inventions,  joint  and  sole,  resulting  after  the  date  of 
the  contract  from  the  “collaboration”  of  both  parties 
under  the  contract  in  the  defined  field  of  consultant  activ¬ 
ity. 

Paragraph  1  of  this  Section  5  recites  that  Ivroll  agrees 
to  “make  known”  (disclose)  to  S  &  H  “at  the  earliest 
possible  moment  and  regardless  of  the  question  of  whether 
same  can  be  protected  by  patents  or  petty  patents”  all 
results  of  his  independent  research  work  in  the  field 
covered  by  the  contract,  especially  all  inventions,  experi¬ 
ence  and  improvements. 

The  invention  of  the  U.  S.  Patent  No.  2,205,854  here 
involved  is  admitted  by  Ivroll  (the  plaintiff)  as  having 
been  originated  by  him  some  time  in  1936  in  his  lab¬ 
oratories  in  Luxembourg  as  his  sole  and  independent  in¬ 
vention  during  the  course  of  his  performance  under  the 
contract  and  as  having  been  disclosed  to  S  &  H  shortly 
thereafter  in  accordance  with  the  provisions  of  this  para¬ 
graph  (App.  page  59).  Accordingly  full  performance  by 
Kroll  under  the  provisions  of  this  first  paragraph  of 
Section  5  must  be  recognized  as  having  been  conclusively 
proven. 

Paragraph  2  of  this  Section  5  provides  that  S  &  H  has 
the  right,  in  accordance  with  its  own  judgment,  to  file 
applications  for  patent  and  petty  patent  rights,  in  all 
countries,  at  its  own  expense  and  in  its  own  name,  on  all 
inventions  either  joint  or  sole,  except  that  in  the  case  of 
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inventions  originating  solely  from  Kroll,  Kroll  mfyy  de¬ 
mand  such  patent  protection  in  his  own  name. 

Plaintiff  has  admitted  (App.  page  60)  that  S  &  H,  in 
conformity  with  the  obligation  of  this  paragraph^  filed 
applications  for  patent  on  the  invention  of  the  IT.  S. 
patent  here  in  issue,  first  in  Germany  and  later  in  the 
XJ.  S.,  and  the  record  evidence  shows  that  these  said 
patent  applications  were  filed  on  in  Kroll ’s  name  and 
that  none  of  these  German  or  U.  S.  applications  or 
patents  granted  thereon  were  assigned  of  record  to 
S  &  H.  Under  these  circumstances  the  presumption  is 
clear  that  Kroll  exercised  his  right  under  the  second 
paragraph  of  Section  5  to  have  the  invention  of|  this 
U.  S.  patent  filed  on  in  Germany  and  elsewhere  i^i  his 
own  name. 

It  is  further  admitted  by  plaintiff  (App.  page  60)  that 
S  &  H  in  conformity  with  the  obligation  of  this  second 
paragraph  of  Section  5  paid  all  of  the  expenses  of  ^ling 
and  prosecuting  the  German  and  U.  S.  patent  applications 
to  an  allowance  and  issue.  Accordingly,  full  performance 
by  S  &  H  of  its  obligations  under  this  paragraph  2  of 
Section  5  can  be  presumed. 

Paragraph  3  of  Section  5  has  caused  the  most  trouble 
in  construing  this  1934  contract.  It  purports  to  define 
property  rights  in  and  to  the  patents  and  petty  patents 
obtained  by  S  &  H  on  the  joint  and  sole  inventions  of 
Kroll  during  the  life  of  the  contract. 

According  to  the  specific  wording  of  the  first  sentence 
of  this  third  paragraph  of  Section  5,  “In  connection 
with  all  the  aforementioned  (see  paragraph  2,  Section  5) 
patent  and  petty  patent  rights,  S  &  H  receive  an  ex¬ 
clusive  license  up  to  the  expiration  of  the  protection 
(patent  and  petty  patent)  rights,  irrespective  of  the  life 
of  the  contract,”  The  word  “receive”  may  have  either  a 
present  or  future  connotation  or  meaning  (App.  page  155) 

i 
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The  meaning  of  this  sentence  is  perfectly  clear.  The 
obvious  intent  of  the  parties  to  the  contract  (from  the 
context  of  the  whole  contract)  is  that  while  plaintiff  (in 
paragraph  1,  Section  5)  is  under  the  obligation  to  disclose 
all  inventions  regardless  of  their  patentability  and  S  &  H 
(in  paragraph  2,  Section  5)  is  under  the  obligation  to  file 
applications  for  patent  on  those  inventions  that  may  be 
patentable  at  its  own  expense,  S  &  H  does  not  acquire 
any  property  interest  in  any  of  the  inventions  made  and 
disclosed  by  Kroll  (sole  or  joint)  until  the  patent  right 
comes  into  existence  (i.  e.,  until  a  patent  is  granted  there¬ 
on  and  is  issued).  This  is  confirmed  by  the  fact  that 
at  the  time  the  German  and  IT.  S.  applications  of  the 
instant  invention  were  filed,  no  assignments  of  the  appli¬ 
cations  were  requested  by  S  &  H,  and  the  patents  matur- 
ing  thereon  in  Germany  and  in  the  V .  S.  were  permitted 
by  S  &  H  to  issue  unassigned <  in  Kroll' s  name.  This  is 
also  confirmed  by  the  provisions  of  the  remaining  para¬ 
graphs  of  this  Section  5.  Accordingly,  mere  compliance 
by  S  &  H  of  the  obligation  of  paragraph  2  (Section  5) 
to  file  applications  at  its  own  expense  cannot  be  con¬ 
strued  as  creating  in  S  &  H  a  present  property  right  in 
the  application. 

Paragraph  4  of  Section  ;J  provides  that  “The  amount 
of  royalties  to  be  paid  by  S  &■  H  to  Ivroll  is  to  be  com¬ 
puted  depending  on  th-e  importance  of  the  invention 
*  *  *.  If  the  parties  should  not  agree  on  the  amount 
of  the  royalty,  then  a  decision  shall  be  obtained  by  the 
procedure  mentioned  under  Item  (Section)  9.” 

In  the  construction  of  this  Section  5  of  the  1934  con¬ 
tract,  it  is  clearly  apparent  that  whereas  Kroll  has  obli¬ 
gated  himself  (in  paragraph  1  of  Section  5)  to  disclose 
to  S  &  H  all  of  his  future  inventions,  in  the  outlined  field 
of  research  covered  by  the  contract  regardless  of  their 
patentability;  and  whereas  S  &  H  (in  paragraph  2  of 
Section  5)  has  obligated  itself  to  file  patent  applications 
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at  its  own  expense  and  discretion  in  all  countries  on  all 
patentable  joint  and  sole  inventions  disclosed  by  Kroll; 
the  provision  of  this  paragraph  4  of  Section  5  requiinng 
an  agreement  between  the  parties  on  the  amount  of  Roy¬ 
alty  to  be  paid  to  Kroll  and  defining  a  “  modus  operaijdi” 
for  settling  any  disagreement  on  the  amount  of  roy41ty, 
clearly  confirms  the  fact  that  the  intent  of  the  parties 
was  that  all  property  rights  in  the  inventions  (solq  or 
joint)  made  by  Kroll  under  the  contract  remained  in 
Kroll  until  such  time  as  the  patents  were  granted  and 
an  agreement  on  the  amount  of  royalty  had  been  made, 
and  that  the  disclosure  of  any  invention  to  S  &  H  £,nd 
the  mere  filing  of  the  patent  application  by  S  &  H  or 
the  paying  of  the  costs  of  obtaining  the  patent  by  S  &  H 
does  not  create  in  S  £  H  any  “present’’  property  right  or 
interest  in  the  invention  or  in  the  application  or  in  the 
patent  granted  thereon.  Something  else  must  be  d\me 
before  the  exclusive  license  contemplated  between  the 
parties  under  the  contract  comes  into  existence  a#  a 
present  property  right,  namely,  S  £  H  must  come  to  an 
agreement  (as  provided  in  paragraph  4  of  Section  5) 
with  plaintiff  on  the  amount  of  royalty  it  is  to  pay  Kroll 
under  the  exclusive  license  in  each  patent  or  petty  patent 
right  obtained  by  S  £  H  on  any  Kroll  invention  (sole I  or 
joint).  Until  this  agreement  is  made  all  property  rights 
in  the  patent  application  and  in  any  patent  granted  there¬ 
on  remain  in  Kroll  and  all  that  S  £  H  holds  under  the 
contract  therefor  is  the  equivalent  of  the  first  right  or 
option  to  have  an  exclusive  license  in  any  patent  granted 
to  Kroll  (sole  or  joint)  on  royalty  terms  to  be  agreed 
upon  between  the  parties  to  the  contract,. 

Accordingly,  the  provisions  of  this  third  paragraph  of 
Section  5  that  “S  &  H  receive  an  exclusive  license”  in 
all  Kroll ’s  inventions  (sole  and  joint)  is  clearly  subject 
to  the  provisions  of  paragraph  4  of  Section  5  that  an 
agreement  on  the  amount  of  royalty  must  first  be  made. 
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Therefor  S  <£  II  under  this  Section  5  of  the  contract 
obtained  only  the  right  or  option  to  have  an  exclusive 
license  (under  any  patent  granted  to  Kroll  on  his  sole 
and  joint  inventions  on  which  S  &  H  files  patent  applica¬ 
tions)  which  right  however  is  exercisable  only  after  the 
patent  is  granted  and  this  right  or  option  is  subject  to 
the  condition  that  an  agreement  be  made  beUceen  the 
parties  on  the  amount  of  royalty  to  be  paid  for  and  under 
the  license. 

In  effect,  and  more  simply,  it  can  be  stated  that  the 
1934  contract  is  basically  a  consultant  agreement  in  which 
the  German  national  is  given  an  incomplete  license  in  all 
future  patents  granted  to  plaintiff  which  remains  incom¬ 
plete  and  hence  inchoate  as  a  contract  right  in  each  future 
patent  until  the  parties  to  the  contract  themselves  hare 
agreed  on  royalty.  Until  this  agreement  on  royalty  has 
been  made  the  license  right  held  by  Siemens-Halske  is  a 
personal  and  non-transferrable  right  under  Section  13  of 
the  1934  contract. 

After  the  agreement  on  royalty  has  been  made  the 
license  right,  being  now  a  completed  license,  becomes  a 
present  property  right  which  removes  it  from  the  non- 
transferrable  limitations  of  Section  13.  Such  a  completed 
license  is  all  that  defendant  can  acquire  under  Vesting 
Order  No.  10y544. 

Paragraph  5  of  Section  5. 

Having  hereinabove  pointed  out  that  the  effect  of 
paragraph  4  is  to  limit  the  S  &  H  right  for  a  license 
created1  by  paragraph  3  to  an  optional  right  to  have  a 
license  on  the  coming  to  an  agreement  with  Kroll  on  the 
amount  of  royalty  to  be  paid  under  the  license,  the  pro¬ 
visions  of  paragraph  5  of  Section  5  of  the  contract  re¬ 
garding  “sublicensing”  rights  and  the  “participation” 
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rights  of  the  parties  in  such  “sublicenses,”  becomes  Jnore 
obvious.  This  fifth  paragraph  of  Section  5,  essentially 
provides  in  the  first  sentence  that  the  exclusive  license 
that  S  &  H  is  to  “receive”  from  Kroll  (under  paragraph 
3  of  Section  5)  under  any  patent  granted  to  Kroll  on 
any  sole  or  joint  invention  by  Kroll  (upon  coining  to  an 
agreement  on  the  amount  of  royalty  to  he  paid  to  Kroll 
thereunder  as  provided  for  in  paragraph  4)  shall  also 
include  the  right  to  sublicense  others.  This  sentence  also 
says  that  the  right  to  sublicense  others  shall  be  included 
in  any  non-exclusive  license. 

It  is  clear  from  the  contract  that  the  only  way  by 
which  S  &  H  can  acquire  a  non-exclusive  license  uijider 
any  future  Kroll  patent  is  by  abandoning  its  right  to  fyave 
an  exclusive  license  by  the  modus  operandi  specified  in 
the  second  sentence  of  paragraph  3  of  Section  5.  'this 
sentence  gives  S  &  H  the  right  to  “drop”  any  applica¬ 
tion  for  patent  or  patent  at  its  discretion.  The  next 
sentence  gives  Kroll  the  right  to  assume  the  costs  of  such 
application  or  patent  in  which  event  S  &  H  retains  urjder 
the  application  or  patent  a  non-exclusive  license. 

Paragraph  5  of  Section  5  specifies  that  the  right  to  sub¬ 
license  others  attaches  to  either  the  exclusive  or  nonjex- 
clusive  license.  This  paragraph  also  specifies  that  in  the 
case  of  joint  inventions  both  parties  may  grant  ^ub- 
licenses  as  soon  as  the  exclusive  license  right  held  by 
S  &  H  is  converted  (i.  e.,  by  “dropping”  the  applica¬ 
tion  or  patent)  into  a  non-exclusive  license,  but  linlits 
this  joint  licensing  arrangement  by  requiring  the  mutual 
consent  of  the  parties  in  any  sublicense. 

The  next  sentence  of  this  paragraph  5  of  Sectiob  5 
clearly  is  a  continuation  of  the  preceding  sentence  and 
provides  that  in  such  sublicenses  (under  joint  inventions 
where  the  exclusive  license  has  been  converted  to  a  non¬ 
exclusive  license  by  S  &  H)  the  profits  (royalties)  ob- 
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tained  shall  be  divided  equally  between  the  parties  with 
the  proviso  (in  the  next  sentence)  that  the  party  bearing 
the  costs  of  the  patent  shall  first  recoup  its  costs.  From 
this  analysis  of  the  specific  provisions  of  Section  5,  the 
Trial  Court  is  in  clear  error  in  its  judgment  in  construing 
this  contract  as  granting  to  S  &  II  an  exclusive  license 
under  all  future  patents  obtained  by  Kroll  on  inventions 
made  by  him  under  the  contract,  which  license  is  condi¬ 
tioned  by  the  requirement  that  Kroll  shall  come  to  an 
agreement  with  S  &  H  on  the  amount  of  royalty  at  which 
S  &  H  may  grant  sublicenses.  This  condition  does  not 
conform  to  the  provisions  of  paragraph  4  of  the  contract 
and  is  a  clear  departure  from  and  an  attempted  reforma¬ 
tion  of  paragraphs  3,  4  and  5  of  Section  5  which  must  be 
construed  and  applied  sequentially  and  not  by  arbitrarily 
combining  separate  and  unrelated  parts  thereof. 

Inasmuch  as  the  invention  of  the  U.  S.  patent  No. 
2,205,854  is  plaintiff’s  sole  invention  and  it  is  admitted 
that  the  invention  was  disclosed  to  Siemens-Halske  and 
that  Siemens-Halske  performed  its  obligation  under  para¬ 
graph  2  of  Section  5  to  file  applications  for  patent  thereon 
in  plaintiff’s  name  and  to  pay  all  the  costs  thereof,  it  is 
a  moot  question  whether  the  provisions  of  paragraph  5 
apply  to  this  patent  as  abandonment  of  the  right  for  an 
exclusive  license  by  Siemens-Halske  by  “ dropping”  this 
patent  or  application  has  not  occurred.  If  Siemens- 
Halske  is  entitled  to  have  anything  it  is  entitled  to  have 
an  exclusive  license  on  coming  to  an  agreement  (which  it 
has  not  done)  with  plaintiff  on  the  amount  of  royalty  to 
be  paid1  to  plaintiff.  Under  this  exclusive  license  Siemens- 
Halske,  while  liable  to  plaintiff  for  the  amount  of  royalty 
for  the  infringement  of  the  patent  by  any  sublicensee,  can 
license  others  at  any  rate  it  desires  as  long  as  it  is  not 
less  than  that  rate  it  has  agreed  to  pay  to  plaintiff. 


Summation  of  the  Provisions  of  Section  5. 


From  this  analysis  of  the  provisions  of  paragraphs  3, 
4  and  5  of  Section  5  of  the  contract  there  appears  to 
be  no  doubt  of  the  intent  of  the  original  parties  to]  the 
contract  as  to  the  property  rights  of  the  parties  upder 
the  contract,  and  plaintiff  contends  that  the  contract  must 
be  held  or  construed  substantially  as  follows: 

(1)  That  the  clear  intent  of  the  parties  was  tha|t  in 
all  future  inventions  by  Kroll  (sole  or  joint)  in  the  speci¬ 
fied  field  of  “collaboration,”  Kroll  was  obligated  to  dis¬ 
close  all  inventions  to  S  &  H  regardless  of  patentability 
and  S  &  H  was  obligated  to  secure  patents  thereop  in 
all  countries  at  its  own  expense  and  discretion. 

(2)  In  all  patents  obtained  on  Kroll ’s  inventions  (sole 
or  joint)  S  &  H  holds  under  the  contract  merely  the 
first  option  to  obtain  an  exclusive  license  on  royalty  terms 
to  be  agreed  on,  which  license  is  to  include  the  righ(  to 
sublicense  others. 

(3)  In  the  event  S  &  H  decides  to  abandon  any  pend¬ 
ing  patent  application  or  to  stop  paying  the  maintenance 
charges  on  any  patent,  Kroll  has  the  option  of  assum¬ 
ing  the  costs  of  prosecuting  the  application  or  of  pacing 
the  maintenance  charges  of  the  patent  whereupon  pny 
exclusive  license  then  in  existence  or  the  incompleted 
right  to  have  such  an  exclusive  license  automatically  is 
converted  into  a  non-exclusive  license  or  a  right!  to 
have  such  a  non-exclusive  license  as  the  case  may  M. 

(4)  In  this  eventuality,  where  the  invention  involved 
is  a  joint  invention  both  parties  would  have  the  ri^ht 
to  sublicense  others  and  this  right  is  made  subject  to  an 
agreement  between  the  parties  and  all  royalties  from  such 
sublicenses  are  to  be  divided  equally  between  the  parties 
with  the  party  bearing  the  costs  of  obtaining  the  patjent 
first  recouping  its  costs. 
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Under  this  analysis  of  the  respective  property  rights 
of  the  parties  in  and  to  any  Kroll  invention  during  the 
life  of  the  contract,  it  is  perfectly  clear  that  in  any  future 
invention  by  Kroll,  S  &  H  under  the  contract  acquired 
merely  the  first  option  to  have  an  exclusive  license  by  com¬ 
ing  to  an  agreement  with  Kroll  on  the  amount  of  royalty 
to  be  paid,  which  right  or  option  by  the  provisions  of 
Section  13  is  made  personal  and  non-transferrable. 

The  record  is  clear  that  as  far  as  this  particular  in- 
vention  of  U.  S.  Patent  No.  2,205,854  is  concerned,  a 
sole  invention  made  by  Kroll  during  the  course  of  his 
performance  under  the  contract,  both  parties  to  the  con¬ 
tract  performed  as  provided  under  paragraphs  1  and 
2  of  Section  5.  It  is  also  clear  in  the  record  that  patents 
in  Germany  and  the  U.  S.  issued  unassigned  to  Kroll 
on  this  invention. 

Under  this  set  of  circumstances,  if  defendant  is  to 
prevail  in  its  asserted  license  rights  under  this  U.  S. 
patent,  it  is  essential  for  defendant  to  establish  by  its 
proofs  that  the  parties  to  this  contract  had  come  to  some 
agreement  as  required  under  paragraph  4  of  Section  5 
of  the  1934  contract  on  the  amount  of  royalty  to  he  paid 
by  S  &  H  to  Kroll  for  an  exclusive  license  under  this 
U.  S.  patent  at  some  date  prior  to  the  date  of  seizure 
of  the  S  <&  H  rights  under  this  contract  by  Vesting  Or¬ 
der  No.  10,544,  before  the  incomplete  license  contract  is 
completed  and  removed  from  the  non-transferrable  limi¬ 
tations  of  Section  13.  In  the  absence  of  any  proof  of 
such  an  agreement,  the  incomplete  right  to  have  an  ex¬ 
clusive  license  held  by  S  &  H  under  this  contract  clearly 
remains  an  inchoate  conditional  right  which  is  a  personal 
and  non-transferrable  right  under  the  contract  and  one 
that  defendant  cannot  seize. 
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Plaintiff  has  denied  the  existence  of  any  agreement 
with  S  &  H  on  the  amount  of  royalty  to  he  paid  by  S  \£  H 
under  an  exclusive  license  under  this  U.  S.  Patent  No. 
2 £05, 854  (App.  pp.  61-62). 


Defendant  has  failed  to  produce  any  evidence  j that 
such  an  agreement  has  in  fact  been  entered  into  by  plain¬ 
tiff  with  S  £  H.  j 

It  has,  therefore,  been  conclusively  proven  that  no  agree¬ 
ment  on  the  amount  of  royalty  has  been  made  between 
the  parties  to  the  contract  and  it  must  therefore  be  con¬ 
clusively  presumed  that  the  incomplete  license  right  peld 
by  S  &  H  under  Section  5  of  the  contract,  in  the  absence 
of  such  an  agreement,  remains  an  incomplete  personal  and 
non-transferrable  Siemens-Halske  right  under  the  ton- 
tract  to  have  such  a  license  which  defendant  under  the 
Trading  With  the  Enemy  Act  cannot  seize  as  a  present 
property  right. 

Referring  now  to  the  remaining  sections  of  the  con¬ 
tract  : 


Section  6. 

I 

Under  the  provisions  of  Section  6  of  the  contract,  the 
exclusive  license  that  S  &  H  is  to  “receive”  on  coming 
to  an  agreement  on  the  amount  of  royalty  shall  authorize 
S  &  H,  but  not  obligate  S  &  H,  to  sue  others  for  in¬ 
fringement  of  the  patent. 


Section  7. 

Under  this  section  consideration  for  the  contract  suf¬ 
ficient  to  make  the  contract  binding  on  Kroll  as  a  con¬ 
tract  is  recited  in  Section  7  of  the  contract  and  the 
receipt  of  such  consideration  has  been  admitted  of  record 
by  Kroll  (App.  p.  57). 
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The  consideration  paid  by  S  &  H  to  Kroll  under  this 
Section  7  for  entering  into  the  contract  and  for  per¬ 
forming  under  the  contract  must  not  be  confused  with  the 
consideration  that  must  appear  in  any  completed  license 
grant  to  validate  same.  In  Section  5  (paragraph  3)  an 
incomplete  license  right  is  created  in  all  future  patented 
inventions  by  plaintiff  which  license  right  is  subject  to 
the  condition  for  an  agreement  between  the  parties  on  the 
amount  of  royalty  (consideration)  to  be  paid  therefor. 

Section  8. 

This  section  of  the  contract  specifies  the  termination 
rights  of  the  parties  and  termination  of  the  contract  as 
of  December  31,  1938,  in  accordance  with  the  provisions 
of  this  paragraph,  is  proven  in  the  record  (by  Plaintiff’s 
Exhibits  4  and  5)  and  is  admitted  of  record  by  both 
plaintiff  and  defendant. 

Section  9. 

This  section  of  the  contract  specifies  the  “modus 
operandi ”  for  settling  differences  of  opinion  between 
the  parties  to  the  contract,  which  consists  in  first  sub¬ 
mitting  the  same  to  arbitration  and  if  no  settlement  re¬ 
sults,  then  by  recourse  to  the  courts  of  the  City  of 
Berlin,  which  is  agreed  on  as  having  exclusive  juris¬ 
diction  of  such  disputes.  The  settlement  of  any  dispute 
on  the  amount  of  royalty  to  be  paid  between  the  parties 
to  the  contract  by  the  “modus  operandi”  of  this  Section 
9  is  expressly  provided  for  in  paragraph  4  of  Section  5. 

The  record  is  clear  (App.  p.  65)  that  no  disputes  ever 
arose  between  the  parties  to  this  contract  and  that,  in 
particular,  no  dispute  between  the  parties  to  this  con¬ 
tract  ever  arose  as  to  the  amount  of  royalty  to  be  paid 
to  Kroll  under  an  exclusive  license  under  the  U.  S. 


patent  here  in  issue.  In  fact,  the  record  is  clear  that 
S  &  H  never  asked  for  a  license  under  either  the  Ger¬ 
man  or  U.  S.  patents  covering  this  invention  and  that 
after  the  contract  was  terminated  in  1938  S  &  H  specif¬ 
ically  disclaimed  all  interest  in  the  invention  (Plaintiff’s 
Exhibit  7)  also  (App.  p.  61).  I 

Defendant,  not  being  a  party  to  this  contract,  cknnot 
invoke  the  provisions  of  this  section  to  settle  any  dispute 
defendant  may  have  with  plaintiff,  as  such  a  dispute  is 
not  a  dispute  between  the  parties  to  the  contract  and 
the  Trial  Court  is  in  clear  error  in  assuming  that  under 
the  provisions  of  this  section  the  Court  has  the  jurisdic¬ 
tion  and  the  power  to  settle  any  dispute  that  apises 
between  plaintiff  and  defendant  under  this  contract  or, 
in  particular,  any  dispute  on  the  amount  of  royalty  to 
be  paid.  Defendant  being  a  stranger  to  this  1934  con¬ 
tract  cannot  dispossess  Siemens-Halske  of  its  personal 
and  non-transf err  able  rights  or  obligations  under  the  con¬ 
tract  without  the  consent  of  plaintiff. 

Section  10. 

This  section  of  the  contract  provides  that  all  “amend¬ 
ments”  to  this  contract  and  “additional  agreements” 
must  be  drawn  up  in  writing  in  order  to  be  valid. 

I 

The  District  Court  Judge  ignored  the  provisions  of  this 
paragraph  in  the  decision  from  which  this  appeal  is  taken. 
The  District  Court  Judge,  in  effect,  has  reformed  the  con¬ 
tract  by  requiring  the  plaintiff  and  defendant  (a  stranger 
to  the  contract)  to  come  to  an  agreement  on  the  amount 
of  royalty  at  which  defendant  may  sub-license  others  and, 
in  effect,  has  ruled  that  S  &  H  has  acquired  an  ex¬ 
clusive  license  under  this  patent  without  having  completed 
the  incomplete  exclusive  license  by  coming  to  an  agree¬ 
ment  ( written  or  oral)  with  plaintiff  on  the  amounl  of 
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royalty  to  be  paid  as  required  under  this  Section  10  of  the 
contract. 

Section  11. 

This  section  of  the  contract  identifies  a  plurality  of  prior 
written  license  agreements  between  S  &  H  and  plaintiff 
involving  prior  inventions  made  and  patented  by  plaintiff 
and  specifies  that  these  agreements  remain  in  force. 

Section  12. 

This  section  of  the  contract  identifies  a  previous  1930 
contract  between  the  parties  involving  inventions  in  the 
same  working  field  of  this  contract,  and  specifies  that  on 
the  execution  of  this  1934  contract  this  previous  contract 
is  cancelled  or  voided.  In  other  words,  the  1934  contract 
superceded  the  1930  contract. 

Section  13. 

This  section  of  the  contract  li?nits  the  right  of  S  <&  H  to 
transfer  its  “  rights  and  obligations  arising  out  of  this  con¬ 
tract,”  to  one  party,  namely,  Heraeus-Vacuumschmelze 
A.  G.,  which  the  record  shows  is  a  subsidiary  companv  of 
S&H. 

Where  one  party  to  a  contract  has  no  right  to  transfer 
its  “rights  and  obligations”  under  the  contract  to  others 
or  is  limited  in  the  transfer  of  such  “rights  and  obliga¬ 
tions”  to  specified  parties,  any  attempt  by  the  party  hold¬ 
ing  such  non-transfer rable  rights,  to  transfer  its  “rights 
and  obligations”  to  a  third  party  or  by  a  third  party  to 
take  over  these  personal  rights  without  the  consent  of  the 
other  party  to  the  contract  is  a  breach  of  the  contract 
which  extinguishes  the  non-transferrable  right.  This  rule 
is  recognized  in  Germany  (App.  pp.  175-176). 
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In  view  of  this  accepted  rule  of  contract  law,  the  Effect 
of  this  Section  13  is  to  limit  the  incomplete  license  ^ight 
defined  by  paragraphs  3  and  4  to  a  personal  and  non-tfans- 
ferrable  right  and  to  place  on  Siemens-Halske  the  obliga¬ 
tion  to  come  to  an  agreement  with  plaintiff  on  the  amount 
of  royalty  to  be  paid  before  the  incomplete  license  is  com¬ 
pleted  as  a  vested  or  present  property  right  under  the  con¬ 
tract  on  which  specific  performance  can  be  obtained  by 
Siemens-Halske  or  by  one  claiming  the  right  as  a  successor 
to  Siemens-Halske,  as  does  defendant. 

The  effect  of  the  Section  13  also  is  to  place  the  burden 
of  proof  on  defendant  to  show  that  plaintiff  and  Siemens- 
Halske  had  in  fact  reached  such  an  agreement  on  the 
amount  of  royalty  to  be  paid  at  some  date  prior  to'  the 
date  of  Vesting  Order  No.  10,544  and  the  precise  agree¬ 
ment  that  had  been  made,  thereby  to  establish  that  jSie- 
mens-Halske  had  in  fact  completed  its  obligation  uhder 
paragraph  4  of  Section  5  and  was  entitled  to  specific  per¬ 
formance  of  this  completed  license  contract  and  an  exclu¬ 
sive  license  on  the  agreed  upon  royalty  terms. 

In  the  absence  of  such  proof  of  an  agreement  on  royalty 
between  plaintiff  and  Siemens-Halske,  as  required  under 
this  1934  contract,  the  license  right  held  by  Siemens-Halske 
under  the  contract  as  of  the  date  of  Vesting  Order  \No. 
10,544  must  necessarily  be  held  to  be  an  incomplete  ) and 
inchoate  license  right..  It  further  must  be  held  that  the 
completion  of  this  license  by  coming  to  an  agreement  'vfith 
plaintiff  is  a  personal  and  non-transferrable  obligation 
held  by  Siemens-Halske  under  Section  13  of  the  contract 
and  that  such  an  incomplete  license,  per  se,  is  not  a  vested 
property  right  or  a  valid  claim  for  a  vested  property  right 
that  defendant  under  Vesting  Order  No.  10,544,  can  se^ze. 
It  is  not  a  valid  claim  for  a  license  for  the  reason  that  Sie- 
mens-Halske  only  has  the  right  to  come  to  an  agreement 
and  defendant  cannot  dispossess  Siemens-Halske  of  tjhis 
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right  without  the  consent  of  plaintiff  and  any  effort  by 
defendant  or  any  stranger  to  the  contract  to  exercise  this 
non-transferrable  right  as  successor  to  Siemens-Halske 
automatically  extinguishes  the  right. 

In  view  of  this  legal  effect  of  Vesting  Order  No.  10,544 
in  extinguishing  any  and  all  such  personal  and  non-trans¬ 
ferrable  rights  held  by  S  &  H  under  this  contract,  it  is  ir¬ 
relevant  and  immaterial  to  a  determination  of  this  action 
whether  or  not  these  personal  and  non-transferrable  rights 
or  obligations  held  by  Siemens-Halske  under  the  1934  con¬ 
tract  survived  contract  termination  in  1938  or  lapsed  by 
failure  on  the  part  of  S  &  H  to  exercise  this  right  for  an 
exclusive  license  under  this  U.  S.  Patent  within  a  reason¬ 
able  time  after  the  issue  of  this  patent  in  1940,  by  coming 
to  an  agreement  with  plaintiff  on  the  amount  of  royalty. 

The  fact  remains  (as  an  uncontroverted  fact  established 
in  the  record  and  recognized  by  the  Trial  Court)  that  no 
agreement  was  made  between  S  &  H  and  plaintiff  on 
royalty  (App.  p.  252)  and  that  the  inchoate  and  incomplete 
right  for  a  license  held  by  S  &  H  under  the  contract  in 
this  said  U.  S.  Patent  2,205,854  therefore  remains  a  strictly 
personal  and  non-transferrable  right  which  is  nonrseizahle, 
per  se,  and  7vhich  defendant  as  successor  to  Siemens- 
Halske  under  Vesting  Order  No.  10,544  cannot  exercise 
without  extinguishing  this  right.  Defendant’s  claim  of  li¬ 
cense  rights  acquired  under  Vesting  Order  No.  10,544  in 
this  U.  S.  Patent  No.  2,205,854  therefore  are  clearly  in¬ 
valid  for  failure  to  prove  that  such  a  license  or  such  an 
enforceable  right  to  have  such  a  license  was  completed  and 
came  into  choate  existence  in  a  transferrable  form  at  some 
date  prior  to  the  date  of  Vesting  Order  No.  10^44,  by 
plaintiff  and  S  &  H  coming  to  an  agreement  on  the  amount 
of  royalty  to  be  paid  to  plaintiff  by  S  &  H  under  such  a 
license  and  the  precise  royalty  rate  that  was  agreed  on. 
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The  only  way  defendant  can  obtain  specific  performance 
of  an  agreement  between  plaintiff  and  S  &  H  is  to  pfove 
what  agreement  was  made  between  plaintiff  and  Siemens- 
Halske  for  a  license  under  this  U.  S.  patent  and  the  Trial 
Court  is  in  clear  error  in  not  recognizing  this  fact  and  the 
fact  that  specific  performance  cannot  be  granted  on  li¬ 
cense  contract  that  has  not  been  completed. 

Since  it  is  an  uncontroverted  fact  that  no  agreement  has 
ever  been  made  between  plaintiff  and  Siemens-Halske  on 
the  amount  of  royalty  to  be  paid  by  Siemens-Halske  urjder 
this  U.  S.  patent,  defendant  under  Vesting  Order  No. 
10,544  could  not  possibly  have  acquired  a  present  right 
(a  license)  or  a  present  right  to  have  such  a  license  on 
which  specific  performance  can  be  granted. 


Section  14. 


Referring  now  to  Section  14  of  the  1934  contract  this 
section  merely  provides  for  both  parties  to  pay  half  of  the 
stamp  taxes  and  dues  payable  in  Germany  under  the  con¬ 
tract,  and  has  no  bearing  on  the  property  rights  of  the 
parties  in  the  patents  obtained  under  the  contract. 


Proven  and  Admitted  Facts. 

I 

The  fact  situation  in  this  case  is  essentially  simple  and 
uncontroverted. 

Plaintiff  admits  the  1934  contract  and  admits  that  the 
invention  of  the  said  U.  S.  Patent  No.  2,205,854  fell  within 
the  scope  of  the  contract  and  that  it  was  originated  Dv 
him  in  1936,  in  his  private  research  laboratories  in  Luxem¬ 
bourg  during  his  performance  under  the  contract;  that  I  it 
was  disclosed  by  him  to  Siemens-Halske  shortly  there¬ 
after  in  conformity  with  the  provisions  of  paragraph  1, 
Section  5,  of  the  contract  and  that  Siemens-Halske,  in  a^c- 
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cordance  with  the  provisions  of  paragraph  2,  Section  5, 
filed  patent  applications  thereon  in  plaintiff's  name  in 
Germany  at  the  expense  of  Siemens-Halske  and  through 
Siemens-Halske  patent  attorneys;  and  that  the  U.  S.  ap¬ 
plication  resulting  in  TJ.  S.  Patent  No.  2,205,854  was  duly 
filed  by  Siemens-Halske  in  1938,  in  plaintiff's  name  and 
that  all  expenses  for  obtaining  the-  said  U.  S.  Patent  No. 
2,205,854,  were  paid  by  Siemens-Halske  as  required  of 
Siemens-Halske  under  paragraph  2,  Section  5,  of  the  said 
1934  contract.  Plaintiff  further  admits  that  the  consid¬ 
eration  for  the  contract  specified  in  Section  7  of  the  con¬ 
tract  was  received  in  full  up  to  the  termination  date  of  the 
contract  on  December  31,  1938. 

Plaintiff  by  Plaintiff’s  Exhibits  4  and  5  has  evidentially 
established  that  the  said  1934  contract  was  terminated  by 
him  as  provided  in  Section  8  of  the  contract  as  of  De¬ 
cember  31,  1938. 

The  entire  right,  title  and  interest  of  both  the  German 
and  TJ.  S.  patents  granted  on  the  invention  of  this  said 
U.  S.  Patent  No.  2,205,854  are  held  by  plaintiff  as  no  as¬ 
signments  of  these  patents  have  been  made  by  plaintiff 
(App.  pp.  49-51). 

Plaintiff  has  proved  and  defendant  has  failed  to  submit 
any  proofs  controverting  plaintiff’s  proof  that  no  agree¬ 
ment  on  the  amount  of  royalty  to  be  paid  by  Siemens- 
Halske  under  a  license  under  this  U.  S.  patent  or  under 
the  corresponding  German  patent  has  ever  been  made 
with  Siemens-Halske  and  that  no  license  has  ever  been 
granted  by  him  to  Siemens-Halske  under  either  the  Ger¬ 
man  Patent  or  under  this  U.  S.  Patent  No.  2,205,854. 

Main  Arguments. 

In  view  of  these  admitted  and  proven  facts,  it  is  be¬ 
lieved  self-evident  that  the  Trial  Court  in  its  judgment 
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failed  to  recognize  that  in  the  absence  of  any  proof  o'h  the 
part  of  defendant  that  an  agreement  on  the  amount  of 
royalty  had  in  fact  been  made  between  plaintiff  and  Sie- 
mens-Halske  and  what  that  agreement  actually  was,  de¬ 
fendant  could  not  prevail  in  this  suit.  Specific  perform¬ 
ance  cannot  be  granted  of  a  license  that  does  not  exist!  nor 
of  a  license  that  has  not  been  completed.  Nor  can  specific 
performance  be  granted  of  a  strictly  personal  non-trtans- 
ferrable  right  under  a  contract  to  obtain  such  a  licjense 
to  a  stranger  to  the  contract  even  though  that  stranger 
be  the  Alien  Property  Custodian. 

The  fact  that  the  license  right  claimed  by  defendant  is 
non-existent  in  fact  and  in  law  is  self-evident  from  para¬ 
graphs  3  and  4  of  Section  5  of  the  1934  contract  as  the 
exclusive  license  that  Siemens-Halske  is  to  “ receive” 
under  paragraph  3  of  this  contract  is  clearly  subject  to 
the  condition  (of  paragraph  4)  that  the  parties  are  to  cpme 
to  an  agreement,  either  voluntarily  or  by  the  means  pro¬ 
vided  in  Section  9,  on  the  amount  of  royalty  to  be  ppid. 
The  Trial  Court  has  recognized  that  an  agreement  on 
royalty  has  not  been  made  by  requiring  an  agreement  on 
royalty  in  the  judgment.  Therefore,  it  follows  that  be¬ 
tween  the  parties  to  the  contract  a  license  has  not  been 
concluded  and  therefore  such  a  license  does  not  exist  hnd 
specific  performance  cannot  be  granted. 

Likewise,  the  fact  that  the  “right  or  obligation”  held 
by  Siemens-Halske  to  complete  the  license  agreement,  by 
coming  to  an  agreement  with  plaintiff  on  the  amount  of 
royalty,  is  a  right  or  obligation  made  personal  and  non- 
transferrable  is  apparent  from  the  provisions  of  Sectjon 
13  of  the  1934  contract. 

Accordingly,  by  the  specific  provisions  of  paragraphs  3 
and  4  of  Section  5  as  limited  by  Section  13,  Siemens- 
Halske,  in  the  absence  of  any  agreement  on  the  amoilint 
of  royalty  to  be  paid,  holds  under  the  contract  only  ihe 
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personal  and  non-transferrable  right  to  complete  the  ex¬ 
clusive  license  by  coming  to  an  agreement  with  plaintiff  on 
royalty  rate  as  provided  in  paragraph  4,  of  Section  5. 

The  question  then  is:  Is  this  a  seizable  property  right 
or  interest  under  the  Trading  With  the  Enemy  Act?  Judge 
Learned  Hand  in  Simon  v.  Miller  (298  Fed.  520  at  522), 
held  that  “the  enemy  must  have  some  present  interest  to 
be  subject  to  capture.’ ’  ( McGrath  v.  Mfgrs.  Tr.  Co., 
338  U.  S.  247.) 

Applying  this  rule  to  this  right  held  by  Siemens-Halske 
under  the  contract  and  assuming  that  this  right  has  not 
been  extinguished  on  termination  of  the  1934  contract  in 
1938  or  abandoned  or  waived  subsequently  by  Siemens- 
Halske,  the  fact  remains  that  the  right,  per  se,  is  a  per¬ 
sonal  and  non-transferrable  right  or  obligation  by  the  spe¬ 
cific  provisions  of  Section  13  and  that  under  recognized 
contract  law  principles,  any  effort  by  Siemens-Halske  to 
transfer  this  right  to  another  or  any  effort  by  a  stranger 
to  the  contract  to  divest  Siemens-Halske  of  this  right  or  to 
exercise  this  right  as  successor  to  Siemens-Halske  auto¬ 
matically  is  a  breach  of  the  contract  which  plaintiff  at  his 
option  has  the  right  to  consider  as  extinguishing  the  right. 
The  defendant  is  no  exception  to  this  rule.  Accordingly 
there  is  no  present  right  held  by  Siemens-Halske  under 
this  contract,  but  a  future,  contingent  and  non-transfer¬ 
rable  right. 

Basically,  the  1934  contract  is  nothing  more  than  a  con¬ 
tract  to  invent  and  a  contract  to  grant  a  license  under  all 
future  patented  inventions  upon  a  mutual  agreement  be¬ 
tween  the  parties  on  the  amount  of  royalty  to  be  paid, 
which  contract  to  grant  a  license  on  agreement  on  royalty 
is  specifically  made  non-transferrable  by  Section  13. 

Basically,  also,  a  patent  license  is  a  contract  and  is  to 
be  interpreted  as  such  ( Westinghouse  El.  &  Mfg.  Co.  v. 
Tri-City  Radio  El.  Supply  Co.,  et  al .,  23  Fed.  [2]  628), 


and  while  no  specific  form  of  patent  license  is  required  by 
the  patent  statutes,  nevertheless,  as  a  contract  the  license 
must  be  complete  before  the  contract  itself  is  a  present 
right  that  is  valid  or  enforceable.  Furthermore,  th^  li¬ 
cense  being  a  contract  must  be  complete  before  it  becomes 
a  vested  right  and  a  present  right  which  is  subject  to 
seizure  under  the  Trading  With  the  Enemy  Act. 

The  fact  that  the  license  contract  of  the  1934  contract 
is  incomplete  and  therefore  not  a  vested  or  present  prop¬ 
erty  right  subject  to  seizure  under  the  Trading  With  the 
Enemy  Act,  is  self-evident  from  the  ruling  of  the  Trial 
Court  that  plaintiff  and  defendant  must  come  to  an  agree¬ 
ment  on  royalty  rate . 

Plaintiff  takes  the  position  in  this  appeal  that  the 
Trial  Court’s  finding  of  fact  that  an  agreement  on  the 
amount  of  royalty  was  required  under  the  contract  pnd 
that  this  agreement  had  not  been  made  between  the  par¬ 
ties  to  the  contract  at  a  date  prior  to  Vesting  Order  No. 
10;544  negatives  completely  the  ruling  that  Siemens-Halske 
under  this  contract  held  a  completed  license  right  under 
this  U.  S.  Patent  No.  2,205,854  as  of  the  date  of  Vesting 
Order  No.  10,544  in  1948,  and  clearly  defeats  defendaht’s 
allegation  that  there  was  a  seizable  property  right  or 
interest  in  this  U.  S.  patent  among  the  “rights  and  in¬ 
terests”  held  by  Siemens-Halske  under  this  1984  contract 
as  of  the  date  of  this  Vesting  Order  No.  10,544.  The 
license  contract  contemplated  under  the  1934  contract 
for  each  future  patent  grant  on  any  future  invention  by 
plaintiff  is  not  completed  as  a  vested  property  right  in 
Siemens-Halske  until  an  agreement  on  royalty  has  been 
made. 

In  fact,  in  the  final  analysis,  this  1934  contract  is  merely 
a  contract  in  which  the  parties  thereto  have  provided  if  or 
the  coming  into  existence  of  a  license  contract  when  and 
if  a  future  invention  comes  into  existence.  Before  this 
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license  contract  can  come  into  existence,  however,  some 
agreement  on  the  amount  of  royalty  must  be  arrived  at 
between  the  parties  by  the  means  provided  in  paragraph  4 
of  Section  5  of  the  1934  contract. 

It  is  plaintiff's  position  that  defendant  under  Vesting 
Order  No.  10,544  cannot  seize  this  license  contract  until 
the  parties  to  the  1934  contract  themselves  have  completed 
the  license  contract  by  coming  to  an  agreement  on  the 
amount  of  royalty  and  that  in  this  suit,  defendant  has  the 
burden  of  proof  to  establish  that  this  license  contract 
under  this  U.  S.  patent  was  in  fact  concluded  between 
the  parties  to  the  1934  contract  at  some  date  prior  to 
Vesting  Order  No.  10,544.  In  the  absence  of  proof  of 
such  a  concluded  license  contract  defendant  has  acquired 
no  present  right  for  a  license,  as  specific  performance  can 
only  be  granted  on  the  completed  license  contract,  not  on 
the  right  to  have  a  license  which  is  subject  to  the  condition 
to  agree  on  royalty  rates. 

Under  German  law  as  expounded  by  the  expert 
David  the  German  law  is  firm  and  settled  on  the 
proposition  that  a  present  right  in  a  future  inven¬ 
tion  camnot  be  created  by  contract  (App.  pp.  155  to  159), 
and  that  any  attempt  to  so  create  a  present  right  creates 
only  the  inchoate  optional  right  to  have  such  a  present 
right  when  and  if  the  invention  comes  into  existence 
(App.  p.  170),  and  all  of  the  conditions  attached  to  the 
option  have  been  fulfilled. 

Accordingly,  this  1934  contract  must  be  construed  as 
a  contract  which  creates  primarily  an  optional  right  in 
the  German  national  (party  to  the  contract)  to  have  such 
a  license  under  the  future  inventions  by  plaintiff  when 
and  if  an  invention  is  made  and  patented  and  an  agree¬ 
ment  on  royalty  has  been  made. 

Under  German  law  the  expert  David  states  that  this 
optional  right  of  the  1934  contract  to  have  a  license, 


when  and  if  an  invention  comes  into  existence,  ig  fur¬ 
ther  conditioned  by  the  condition  of  agreement  on  royalty, 
this  conditional  optional  right  remains  inchoate  until  the 
conditions  attached  thereto  have  been  fulfilled  (App.  p. 
170). 

Both  experts  (David  and  Schock)  admit  that  the  op¬ 
tional  right  of  the  1934  contract  held  by  the  German  na¬ 
tional  as  of  the  date  of  execution  of  the  contract  is  condi¬ 
tioned  by  paragraph  4  of  Section  5  by  a  requirement  for 
an  agreement  on  the  amount  of  royalty  to  be  paid  by  the 
German  national  to  plaintiff. 

The  Trial  Court  has  ruled  in  the  judgment  that  the 
license  right  held  by  the  German  national  under  this  1934 
contract  was  subject  to  the  condition  for  an  agreement  on 
royalty  rates  and  that  this  condition  had  not  been  fulfilled. 
It  necessarily  follows,  therefore,  that  the  license  fight 
held  by  the  German  national  under  the  contract  ik  an 
inchoate  right  to  have  a  license  until  this  condi¬ 
tion  for  agreement  on  royalty  is  fulfilled,  which  inchoate 
right  is  made  strictly  personal  and  non-transferiable 
under  Section  13  of  the  contract. 

It  is  totally  irrelevant  and  immaterial  to  the  issuf  in¬ 
volved  herein  whether  or  not  this  is  an  enforceable  condi¬ 
tion  or  whether  or  n-ot  this  conditional  optional  right 
under  the  contract  has  expired ,  lapsed  or  has  been  wci\ived 
or  abandoned  by  the  German  national.  The  fact  remains 
that  this  condition  for  an  agreement  or  royalty  has  not 
been  fulfilled  by  the  parties  to  the  contract;  that  this  con¬ 
ditional  optional  right  for  a  license  held  by  the  German 
national  under  this  1934  contract  in  this  U.  S.  Patent  No. 
2,205,854  is  a  non-transferrable  right  under  the  contract; 
and  that  this  said  right  remains  as  of  this  date  an  un¬ 
exercised,  non-transferrable  right  which  the  defendant 
cannot  seize. 
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It  makes  no  difference  in  the  final  analysis  of  the  Ger¬ 
man  law  whether  David  is  correct  or  Schock  is  correct 
in  their  respective  expositions  of  the  German  law. 

David  takes  the  position  that  the  license  grant  of  para¬ 
graph  3,  Section  5,  is  conditioned  by  the  obligation  for 
a  future  agreement  on  royalty  and  that  until  this  condi¬ 
tion  is  fulfilled  the  license  right  created  by  this  paragraph 
3  of  Section  5  remains  inchoate  and  of  doubtful  en¬ 
forceability  under  German  law. 

Schock  takes  the  position  that  as  the  parties  have  pro¬ 
vided  in  paragraph  4,  of  Section  5,  for  a  settlement  of 
any  disagreement  on  royalty  rate,  this  provision  removes 
this  paragraph  4  as  a  condition  precedent  to  the  license 
grant  of  paragraph  3,  Section  5,  and  that  the  license  grant 
of  paragraph  3,  Section  5,  becomes  automatically  attached 
to  each  future  invention  and  in  the  invention  of  this 
U.  S.  patent  as  of  the  coming  into  existence  of  the  inven¬ 
tion  in  1936. 

It  makes  no  difference  which  expert  is  right  on  this 
point  of  German  law.  The  fact  remains  that  the  license 
contract ,  per  se,  remains  incomplete  and  inchoate  until 
this  agreement  has  been  made  between  the  parties  to  the 
contract,  and  that  the  right  or  obligation  held  by  Siemens- 
Halske  to  make  this  agreement  cannot  be  transferred  or 
exercised  by  a  stranger  to  the  contract.  Therefore,  it  is 
not  a  present  right  subject  to  seizure  under  the  Trading 
With  the  Enemy  Act.  As  the  Trial  Court  has  held  that 
an  agreement  has  not  been  made,  it  necessarily  follows 
that  the  license  contract  remains  incomplete  and  inchoate 
and  that  defendant  therefore  cannot  seize  this  incomplete 
contract  or  step  into  Siemens-Halske’s  shoes,  as  a  stranger 
to  the  contract,  and  obtain  specific  performance  of  the 
personal  and  non-transferrable  right  or  obligation  to 
come  to  this  agreement  on  royalty. 
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The  fact,  that  an  agreement  on  royalty  still  must  be 
made  between  the  parties  defeats  defendant’s  clairh  of 
license  rights,  holds  true  irrespective  of  whether  or  not 
this  agreement  is  a  condition  attached  to  the  main  license 
or  to  sublicenses.  A  contract  is  not  a  contract  until  there 
has  been  a  meeting  of  the  minds  on  all  essential  elements 
of  the  contract  and  where  any  element  is  left  open  for 
future  agreement  between  the  parties  the  contract  is  not 
valid  or  enforceable  unless  that  which  is  to  be  agreed  on 
is  defined  in  the  contract  or  ascertainable  from  the  Con¬ 
tract.  The  Court  in  its  judgment  has  assumed  the  po^ver 
arbitrarily  to  set  the  royalty  rate,  which  clearly  estab¬ 
lishes  that  the  contract  is  silent  on  the  royalty  rate  to 
which  the  parties  must  agree. 

Plaintiff  asserts  that  the  testimony  of  David  as  to  the 
German  law*  is  entitled  to  be  accepted  as  true  in  view  of 
the  unchallenged  authorities  relied  on  and  in  view  of  his 
greater  experience  in  the  field  of  patent  law  both  in 
Germany  and  the  United  States.  Schock’s  testimony  on 
the  other  hand  is  not  entitled  to  full  credence  in  view 
of  her  lack  of  experience  in  patent  law  and  in  viewT  of 
the  fact  that  her  position  in  the  matter  of  “  automatic 
attachment”  is  based  on  her  own  theories  of  the  comnion 
law  (net  patent  law)  and  is  predicated  on  authorities j  of 
doubtful  pertinency  and  applicability  to  the  instant  case 
because  the  cases  relied  on  do  not  relate  to  inventions !  or 
patents  or  licenses  relating  thereto.  Schock’s  testimony, 
per  se,  is  subject  to  being  considered  biased,  due  to  the 
fact  that  she  is  an  employee  of  defendant.  In  fact,  it  is 
clear  from  Schock’s  testimony  that  she  is  not  acquainted 
with  the  fundamental  principles  of  German  or  U.  S. 
patent  law  which  establish  the  peculiar  nature  of  patent 
property  rights  as  a  creature  of  statute  and  the  statutory 
rules  concerning  the  transfer  of  patent  property  rights 
by  assignment  or  license. 
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Despite  this  disagreement  between  the  two  experts  as 
to  whether  the  license  grant  of  paragraph  3,  Section  5, 
of  the  1934  contract  is  a  choate  or  inchoate  right  as  of 
the  date  of  the  invention  in  1936,  the  fact  remains  that 
the  Trial  Court  has  held  that  there  is  a  condition  attached 
to  this  license  and  that  this  condition  has  not  been  fulfilled. 
This  ruling  precludes  considering  this  license  as  a  com¬ 
pleted  or  concluded  license.  An  incomplete  or  uncon¬ 
cluded  license  is  not  a  present  right  or  a  vested  property 
right  subject  to  seizure  under  the  Trading  With  the 
Enemy  Act  and  therefore  defendant  under  Vesting  Order 
No.  10,544  cannot  be  held  to  have  acquired  such  an  un¬ 
vested  incomplete  and  unconcluded  license. 

Accordingly,  defendant’s  claim  of  license  rights  acquired 
under  Vesting  Order  No.  10,544  must  stand  or  fall  on 
whether  or  not  under  the  “rights  and  interests”  held 
by  Siemens-Halske  under  this  1934  contract  there  was  a 
valid  and  enforceable  and  seizable  “present”  right  then 
held  by  Siemens-Halske  to  have  such  a  license. 

Such  a  valid  and  enforceable  and  seizable  “present” 
right  to  have  a  license  under  this  U.  S.  patent  can  only 
be  established  by  proof  of  completion  of  the  license  grant 
by  proof  of  an  agreement  on  the  amount  of  royalty  to 
be  paid  and  proof  that  this  agreement  had  been  made  at 
some  date  prior  to  the  date  of  Vesting  Order  No.  10,544, 
between  plaintiff  and  Siemens-Halske.  Defendant  has 
failed  to  make  such  proof. 

The  ruling  by  the  Trial  Court  that  there  was  no  such 
agreement  made  and  that  plaintiff  and  defendant  must 
now  come  to  this  agreement  before  defendant  can  sub¬ 
license  others  completely  defeats  defendant’s  claim  for 
license  rights  acquired  under  Vesting  Order  No.  10,544 
as  it  establishes  that  Siemens-Halske  held  no  more  than 
the  strictly  personal  and  non-transferrable  right  to  come 
to  such  an  agreement  with  plaintiff. 
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This  right  held  by  Siemens-Halske  under  paragraph  4 
of  Section  5  to  come  to  an  agreement  with  plaintiff  on 
the  amount  of  royalty  to  be  paid  under  the  license  grant, 
is  one  of  the  “rights  and  obligations”  held  by  Siemens- 
Halske  wdiich  Section  13  of  the  contract  makes  strictly 
personal  and  non-transferrable.  Being  personal  and  non- 
transferrable,  per  se,  under  the  1934  contract,  it  is  n^t  a 
present  or  vested  right  and  defendant  cannot  seize  £his 
right  or  attempt  to  exercise  this  right  without  extinguish¬ 
ing  the  right  automatically. 

The  fact  that  Siemens-Halske  under  this  1934  contract 
holds  the  personal  and  non-transferrable  contract  right 
or  obligation  to  come  to  an  agreement  with  plaintiff  on 
the  amount  of  royalty,  demonstrates  and  makes  clear 
the  fact  that  the  grant  of  a  license  in  paragraph  3  of 
Section  5  is  a  conditional  license  w’hich  remains  inchoate 
until  Siemens-Halske  has  come  to  an  agreement  vfith 
plaintiff  on  the  amount  of  royalty  and  that  until  tjhis 
agreement  between  the  parties  to  the  contract  has  b^en 
made  there  is  no  seizable  property  right  held  by  Siemehs- 
Halske  in  this  U.  S.  Patent  No.  2,205,854. 


The  Trial  Court  failed  to  recognize  that  defendant  is 
a  stranger  to  the  1934  contract  and  that  even  though 
Siemens-Halske  could  have  asked  for  specific  performance 
of  this  personal  and  non-transferrable  right,  defendant 
cannot  obtain  specific  performance  of  this  non-transf$r- 
rable  right  as  the  very  act  of  seizure  destroyed  the  rigjht. 

Summation. 

In  summation  of  plaintiff’s  argument  it  is 
that  inasmuch  as  the  1934  contract  in  issue  is  a  contract 
between  a  German  national  corporation  and  the  plaintiff 
as  a  citizen  of  another  state  wherein  the  services  of  tjhe 
citizen  are  engaged  as  an  independent  contractor,  as  a 
consultant,  and  as  an  independent  researcher  in  a  defined 


submitted 


42 


field  of  research  activity  and  inasmuch  as  no  then  exist¬ 
ing  invention  forms  the  basis  for  the  contract,  the  said 
1934  contract  insofar  as  it  attempts  to  define  property 
rights  in  all  future  inventions  made  by  plaintiff  during 
performance  under  the  contract  must  be  construed  under 
German  law  as  creating  a  mere  option  to  have  such  a 
license  when  and  if  an  invention  is  made  by  plaintiff,  by 
complying  with  all  of  the  conditions  attached  thereto. 

It  is  further  submitted  that  the  provision  in  paragraph 
3  of  Section  5  of  the  said  contract  that  the  German  na¬ 
tional  corporation  is  to  “receive”  an  exclusive  license 
under  all  patents  and  petty  patents  granted  to  plaintiff 
on  future  inventions  is  subject  to  the  requirement  in  para¬ 
graph  4  of  Section  5  of  the  contract  that  an  agreement 
be  made  on  the  amount  of  royalty  to  be  paid  by  the  Ger¬ 
man  national  to  plaintiff. 

It  is  further  submitted  that  until  this  agreement  is 
made  between  plaintiff  and  the  German  national  the  ex¬ 
clusive  license  that  the  German  national  is  to  “receive” 
is  clearly  an  incompleted  license  and  that  until  the  said 
license  is  completed  by  the  coming  into  existence  of  such 
an  agreement  between  the  parties  on  royalty  rates,  the 
right  to  have  such  a  license  held  by  the  German  national 
remains  a  strictly  personal  and  non-transferrable  right 
under  Section  13  of  the  contract  and  cannot  be  considered 
a  “present”  right  held  by  the  German  national  under  the 
1934  contract. 

Accordingly,  as  defendant  under  the  Trading  With  the 
Enemy  Act  can  only  seize  a  present  or  vested  property 
right  or  a  present  legally  enforceable  claim  for  a  vested 
property  right,  this  strictly  personal  and  non-transferrable 
right  held  by  the  German  national  under  this  contract 
cannot  be  seized  by  defendant  under  Vesting  Order  No. 
10,544  as  it  is  neither  a  present  right,  nor  a  vested  prop¬ 
erty  right  nor  a  present  legally  enforceable  claim  for 
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a  vested  property  right  and,  being  personal  and  non- 
transferrable,  per  se,  it  cannot  be  alienated  fronti  the 
German  national  without  the  consent  of  plaintiff  and 
any  attempt  by  the  German  national  or  by  a  stranger  to 
the  contract  to  alienate  this  non-transferrable  right  from 
the  German  national  automatically  extinguishes  this  tight. 

Therefore,  it  is  submitted  that  the  Trial  Court  is  in 
clear  reversible  error  in  the  judgment  in  failing  to  Recog¬ 
nize  that  the  instant  it  appears  that  this  condition  requir¬ 
ing  the  German  national  and  plaintiff  to  come  to  an  agree¬ 
ment  on  royalties  is  present  in  the  contract  and  has  not 
been  fulfilled,  the  exclusive  license  that  the  Germap  na¬ 
tional  is  to  “receive”  under  the  provisions  of  paragraph 
3  of  Section  5  necessarily  is  an  incomplete  license  and 
that  the  right  to  have  a  license  remains  a  strictly  personal 
and  non-transferrable  and  inchoate  right  under  Section 
13  of  the  contract  until  the  parties  to  the  contract  have 
come  to  an  agreement  on  royalty. 

I 

Defendant  cannot  under  the  Trading  With  the  Enemy 
Act  seize  this  strictly  personal  and  non-transferrable 
right  for  a  license  held  by  the  German  national  as  it  is 
neither  a  present  right,  nor  a  vested  property  right^  nor 
a  seizable  legally  enforceable  claim  for  a  vested  property 
right  and  is  inalienable,  per  se,  without  the  consept  of 
plaintiff. 

Defendant  can  seize  only  the  completed  license,  i.  e., 
after  an  agreement  has  been  made  between  plaintiff  and 
the  German  national  on  royalty  rate,  irrespective  oR  the 
provisions  of  Section  10  of  the  contract  that  such  agree¬ 
ments  must  be  in  writing  to  be  valid,  as  such  a  completed 
license  is  a  present  right  removed  from  the  restriction 
of  Section  13.  However,  in  the  absence  of  any  proof  that 
an  agreement  had  in  fact  been  made  between  plaintiff!  and 
the  German  national  on  the  amount  of  royalty  to  be  paid 
and  as  to  what  that  agreement  was  in  connection  with 
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the  specific  Patent  No.  2,205,854,  it  necessarily  must  be 
held  that  defendant  under  Vesting  Order  No.  10,544  could 
not  and  did  not  seize  or  acquire  any  license  rights  under 
this  specific  U.  S.  Patent  No.  2,205,854. 

Therefore,  the  Trial  Court  is  in  clear  error  in  paragraph 
1  of  the  judgment  in  holding: 

(1)  That  defendant  has  a  license; 

(2)  That  defendant  is  lawfully  entitled  to  retain  the 
license ; 

(3)  That  plaintiff  must  come  to  an  agreement  with 
defendant,  a  stranger  to  the  contract ;  and  in  assum¬ 
ing 

(4)  That  the  Court  has  the  power  to  set  the  royalty 
rate  and  to  compel  plaintiff  to  accept  this  royalty 
rate. 

Errors  1,  2  and  3  above  have  hereinabove  been  thor¬ 
oughly  argued.  Error  4  is  based  on  the  specific  provi¬ 
sions  of  paragraph  4  of  Section  5,  which  includes  Section 
9.  This  action  specifically  provides  that  all  disputes 
between  the  parties  are  to  be  referred  to  the  Berlin 
Courts.  This  would  include  any  dispute  between  the 
parties  on  the  amount  of  royalty.  There  is  no  dispute 
between  the  parties  on  the  amount  of  royalty  here  in¬ 
volved.  Defendant  is  attempting  to  obtain  specific  per¬ 
formance  of  the  non-transferrable  Siemens-Halske  right 
or  obligation  to  come  to  an  agreement  with  plaintiff,  there¬ 
by  to  complete  the  exclusive  license  contract  in  the  1934 
contract.  Defendant,  being  a  stranger  to  the  contract, 
cannot  assert  this  non-transferrable  right,  nor  can  the 
Trial  Court  consider  any  dispute  between  plaintiff  and 
defendant  under  the  provisions  of  Section  9  of  the  1934 
contract. 
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Plaintiff  denies  that  defendant  under  Vesting  drder 
No.  10^44  has  acquired  a  license,  and  this  denial  is  biased 
on  the  proven  fact  that  plaintiff  never  has  made\  any 
agreement  with  Siemens-Halske  on  the  amount  of  royalty 
to  be  paid  by  Siemens-Halske  to  plaintiff  for  the  license 
as  required  under  paragraph  4  of  Section  5  of  the  1934 
contract.  Until  this  agreement  has  been  made  the  fight 
to  have  the  license  is  a  personal  and  non-transferfable 
right  held  by  Siemens-Halske  under  the  provisions  of 
Section  13  of  the  contract  and  is  a  right  which  is  pon- 
seizable,  per  se,  under  the  Trading  With  the  Enemy  Act 
and  unenforceable,  per  se,  by  a  stranger  to  the  contract, 
who  claims  the  right  under  seizure  of  any  Siemens-Hplske 
rights.  I 

It  is  further  contended  by  plaintiff  that  under  U,  S. 
laws,  agreements  to  agree  and  licenses  on  terms  td  be 
agreed  on  are  generally  invalid  and  unenforceable  unless 
in  the  contract  creating  the  agreement  to  agree  or  the 
license  on  terms  to  be  agreed  on,  the  subject  matter  to 
be  agreed  to  or  the  terms  of  the  license  are  defined  Vitb 
sufficient  particularity  to  enable  the  Court  to  grant  Spe¬ 
cific  performance  (see  Ellis  Patent  Assignments  hnd 
Licenses,  2nd  Edition,  Sections  394-395). 

In  this  1934  contract  even  though  it  were  possible  for 
the  German  national  to  sue  plaintiff  in  the  U.  S.  Cojart, 
specific  performance  of  the  agreement  to  agree  on  the 
amount  of  royalty  (contained  in  paragraph  4  of  Section 
5)  most  certainly  would  be  denied  as  the  only  measure 
of  the  amount  of  royalty  to  be  paid  appearing  in  para¬ 
graph  4  of  Section  5  is  that  it  be  based  on  the  “impor¬ 
tance”  of  the  invention.  As  there  is  no  known  factor  by 
which  the  “importance”  of  an  invention  may  be  converged 
into  a  definite  royalty  rate  in  dollars  and  cents  this  agree¬ 
ment  to  agree  on  the  amount  of  royalty  based  on  the  im¬ 
portance  of  this  invention  is  clearly  unenforceable.  Otily 
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the  agreement,  if  made  by  the  parties,  is  enforceable  as 
a  present  property  right  seizable  by  defendant .  Defend¬ 
ant,  in  his  proofs,  has  not  attempted  to  establish  either 
the  “importance”  of  the  invention  or  the  factor  by  which 
the  importance  may  be  converted  to  royalty  rate. 

.The  fact  that  this  agreement  to  agree  on  the  amount 
of  royalty  is  of  doubtful  eniorceabiiity  under  U.  S.  or 
German  law,  however,  is  irrelevant  and  immaterial  to  the 
issue.  The  fact  remains  that  only  the  German  national 
cam  exercise  this  right  and  that  defendant  can/not  exercise 
this  right  and  that  the  Trial  Court  is  in  clear  error  in 
ruling  that  defendant  under  Vesting  Order  No.  10,544 
can  or  has  seized  this  right  and  is  entitled  to  have  specilic 
performance  of  the  right. 

The  Trial  Court  also  is  in  clear  error  in  limiting  this 
personal  and  non-transferrable  right  or  obligation  to 
come  to  an  agreement  with  plaintiff  on  the  amount  of 
royalty  to  be  paid  under  the  license  for  this  Patent 
No.  2,205,854  to  sublicenses.  This  is  a  clear  reformation 
of  the  1934  contract  as  paragraph  4  of  Section  5  contains 
no  such  limitation  on  this  right.  Paragraph  5  of  Section 
5  does  limit  the  participation  rights  of  plaintiff  and  the 
German  national  in  the  royalties  of  joint  sublicenses  un¬ 
der  a  non-exclusive  license  to  Siemens-Halske  in  joint 
inventions,  to  a  50-50  division  after  the  party  bearing 
the  costs  of  the  patent  has  recouped  the  costs.  This  limi¬ 
tation  applies  only  to  those  sublicenses  granted  with  the 
consent  of  both  parties  when  the  exclusive  license  has 
been  converted  to  a  non-exclusive  license  by  the  German 
national  abandoning  its  right  for  an  exclusive  license  by 
dropping  the  costs  of  a  pending  application  or  patent 
with  plaintiff  assuming  the  costs.  In  this  event,  which  is 
not  the  instant  case,  both  parties  hold  licensing  rights 
under  the  patent  and  are,  in  effect,  joint  owners  of  the 
patent  and  the  contract  provides  for  joint  licensing  un- 
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der  the  patent  and  for  a  50-50  split  of  the  royalties  of 
such  sublicenses. 

Under  German  or  U.  S.  law  one  who  holds  the  exclu¬ 
sive  license  right  to  a  patent  at  an  agreed  royalty  rate 
and  the  right  to  sublicense  others  may  sublicense  others 
without  the  consent  of  the  Licensor  at  any  rate  he  wishes 
but  is  always  liable  to  the  Licensor  at  the  agreed  on 
royalty  rate. 

Accordingly,  the  Trial  Court  is  in  clear  erroi*  in 
hybridizing  paragraphs  4  and  5  of  Section  5  of  this  1934 
contract  to  the  extent  of  limiting  this  agreement  on 
royalty  to  joint  sublicenses.  The  right  to  sublicense 
others  does  not  pass  to  a  license  until  the  license  itself 
is  consummated  and  one  who  does  not  hold  the  rigltt  to 
make,  use  and  sell  cannot  under  the  U.  S.  patent  statiites 
become  a  licensor. 

I 

Conclusions. 

. 

In  view  of  the  above  arguments  and  pointed  out  (Con¬ 
tradictions  and  Errors  of  the  Trial  Court  in  its  judgnjient 
of  record,  it  is  respectfully  submitted  that  the  judgnjient 
of  record  must  be  reversed  on  the  following  grounds  b^sed 
on  the  proven  and  uncontroverted  facts  of  record : 

(1)  That  plaintiff,  the  non-enemy  record  owner  of  the 
entire  right,  title  and  interest  of  U.  S.  Patent  |No. 
2,205,854,  now  held  by  defendant  in  protective  custody 
under  Vesting  Order  No.  670,  is  entitled  under  the  law 
to  a  return  of  the  patent  and  the  entire  right,  title  and 
interest  therein  on  due  and  proper  claim  therefor,  in  \the 
absence  of  clear  proof  that  defendant  under  Vesting 
Order  No.  10r544  has  acquired  an  enemy  owned  present 
property  right  or  interest  therein. 
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(2)  That  the  burden  of  proof  rests  on  defendant  to 
establish  its  claim  for  license  rights  acquired  under  Vest¬ 
ing  Order  No.  10,544. 

(3)  That  by  failing  to  prove  that  plaintiff  and  Siemens- 
Halske  had  come  to  an  agreement  on  the  amount  of  roy¬ 
alty  to  be  paid  by  Siemens-Halske  to  plaintiff  for  an  ex¬ 
clusive  license  under  this  U.  S.  Patent  No.  2,205,854,  as 
required  by  paragraph  4  of  Section  5  of  the  1934  contract, 
at  a  date  prior  to  Vesting  Order  No.  10,544,  defendant 
has  not  sustained  this  burden  of  proof. 

(4)  That  the  Trial  Court  lias  recognized  that  an  agree¬ 
ment  on  royalty  rate  is  required  to  complete  the  license 
right  claimed  by  defendant  and  that  it  has  not  been  made 
between  plaintiff  and  the  enemy  alien. 

(5)  That  in  the  absence  of  an  agreement  between  plain¬ 
tiff  and  Siemens-Halske  on  the  amount  of  royalty  to  l>e 
paid  plaintiff  under  the  license,  the  license  right  created 
in  the  1934  contract  and  held  by  Siemens-Halske  under 
the  1934  contract  is  a  mere  inchoate  right  to  have  a  li¬ 
cense,  which  inchoate  right  by  the  specific  provision  of 
Section  13  of  the  1934  contract  is  made  non-transferrable 
by  Siemens-Halske  except  to  one  party. 

(6)  That  defendant  is  not  that  party  to  whom  this 
right  can  be  transferred. 

(7)  That  such  an  inchoate  non-transferrable  right  to 
have  a  license  held  by  the  enemy  alien  under  the  1934 
contract  is  not  a  present  property  right. 

(8)  That  defendant  under  Vesting  Order  No.  10,544 
can  only  acquire  present  property  rights  held  by  the 
enemy  alien. 

(9)  That  the  effect  of  Vesting  Order  No.  10,544  on  the 
non-transferrable  right  held  by  the  enemy  alien  in  the 
1934  contract  to  have  a  license  on  coming  to  an  agree- 
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ment  with  plaintiff  on  the  amount  of  royalty  to  bej  paid 
to  plaintiff  under  the  license  is  to  extinguish  this  in¬ 
choate  non-transferrable  right  held  by  the  enemy  alien 
under  the  contract. 

I 

(10)  That  defendant,  therefor,  cannot  be  held  to  have 
acquired  any  present  property  rights  in  U.  S.  Paten(;  No. 
2,205,854  under  Vesting  Order  No.  10,544,  the  license 
right  defendant  claims  being  an  inchoate  and  uncompleted 
license  contract  and  the  right  to  complete  the  conitract 
being  non-transferrable  and  non-seizable. 

(11)  That  specific  performance  of  the  non-transferrable 
inchoate  right  to  complete  the  license  contract  by  com¬ 
ing  to  an  agreement  with  plaintiff  on  the  amount  of 
royalty  to  be  paid  under  the  license  contract  cannbt  be 
granted  by  this  Court  to  either  the  German  national  party 
to  the  1934  contract  or  to  defendant,  a  stranger  tb  the 
1934  contract,  even  though  the  defendant  is  the  Alien 
Property  Custodian  as  the  seizure  power  of  defendant  is 
limited  to  present  property  rights. 

Wherefore,  it  is  submitted  that  plaintiff,  a  non-enemy 
alien  now  residing  in  the  U.  S.,  is  entitled  under  the  law 
to  a  return  of  the  entire  right,  title  and  interest  of  this 
U.  S.  Patent  No.  2,205,854  now  held  in  protective  custody 
under  Vesting  Order  No.  670  free  and  clear  of  any  claim 
for  license  rights  by  defendant  under  Vesting  Order  No. 
10,544. 

Therefore,  a  complete  reversal  of  the  Trial  Court’s 
judgment  of  record  is  clearly  warranted. 

October  25,  1951. 

MALCOLM  N.  RICH, 

CLARENCE  G.  CAMPBELL, 
Counsel  for  Plaintiff-Appellant, 

11  Park  Place, 

,  New  York,  New  York. 
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rates,  as  a  condition  precedent  to  his  granting  sub-licenses 
under  the  patent. 
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JURISDICTIONAL  STATEMENT 

The  jurisdiction  of  the  District  Court  was  invoked  under 
Section  9  (a)  of  the  Trading  With  the  Enemy  Act,  as  amen4ed, 
40  Stat.  419,  50  U.  S.  C.  App.  Sec.  9  (a)  (App.  8).1  The  Dis¬ 
trict  Court’s  jurisdiction  over  defendant’s  counterclaim  was 
based  on  Section  17  of  the  Trading  with  the  Enemy  Actj  as 
amended  (40  Stat.  425,  50  U.  S.  C.  App.  Sec.  17),  and  Section 


1  References  are  to  the  Joint  Appendix. 
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1345  of  Title  28  of  the  United  States  Code  (App.  15).  Judg¬ 
ment  of  the  District  Court  was  entered  on  April  3,  1951  (App. 
45).  Notice  of  appeal  was  filed  by  plaintiff  on  May  22,  1951 
(App.  46),  and  notice  of  appeal  was  filed  by  defendant  on 
June  1, 1951  (App.  47).  Jurisdiction  of  this  Court  is  founded 
on  Section  1291  of  Title  28  of  the  United  States  Code. 

The  memorandum  opinion  of  the  District  Court  is  not  re¬ 
ported.  It  is  set  forth  in  the  Appendix,  page  30. 

STATEMENT  OF  THE  CASE 
Nature  of  the  action  and  the  proceedings  below 

This  is  a  suit  under  Section  9  (a)  of  the  Trading  with 
the  Enemy  Act  for  a  return  of  United  States  Letters  Patent 
No.  2,205,854  and  for  an  adjudication  that  defendant  has  no 
rights  or  interests  therein.2  Defendant  counterclaimed  for 
damages  arising  out  of  a  release  and  license  agreement  involv¬ 
ing  the  patent  executed  by  plaintiff  and  a  private  manufac¬ 
turer  without  the  defendant’s  consent. 

The  patent  in  suit  relates  to  a  method  of  producing  titanium 
and  alloys  thereof.  It  was  issued  on  June  25,  1940,  in  the 
name  of  plaintiff,  a  citizen  of  Luxembourg.  Since  that  coun¬ 
try  was  invaded  and  occupied  by  Germany,  the  Alien  Property 
Custodian  on  January  18,  1943,  vested  the  patent  (Vesting 
Order  No.  670,  Def’s  Ex.  46,  App.  375).  Thereafter,  on  Jan¬ 
uary  29,  1948,  the  defendant,  as  successor  to  the  Alien  Prop¬ 
erty  Custodian,  vested  all  rights  and  interests  of  Siemens  & 
Halske,  A.  G.,  a  German  corporation  (“Siemens”)  in  the  patent 
and  in  a  contract  between  the  plaintiff  and  Siemens  dated 
March  26,  1934  (Vesting  Order  No.  10544,  Def’s  Ex.  47 ;  App. 
377). 

Defendant  has  maintained  from  the  inception  of  the  pres¬ 
ent  action  that  pursuant  to  the  contract  of  March  26,  1934, 
Siemens  had,  and  defendant  by  reason  of  his  vesting  orders 
has,  and  is  entitled  to  retain,  an  exclusive  license  in  the  patent 
in  suit,  a  right  to  sub-license  others  without  plaintiff’s  consent, 
a  right  to  share  equally  with  plaintiff  in  the  royalties  from 

1  Both  sides  have  appealed,  so,  in  the  Interests  of  clarity,  the  parties  will 
be  referred  to  by  the  designations  used  in  the  District  Court. 
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sub-licensees,  and  a  right  to  sue  infringers  (App.  7,  13,  2&). 
Recognizing  that  plaintiff  is  not  an  enemy,  ally  of  enemy  or 
person  who  is  enemy  tainted,  defendant  was  at  all  times  pre¬ 
pared  to  return  title  to  the  patent  to  plaintiff,  subject,  how¬ 
ever,  to  the  foregoing  rights  and  interests  of  Siemens  which 
he  had  vested  (App.  13,  25).  Plaintiff  refused  a  return  |on 
this  basis,  claiming  in  the  instant  suit  that  Siemens  had  Ac¬ 
quired  no  rights  or  interests  in  the  patent  and  defendant  took 
nothing  when  he  vested  Siemens’  rights.  Plaintiff’s  position, 
therefore,  is  that  he  is  entitled  to  a  return  of  all  right,  title 
and  interest  in  the  patent. 

The  District  Court  found  that  the  contract  of  March  26, 
1934,  was  valid,  adjudged  that  defendant  has  and  is  lawfully 
entitled  to  retain  an  exclusive  license  in  the  patent,  a  right  to 
sub-license  others,  a  right  to  share  equally  with  plaintiff  in 
the  royalties  from  sub-licensees,  and  a  right  to  sue  infringers 
(App.  45).  The  Court  also  decreed  that  defendant  must  Re¬ 
turn  title  to  the  patent  to  plaintiff,  subject  to  defendant’s 
rights.  Furthermore,  the  Court  gave  judgment  to  defendant 
on  his  counterclaim.  However,  the  Court  decreed  that  de¬ 
fendant  must  secure  plaintiff’s  agreement  on  royalty  rates  fjor 
sub-licensees  before  defendant  could  grant  sub-licenses  aiiid 
that,  failing  such  agreement,  the  Court  would  fix  such  royalty 
rates  on  application  of  either  party  (App.  45).  Plaintiff  ahd 
defendant  have  not  come  to  any  agreement  as  to  royalty  rates 
for  sub-licensees  and  neither  side  has  requested  the  District 
Court  to  fix  such  rates. 

Plaintiff  failed  to  comply  with  the  requirements  of  Section 
20  of  the  Trading  with  the  Enemy  Act  that  he  furnish  a  sched¬ 
ule  of  agents’  and  attorneys’  fees  and  secure  judicial  approval 
thereof,  so  defendant  has  appealed  from  all  portions  of  tlie 
judgment  which  are  in  favor  of  plaintiff,  viz.,  the  adjudica¬ 
tion  that  plaintiff  is  entitled  to  one-half  the  royalties  received 
from  sub-licensees,  that  plaintiff’s  agreement  on  royalty  rates 
for  sub-licensees  is  necessary,  and  that  defendant  must  retuijn 
title  to  the  patent  to  the  plaintiff.  Plaintiff  has  appealed 
from  the  entire  judgment. 
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The  facts 

The  following  which  are  derived  from  documentary  evidence 
and  plaintiff’s  own  testimony  have  been  substantially  found 
as  facts  by  the  District  Court  and  are,  we  believe,  undisputed.3 

Plaintiff  is  a  citizen  of  Luxembourg  who  came  to  the  United 
States  in  February  1940  (App.  49)  and  has  since  resided  here 
except  for  a  visit  to  Luxembourg  from  August  1947  to  about 
January  1948  (App.  136).  He  is  an  independent  inventor  and 
maintained  his  own  laboratory  in  the  1920’s  and  1930’s.  Some¬ 
time  in  the  mid-1920’s  plaintiff  made  an  invention  involving 
the  metal  beryllium  and  this  brought  him  into  contact  with 
Siemens  &  Halske,  A.  G.  (Pi’s.  Ex.  3A,  Sec.  11,  App.  269).  The 
latter  in  the  1920’s  and  1930’s  was  a  very  large  German  cor¬ 
poration,  the  equivalent  of  General  Electric  or  Westinghouse 
in  this  country  (App.  108). 

On  June  28,  1927,  plaintiff  entered  into  a  contract  with 
Siemens  in  which  he  granted  that  company  an  exclusive  license 
under  his  beryllium  patents.  That  contract  was  revised  on 
December  20,  1930  (Pi’s.  Ex.  3A,  Sec.  11,  App.  269).  Similar 
contracts  were  made  by  plaintiff  and  Siemens  covering  other 
inventions  of  plaintiff:  nickel-magnesium-carbon  alloys  on 
December  20,  1930;  copper-titanium  alloys  on  July  15,  1931; 
and  iron-titanium  alloys  on  July  17,  1931  (Pi’s.  Ex.  3A,  Sec. 
11,  App.  269).  With  the  exception  of  a  small  royalty  which 
he  received  under  the  beryllium  contract,  plaintiff  received  no 
income  under  any  of  the  foregoing  contracts  because  Siemens 
did  not  exploit  the  inventions  (App.  69, 90). 

In  March  1930  plaintiff  and  Siemens  were  negotiating  for  a 
broad  agreement  covering  the  field  of  special  metals,  which  in¬ 
cluded  titanium,  and  a  draft  agreement  dated  March  20, 1930 
was  drawn  up  by  Siemens  (Def’s.  Ex.  1A,  App.  311).  But  at 
that  time  the  parties  lacked  sufficient  experience  in  the  field 
of  special  metals  and  an  over-all  agreement  was  not  made  (Pi’s. 
Ex.  11  A,  App.  278;  App.  73).  Instead,  by  an  exchange  of  let¬ 
ters  dated  December  20,  1930  (Pi’s.  Ex.  11  A,  App.  278),  Jan¬ 
uary  1,  1931  (Pi’s.  Ex.  12A,  App.  279)  and  January  20,  1931 

’This  brief  is  limited  to  the  questions  presented  by  this  appeal.  To 
clarify  the  questions  on  both  appeals,  however,  a  complete  statement 
of  the  facts  is  set  forth  here. 


(Pi’s.  Ex.  13A,  App.  281),  the  parties  entered  into  a  different 
contractual  arrangement  which  the  parties  referred  to  a  &  the 
contract  of  December  20, 1930.  In  effect,  Siemens  was  granted 
an  option  by  plaintiff  to  obtain  an  exclusive  license  undep  in¬ 
ventions  made  by  plaintiff  in  the  defined  field.  This  was  the 
same  field  which  was  later  covered  in  the  March  26,  1934  con¬ 
tract  (App.  73).  The  option  had  to  be  exercised  by  Siemens 
within  six  months  after  the  invention  was  offered  to  it  by  plain¬ 
tiff  and  in  that  event  a  specific  contract  would  be  entered  into 
covering  the  invention.  The  beryllium  contract,  as  revised  in 
December  1930,  and  the  nickel,  copper-titanium  and  iroii-ti- 
tanium  contracts  were  all  contracts  made  pursuant  to  the 
December  20, 1930  contract  (App.  68,  69),  and  were  specifically 
continued  in  effect  in  the  contract  of  March  26,  1934  (4PP- 
265,  269).  Significantly,  however,  the  March  1934  contract 
provided  in  Section  12  that  it  superseded  the  December  1^30 
“option”  contract  (App.  269;  See  Findings  of  Fact  4-11,  (in¬ 
clusive,  App.  31,  32). 

On  March  26,  1934,  plaintiff  and  Siemens  executed  a  pew 
contract,  the  crucial  contract  in  this  suit  (Pi’s.  Ex.  3A,  App. 
265).  By  that  time  both  parties  had  acquired  sufficient  Ex¬ 
perience  in  the  field  of  special  metals  and  they  were  able  to 
make  an  over-all  agreement  defining  in  detail  the  rights  alnd 
duties  of  the  parties  with  respect  to  inventions  coming  within 
the  defined  field  (Finding  of  Fact  12,  App.  33).  This  was  a 
complete  departure  from  the  “option”  type  of  contract  the 
parties  had  made  in  December  of  1930  (Finding  of  Fact  11, 
App.  32).  The  1934  contract  provided  that  it  could  be  ter¬ 
minated  by  either  party  on  6  months’  notice  but  that  the  rights 
and  interests  of  Siemens  in  inventions  made  by  plaintiff  pribr 
to  the  effective  termination  date  would  continue  for  the  life  of 
the  patents  issued  on  said  inventions  despite  a  prior  termina¬ 
tion  of  the  contract. 

In  1936  the  plaintiff  originated  the  method  of  producing 
titanium  which  is  the  subject  of  United  States  Patent  N6. 
2,205,854,  and  pursuant  to  his  contract  he  promptly  notified 
Siemens  <fc  Halske,  A.  G.  (App.  59;  Finding  of  Fact  21,  App. 
35).  This  invention  came  within  the  field  of  the  1934  coij- 
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tract  (App.  59;  Finding  of  Fact  22,  App.  35).  On  July  10, 

1937,  and  October  7, 1937  two  German  patent  applications  were 
filed  for  the  titanium  process  (Def’s.  Exs.  48A,  50A,  55A,  App. 
379,  382,  389).  These  applications  were  filed  by  Siemens  in 
plaintiff’s  name  but  at  Siemens’  expense  (App.  59,  60;  Find¬ 
ing  of  Fact  25,  App.  35).  The  German  patent  application 
filed  on  July  10, 1937,  No.  K147,211,  was  for  the  method  of  re¬ 
ducing  titanium  by  the  addition  of  calcium.  The  German 
patent  application,  No.  K148,168,  filed  on  October  7, 1937,  used 
magnesium  instead  of  calcium.  The  first  application  resulted 
in  the  issuance  of  a  German  Patent  No.  674,625  on  April  18, 
1939  (Def’s.  Ex.  48A,  App.  379,  Finding  of  Fact  25,  App.  35). 
That  patent  was  issued  in  plaintiff’s  name  pursuant  to  his  re¬ 
quest,  as  provided  for  in  Section  5  of  the  1934  contract  (App. 
113).  The  later  application  was  never  allowed  by  the  German 
Patent  Office.  These  German  patent  applications  and  the 
German  patent  were  not  assigned  by  plaintiff  to  Siemens,  nor 
were  any  specific  license  agreements  made  covering  these  appli¬ 
cations  and  patent  (A^p.  61,  62, 111-112). 

By  letter  dated  June  23,  1938  (Def’s.  Ex.  50A,  App.  382), 
Siemens  requested  its  patent  attorneys  in  the  United  States, 
Knight  Brothers,  to  file  an  application  in  the  United  States 
which  would  correspond  to  the  two  German  applications. 
Plaintiff  informed  Siemens  pursuant  to  Section  5  of  the  1934 
contract,  that  he  wished  the  United  States  patent  to  be  issued 
in  his  name  and  Siemens  instructed  Knight  Brothers  that  no 
assignment  to  it  would  be  necessary  (App.  113;  Def’s.  Ex.  50A, 
App.  382).  Knight  Brothers  were  Siemens’  attorneys  in  the 
United  States  and  not  plaintiff’s  (Findings  of  Fact  24,  35  (d), 
App.  35,  38). 

The  United  States  patent  application  was  filed  on  July  6, 

1938,  and  United  States  Patent  No.  2,205,854,  the  patent  in 
suit,  was  issued  thereon  on  June  25,  1940,  in  plaintiff’s  name 
(Finding  of  Fact  23,  App.  35;  Pi’s.  Ex.  1).  The  patent  was 
never  assigned  by  plaintiff  to  Siemens  (App.  16,  17). 

In  the  meantime,  on  June  24, 1938,  plaintiff  wrote  to  Siemens 
stating  that  he  noted  from  Siemens’  letters  of  June  21  and 
June  22, 1938,  that,  apart  from  the  United  States,  Siemens  was 
not  interested  in  foreign  patent  applications  on  the  titanium 


invention  (Def’s.  Ex.  6A,  App.  331).  Plaintiff  requested 
Siemens  to  file  in  Holland  and  in  England  and  stated  tljiat  he 
would  pay  the  patent  expenses  in  those  countries  (Deffp.  Ex. 
6a).  Plaintiff  has  not  produced  Siemens’  letters  of  Jdne  21 
and  June  22,  1938  although  defendant  called  for  said  produc¬ 
tion  (App.  87). 

Plaintiff  conceded  that  Siemens  had  never  advised  hiiU  that 
it  wished  to  abandon  the  United  States  titanium  application, 
although  it  did  advise  him  it  wished  to  abandon  the  English 
application  (App.  143,  144;  Finding  of  Fact  35  (1),  App[  39). 
Plaintiff  also  admitted  that  he  never  advised  Siemens  that  it 
had  no  rights  in  the  United  States  titanium  application  (jApp. 
87 ;  Finding  of  Fact  35  (m) ,  App.  39) .  j 

By  registered  letter  dated  June  27,  1938  (Pi’s.  Ex.  4A,  App. 
270),  plaintiff  in  Luxembourg  gave  notice  to  Siemens  of  the 
termination  of  the  March  26,  1934  contract,  said  termination 
“to  take  effect  as  of  December  31,  1938,”  and  stated  i4  the 
letter  that  he  would  “complete  the  work  now  pending  b^  the 
end  of  the  year.”  By  letter  dated  July  15,  1938  (Pi’s.  Ex[  5A, 
App.  271),  Siemens  acknowledged  to  plaintiff  receipt  of  his 
notice  of  termination,  stating  “this  notice  to  take  effect  $s  of 
the  end  of  this  year.”  I 

The  plaintiff  continued  to  supply  Siemens  with  technical  in¬ 
formation  as  to  his  titanium  inventions  and  other  inventions 
coming  within  the  scope  of  the  1934  contract  for  the  balance 
of  the  year  1938  and  in  1939  and  1940  (App.  369,  384,  385, 387 ; 
Pl’s.  Ex.  10A,  App.  276;  App.  108;  Finding  of  Fact  35  (i), 
App.  38).  On  March  24,  1942,  a  German  patent,  number 
718,822,  issued  in  plaintiff’s  name  on  the  use  of  alloys  contain¬ 
ing  titanium  (Def’s.  Ex.  41  A,  App.  367).  This  invention  came 
within  the  field  of  the  1934  contract  and  it  was  Siemens,  not 
plaintiff,  who  was  instrumental  in  getting  this  patent  issbed 
(App.  117-118).  | 

After  the  filing  of  the  United  States  titanium  application  in 
July  1938,  Knight  Brothers  in  1938,  1939,  and  as  late  as  July 
of  1940  kept  informing  Siemens  as  to  the  progress  of  the  appli¬ 
cation  in  the  United  States  Patent  Office  and  requested  and  re¬ 
ceived  instructions  from  Siemens,  rather  than  plaintiff,  as  to 
the  prosecution  of  the  application  (Def’s.  Exs.  ffc-33,  App. 
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334-356) ;  this  despite  the  fact  that  plaintiff  was  in  the  United 
States  since  February  of  1940  and  had  had  personal  conversa¬ 
tions  with  Knight  Brothers  as  to  the  titanium  application 
(App.  103,  354,  356,  357).  Knight  Brothers  debited  Siemens 
for  their  fees  and  expenses  attendant  on  the  prosecution  of  the 
application  and  the  issuance  of  the  patent  and  received  pay¬ 
ment  as  late  as  June  10,  1940,  from  Siemens  (Def’s.  Exs.  30, 
31,  32A;  App.  354,  355).  Plaintiff  never  reimbursed  Siemens 
for  these  expenses  (App.  60;  Finding  of  Fact  34,  App.  37). 

Prior  to  sending  Knight  Brothers  the  material  for  the 
United  States  patent  application,  Siemens  wrote  to  plaintiff 
on  June  18,  1938,  enclosing  the  text  of  the  proposed  applica¬ 
tion,  and  requested  him  to  sign  the  same  and  have  his  signa¬ 
ture  notarized  before  the  consulate.  Siemens  asked  plaintiff 
to  act  promptly  in  the  matter  and  to  return  the  papers  to 
it  before  the  24th  of  the  month  so  that  “in  this  manner  it 
will  be  possible  to  still  send  the  papers  in  due  time  to  the 
U.  S.  A.  so  that  we  [Siemens,  App.  86]  can  claim  the  priority,, 
of  the  German  applications  (Defs.  Ex.  5A,  App.  330). 

On  December  2,  1939,  plaintiff  vrote  Siemens  and  enclosed 
copies  of  two  letters  each  dated  November  15,  1939,  from 
Redfern  &  Company  (Def’s.  Ex.  37A,  App.  358,  359).  The 
latter  were  Siemen’s  patent  attorneys  in  England  who  were 
employed  to  file  and  prosecute  the  English  titanium  applica¬ 
tions.  In  his  letter  plaintiff  stated  that  Redfern  had  asked 
reimbursement  of  their  patent  expenses  and  plaintiff  informed 
Siemens  that  he  would  pay  Redfern  if  Siemens  would  agree 
to  repay  him.  The  letters  from  Redfern  stated  that  plaintiff 
by  a  previous  letter  had  informed  them  that  both  plaintiff 
and  Siemens  had  decided  to  proceed  no  further  with  the 
English  applications. 

Plaintiff  came  to  the  United  States  in  February  1940  from 
Luxembourg.  By  letter  dated  July  4, 1940  (Pi’s.  Ex.  8A,  App. 
274),  plaintiff  informed  Heraeus  Vacuumschmelze,  A.  G.,  a  sub¬ 
sidiary  of  Siemens  &  Halske,  that  he  had  been  advised  that 
“our  application”  for  the  United  States  titanium  patent  had 
been  approved  and  he  asked,  “Would  you  be  willing  to  grant 
me  a  power  of  attorney  to  negotiate  and  enter  into  contracts 
with  possible  prospects.  In  all  probability  a  price  of  $5,000 
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could  be  obtained”  (App.  275).  On  August  20,  1940,  Heraeus 
forwarded  a  copy  of  plaintiff’s  July  4  letter  to  Siemens  and 
asked  instructions  in  the  matter  (Def’s.  Ex.  54A,  App.  388). 
Siemens  informed  Heraeus  that  it  had  no  objections  to  the 
exploitation  proposed  by  the  plaintiff  and  instructed  Hejraeus 
to  forward  to  plaintiff  the  necessary  authorization  (Def’s.  Exs. 
55 A,  56A,  App.  389,  391).  Thereafter,  Heraeus  informed 
plaintiff  by  letter  of  September  19,  1940  (Pi’s.  Ex.  9A,  App. 
275),  that  “By  order  of  Siemens  &  Halske  we  can  grant  you 
power  of  attorney  to  negotiate  and  conclude  agreements  with 
possible  prospects  provided  that  the  price  of  $5,000,  Which 
you  mentioned,  is  approximately  attained.”  Plaintiff  was 
never  advised  by  Siemens  or  Heraeus  that  the  $5,000  w^s  to 
be  for  his  benefit  to  the  exclusion  of  Siemens  (App.  120-121; 
Binding  of  Fact  35  (k),  App.  39). 

Armed  with  this  authority  from  Siemens,  plaintiff  sought 
to  find  possible  purchasers  or  licensees  under  the  American 
titanium  patent  but  although  he  tried  to  interest  some  oil  the 
largest  American  companies  he  had  no  success.  There  was 
no  commercial  demand  for  titanium  at  that  time  (App.  1]  14— 
115).  The  United  States  Bureau  of  Mines  by  extensive  ex¬ 
perimentation  with  titanium  in  the  1940’s  contributed  greatly 
to  the  commercial  feasibility  of  plaintiff’s  process  (App. 
114-115). 

In  August  1947  plaintiff  returned  to  Luxembourg.  Writing 
to  the  Office  of  Alien  Property  on  December  3,  1947,  from 
Luxembourg  (Def’s.  Ex.  43,  App.  368),  plaintiff  stated  tjiat 
his  attorney  “has  in  his  possession  the  original  contracts  tjiat 
rule  my  participation  in  these  [titanium]  patent  rights.”  In 
his  formal  Notice  of  Claim  for  a  return  of  the  patent  filed  De¬ 
cember  23,  1947  (Def’s.  Ex.  3,  App.  320),  plaintiff  reported 
that  his  rights  in  the  titanium  patent  were  clearly  defined  by 
the  1934  contract,  a  copy  of  which  was  submitted  with  the 
Notice  of  Claim.  In  a  suit  filed  in  the  United  States  District 
Court,  Southern  District,  New  York,  in  October  1947  (this 
suit  was  later  dismissed  voluntarily  by  plaintiff),  plaintiff 
conceded  that  the  1934  contract  was  operative  to  give  Siemens 
exclusive  rights  in  the  titanium  patent  and  sought  a  return 
of  legal  title  to  the  patent  subject  to  those  rights  in  Siemens 
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(Defs.  Ex.  2,  App.  317).  Thereafter,  in  June  of  1948,  plain¬ 
tiffs  attorneys  in  a  communication  to  the  Office  of  Alien  Prop¬ 
erty  stated  that  the  contract  of  March  1934  was  effective  to 
limit  plaintiffs  rights  in  the  titanium  patent  (Defs.  Ex.  45, 
App.  373).  It  was  not  until  the  filing  of  this  action  on  No¬ 
vember  29,  1948,  that  plaintiff  asserted  that  he  was  entitled 
to  all  right,  title,  and  interest  in  the  patent,  to  the  exclusion 
of  any  rights  therein  by  defendant. 

Plaintiff  has  conceded  that  Siemens  fully  performed  its 
obligations  under  the  1934  contract  (App.  57,  114;  Findings 
of  Fact  31,  32,  App.  37),  and  that  Siemens  had  exclusive 
licensing  rights  with  right  to  sub-license  under  the  titanium 
patent  in  Germany  (App.  75-77;  Finding  of  Fact  35  (p), 
App.  39).  He  also  admitted  that  if  the  1934  contract  con¬ 
tinued  until  December  31,  1938,  Siemens  would  have  licensing 
rights  in  the  United  States  patent  in  suit  (App.  139-141; 
Finding  of  Fact  35  (q),  App.  39). 

On  May  10,  1949,  during  the  pendency  of  this  action,  plain¬ 
tiff  without  the  approval  of  defendant  entered  into  a  contract 
(Defs.  Cross-Comp.  Ex.  1,  App.  400)  with  E.  I.  DuPont  de 
Nemours  &  Company  granting  the  latter  a  license  under  the 
patent  in  suit.  The  license  is  conditioned  on  plaintiff’s 
winning  this  action.  However,  plaintiff,  for  a  substantial 
consideration,  also  granted  DuPont  a  release  for  past  infringe¬ 
ment  of  the  patent.  That  release  was  unconditional.  It  is 
this  license  and  release  that  form  the  basis  for  defendant’s 
counterclaim. 

The  compensation  received  by  plaintiff  from  the  DuPont 
Company  for  the  release  was  in  lieu  of  royalties  (Findings  of 
Fact  40, 41, 42,  App.  41 ) .  In  the  court  below  defendant  agreed 
to  recognize  the  release  as  valid  and  successfully  sought  an  ad¬ 
judication  that  he  is  entitled  to  recover  from  plaintiff  one-half 
the  compensation  received  by  him  for  the  release  (App.  44, 
45,46). 

Prior  to  the  signing  of  the  judgment,  defendant  advised 
plaintiff  and  the  District  Court  that  plaintiff  had  not  furnished 
a  schedule  of  the  fees  to  be  paid  to  his  agents,  attorneys  and 
representatives  for  services  in  connection  with  the  action,  and 
that  the  furnishing  of  such  a  schedule  and  approval  thereof  by 
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the  District  Court  were  required  by  Section  20  of  the  Trading 
with  the  Enemy  Act  (App.  251,  254).  The  court  afforded 
plaintiff  an  opportunity  to  furnish  the  requisite  schedule  of 
fees  but  plaintiff  refused  to  furnish  such  a  schedule  an4,  of 
course,  there  was  no  judicial  approval  thereof  (App.  253,  2|54). 

STATUTES  INVOLVED 

Section  20,  Trading  with  the  Enemy  Act,  as  amended  by  the 
Act  of  March  8, 1946,  Public  Law  322,  c.  83,  Sec.  2  (50  U.  C. 
App.  Sec.  20;  60  Stat.  54) : 

No  property  or  interest  or  proceeds  shall  be  returned 
under  this  Act,  nor  shall  any  payments  be  made  or  judg¬ 
ment  awarded  in  respect  of  any  property  or  interest 
vested  in  or  transferred  to  the  Alien  Property  Custoqian 
unless  a  schedule  of  the  fees  to  be  paid  to  all  agents, 
attorneys  at  law  or  in  fact,  or  representatives,  for  services 
in  connection  with  such  return  or  payment  or  judg¬ 
ment,  has  been  furnished  to,  and  approved  in  accord¬ 
ance  with  this  section  by,  the  President  or  such  officer 
or  agency  as  he  may  designate,  or  the  court,  as  the  case 
may  be.  In  the  case  of  any  return  of,  or  the  making  of 
any  payment  in  respect  of,  any  such  property  or  interest 
or  proceeds  (other  than  pursuant  to  an  order  of  a  court), 
the  President  or  such  officer  or  agency  as  he  may  desig¬ 
nate  may  make  such  modifications,  if  any,  as  are  appro¬ 
priate,  and  shall  approve  such  schedule  only  upon  de¬ 
termining  that  the  individual  fees  do  not  exceed  fair 
compensation  for  the  services  rendered  and  that  the  ag¬ 
gregate  of  the  fees  does  not  exceed  10  per  centum  of 
the  value  of  such  property  or  interest  or  proceeds  or  of 
such  payment.  Any  person  aggrieved  by  the  deter¬ 
mination  of  the  President  or  of  such  officer  or  agency  las 
he  may  designate  may  petition  the  district  court  of  the 
United  States  for  the  district  in  which  he  resides  to  Re¬ 
view  the  determination,  and  shall  name  the  person  or 
agency  making  the  determination  a  party  defendant. 
The  court  hearing  such  petition  for  review,  or  a  court 
awarding  any  judgment  in  respect  of  any  such  property 
or  interest  or  proceeds,  as  the  case  may  be,  may  make 
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such  modifications,  if  any,  as  are  appropriate,  and  shall 
approve  such  schedule  only  upon  determining  that  the 
individual  fees  do  not  exceed  fair  compensation  for  the 
services  rendered,  and  shall  approve  an  aggregate  of  fees 
in  excess  of  10  per  centum  of  the  value  of  such  property 
or  interest  or  proceeds  only  upon  a  finding  that  there 
exist  special  circumstances  of  unusual  hardship  which 
require  the  payment  of  such  excess.  Any  person  ac¬ 
cepting  any  fee  in  excess  of  an  amount  approved  here¬ 
under,  or  retaining  for  more  than  thirty  days  any  portion 
of  a  fee,  accepted  prior  to  approval  hereunder,  in  excess 
of  the  fee  as  approved,  shall  be  guilty  of  a  violation  of 
this  Act. 

STATEMENT  OP  POINTS 

1.  The  District  Court  erred  insofar  as  it  awarded  judgment 
to  plaintiff  since  he  failed  to  furnish  a  schedule  of  agents’  and 
attorneys’  fees  and  to  secure  judicial  approval  thereof  as  re¬ 
quired  by  Section  20  of  the  Trading  with  the  Enemy  Act,  as 
amended. 

2.  The  District  Court  erred  in  holding  that  defendant  was 
not  entitled  to  grant  sub-licenses  under  United  States  Letters 
Patent  No.  2,205,854  without  an  agreement  by  plaintiff  to  roy¬ 
alty  rates  for  sub-licensees  or,  failing  such  agreement,  without 
an  order  of  the  court  setting  such  rates. 

SUMMARY  OF  ARGUMENT 

Section  20  of  the  Trading  with  the  Enemy  Act,  as  amended, 
provides  that  no  judgment  shall  be  awarded  to  a  suitor  who 
has  failed  to  furnish  a  schedule  of  fees  to  be  paid  to  his  agents 
and  attorneys  for  services  in  connection  with  the  judgment  and 
to  secure  approval  thereof  by  the  District  Court.  This  section 
sets  forth  terms  and  conditions  of  the  consent  by  the  United 
States  to  be  sued.  Since  plaintiff  failed  to  comply  with  the 
statute,  the  District  Court  lacked  jurisdiction  to  award  any 
judgment  to  him  and  insofar  as  the  judgment  is  in  favor  of  the 
plaintiff,  it  must  be  reversed. 

The  District  Court  also  erred  in  holding  that  defendant  was 
not  authorized  to  sub-license  the  patent  in  suit  without  plain¬ 
tiff’s  agreement  on  royalty  rates  for  sub-licensees  or,  failing 
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such  agreement,  without  a  court  order  setting  such  rates.  The 
contract  of  March  26,  1934,  granted  Siemens  an  exclusive  li¬ 
cense  in  the  patent  and  a  right  to  grant  sub-licenses  without 
plaintiff’s  agreement  on  royalty  rates  for  sub-licensees.  De¬ 
fendant  has  vested  all  of  Siemens’  rights  in  the  patent  apd, 
hence,  he  is  entitled  to  grant  sub-licenses  without  plaintiff’s 
agreement.  That  plaintiff  was  to  share  equally  with  Siemeins 
in  the  royalties  received  from  sub-licensees  did  not  constitute 
the  parties  joint  adventurers  nor  did  it  entitle  him  to  a  vejto 
over  the  rates  for  sub-licenses.  Plaintiff’s  interests  are  suffi¬ 
ciently  protected  since  defendant  has  an  implied  obligation  to 
deal  fairly  and  reasonably  in  sub-licensing  the  patent. 

ARGUMENT 


Section  20  of  the  Trading  With  the  Enemy  Act  bars  any  award 
of  judgment  to  plaintiff  since  he  failed  to  furnish  a  schedule 
of  agents’  and  attorneys’  fees  and  to  secure  approval  thereof 


by  the  District  Court 

Section  20  of  the  Trading  with  the  Enemy  Act,  as  amended 
by  the  Act  of  March  8,  1946  (Public  Law  322,  c.  83,  Sec.  21; 
60  Stat.  54;  50  U.  S.  C.  App.  Sec.  20)  provides  in  part: 


No  property  or  interest  or  proceeds  shall  be  returned 

under  this  Act,  nor.  shall  any  payments  be  made  or 

judgment  awarded  in  respect  of  any  property  or  inr 

terest  vested  in  or  transferred  to  the  Alien  Property 

Custodian  unless  a  schedule  of  the  fees  to  be  paid  to  aljl 

agents,  attorneys  at  law  or  in  fact,  or  representatives!, 

for  services  in  connection  with  such  return  or  payment 

or  judgment,  has  been  furnished  to,  and  approved  iff 

accordance  with  this  section  by,  the  President  or  such 

officer  or  agency  as  he  may  designate 3  or  the  court,  a^ 

the  case  may  be.  *  *  * 

_ 

‘By  Executive  Order  No.  9723  (11  F.  R.  5381,  May  1G,  1946)  the  Presij 
dent  delegated  his  powers  and  authority  under  Section  20  to  the  Alien 
Property  Custodian.  When  the  Office  of  Alien  Property  Custodian  was 
abolished  on  October  15, 1946,  these  powers  and  authority  were  transferred! 
to  the  Attorney  General  ( E.  O.  9788, 11  F.  R.  11981 ) . 
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Where  the  vested  property  is  being  returned  administra¬ 
tively,  it  is  the  Attorney  General  or  his  delegate  who  must 
approve  the  schedule  of  fees.  Where,  as  here,  an  action  for 
a  return  has  been  brought  and  the  property  is  the  subject 
of  a  judgment,  it  is  the  district  court  which  must  approve 
the  fee  schedule.  In  either  event,  Section  20  provides  that 
the  individual  fees  shall  not  exceed  fair  compensation  for  the 
services  rendered.  The  Attorney  General  may  not  approve 
fees  which  in  the  aggregate  exceed  10%  of  the  value  of 
the  property  to  be  returned.  Judicial  review  is  provided  of  the 
Attorney  General’s  determination  and  the  court  on  review,  or 
the  court  in  the  first  instance  if  an  action  for  a  return  has 
been  brought,  may  approve  aggregate  fees  in  excess  of  10% 
of  the  value  of  the  property  but  only  on  a  finding  of 
special  circumstances  of  unusual  hardship  requiring  the  pay¬ 
ment  of  the  excess. 

In  the  District  Court  the  plaintiff  refused  to  furnish  a  sched¬ 
ule  of  fees  (App.  253,  254),  so,  of  course,  there  was  no  judicial 
approval. 

The  consent  of  the  United  States  to  be  sued  with  respect 
to  vested  property  is  contained  in  Section  9  (a)  of  the  Trad¬ 
ing  with  the  Enemy  Act.  Clark  v.  Uebersee  Finanz-Korpora- 
tion,  332  U.  S.  480.  Since  Section  20  is  part  of  the  same  statute 
which  gives  the  consent,  the  requirements  of  that  section  con¬ 
stitute  the  terms  and  conditions  of  the  consent.  See,  Pass  v. 
McGrath,  decided  by  this  court  October  5,  1951 ;  Anderegg  v. 
United  States,  171  F.  (2d)  127  (C.  A.  4). 

The  express  language  of  section  20  bars  the  award  of  any 
judgment  until  the  schedule  of  fees  has  been  furnished  and 
approved,  so,  absent  compliance  with  those  conditions,  the 
District  Court  did  not  have  “jurisdiction  to  give  the  judgment 
rendered.”  Ex  parte  Reed,  100  U.  S.  13,  23.  And  see,  Ball  v. 
Hallsell,  161  U.  S.  72,  84;  Pflueger  v.  United  States,  73  App. 
D.  C.  364,  121  F.  (2d)  732,  736,  certiorari  denied,  314  U.  S. 
617;  Cummings  v.  Hardee,  70  App.  D.  C.  18,  102  F.  (2d)  622, 
627,  certiorari  denied,  307  U.  S.  637.  The  jurisdiction  of  the 
court  is  defined  by  the  terms  of  the  consent  of  the  United 
States  to  be  sued.  United  States  v.  Sherwood,  312  U.  S.  584, 
586;  Pass  v.  McGrath,  supra. 
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There  is  nothing  in  the  language  of  Section  20  to  warrant  ex¬ 
ceptions  and  nothing  which  would  limit  its  application,  as 
plaintiff  contended  below  (App.  254,  255),  to  contingent  fees. 
And  it  is  well  settled  that  a  limitation  on  fees  for  prosecuting 
claims  against  the  United  States  is  constitutional.  Calhoiin 
v.  Massie,  253  U.  S.  170,  173-174;  Margolin  v.  United  States. 
269  U.  S.  93 ;  Hines  v.  Lowrey,  305  U.  S.  85.  j 

The  District  Court  awarded  judgment  to  plaintiff  in  (J.) 
directing  defendant  to  return  title  to  the  patent  to  plaintijf, 
(2)  directing  defendant  to  obtain  plaintiff’s  agreement  qn 
royalty  rates  for  sub-licensees  or  a  court  order  setting  sudh 
rates,  as  a  condition  precedent  to  defendant’s  granting  sub¬ 
licenses,  and  (3)  adjudicating  that  plaintiff  is  entitled  to  on^- 
half  the  royalties  received  from  sub-licensees.  For  the  rea¬ 
sons  stated  above,  such  an  award  of  judgment  to  plaintiff  was 
error  and  should  be  reversed. 

I 

II 

The  Attorney  General  is  lawfully  entitled  to  grant  sub-licenses 
under  United  States  Letters  Patent  No.  2^05,854  without 
plaintiff’s  agreement  on  royalty  rates  for  sub-licensees  and, 
failing  such  agreement,  without  an  order  of  court  setting 
such  rates 

I 

Although  Section  20  forbade  the  entry  of  any  judgment  in 
favor  of  the  plaintiff  until  he  had  complied  with  its  terms,  still 
the  District  Court  had  jurisdiction  to  hear  the  case.  Cf.  Cum¬ 
mings  v.  Deutsche  Bank,  300  U.  S.  115 ;  Markham  v.  Cabell,  326 
U.  S.  404.  As  we  have  stated  previously  (supra,  pp.  2,  3),  we 
concede  that,  upon  complying  with  the  conditions  of  Section 
20,  the  plaintiff  would  be  entitled  to  a  judgment  for  return  of 
title  to  the  patent  (subject  to  the  rights  therein  of  defendant)  j 
and  adjudicating  that  plaintiff  is  entitled  to  one-half  of  any  roy- 1 
alties  received  by  defendant  from  sub-licensees.  Moreover,  \ 
defendant’s  counterclaim  required  an  adjudication  of  defend-  j 
ant’s  rights  in  the  patent.  The  case  was  fully  tried  in  the  Dis-  ! 
trict  Court,  so  it  appears  appropriate  at  the  present  time  to 
argue  the  terms  of  the  judgment  which  was  entered. 

The  contention  of  the  defendant  is  that  the  District  Court  | 
erred  in  holding  that  the  power  of  the  Attorney  General  to  sub- 
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license  the  patent  was  subject  to  the  agreement  of  the  plaintiff 
on  royalty  rates  for  sub-licensees  and  that  in  the  absence  of 
such  agreement,  the  rates  would  be  fixed  by  order  of  court. 

By  his  Vesting  Order  No.  10544  (Def’s.  Ex.  47,  App.  377, 
378)  the  Attorney  General  vested  all  of  Siemens’  rights  and 
interests  in  the  patent 4  arising  from  the  contract  of  March  26, 
1934  (Pi’s.  Ex.  3A,  App.  265).  The  contract  was  executed  in 
Germany  (Finding  of  Fact  9,  App.  32),  a  substantial  part  of 
the  performance  took  place  in  Germany,  and  the  parties  con¬ 
templated  that  German  law  would  govern  their  rights  and 
duties  thereunder  (Pi’s.  Ex.  3A,  Sec.  9;  App.  269).  In  the 
proceedings  below  plaintiff  urged  that  German  law  was  con¬ 
trolling  (App.  27,  152-176).  The  District  Court  made  ex¬ 
tensive  findings  of  fact  as  to  the  relevant  German  law  (Find¬ 
ings  of  Fact,  14^-19,  inclusive,  App.  34,  35).  The  court  also 
considered  the  validity  and  construction  of  the  contract  under 
American  law  (Conclusions  of  Law,  4-6,  inclusive,  App.  42; 
App.  246). 

The  court  below  held  that  the  agreement  of  March  26,  1934, 
w'as  a  valid  contract  both  under  German  and  American  law 
(Conclusion  of  Law  6,  App.  42).  The  court,  rejecting  plain¬ 
tiff’s  contention  to  the  contrary,  found  that  the  contract  was 
not  invalid  because  it  granted  Siemens  rights  in  the  titanium 
invention  which  on  the  date  of  execution  of  the  contract  was 
not  completed  (Findings  of  Fact  14,  15,  App.  34).  The  court 
also  held  that  the  contract  was  not  invalid  because  the  royal¬ 
ties  to  be  paid  by  Siemens  for  its  own  use  of  the  patent  were  not 
specifically  fixed  in  the  contract  (Pl.’s  Ex.  3 A,  Sec.  5,  para¬ 
graph  4,  App.  267).  These  royalties,  the  court  held,  were  suf¬ 
ficiently  determinable  so  that  the  contract  was  not  void  for 
indefiniteness  (Findings  of  Fact,  16-20,  inclusive,  App.  34,  35; 
Conclusion  of  Law  6,  App.  42).  Further,  the  court  refused  to 
construe  the  contract  as  granting  Siemens  merely  an  option  to 
acquire  the  rights  specified  in  the  contract,  contingent  on  the 
execution  by  the  parties  of  a  separate  license  agreement  fixing 
the  royalties  on  Siemens’  production  under  or  use  of  the  inven- 

4  Vesting  Order  No.  670  (Defs.  Ex.  46,  App.  375)  which  vested  “all  right, 
title  and  interest”  in  the  patent  in  suit,  was  also  sufficient  to  vest  Siemens’ 
rights  in  the  patent  arising  from  the  contract. 


tion.  Rather,  the  court  held  that  Siemens  acquired  the  rights 
specified  in  the  contract — an  exclusive  license,  a  right  to  sub¬ 
license  others,  a  right  to  one-half  the  royalties  from  sub¬ 
licensees,  and  a  right  to  sue  infringers — by  force  of  the  contract 
itself  and  without  any  further  agreement  of  the  parties,  as  s|oon 
as  plaintiff  disclosed  the  titanium  invention  to  it  in  1936  (Find¬ 
ings  of  Fact,  12,  26,  27;  App.  33,  36;  Conclusions  of  Law  4,  5, 
App.  42) .  These  rights  of  Siemens  in  the  patent  in  suit,  so  the 
court  held,  continued  in  it  despite  the  termination  of  the  con¬ 
tract  on  December  31,  1938,  since  the  contract  expressly  pro¬ 
vides  that  the  rights  were  to  continue  in  Siemens  for  the  life 
of  the  patent  notwithstanding  an  earlier  termination  of  the 
contract  (Findings  of  Fact,  12,  28,  29,  30,  38;  App.  33,  36,  $7, 
40;  Conclusion  of  Law,  7,  App.  42,  43).  And  the  court  held 
that  Siemens’  rights  became  lawfully  vested  in  the  defendant 
by  his  Vesting  Order  No.  10544  (Finding  of  Fact  38,  App. 
40;  Conclusions  of  Law  9,  10,  App.  43). 8 

The  court,  however,  held,  and  this  holding  is  set  forth  in  the 
proviso  in  paragraph  (1)  of  the  judgment  (App.  45),  that  de¬ 
fendant  was  not  entitled  to  grant  sub-licenses  under  the  patent 
without  plaintiff’s  agreement  on  royalty  rates  for  sub-licences 
or,  failing  such  agreement,  without  an  order  of  the  court  fixing 
such  rates.  This  we  believe  was  error. 

The  crucial  part  of  the  contract  of  March  26,  1934  (Pi’s.  Ex 
3A,  App.  265)  is  Section  5.  Paragraph  3  of  that  section  pro¬ 
vides  that,  whether  title  to  the  patent  is  in  the  name  of  Siemens 
or  in  the  name  of  Kroll,  “S&H  receive  an  exclusive  license  up 
to  the  expiration  of  the  protection  rights,  irrespective  of  the 
life  of  the  contract.”  But  according  to  the  same  paragraph, 
if  Siemens  did  not  pay  the  expenses  and  prosecute  the  applica¬ 
tion,  Siemens  “shall  retain  *  *  *  a  non-exclusive  license 
beyond  the  term  of  the  contract,  up  to  the  expiration  of  the 
pertinent  protection  rights.” 

Section  5,  paragraph  5,  provides  that  Siemens  “may  grani 
sub-licenses  in  connection  with  the  exclusive  and  also  in  connec-1 
tion  with  the  non-exclusive  license.”  The  only  reference  to 

_  _  i 

*  No  attempt  is  made  here  to  demonstrate  the  validity  of  these  findings 
and  conclusions.  That  Is  reserved  for  our  answering  brief  on  plaintiff’s 
appeal. 
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consent  is  in  that  same  paragraph,  in  these  words,  “both  parties, 
as  soon  as  the  license  has  become  nonexclusive,  may  grant  sub¬ 
licenses,  but  only  with  the  consent  of  the  other  party.”  [Em¬ 
phasis  supplied.]  * 

There  is  no  “mystery”  in  patent  contracts  and  they  are  to 
be  construed  in  the  same  manner  as  contracts  generally. 
Simmen  Automatic  Ry.  S.  Co.  v.  General  Ry.  Signal  Co.,  72  F. 
2d  232,  233  (C.  A.  2) ;  Crossley  Radio  Corporation  v.  Dart, 
160  F.  2d  426,  430  (C.  A.  6) ;  Ellis,  Patent  Assignments  and 
Licenses  (2d  ed.  1943),  Sec.  710.  It  seems  clear  that  the  lan¬ 
guage  of  Section  5  required  the  consent  of  the  plaintiff  to  a 
sub-license  by  Siemens  only  where  “the  license  has  become 
non-exclusive,”  that  is  when  Siemens  dropped  a  patent  appli¬ 
cation  and  failed  to  pay  the  costs  and  thereupon  the  plaintiff 
undertook  the  prosecution  and  paid  the  costs.7 

Since,  as  the  District  Court  found,  Siemens  did  prosecute 
the  application  for  the  patent  in  suit  and  did  pay  the  costs, 
it  obtained  an  exclusive  license  under  the  contract  (Findings 
of  Fact  24,  26,  34,  35  (d),  App.  35-38;  Conclusions  of  Law, 
4,  9,  10,  App.  42,  43).  As  long  as  the  license  of  Siemens  was 
exclusive  plaintiff  could  not  grant  sub-licenses,  and  the  parties 
would  not  be  in  competition  along  that  line.  Only  when  both 
were  entitled  to  sub-license  would  there  be  danger  of  under¬ 
cutting  as  to  rates  and  therefore  the  requirement  of  consent. 
As  long  as  Siemens  held  an  exclusive  license,  the  parties  left 
the  fixing  of  the  rate  of  royalties  on  sub-licenses  to  its 
self-interest. 

In  analogous  situations  it  has  been  held  that  a  licensee  who 
is  to  pay  royalties  on  his  own  production  plus  a  share  of  the 

“  Section,  paragraph  5  also  provides  for  an  equal  division  of  the  “profits” 
from  sub-licenses,  after  payment  of  the  expenses  and  costs.  “Profits”  ap¬ 
parently  means  “royalties.” 

1  Plaintiffs  consent  to  the  granting  of  sub-licenses  by  Siemens  is,  by  the 
terms  of  paragraph  5,  Section  5,  required  only  where  Siemens  had  a  non¬ 
exclusive  license  and  where  plaintiff  and  Siemens  were  joint  inventors. 
But  since  the  parties  could  not  have  intended  that  plaintiff  was  to  have  less 
rights  where  he  was  the  sole  inventor  rather  than  a  joint  inventor,  we  may 
concede  that  this  paragraph  should  be  construed  as  requiring  plaintiff’s 
consent  to  the  granting  of  sub-Ucenses  by  Siemens  where  plaintiff  was  the 
sole,  as  weU  as  a  joint,  inventor,  and  where  Siemens  had  merely  a  non¬ 
exclusive  license. 
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royalties  from  sub-licenses,  has  discretion  to  sub-license  On  a 
basis  which  will  yield  royalties.  See,  Mechanical  Ice  Tray 
Corpv.  General  Motors  Corp.,  144  F.  2d  720  (C.  A.  2),  cert, 
den.  324  U.  S.  844;  Trask  v.  Mills  Novelty  Co.,  52  F.  Sjupp. 
723  (N.  D.  Ill.).  And  the  fact  that  it  is  one-half  of  the 
royalties  that  plaintiff  is  to  receive  gives  him  no  veto  power. 
In  Rude  v.  Westcott,  130  U.  S.  152,  a  patentee  was  to  receive 
as  consideration  for  a  transfer  of  the  patent  one-fourth  of  the 
“net  profits”  from  sales  or  royalties.  That  fact,  said  the  court, 
“reserves  to  him  no  control  over  the  patents  or  their  use  or 
disposal,  or  any  power  to  interfere  with  the  management  of  the 
business  growing  out  of  their  ownership”  (130  U.  S.  at  163)^ 

The  result  is  the  same  if  the  contract  is  to  be  construed  ac¬ 
cording  to  German  law.  See,  Restatement,  Conflict  of  Ldws, 
Secs.  332,  346,  358  ;  2  Beale,  Conflict  of  Laws  (1935),  £>ec. 
332.57;  11  Am.  Jur.,  Conflict  of  Laws ,  Sec.  117;  Bayside- 
Flushing  Gardens  v.  Beuermann,  36  F.  Supp.  706  (D.  C.  D.  C.). 
That  law  does  not  require  reading  into  the  contract  something 
which  is  not  there  (App.  200),  and  when  the  parties  have  so 
contracted,  it  permits  the  exclusive  licensee  to  grant  su|b- 
licenses  without  the  consent  of  the  licensor  (App.  205,  22^) .8 

The  District  Court’s  holding  that  a  sub-license  by  the  de¬ 
fendant  required  the  consent  of  the  plaintiff  seems  to  have 
resulted  from  an  interpretation  of  the  contract  as  a  “joint 
enterprise”  or  joint  adventure  (App.  242),  and  from  a  feeling 
that  to  permit  the  defendant  to  sub-license  at  rates  fixed  fn 
his  discretion  could  place  the  plaintiff  “at  the  mercy”  of  the 
Government  (App.  244).  But  the  fact  that  what  plaintiff 
was  to  receive  from  sub-licenses  was  a  fraction  of  the  royalties, 
one-half,  is  not  enough  to  create  a  joint  adventure.  McCul¬ 
lough  v.  Kammerer  Corp.,  166  F.  2d  759,  763  (C.  A.  9),  cerjb. 
den.  335  U.  S.  813.  Nor  is  there  anything  in  the  contract  re¬ 
quiring  the  parties  to  share  losses,  an  usual  incident  of  a  joipt 
enterprise  or  adventure.  Atlas  Realty  Co.  v.  Galt,  153  Md. 

*  There  is  nothing  to  the  contrary  in  paragraph  4  of  Section  5.  Thajt 
applies  only  to  royalties  on  Siemens’  own  production,  and  those  royalties, 
though  not  specifically  fixed  in  the  contract,  were  sufficiently  determinable 
(Findings  of  Fact  12,  13,  16-20,  inclusive,  App.  33-35;  Conclusions  of  Law 
4,  5,  6,  App.  42). 
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586,  139  Atl.  285;  Gleichman  v.  Famous  Players-Lasky  Cor¬ 
poration,  241  Mich.  266,  217  N.  W.  43.  And  without^any 
requirement  of  consent  by  the  plaintiff  to  sub-license,  his 
interest  in  the  revenues  from  the  patent  is  sufficiently  pro¬ 
tected  since  the  licensee  would  be  bound  to  deal  fairly  and 
reasonably  in  granting  sub-licenses.®  Mechanical  Ice  Tray 
Corp.  v.  General  Motors  Corp.,  144  F.  2d  720  (C.  A.  2),  and 
cases  cited  p.  725.  Defendant  recognizes  this  obligation  (App. 
240,  243,  245). 

Siemens  being  entitled,  as  exclusive  licensee,  to  sub-license 
without  plaintiff’s  consent,  the  situation  is  not  changed  by  the 
vesting.  The  defendant  succeeded  to  all  of  the  rights  of 
Siemens  without  diminution  or  change.  United  States  v.  Chem¬ 
ical  Foundation,  272  U.  S.  1,  11-12;  Cummings  v.  Deutsche 
Bank,  300  U.  S.  115,  120-121;  Farbwerke  Meister,  etc.  v. 
Chemical  Foundation,  39  F.  2d  366  (C.  A.  3),  affirmed,  283 
U.  S.  152;  Aktien-Gesellschaft,  etc.  v.  Kney-Scheerer  Corp., 
75  F.  2d  638  (C.  C.  P.  A.) ;  Junkers  v.  Chemical  Foundation, 
287  Fed.  597  (S.  D.  N.  Y.). 

Under  the  1934  contract,  Siemens  could  sub-license  without 
plaintiff’s  consent  and  the  defendant,  having  taken  over  the 
rights  of  Siemens,  is  now  entitled  to  do  the  same.  In  subject¬ 
ing  the  power  of  the  defendant  to  sub-license  to  a  veto  by  the 
plaintiff,  or  alternatively,  to  an  order  of  court,  we  submit  that 
the  District  Court  erred. 


9  The  licensee  has  a  similar  obligation  under  German  law  (App.  1S9). 
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CONCLUSION 

Since  the  plaintiff  failed  to  comply  with  the  requirements 
of  Section  20  of  the  Trading  With  the  Enemy  Act,  the  District 
Court  was  not  authorized  to  enter  any  judgment  in  his  fayor. 

Siemens  as  exclusive  licensee  of  the  plaintiff  was  authorised 
to  sub-license  without  plaintiff’s  consent  and  the  defendant 
has  succeeded  to  all  the  rights  of  Siemens,  so  any  judgment  en¬ 
tered  should  not  require  consent  of  the  plaintiff  or  a  court  order 
as  a  condition  of  sub-licenses. 

Respectfully  submitted, 

Harold  I.  Baynton, 

Assistant  Attorney  General , 

James  D.  Hill, 

George  B.  Searls, 

Samuel  Z.  Gordon, 

Attorneys, 

Department  of  Justice,  Washington,  D.  C. 

Attorneys  for  J.  Howard  McGrath,  Attorney  General .! 
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QUESTIONS  PRESENTED 

In  the  opinion  of  defendant-appellee,  the  questions  pre¬ 
sented  on  appeal  #11149  are: 

1.  Whether  the  contract  of  March  26,  1934,  executed  in 
Germany  by  plaintiff  and  Siemens  &  Halske,  A.G.,  which 
provides  that  in  return  for  Siemens  paying  plaintiff  500 
Reichsmarks  a  month  and  the  costs  of  patenting  his  inven¬ 
tions,  plaintiff  shall  disclose  his  inventions  within  the  field 
of  the  contract  to  Siemens  and  that  thereupon  Siemens  shall 
have  an  exclusive  license  in  said  inventions  and  any  patents 
to  be  issued  thereon  (plus  the  rights  to  sue  infringers,  to 
sub-license  others  without  plaintiff’s  consent,  and  to  receive 
an  equal  share  with  plaintiff  in  the  royalties  from  sub¬ 
licensees),  is  to  be  construed  as  granting  Siemens  the  fore¬ 
going  rights  in  the  titanium  invention  disclosed  to  Siemens 
in  1936  and  in  the  patent  in  suit,  or  as  merely  granting 
Siemens  an  option  to  obtain  the  foregoing  rights,  the 
option  to  be  exercised  by  the  parties  coming  to  an  agree¬ 
ment  on  the  royalties  for  Siemens’  use  of  the  patent. 

2.  Whether  the  contract  of  March  26,  1934,  which  pro¬ 
vides  that  the  amount  of  royalties  paid  by  Siemens  for  its 
own  use  of  the  invention  was  to  be  computed  by  the  parties 
according  to  the  importance  of  the  invention,  and,  as  to 
joint  inventions,  on  the  basis  of  the  share  contributed  by  the 
plaintiff,  and,  failing  agreement,  by  arbitrators  or  by  the 
Berlin  courts,  was  sufficiently  definite. 

3.  Whether  the  rights  and  interests  granted  to  Siemens  • 
by  the  contract  were  subject  to  vesting  under  the  Trading 
with  the  Enemy  Act. 

4.  Whether  defendant,  having  vested  Siemens’  right  to 
one-half  the  profits  or  royalties  received  from  licenses 
granted  to  third  persons,  is  entitled  to  one-half  the  con¬ 
sideration  received  by  plaintiff  for  a  release  from  past 
infringement  of  the  patent  in  suit  granted  by  plaintiff  to  a 
third  person,  defendant  having  ratified  said  release. 


(i) 


INDEX 


Introduction  . 

Summary  of  Argument 

Argument : 

I.  The  contract  of  March  26, 1934,  gave  Siemens  an  exclusive  i 
license  in  patents  within  its  field,  a  right  to  sub-license, 
a  right  to  sue  infringers,  and  a  50  per  cent  share  in  roy¬ 
alties  from  sub-licenses.  It  was  not  a  mere  option .  3 

II.  Construed  as  granting  Siemens  an  exclusive  license  and 
the  other  rights  specified  in  the  contract  of  March  26, 

1934,  the  contract  is  valid .  i  11 

A.  The  contract  is  not  invalid  because  it  granted  Sie¬ 

mens  rights  in  future  inventions .  11 

B.  The  contract  is  sufficiently  definite .  13 
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INTRODUCTION 


In  our  main  brief  we  demonstrated  that  the  District 
Court  lacked  jurisdiction  to  award  any  judgment  to  plai 
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tiff  because  he  had  failed  to  comply  with  Section  20  of  the 
Trading  with  the  Enemy  Act  and  that  the  court  erred  in 
holding  that  defendant  was  not  authorized  to  sub-license 
the  patent  in  suit  without  plaintiff’s  agreement  on  royalty 
rates  for  sub-licensees  or,  failing  agreement,  an  order  of 
court  fixing  such  rates.  Plaintiff,  in  effect,  concedes  that 
if  Siemens  had  an  exclusive  license  in  the  patent,  his  agree¬ 
ment  on  rates  for  sub-licensees  would  be  unnecessary 
(PL’s  Main  Brief,  p.  22).  This  brief  shows  that  Siemens 
had  such  an  exclusive  license.  We  also  demonstrate  herein 
the  invalidity  of  the  various  contentions  urged  by  plaintiff 
in  his  main  brief  for  reversing  the  judgment  below  inso¬ 
far  as  it  is  in  favor  of  defendant. 

SUMMARY  OF  ARGUMENT 

r 

Plaintiff’s  entire  case  rests  on  the  theory  that  the 
contract  of  March  26,  1934  must  be  construed  as  granting 
Siemens  an  option  to  acquire  an  exclusive  license  and  the 
other  rights  specified  in  the  contract  in  the  titanium  pat¬ 
ent  in  suit  and  that  the  option  could  be  exercised  only  by 
the  parties  coming  to  an  agreement  on  the  royalties  which 
Siemens  would  pay  for  its  own  use  of  the  patent.  The 
plain  language  of  the  contract,  previous  negotiations  of  the 
parties,  and  their  subsequent  practical  construction 
thereof,  show  that  this  theory  is  without  merit  and  the 
District  Court  properly  rejected  it.  The  contract  clearly 
granted  Siemens,  not  an  option,  but  an  exclusive  license 
in  the  patent  with  the  rights  to  sub-license  others,  to  sue 
infringers  and  to  obtain  50%  of  the  royalties  received  from 
sub-licensees.  While  the  royalties  which  Siemens  was  to 
pay  plaintiff  for  its  own  use  of  the  patent  were  not  fixed 
in  the  contract,  they  were  determinable  by  standards  out¬ 
side  the  arbitrary  wishes  of  the  parties  and  the  contract, 
therefore,  was  sufficiently  definite  under  German  and 
American  law.  Both  laws  also  uphold  contracts  granting 
licensing  rights  in  future  inventions  and  there  is  nothing 
in  either  German  or  American  law  which  would  transmute 
Siemens’  rights  into  an  option. 
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Siemens  was  a  German  enemy  and  its  exclusive  license 
and  other  rights  in  the  patent  arising  from  the  contract 
were  property  which  could  be  vested  under  the  Trading 
with  the  Enemy  Act.  Plaintiff’s  contention  that  Siemens’ 
rights  were  personal  and  non-transferable  is  based  on  the 
untenable  theory  that  Siemens  had  merely  an  option.  In 
any  event,  even  if  there  were  some  rule  of  German  law  for¬ 
bidding  Siemens  from  voluntarily  assigning  its  rights, 
such  rule  cannot  defeat  the  war  power  of  Congress  as 
expressed  in  the  Trading  with  the  Enemy  Act  to  vest 
enemy  property  and  to  use  it  in  the  interest  of  the  United 
States.  ! 

Having  vested  an  exclusive  license  in  the  patent  with  the 
right  to  one-half  the  “profits”  or  royalties  received  fijom 
other  licensees,  defendant  is  entitled  to  one-half  of  the 
consideration  received  by  plaintiff  for  the  release  friom 
past  infringement  which  he  granted  the  Du  Pont  Company 
in  May  1949.  That  consideration  was  in  the  nature  of 
“profits”  or  royalties.  While  defendant  had  not  con¬ 
sented  to  the  release,  in  the  present  action  he  has  elected,  to 
treat  such  release  as  valid  and  he  now  may  assert  |iis 
rights  under  the  contract  to  one-half  the  consideration 
received  by  plaintiff  for  the  release.  The  trial  court,  there¬ 
fore,  did  not  err  in  granting  judgment  to  defendant  on  O is 
counterclaim. 

ARGUMENT 


The  Contract  of  March  26,  1934,  Gave  Siemens  an  Exclusive 
License  in  Patents  Within  Its  Field,  a  Right  to  Sub-license^  a 
Right  to  Sue  Infringers,  and  a  50  Per  Cent  Share  in  Royalties 
from  Sub-licenses.  It  Was  Not  a  Mere  Option. 

The  defendant’s  position  is  that  the  contract  of  Mar<pli 
26,  1934  (App.  265-270)  gave  to  Siemens  certain  definite 
rights  to  which  defendant  has  succeeded  by  virtue  of  tfye 
vesting  orders.  These  were,  with  respect  to  the  patent 
now  in  suit,  an  exclusive  license,  a  right  to  sub-license 
others,  a  right  to  sue  infringers,  and  a  50  per  cent  share  in 
the  royalties  from  sub-licenses.  If  Siemens  itself  prd- 
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duced  under  the  patent,  it  was  obligated  to  pay  plaintiff 
royalties  at  a  rate  to  be  fixed  as  provided  in  the  contract 
(Sec.  5,  par.  4,  App.  267). 

Plaintiff’s  position  is  that  the  contract  only  gave 
Siemens  an  option  to  obtain  the  rights  just  mentioned,  and 
that  a  condition  precedent  to  the  exercise  of  the  option 
was  that  plaintiff  and  Siemens  should  agree  on  the  amount 
of  royalties  to  be  paid  by  Siemens  for  its  use  of  the  patent. 
Absent  such  agreement,  says  the  plaintiff,  Siemens  had 
merely  an  “inchoate”,  “personal”,  and  “non-transfer- 
able”  interest  in  the  patent  which  could  not  be  vested  by 
the  defendant  (Pl.’s  Main  Brief,  pp.  41-43).  That  is  plain¬ 
tiff’s  case. 

The  District  Court  adopted  on  the  facts  and  the  law  the 
construction  urged  by  the  defendant  (Findings  12,  13,  16- 
20,  26,  27;  Conclusions  4,  5,  6,  10;  App.  33-36,  42-43).  It 
specifically  rejected  plaintiff’s  option  theory  (Findings 
12,  26,  27 ;  Conclusions  4,  5;  App.  33,  36,  42). 

The  contract  was  executed  in  Germany  (Finding  9,  App. 
32),  it  was  to  be  in  large  part  performed  in  Germany,  and 
it  contained  a  stipulation  that  German  law  should  control 
(Sec.  9,  App.  269).  Plaintiff  argues  (Main  Brief,  pp.  9, 
36)  that  the  contract  is  to  be  construed  and  its  validity 
determined  according  to  German  law.1  We  are  disposed 
to  agree,  but  we  think  that  the  same  result  will  be  reached 
in  the  present  case  whether  German  or  American  law  be 
applied.  Moreover,  since  the  law  of  the  United  States 
requires  no  particular  form  of  agreement  for  the  granting 
of  an  exclusive  license  and  recognizes  a  simple  contract  as 
sufficient  ( DeForest  Co.  v.  United  States,  273  U.S.  236, 
241;  Ellis,  Patent  Assignments  and  Licenses  (2d  ed.  1943), 
Sec.  389),  the  court  of  the  forum  is  free  to  recognize  rights 
in  a  domestic  patent  which  arise  under  a  foreign  contract. 


1  Remington  Rand,  Inc.  v.  Societe  Internationale,  188  F.  2d  1011 
(CA.  D.C.  March  29,  1951),  cert.  den.  Oct.  8,  1951;  Restatement, 
Conflict  of  Laws,  Secs.  332,  346,  358;  2  Beale,  Conflict  of  Laws 
(1935),  Sec.  352.57.  What  is  the  rule  of  foreign  law  is  a  question 
of  fact.  Black  Diamond  v.  Stewart  and  Sons,  336  U.S.  386,  397 ; 
Liverpool  Steam  Co.  v.  Pherdx  Ins.  Co.,  129  U.S.  397,  445. 
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At  the  outset,  we  must  point  out  that  the  “option”  for 
which  plaintiff  now  contends  would  be  a  peculiar  t>ne. 
The  exercise  of  the  option  would  not  obligate  Siemens  to 
pay  plaintiff  anything,  and  the  option  would  be  exercised 
by  Siemens  merely  by  coming  to  an  agreement  with  pljain- 
tiff  on  the  royalties  it  would  pay  when,  as,  and  if  it  hsed 
the  patent.  Yet  the  plaintiff  has  conceded  that  the  contract 
did  not  require  Siemens  to  use  the  patent.  (App.  114;  See 
also  App.  222,  265-270). 2 

Nothing  in  the  language  itself  of  the  contract  furnishes 
support  for  plaintiff’s  “option”  theory,  although  the  par¬ 
ties  took  care  to  specify  in  detail  their  respective  rights 
and  duties  with  respect  to  inventions  in  the  field  defined  in 
the  contract.  Section  5  of  the  contract  (App.  267-268)  con¬ 
tains  language  which  is  altogether  inconsistent  with  ^he 
idea  of  an  option.  Paragraph  3  of  that  Section  provides 
that  in  connection  with  all  inventions  within  the  field  of 
the  contract,  “S&H  receive  an  exclusive  license  up  to  jthe 
expiration  of  the  protection  rights,  irrespective  of  the 
life  of  the  contract”  3  (par.  3).  If  Siemens  decided  not  to 
pay  the  patent  costs  and  plaintiff  paid  the  costs,  then 
Siemens  would  not  lose  all  its  rights  in  the  patent,  but 

2  In  the  court  below  plaintiff  contended  for  a  different  kind  of 
option.  Amended  Substitute  Complaint,  pars.  VII,  VIII,  App.  26, 
27;  Supplemental  Pretrial  Proceedings,  App.  28.  In  that  co'prt 
plaintiff  urged  that  the  option  continued  for  the  life  of  the  contract, 
that  is,  until  December  31,  1938  (App.  28) ;  now  he  seems  to  adihit 
that  it  continued  until  1948,  when  the  defendant  “extinguished’’  it 
by  vesting  (Main  Brief,  pp.  24,  29,  30). 

Plaintiff  advanced  the  option  theory  for  the  first  time  in  Noveim- 
ber,  1950,  in  his  Amended  Substitute  Complaint  (App.  26,  27).  I^or 
some  16  years  before  that  plaintiff  had  construed  the  contract  |  as 
granting  Siemens  an  exclusive  license  in  the  patent  with  rights  to 
sub-license  and  to  sue  infringers,  subject  only  to  obligations  to  pay 
plaintiff  a  royalty  for  its  own  use  of  the  patent  and  50%  of  royalties 
from  sub-licenses,  and  he  maintained  that  the  rights  received  by 
Siemens  were  “the  legal  equivalent  of  an  assignment  of  the  entire 
right,  title  and  interest”  in  the  patent  (Substitute  Complaint, 
par.  VII,  VIII,  App.  9,  10;  Finding  35,  App.  37-40). 

3  Contrary  to  the  impression  sought  to  be  created  by  plaintiff 
(Pl.’s  Main  Brief,  p.  13),  the  translation  of  the  contract  is  as  muph 
plaintiff’s  as  defendant’s  and  the  particular  word  “receive”  w|as 
submitted  by  plaintiff’s  German  law  expert  (App.  154,  186).  j 
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“S&H  shall  retain  in  connection  with  such  protection 
rights  a  non-exclusive  license  beyond  the  term  of  the  con¬ 
tract,  up  to  the  expiration  of  the  pertinent  protection 
rights”  (par.  3).  It  is  undisputed  that  Siemens  did  pay 
the  patent  costs  both  in  Germany  and  the  United  States 
for  the  titanium  applications  and  patents  (Findings  of 
Fact  24,  25,  App.  35,  36). 

A  variety  of  inventions  might  result  from  the  collabora¬ 
tion  envisaged  by  the  contract  and,  as  conceded  by  plain¬ 
tiff,  Siemens  did  not  obligate  itself  to  enter  into  produc¬ 
tion  under  them4  (App.  114,  222;  Finding  of  Fact  13, 
App.  33,  34).  The  parties  intended  and  provided  therefore 
in  paragraph  4,  Section  5,  that  if,  as,  and  when  Siemens 
did  undertake  production,  “The  amount  of  the  royalties 
to  be  paid  by  S&H  to  Dr.  Kroll  is  to  be  computed  depend¬ 
ing  on  the  importance  of  the  invention  and  in  case  of  joint 
inventions,  on  basis  of  the  share  contributed  by  Dr.  Kroll 
to  the  invention.”  (Italics  supplied.)  If  the  parties  could 
not  agree,  their  differences  were  to  be  settled  by  arbitration 
and,  if  that  were  not  successful,  by  the  Berlin  courts 
(paragraph  4,  Sec.  5;  Sec.  9). 

A  “computation”  of  royalties  obviously  presupposes  an 
existing  contract  under  which  royalties  would  be  com¬ 
puted  rather  than  an  option  for  the  making  of  a  new  con¬ 
tract  under  which  royalties  would  then  be  computed.  The 
experts  on  German  law  for  both  sides  were  agreed  that 
the  parties  could  make  a  contract  which  w’ould  be  valid 
under  German  law  even  though  they  specified  that  the  con¬ 
sideration  to  be  paid  by  one  of  the  parties  was  to  be  left 
open  for  their  future  determination  (App.  183,  190-192, 

4  Siemens  had  not  undertaken  production  itself  or  even  granted 
sub-licenses  under  the  nickel,  copper-titanium,  and  iron-titanium 
contracts  enumerated  in  Section  11  of  the  1934  contract  since 
plaintiff  received  no  royalties  therefrom.  (Finding  of  Fact  5, 
App.  31.)  At  any  given  time,  production  under  an  invention  might 
not  be  commercially  feasible.  This  was  the  situation  with  respect 
to  the  titanium  invention  until  the  mid  or  late  1940’s  (App.  115). 
The  contract  carefully  safeguarded  Siemens’  interests,  however, 
since  it  provided  that  Siemens’  rights  in  inventions  would  continue 
for  the  life  of  any  patents  issued  thereon,  despite  an  earlier  termina¬ 
tion  of  the  contract  (Sec.  5,  App.  267,  268). 
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217-222,  227).  And  defendant’s  German  law  expert  testi¬ 
fied  there  was  no  rule  of  German  law  which  would  require 
a  construction  of  the  contract  to  mean  that  Siemens  njiust 
come  to  an  agreement  with  plaintiff  as  to  its  royalties 
under  this  paragraph  4  as  a  condition  precedent  to  Siemens 
having  an  exclusive  license  and  the  other  rights  specified 
in  the  contract  (App.  205,  206,  223).  The  trial  court  fojind 
that  paragraph  4  did  not  constitute  the  March  1934  con¬ 
tract  an  option  and  that  the  royalties  as  provided  fori  in 
this  paragraph,  while  not  specifically  fixed,  were  suffi¬ 
ciently  determinable  so  that  the  contract  was  valid  (Find¬ 
ings  of  Fact  12,  13,  16-20,  26,  27,  App.  33-36;  Conclusions 
of  Law  4-6,  App.  42).  ! 

With  respect  to  all  inventions  within  the  field  of  the 
contract,  “S&H  may  grant  sub-licenses  in  connection  with 
the  exclusive  and  also  in  connection  with  the  non-exclusive 
license  also  after  the  termination  of  the  contract”  (pkr. 
5).  If  Siemens  had  merely  a  non-exclusive  license  (whijch 
is  not  the  situation  here  since  Siemens  paid  the  patejnt 
costs  for  the  titanium  invention)  then  “both  parties,  as 
soon  as  the  license  has  become  non-exclusive,  may  grant 
sub-licenses,  but  only  with  the  consent”  of  the  other  party 
(par.  5).  With  respect  to  all  sub-licneses  granted  undlpr 
inventions  within  the  field  of  the  contract,  “Any  profijts 
from  such  sub-licenses  shall  devolve  upon  both  parties, 
share  and  share  alike”,  except  that  the  party  paying  t^ie 
patent  costs  shall  first  recoup  his  costs 5  (par.  5).  1 

There  is  nothing  in  the  contract  to  the  effect  that 
Siemens’  “receiving”  (par.  3)  or  “retention”  (par.  cf) 
of  rights  or  “granting”  (par.  5)  of  sub-licenses  or  acquis j- 

.  r*  In  the  proceedings  below  plaintiff  agreed  that  royalties  from  all 
sub-licenses,  whether  or  not  the  invention  was  sole  or  joint  anjd 
whether  or  not  Siemens  had  an  exclusive  or  non-exclusive  license, 
would  be  “divided  on  a  50/50  basis”  (Amended  Substitute  Com¬ 
plaint,  Par.  VIII,  App.  27;  see  also  Substitute  Complaint,  Par.  VII, 
App.  9,  10).  He  now  takes  the  position  that  only  where  the  inven¬ 
tion  was  made  jointly  by  plaintiff  and  Siemens,  and  Siemens  had  p. 
non-exclusive  license  therein,  was  there  to  be  an  equal  division  of 
royalties  from  sub-licenses.  But  par.  5,  Sec.  5,  deals  with  aljl 
situations  where  sub-licenses  would  be  granted  and  provides  for  an 
equal  division  of  royalties  from  sub-licenses  in  all  such  situations. 
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tion  of  title  (par.  2)  or  ‘ 1  sharing”  (par.  5)  of  royalties 
from  sub-licenses,  is  in  any  way  conditioned  on  the  parties 
first  making  an  agreement  as  to  royalties  which  Siemens 
would  pay  on  its  own  production  (par.  4).  And  Siemens’ 
right  to  bring  legal  actions  to  protect  the  patents  (Sec.  6) 
is  in  no  way  conditioned  on  the  parties  first  making  such 
an  agreement. 

The  plain  language  of  the  contract  shows  there  was  no 
such  condition  attached  to  any  of  Siemens’  rights  enumer¬ 
ated  in  the  contract;  nor  was  such  a  condition  attached  to 
plaintiff’s  rights.  The  language  of  the  contract  is  “im¬ 
perative”  ( Joy  v.  St.  Louis,  138  U.S.  1,  43),  not  condi¬ 
tional.  “To  hold  that  the  agreement  could  not  give  rise 
to  contractual  obligations”  until  the  parties  made  a  sepa¬ 
rate  agreement  as  to  royalties  on  Siemens’  production, 
“would  be  to  ignore  terms  clearly  importing  immediate 
and  absolute  obligation — a  distortion  of  the  normal  usage 
of  the  words  employed  to  express  the  common  intention”. 
Mantell  v.  International  Plastic  Harmonica  Corp.,  141  N.J. 
Eq.  379,  55  A.  2d  250,  255  (1947).  And  plaintiff’s  expert 
on  German  law  admitted  there  is  nothing  in  German  law 
which  requires  the  court  to  read  anything  into  the  contract 
-which  is  not  there  (App.  200).  Furthermore,  the  same 
witness  also  admitted  that  if  Siemens  undertook  produc¬ 
tion  under  the  patent  without  reaching  an  agreement  on 
royalties,  Siemens  would  not  be  an  infringer  (App.  188). 
The  contrary  would  be  true  if  Siemens  merely  had  an  un¬ 
exercised  option  to  obtain  a  license.  And  finally,  plain¬ 
tiff’s  expert  testified  that  if  the  royalties  on  Siemens’  own 
production  were  determinable  by  the  March,  1934  contract, 
that  would  be  sufficiently  definite,  even  absent  an  actual 
determination  of  royalties,  to  create  a  valid  contract  under 
German  law  and  that  Siemens  would  have  a  valid  license 
by  force  of  the  contract  (App.  190-192). 

The  meaning  of  the  contract  of  March  1934  is  plain.  In 
return  for  Siemens  paying  plaintiff  30,000  Reichsmarks 
(Siemens  paid  plaintiff  500  Reichsmarks  a  month  for  the 
5  years  1934  through  1938)  and  in  return  for  Siemens  mak¬ 
ing  the  patent  possible  in  the  sense  of  paying  all  the  legal 
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and  other  expenses  attendant  on  the  prosecution  and  is¬ 
suance  of  the  patent,  plaintiff  granted  Siemens  an  exclusive 
license  in  the  patent  with  the  right  to  sub-license  others. 
If  Siemens  itself  undertook  production  under  the  patefit, 
Siemens  was  obligated  to  pay  plaintiff  royalties  whiph 
were  sufficiently  determinable  by  the  contract.  If  Siemens 
sub-licensed  others  then  the  parties  were  to  share  t)ie 
royalties  received  from  sub-licensees  on  an  equal  basis. 

On  plaintiff’s  theory  Siemens  was  willing  to  pay  hijm 
30,000  Reichsmarks  and  bear  all  patent  costs  for  a  mei*e 
option  right  which  would  be  rendered  nugatory  if  it  couid 
not  agree  with  plaintiff  on  a  rate  of  royalties  for  Siemens’ 
own  production. 

If  all  that  was  intended  by  the  March  1934  contract  w^s 
the  giving  of  an  option  to  Siemens  under  which  it  whs 
necessary  for  the  exercise  of  the  option  to  execute  specific 
agreements  as  to  royalties  and  the  rights  and  duties  of  the 
parties  under  each  invention,  there  was  no  need  for  the 
detailed  and  comprehensive  terms  specified  in  the  1934  con¬ 
tract  itself.  Indeed,  there  would  be  little  or  no  reason  for 
any  new  contract  in  March  1934  since  the  parties  had 
already  entered  into  an  agreement  in  December  of  193p, 
giving  Siemens  the  same  type  of  option  which  plaintiff 
contends  was  effected  by  the  March  1934  contract G  (Find¬ 
ing  of  Fact  7,  App.  32;  App.  278,  279,  281). 

Moreover,  the  practical  construction  of  the  contract  bjy 
the  conduct  of  the  parties  subsequent  to  1934,  as  found  }n 
detail  by  the  District  Court  (Finding  35(a)-(t),  Ap^). 
37-40),  disproves  plaintiff’s  present  theory  that  Siemens 
had  only  an  option  and  an  unexercised  option  at  that. 

In  an  effort  to  explain  away  some  of  this  conduct,  plain¬ 
tiff  argues  that  Siemens  was  obligated7  under  the  1934 
contract  to  prosecute  and  pay  the  costs  for  the  titanium 
patent  applications  in  Germany  and  the  United  States 

c  Although  “time  is  of  the  essence  of  an  option”  (3  Williston, 
Contracts  (Rev.  ed.  1936),  p.  2390),  the  March  1934  contract  sets 
forth  no  period  for  the  exercise  of  an  “option”. 

7  It  is  a  peculiar  “obligation”  which  plaintiff  seeks  to  impose  op 
Siemens  since  he  states  the  obligation  was  in  Siemens’  “discretion!” 
(PL’s  Main  Brief,  pp.  18,  19). 
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(PL’s  Main  Brief,  pp.  17-19).  But  Siemens  was  not  thus 
obligated;  it  could  “retain”  (Sec.  5,  par.  3,  App.  267)  a 
non-exclusive  license,  grant  sub-licenses,  and  share  equally 
in  royalties  from  sub-licensees  even  if  it  did  not  prosecute 
the  applications  or  pay  the  costs.  It  is  only  where  Siemens 
had  and  wished  to  keep  its  exclusive  license  and  the  other 
rights  specified  in  the  contract  that  Siemens  was  required 
to  prosecute  and  pay  for  the  patent  applications  (Sec.  5, 
App.  267,  268). 

Finally,  as  a  matter  of  construction  of  the  contract, 
plaintiff’s  theory  makes  no  sense  when  applied  to  “joint 
inventions”.  Under  German  law  (App.  190)  and  Ameri¬ 
can  law  (Ellis,  Patent  Assignments  arid  Licenses  (2d  ed. 
1943),  Secs.  171,  472-473),  Siemens  would  be  a  co-owner  of 
a  joint  invention,  entitled  as  a  matter  of  law  to  use  the 
patent,  to  license  others  and  to  collect  royalties  from 
licensees.  Yet,  under  plaintiff’s  construction  of  the  con¬ 
tract,  Siemens  gave  up  these  rights,  paid  30,000  Reichs¬ 
marks  and  the  patent  costs,  and  took  a  mere  option  which  it 
would  have  to  exercise  to  be  entitled  to  use  the  patent  or 
to  have  a  license.8 

Insofar  as  plaintiff’s  appeal  depends  upon  his  contentions 
as  to  German  law,  which  is  a  matter  of  fact,  he  encounters 
the  rule  that  findings  of  fact  may  not  he  set  aside  unless 
“clearly  erroneous.”  Rule  52(a),  Federal  Rules  of  Civil 
Procedure;  see,  United  States  v.  Gypsum  Co.,  333  U.  S.  364, 
394,  395;  Remington  Rand,  Inc.  v.  Societe  Internationale, 
188  F.  2d  1011  (C.  A.  D.  C.  March  29,  1951),  cert.  den. 
Oct.  8, 1951.  We  submit  that  the  evidence,  including  plain¬ 
tiff’s  admissions  that  Siemens  had  an  exclusive  license 
under  the  German  titanium  patent  and  important  licensing 
rights  under  the  United  States  patent  (Finding  35 (p),  (q), 
App.  39),  abundantly  supports  the  findings  of  the  District 
Court. 

On  the  evidence,  whether  we  apply  German  or  American 
law,  as  of  the  date  of  the  vesting  by  defendant  of  Siemens’ 


8  The  District  Court  made  an  alternate  finding  that,  if  there  was 
an  option,  it  was  exercised  (Finding  36,  App.  40). 
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rights,  Siemens  had  an  exclusive  license,  plus  the  rights 
to  sub-license  others  and  to  share  equally  with  plaintiff 
in  the  royalties  from  sub-licenses.  To  those  rights  defend¬ 
ant  has  succeeded. 

H  | 

Construed  as  Granting  Siemens  an  Exclusive  License  and  the 
Other  Rights  Specified  in  the  Contract  of  March  26,  1934, 
the  Contract  Is  Valid. 

A.  The  contract  is  not  invalid  because  it  granted  Siemens 
rights  in  future  inventions. 

i 

When  the  contract  of  March  26,  1934  was  executed,  the 
titanium  invention  in  suit  had  not  yet  been  completed 9  ^nd 
it  was  not  completed  until  1936.  In  the  proceedings  beldw, 
plaintiff  sought  to  challenge  the  legal  validity  under  German 
lawT  of  contracts  granting  exclusive  licenses  under  future 
inventions,  and  expert  testimony  was  adduced  by  both  sieves 
as  to  the  applicable  German  law.  Plaintiff  now  does  ijiot 
directly  challenge  the  legal  validity  of  such  contracts  under 
German  law,  but  argues  that  there  is  something  (he  does  riot 
say  precisely  what)  in  the  German  law  on  future  inventions 
which  would  require  treating  such  contracts  as  options 
(Pl.’s  Main  Brief,  p.  36).  This  argument  is  wholly  without 
merit. 

The  District  Court  found  the  German  law  on  future  in¬ 
ventions  as  a  fact.  The  trial  judge  found: 

' 

“Under  German  law,  an  independent  inventor  m^y 
by  contract  validly  assign  or  grant  an  exclusive  licence 
under  his  future  inventions  to  be  made  within  a  defined 
field  and  within  a  limited  time,  and  such  a  contract 
has  the  effect  of  automatically  granting  the  promisee 
an  assignment  or  exclusive  license  immediately  on  tl)e 
making  and  disclosure  of  the  invention,  without  further 
action  of  the  parties.’ ’  (Finding  of  Fact  14,  App.  34j) 

-  -  - _ 

9  Plaintiff  testified  that  he  had  been  working  on  the  titanium 
invention  in  suit  since  1930;  that  he  continuously  disclosed  tl^e 
progress  of  his  work  to  Siemens;  and  that  Siemens  paid  him  6,000 
Reichsmarks  for  his  work  in  1933  (App.  112).  On  March  26,  1934, 
therefore,  the  parties  were  contracting  with  reference  to  this 
titanium  invention  which,  while  not  completed,  was  in  progress. 
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“If  the  promisee’s  rights  under  such  a  contract  on 
the  date  of  execution  thereof  may  be  deemed  to  be 
‘inchoate’  under  German  law,  they  are  inchoate  only 
because  the  invention  is  not  then  in  existence  and  it 
requires  only  the  making  of  the  invention  automatically 
to  transform  the  inchoate  right  into  a  choate  right,  i.  e., 
an  assignment  or  exclusive  license.”  (Finding  of  Fact 
15,  App.  34.) 

These  findings  are  fully  supported  by  the  testimony  of 
defendant’s  German  law  expert,  Dr.  Schoch,  and  by  the 
decisions  of  the  German  Supreme  Court  and  the  authorita¬ 
tive  commentators  on  German  law  cited  by  her  (App.  206- 
212,  392-400). 

Indeed,  these  findings  are  supported  by  plaintiff’s  Ger¬ 
man  law  expert.10  For  on  cross-examination,  he  conceded 
that  if  every  provision  in  the  March  1934  contract  were 
unchanged  except  that  it  fixed  a  royalty  rate  of  5%  on 
Siemens’  own  production  (i.  e.,  that  the  contract  was  not 
invalid  for  claimed  indefiniteness),  Siemens  would  auto¬ 
matically,  on  the  disclosure  of  the  titanium  invention  in 
1936,  have  an  exclusive  license  in  the  invention  without  the 
necessity  of  the  parties  making  a  separate  license  agree¬ 
ment  covering  that  invention  (App.  188). 

Gnder  German  law,  therefore,  on  the  disclosure  of  the 
titanium  invention  to  Siemens  in  1936,  Siemens,  by  force 
of  the  contract  and  without  any  further  action  by  the 
parties,  had  an  exclusive  license  and  the  other  rights  speci¬ 
fied  in  the  contract  in  the  titanium  invention  and  any  patent 
to  be  issued  thereon,  including  the  patent  in  suit.  There  is 
nothing  in  German  law  which  would  transmute  these  rights 
of  Siemens  into  an  “option.” 

10  Mr.  David  purported  to  testify  as  to  the  German  law  in  1934- 
1938,  the  period  of  the  contract  in  suit,  by  relying  simply  and 
solely  on  a  German  commentary  of  1922  (App.  290)  which,  in  turn, 
referred  him  to  one  decision  in  1911  (App.  282).  He  admitted  that 
his  research  went  no  further  (App.  157,  160,  161,  178,  179),  even 
though  he  knew  of  four  or  five  authoritative  commentaries  on  the 
German  patent  law  (App.  185,  186).  In  fact,  the  decision  of  the 
German  Supreme  Court  in  1932  cited  by  Dr.  Schoch  (App.  392) 
substantially  modified  or  overruled  the  1911  decision  relied  upon 
by  Mr.  David  (App.  282). 
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The  result  is  no  different  if  American  law  be  deemed 
controlling.  It  is  well  settled  under  American  law  that 
where  the  field  of  inventions  is  sufficiently  defined  and  the 
time  period  not  too  long 11 — as  is  the  case  here — American 
courts  uphold  and  specifically  enforce  contracts  assigning 
or  granting  licensing  rights  in  future  inventions.  Little¬ 
field  v.  Perry,  21  Wall.  206;  Aspinwall  Manuf’g.  Co.  v.  (§■ ill , 
32  Fed.  697  (C.C.N.J. — Opinion  by  Justice  Bradley) ;  Wpge 
v.  Safe-Cabinet  Co.,  249  Fed.  696  (C.  A.  6);  Chadelpid. 
Chemical  Co.  v.  PL.  B.  Chalmers  Co.,  243  Fed.  606  (C.  A.  2) ; 
Radio  Corp.  of  America  v.  Emerson,  296  Fed.  51  (C.  A.  2) 
cert.  den.  265  U.  S.  582;  Piggly  Wiggly  Corp.  v.  Saunders, 
1  Fed.  (2d)  572  (W.D.,  Tenn.)  mod.  and  aff’d.  30  F. 
(2d)  385  (C.A.  6) ;  Dry  Ice  Corporation  of  America  v. 
Joseplison,  43  Fed.  (2d)  408  (E.D.N.Y.) ;  Hebbardrv. 
American  Zinc,  Lead  &  Smelting  Co.,  161  Fed.  (2d)  339 
(C.A.  8) ;  Flakice  Corp.  v.  Short,  115  F.  (2d)  567  (C.A.  2) ; 
Ellis,  Patent  Assignments  and  Licenses  (2d  ed.  1943)  Sebs. 
265  et  seq.,  Sec.  391;  2  Walker,  On  Patents  (Deller’s  (id. 
1937)  Sec.  345. 

In  any  event,  no  problem  of  future  inventions  is  involved 
here.  The  contract  provides  (Section  8,  App.  268)  thdt 
either  party  could  terminate  it  after  1935  on  giving  sjix 
months’  notice  of  termination  and  that  if  no  such  notice 
were  given  the  contract  would  be  extended  for  recurring 
one-year  periods.  The  invention  in  suit  was  made  and  dis¬ 
closed  to  Siemens  in  1936  and  the  contract  was  not  termi¬ 
nated  until  December  31,  1938.  By  failing  to  terminate  tl)e 
contract  in  1937  and  in  1938,  the  parties  elected  in  1937 
and  1938  to  extend  the  contract  to  those  vears.  And  in 
1937  and  1938  the  titanium  invention  was  no  longer  ia 
future  invention. 

B.  The  contract  is  sufficiently  definite 

Plaintiff  appears  to  argue  that  the  contract  was  invalid 
because  under  Section  5,  paragraph  4  (App.  267),  thp 
royalties  which  Siemens  was  to  pay  plaintiff  for  its  owp 

11  Either  party  could  terminate  the  contract  after  1935  by  givint 
six  months’  notice  of  termination  (Sec.  8,  App.  268). 
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use  of  or  production  under  the  patent  were  not  fixed.  The 
District  Court  found  that  while  such  royalties  were  not 
specifically  fixed,  they  were  sufficiently  determinable  under 
German  and  American  law  and  that  the  contract  was  not 
invalid  for  indefiniteness  (Findings  of  Fact  16-20,  App. 
34,  35;  Conclusions  of  Law  4-6,  App.  42).  We  believe  that 
the  court’s  finding  is  supported  by  the  evidence  and  that 
plaintiff’s  argument  must  fail. 

The  scope  and  construction  of  the  contract  have  been 
considered  in  Point  I,  supra.  It  may  be  observed  again 
that  the  contract  was  a  broadly  inclusive  agreement  in 
which  the  parties  spelled  out  in  detail  their  respective 
rights  and  duties.  They  left  only  one  matter  open  for 
future  determination.  They  provided  (Sec.  5,  par.  4)  that 
for  the  time  and  occasion  that  Siemens  might  itself  under¬ 
take  production  under  plaintiff’s  inventions — and  plain¬ 
tiff  has  admitted  that  Siemens  was  not  required  by  the 
contract  to  engage  in  such  production  (App.  114) — then: 

“The  amount  of  the  royalties  to  be  paid  by  S&H  to 
Dr.  Kroll  is  to  be  computed  depending  on  the  im¬ 
portance  of  the  invention,  and  in  case  of  joint  inven¬ 
tions,  on  basis  of  the  share  contributed  by  Dr.  Kroll 
to  the  invention.  If  the  parties  should  not  agree  on 
the  amount  of  the  royalty,  then  a  decision  shall  be  ob¬ 
tained  by  the  procedure  mentioned  under  Section  9.” 
(App.  267.) 

Section  9  of  the  contract  provides  that  disputes  should 
be  submitted  to  two  arbitrators,  one  to  be  appointed  by 
each  of  the  parties,  and  that  if  arbitration  failed,  the  de¬ 
cision  would  be  made  by  the  courts  of  Berlin  (App.  269). 

It  is  clear  that  the  contract  of  March  1934  met  the 
requirements  of  definiteness  under  German  law.  The 
experts  on  German  law  for  both  parties  were  in  agree¬ 
ment,  and  the  trial  court  found  as  a  fact,  that  a  contract  is 
sufficientlv  definite  under  German  law  if  the  consideration, 
though  not  specifically  fixed,  is  determinable  by  reference 
to  criteria  outside  the  arbitrary  wishes  of  the  parties 
(Finding  of  Fact  18,  App.  35;  Findings  of  Fact  16,  17,  20,  ' 
App.  34-35 ;  App.  165,  166,  183,  185,  190,  216-222,  227 ;  see 


the  decisions  of  the  German  Supreme  Court  cited  and 
discussed,  App.  217-222 ;  see  also  Commentary  on  the 
German  Civil  Code,  App.  408-410).  The  royalties  on 
Siemens’  own  use  or  production  were  not  specifically  fiked 
in  the  1934  contract,  but  the  parties  provided  a  specific 
mechanism  and  yardstick  for  determining  them.  Tliey 
w’ere  to  be  determined  by  agreement  of  the  parties  on  the 
basis  of  the  “importance”  of  the  invention  and,  when  tihe 
invention  was  made  jointly  by  Siemens  and  plaintiff,  i>n 
the  basis  of  the  “share  contributed”  by  plaintiff.  The  pair- 
ties  themselves,  therefore,  specified  that  the  measure  bf 
royalties  was  not  to  be  based  on  their  mere  arbitrary 
wishes  but  on  an  objective  standard. 

Furthermore,  as  found  by  the  court  below,  German  law 
sets  up  an  additional  standard,  the  standard  of  equitablp- 
ness  or  reasonableness  (Finding  of  Fact  17,  App.  35;  App. 
185,  221,  227,  408-410).  Therefore,  even  if  the  parties  had 
gone  no  further  in  fixing  the  measure  of  royalties  than  thje 
provision  that  it  should  be  determined  by  their  subsequent 
agreement  based  on  the  “importance”  of  the  inventioh 
and  the  “share  contributed”  by  plaintiff,  there  would  be 
sufficient  definiteness  under  German  law. 

The  parties,  however,  w'ent  much  further.  They  pro¬ 
vided  (Sections  5  and  9)  that  if  they  themselves  could  not 
agree  on  the  amount  of  royalties,  they  would  submit  thb 
matter  to  the  decision  of  arbitrators  and  that  if  the  arbij 
trators  could  not  agree,  the  decision  w’ould  be  left  finalljt 
and  irrevocably  to  the  courts  of  Berlin.  The  arbitrator 
and,  if  necessary,  the  courts,  would  determine  what  was  aj 
reasonable  and  equitable  royalty  by  taking  into  account 
past  practices  of  the  parties,  general  business  practice  and 
custom,  the  importance  of  the  invention,  the  share  contri¬ 
buted  by  plaintiff  if  it  w’ere  a  joint  invention,  and  other) 
equitable  considerations  (App.  221).  The  arbitrators  and 
the  court  would  be  aided  in  establishing  a  reasonable  and 
equitable  royalty  on  Siemens’  production  under  the  | 
titanium  invention  in  suit  since  they  could  refer  to  the 
beryllium,  nickel,  copper-titanium  and  iron-titanium  con¬ 
tracts  previously  executed  by  the  parties  and  all  dealing 
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with  inventions  in  the  same  field  as  the  1934  contract 
(Findings  of  Fact  7,  8,  App.  32)  for  the  measure  of  royal¬ 
ties  therein  agreed  upon. 

In  sum,  the  parties  set  up  standards  outside  their  arbi¬ 
trary  discretion  which  they  would  apply  in  coming  to  an 
agreement  on  royalties.  These  standards  were  to  be  sup¬ 
plemented  by  and  applied  in  accordance  with  general 
German  law  setting  up  criteria  of  reasonableness  and 
equitableness.  And  over  and  beyond  that  the  parties  pro¬ 
vided  that  their  own  failure  to  agree  on  the  application  of 
the  standards  would  in  no  event  destroy  the  existence  and 
continuance  of  their  1934  contract  since  the  decision  on 
royalties  would  then  be  made  finally  and  irrevocably  by 
arbitrators  or  the  court. 

We  submit,  therefore,  that  the  royalties  on  Siemens’ 
own  use  of  or  production  under  the  inventions  falling 
within  the  scope  of  the  1934  contract,  including  the  inven¬ 
tion  and  patent  in  suit,  were  sufficiently  determinable  and 
that  the  contract  met  the  requirements  of  definiteness  and 
was  a  valid  contract  under  German  law. 

Unless  the  plaintiff  can  show  that  the  findings  of  the 
District  Court  as  to  the  requirements  of  the  German  law 
with  respect  to  the  definiteness  of  contracts  are  clearly  er¬ 
roneous,  they  must  stand.  Rule  52(a),  Federal  Rules  of 
Civil  Procedure. 

The  royalties  contemplated  under  Section  5,  paragraph 
4,  of  the  contract  were  also  sufficiently  definite  under 
American  law,  if  that  law  be  deemed  controlling.  It  is  well 
established  that  a  contract  is  sufficientlv  definite  where  the 
consideration  from  one  of  the  parties  was  to  be  determined 
by  agreement  of  the  parties,  so  long  as  the  contract  itself 
imposed,  or  the  law  would  imply,  a  requirement  that  the 
agreement  be  based  on  “something  other  than”  the  “will” 
of  the  parties  exercised  “ad  hoc”  (Judge  Learned  Hand 
in  Moon  Motor  Car  Co.  v.  Moon  Motor  Car  Co.,  29  Fed. 
(2d)  3,  5  [C.A.  2]).  Thus,  in  Joy  v.  St.  Louis,  138  U.S.  1, 
the  Court  affirmed  a  decree  granting  specific  performance 
to  a  railroad  company  claiming  a  right  of  way  under  a 
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contract  providing  for  the  payment  of  “such  .fair  and 
equitable  compensation  .  .  .  as  may  be  agreed  upon”  by 
the  parties.  The  Court  stated  (p.  43) : 

“If  the  parties  agree  upon  it,  very  well;  but  if 
they  do  not,  still  the  right  of  way  is  to  be  enjoyed 
upon  making  compensation,  and  the  only  way  to  ascer¬ 
tain  what  is  a  ‘fair  and  equitable’  compensation  the|re- 
for  is  to  determine  it  by  a  court  of  equity.  Such  is,  in 
substance,  the  agreement  of  the  parties.  The  pro¬ 
vision  cannot  be  construed  as  meaning  that,  if  jhe 
parties  do  not  agree,  there  is  to  be  no  compensation, 
and  that,  because  there  can  in  that  event  be  no  com¬ 
pensation,  there  is  to  be  no  enjoyment  of  the  right  I  of 
way.  In  this  view,  it  cannot  be  said  that  the  court  is 
making  an  agreement  for  the  parties  which  they  did 
not  make  themselves.” 

See  also,  United  States  v.  Swift  &  Co.,  270  U.  S.  1^4; 
1  Williston,  Contracts  (Rev.  ed.  1936),  Secs.  41,  47;  1  Re¬ 
statement,  Contracts,  Sec.  32.  This  Court  affirmed  a  decree 
granting  specific  performance  of  a  contract  for  the  sale  of 
realty  where,  although  the  price  was  fixed,  “the  terms  were 
to  be  agreed  upon”  by  the  parties,  the  Court  holding  this 
meant  “reasonable”  terms.  Morris  v.  Ballard,  56  App. 
D.C.  383, 16  F.  (2d)  175, 176.  See  also  Abrams  v.  George  E. 
Keith  Co.,  30  F.  (2d)  90  (C.A.  3),  where  the  Court  held  that 
a  contract  to  sell  and  purchase  shoes  at  prices  to  be  agrebd 
upon  by  the  parties  was  sufficiently  definite. 

It  is  also  well  settled  that  the  courts  are  reluctant  to 
construe  a  contract  so  as  to  render  it  unenforceable  fpr 
indefiniteness  and  that  “a  court  will,  if  possible,  attach! a 
sufficiently  definite  meaning  to  a  bargain  of  parties  wAo 
evidently  intended  to  enter  into  a  binding  contract”  (1 
Williston  on  Contracts  [Rev.  ed.  1936],  p.  100  and  cases 
cited  n.  5).  This  is  especially  true  where,  as  here,  the 
party  asserting  indefiniteness  has  received  a  substantial 
part  of  the  consideration  bargained  for.12  For  in  this 

12  Plaintiff  has  already  received  from  Siemens  30,000  Reichs¬ 
marks  or  the  equivalent  of  $12,000  (the  Reichsmark  was  worth 
approximately  40  cents  during  the  period  from  1934  through  1938-1- 
Banking  and  Monetary  Statistics,  1943,  p.  671)  and  Siemens  h^s 
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situation,  “the  court,  from  the  plainest  considerations  of 
equity  and  common  justice,  does  not  regard  with  favor  any 
objections  raised  by  the  defendant  merely  on  the  ground  of 
the  incompleteness  or  uncertainty  of  the  agreement.” 
Morris  v.  Ballard,  56  App.  D.  C.  383, 16  Fed.  (2d)  175,  176. 

These  principles  have  special  cogency  in  the  case  at  bar 
where  a  new  invention  is  involved.  As  stated  by  the  Court 
in  Mantell  v.  International  Plastic  Harmonica  Corp.,  141 
N.  J.  Eq.  379,  55  A.  2d  250,  256,  257 : 

“The  character  of  the  contractual  arrangement  is 
such  as  to  preclude  explicitness  as  to  quantity  and 
prices.  This  is  especially  so  where,  as  here,  the  product 
is  new  and  untried  and  its  potential  worth  and  market 
value  and  the  cost  of  manufacture  and  distribution 
are  unknown  quantities.  Such  contracts  have  the 
requisite  mutual  assent  and  consideration.  They  are 
not  comparable  to  the  ordinary  executory  agreement 
to  buy  and  sell  goods.  [Citing  cases]. 

“Contracts  of  this  category  are  to  be  given  a  prac¬ 
tical  interpretation  that  will  effectuate  and  not  defeat 
the  common  intention  in  an  area  of  conventional  action 
that,  due  to  unpredictable  market  conditions,  produc¬ 
tion  factors,  and  so  on,  ordinarily  does  not  permit  of 
greater  certainty  and  definiteness  in  the  particulars 
mentioned.” 

The  foregoing  principles  as  to  certainty  of  contracts  are 
equally  applicable  where  the  contract  deals  with  a  patent. 

In  Corthell  v.  Summit  Thread  Co.,  132  Me.  94,  167  A.  81 
(Sup.  Jud.  Ct.  Me.),  the  plaintiff -inventor  entered  into  an' 
agreement  in  which  he  promised  to  assign  his  future  inven¬ 
tions  within  a  defined  field  to  the  defendant  and  the  de¬ 
fendant  agreed  that  in  that  event  “reasonable  recognition 
will  be  made  to  him”  by  defendant,  “the  basis  and  amount 
of  recognition  to  rest  entirely  with”  the  defendant  “at  all 
times.”  The  agreement  provided  that  the  foregoing  was 


paid  all  the  costs  for  patenting  the  invention.  Plaintiff  is  entitled 
to  further  compensation  from  Siemens  if  the  latter  has  used  the 
invention  or  has  sub-licensed  it.  And  defendant  does  not  deny  that 
plaintiff  is  entitled  to  receive,  in  addition,  50%  of  all  royalties 
received  from  sub-licensees. 
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“to  be  interpreted  on  the  basis  of  what  is  reasonable  and 
intended  and  not  technically.”  The  plaintiff  made  j  new 
inventions  and  assigned  them  to  defendant,  which  refused 
to  pay  him  any  compensation.  In  a  suit  on  the  contract 
for  damages,  the  Supreme  Court  of  Maine  held  that  the 
contract  was  valid  and  sufficiently  definite  and  awarded 
plaintiff  damages  based  on  its  determination  of  a  reason¬ 
able  compensation,  taking  into  account  the  importancja  of 
the  inventions. 


See  also  Toner  v.  Sobelman, ,  86  F.  Supp.  369,  378  (E.  D. 
Pa.) ;  O’Neil  v.  E.  1.  DuPont  de  Nemours  &  Co .,  12  Del.  Ch. 
76,  106  A.  50. 

And  the  Supreme  Court  in  DeF orest  Co.  v.  United  Sta\tes, 
273  U.  S.  236,  held  that  a  contractual  relationship  could  ajfise 
between  a  patentee  and  licensee  even  though  no  royalty 
rate  was  agreed  upon,  the  parties  “postponing  to  subse¬ 
quent  settlement  what  reasonable  compensation”  would  be 
due  to  the  patentee  (pp.  241,  242).  See  also  United  States 
v.  Berdan  Fire  Arms  Company,  156  U.  S.  552,  569. 

But  apart  from  this,  if  the  parties  could  not  agree  on  pe 
application  of  the  standards  set  forth  in  the  contract,  tHey 
specifically  left  the  decision  finally  and  irrevocably  to  arbi¬ 
trators  or  the  courts.  That  in  and  of  itself  was  a  reference 
to  an  outside  standard  which  made  the  measure  of  royalties 
sufficiently  determinable. 

“It  is  sufficient  if  the  agreement  provides  that  tjbe 
price  shall  be  the  amount  that  arbitrators  or  that  X, 
a  specific  third  person,  shall  fix  as  a  fair  price.”  Corbin 
on  Contracts  (1950)  Sec.  98,  p.  309.  See  also  ibijd, 
Sec.  97. 

I 

See,  Cold  Metal  Process  Co.  v.  United  Engineering  Tf. 
Co.,  107  F.  (2d)  27  (C.  A.  3) ;  United  Fuel  Gas  Co.  V. 
Columbian  Fuel  Corporation,  165  F.  (2d)  746  (C.  A.  4) ; 
Baum  v.  Rock,  106  Colo.  567,  108  P.  (2d)  230. 

The  authorities  on  definiteness  relied  upon  by  the  plaintiil 
(PL’s  Main  Brief,  p.  10)  are  not  in  point.  None  of  thep 
holds  that  a  contract  is  not  sufficiently  definite  where  th|e 
parties  have  established  standards  for  fixing  the  measure  ojf 
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performance.  And  a  fortiori ,  they  do  not  decide  that  there 
is  indefiniteness  where  the  parties  have  further  provided 
that  if  they  could  not  agree  on  the  application  of  those 
standards,  the  decision  would  be  left  to  arbitrators  or  a 
court. 

Whether  German  or  American  law  is  controlling,  the  con¬ 
tract  of  March  26,  1934  is  sufficiently  definite  and  so  vaild.13 

Ill 

The  Vesting  Orders  Transferred  to  Defendant  All  of  the  Rights 
of  Siemens  under  the  Contract  of  March  26,  1934 

We  have  shown  that  pursuant  to  the  contract  of  March 
1934  Siemens  had  an  exclusive  license  in  the  patent  in  suit, 
a  right  to  sub-license  others  without  plaintiff’s  consent, 
a  right  to  sue  infringers,  and  a  right  to  50%  of  any  royalties 
received  from  sub-licensees.  It  is  undisputed  that  Siemens 
was  an  enemy  within  the  meaning  of  Section  2  of  the 
Trading  with  the  Enemy  Act  since  it  was  a  corporation 
incorporated  in  Germany  and  it  was  doing  business  in 
Germany.  Hence,  the  foregoing  rights  and  interests  of 
Siemens  in  the  patent  in  suit  could  be  lawfully  vested  by 
the  defendant  under  the  Act.  (Sections  5(b),  7(c)  Trading 
with  the  Enemy  Act;  Stoehr  v.  Wallace,  255  U.  S.  239; 
Commercial  Trust  Company  v.  Miller,  262  IT.  S.  51 ;  U ebersee 
Finanz-Korporation  v.  Clark,  332  U.  S.  480 ;  Silesian- Ameri¬ 
can  Corporation  v.  Clark,  332  U.  S.  469,  aff’g.  156  F.  (2d) 
793.  See  also  cases  cited  at  page  20,  Def.’s  Main  Brief). 
The  rights  Siemens  had  were  vested  by  Vesting  Orders 
Nos.  670  (App.  375)  and  10544  (App.  377). 

In  every  case  where  defendant  vests  enemy  property, 
defendant  is  a  “stranger”  to  the  contract  or  other  trans¬ 
action  whereby  the  enemy  acquired  the  property.  Yet  in 
no  case  has  his  vesting  been  challenged,  as  plaintiff  seeks 
to  do  now  (Pl.’s  Main  Brief,  pp.  7,  9),  on  that  ground. 


13  An  option  is  a  contract  and  the  requirements  for  definiteness 
of  contracts  apply  to  options.  1  Restatement,  Contracts,  Secs.  24, 
46;  1  Williston,  Contracts  (Rev.  ed.  1936),  Secs.  25,  61. 
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There  is  nothing  in  Simon  v.  Miller ,  298  Fed.  520  (S.  D. 
N.  Y.),  relied  upon  by  plaintiff  (Pl.’s  Main  Brief,  p.  34), 
which  would  invalidate  the  vesting  of  the  foregoing  rights 
and  interests  of  Siemens.  There  the  court  held,  undter 
unique  facts,  that  a  deposit  in  a  bank  account  made  by  an 
American  was  not  held  for  the  benefit  of  a  German  since 
the  German  had  merely  a  hope  or  “possibility”  that  (at 
some  future  time  Congress  might  afford  him  an  interejSt 
in  that  account.  While  this  remote  possibility  was  not  a 
“present  interest  in  the  property  to  subject  it  to  capture” 
(p.  522),  it  cannot  be  argued  that  Siemens’  rights  and 
interests  in  the  patent  even  remotely  resembled  those  in¬ 
volved  in  that  case.  An  exclusive  license  and  the  other 
rights  Siemens  had  were  clearly  “property”,  and  “pres¬ 
ent”  property,  if  that  be  necessary.  (See  the  Chemical 
Foundation,  Deutsche  Bank,  Farbwerke  Meister  Knu- 
Scheerer  and  Junkers  cases,  cited  p.  20,  Def.’s  Main  Brief]) 

Plaintiff’s  argument  that  defendant  cannot  obtain  specific 
enforcement  of  the  contract  is  wholly  irrelevant.  Defendaijt 
is  not  seeking  specific  performance.  Prior  to  vesting  Sie¬ 
mens  already  had  an  exclusive  license  in  the  patent  and  tl^e 
other  rights  therein  as  specified  in  the  contract,  and  defend¬ 
ant  by  his  vesting  seized  those  rights.  Plaintiff  is  request¬ 
ing  a  return  of  the  patent  free  and  clear  of  any  rights 
therein  by  defendant.  Defendant  is  asserting  that  any 
judgment  for  plaintiff  must  recognize  that  defendant  hag 
and  is  entitled  to  retain  the  rights  of  Siemens  which  he 
has  vested. 

There  is  nothing  to  plaintiff’s  argument  that  Siemeng 
had  only  a  personal,  non-transferable  interest  which  den 
fendant  could  not  acquire  by  a  vesting  order.  Apart  from 
the  fact  that  that  argument  is  premised  on  plaintiff’s 
theory  that  Siemens  only  had  an  option,  there  is  nothing 
inherently  “personal”  in  the  contract  rights  which  coni 
stitute  an  exclusive  license  or,  for  that  matter,  even  in  ail 
option.  The  rights  Siemens  had  were  commercial  rights 
and  subject  to  seizure  like  other  forms  of  property. 

Plaintiff  argues  that  under  Section  13  of  the  contract 
(App.  270)  the  rights  of  Siemens  could  be  transferred  only! 
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to  Heraeus  Vacuumschmelze.  The  only  evidence  he  pro¬ 
duced  on  the  point  was  that  a  transfer  of  an  inchoate  right 
could  be  so  limited  (App.  175-176;  see  also  App.  196-198).14 
In  any  event,  the  parties  could  not  by  such  a  contract  balk 
the  war  power  of  the  United  States.  That  power  extends 
to  “any  money  or  other  property  including  .  .  .  pat¬ 
ents,  applications  therefor,  choses  in  action  and  rights  and 
claims  of  every  character  and  description”  (Section  7(c) 
Trading  with  the  Enemy  Act),  and  the  courts  have  held 
uniformly  that  its  exercise  is  not  subject  to  the  restric¬ 
tions  of  state  laws  like  the  Negotiable  Instruments  Act 
and  the  Uniform  Stock  Transfer  Act,  and  that  the  Alien 
Property  Custodian  may  seize  rights  and  interests 
which  the  former  owner  could  not  have  transferred 
by  voluntary  act.  See,  Gt.  Northern  Ry.  Co.  v.  Suther¬ 
land,  273  U.S.  182 ;  Application  of  Miller,  288  Fed. 
760  (C.A.  2) ;  Matter  of  Bendit,  214  App.  Div.  446,  212 
N.  Y.  Supp.  526;  Todeva  v.  Oliver  Iron  Mining  Co.,  45 
N.W.  (2d)  782  (Sup.  Ct.  Minn.  1951).  The  suggestion  that 
any  German  law  could  insulate  property  from  seizure  by 
the  United  States  is  impossible.  To  paraphrase  the  lan¬ 
guage  of  the  Court  of  Appeals  for  the  Second  Circuit  in 
Standard  Oil  Co.  v.  Clark,  163  F.  (2d)  917,  cert.  den.  333 
U.S.  873,  “While  defendant  is  formally  successor  to  Sie¬ 
mens’  rights,  he  is  obviously  in  a  different  situation  from 
the  ordinary  assignee  for  value;  for  he  is  the  agent  of  a 
government  seeking  the  destruction  of  Siemens’  power  in 
America”  (see,  163  (2d)  at  932).ir> 

It  is  plain  that  defendant  was  authorized  to  seize  the 
rights  of  Siemens  and  to  retain  them. 


14  Plaintiff’s  German  law  expert  conceded  that  if  Siemens  had  an 
exclusive  license  in  the  patent  in  suit  its  rights  would  be  assignable 
in  Germany  by  operation  of  law  (App.  198). 

15  The  Standard  Oil  case  upheld  the  validity  of  defendant’s  vest¬ 
ing  of  German  interests  in  United  States  patents.  Defendant  has 
vested  hundreds  of  enemy  interests  in  domestic  patents  arising  out 
of  contracts,  and  in  no  case  has  his  vesting  been  successfully  chal¬ 
lenged  on  the  ground  that  the  enemies’  interests  were  not  assignable 
(See  Annual  Report,  Office  of  Alien  Property,  Fiscal  Year  ended 
June  30,  1950,  pp.  46-49). 
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IV  . j| 

The  District  Court  Properly  Granted  Defendant  Judgment  on 

His  Counterclaim 

Inter  alia ,  Siemens  had  an  exclusive  license  in  the  patent 
in  suit  with  the  right  to  sue  infringers  and  the  right  to 
50%  of  the  “profits”  or  royalties  received  from  licences 
granted  to  third  persons  (Points  I  and  IX,  supra).  Th^se 
rights  \rere  vested  in  defendant  by  his  Vesting  Orders  N^s. 
670  of  January  1943  and  10544  of  January  1948  (Po^nt 
III,  supra). 

On  May  10,  1949,  while  this  suit  was  pending  and  Re¬ 
spite  the  issuance  of  the  vesting  orders,  plaintiff  executed 
an  agreement  with  E.  I.  Du  Pont  de  Nemours  &  Company 
by  which  he  granted  that  company  a  license  under  the  par¬ 
ent  in  suit  (App.  400).  Plaintiff  admits,  although  lie 
pleaded  the  contrary  (App.  18,  20),  that  this  agreement 
was  executed  without  the  consent  or  approval  of  defendant 
and  the  trial  court  so  found  (App.  232,  233;  Finding  of 
Fact  41,  App.  41).  While  the  license  is  contingent  on 
plaintiff’s  recovering  all  right,  title  and  interest  in  tlje 
patent  in  this  action,  in  Article  II  of  the  agreement  plain¬ 
tiff  also  granted  to  Du  Pont  an  unconditional  release  I6 
for  all  past  (i.  e.,  prior  to  May  10,  1949)  infringement  of 
the  patent  (App.  404-405;  Finding  of  Fact  40,  App.  41). 
A  consideration  was  paid  by  Du  Pont  to  plaintiff  for  thiis 
release  17  (App.  404,  405;  Finding  of  Fact  43,  App.  41).  i 

In  his  counterclaim,  defendant  sued  for  damages  arising 
out  of  the  Du  Pont  agreement  and  also  to  enjoin  plaintiff 
from  further  licensing  the  patent  during  the  pendency  of 
this  action  (App.  15-17).  Defendant  has  vested  more  than 
40,000  patents  (Annual  Report,  Office  of  Alien  Property, 
Fiscal  year  ended  June  30,  1950,  p.  43),  and,  obviously, 
can  not  condone  the  licensing  of  such  patents  by  unau¬ 
thorized  persons.  Since  plaintiff  stipulated  in  open  court 
_ 

10  Plaintiff  agreed  to  “waive  all  claims  for  profits  and  damages” 
that  might  be  collected  by  him  for  past  infringement. 

17  Du  Pont  has  informed  defendant  that  it  paid  plaintiff  the  sum 
of  $2,927.25  for  the  release. 
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that  he  would  not  attempt  to  license  the  patent  further 
while  this  suit  was  pending  (App.  234),  defendant  did  not 
in  the  proceedings  below,  and  he  does  not  now,  press  his 
claim  to  an  injunction. 

Defendant  is  nevertheless  entitled  to  damages.  It  may 
be  true,  as  urged  by  plaintiff  (Pl.’s  Main  Brief,  p.  11),  that 
defendant  could  have  treated  the  release  to  Du  Pont  as 
null  and  void  and  that,  despite  the  release,  defendant  could 
still  pursue  his  remedies  against  that  company  for  past 
infringement.18  However,  defendant  has  elected  to  treat 
the  release  as  valid  (App.  30;  Conclusion  of  Law  17  (2), 
App.  45;  Judgment,  paragraph  (3),  App.  46),  and  he 
stands  on  his  rights  under  the  contract  to  receive  one-half 
of  the  profits  or  royalties  received  from  third-person 
licensees.  The  consideration  paid  to  plaintiff  for  the 
release  was  in  the  nature  or  in  lieu  of  royalties  or  profits 
(Finding  of  Fact  42,  App.  41).  Therefore,  pursuant  to  the 
contract,  defendant  is  entitled  to  one-half  of  that  con¬ 
sideration.  In  awarding  defendant  judgment  for  that 
amount,  the  District  Court  did  not  err. 

CONCLUSION 

The  contract  of  March  26,  1934  granted  Siemens,  not 
an  option,  but  an  exclusive  license  in  the  patent  in  suit, 
with  the  rights  to  sue  infringers,  to  grant  sub-licenses  with¬ 
out  plaintiff’s  agreement,  and  to  receive  50%  of  any 
royalties  received  from  sub-licenses.  Thus  construed,  the 
contract  is  valid  under  German  and  United  States  law. 
The  foregoing  rights  of  Siemens  in  the  patent  were  within 
the  scope  of  the  vesting  power  of  the  United  States  under 
the  Trading  with  the  Enemy  Act  and  defendant  has  vested 
those  rights  and  now  holds  them  and  is  entitled  to  retain 


18  On  a  return  of  title  to  the  patent  to  plaintiff,  he  would  be  an 
indispensable  party  to  any  action  brought  by  defendant  against 
Du  Pont  for  past  infringement.  Waterman  v.  MacKenzie,  138  U.S. 
252;  Ellis,  Patent  Assignments  and  Licenses  (1943)  Section  57.  But 
plaintiff  is  barred  from  suing  because  of  his  release  and  defendant 
might  be  remediless  if  he  sought  to  recover  for  Du  Pont’s  past 
infringement. 
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them.  Defendant,  as  successor  by  vesting  to  Sien^s* 
rights,  is  also  entitled  to  judgment  on  his  counterclaim  for 
one-half  the  consideration  received  by  plaintiff  for  the 
release  from  past  infringement  which  plaintiff  granted 
to  the  Du  Pont  Company. 

Respectfully  submitted, 

Harold  I.  Baynton, 
Assistant  Attorney  General. 

James  D.  Hill, 

George  B.  Searls, 

Samuel  Z.  Gordon, 
Attorneys , 

Department  of  Justice ,  Washington,  D.  G., 
Attorneys  for  J.  Howard  McGrath,  Attorney  General . 
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Defendant-appellant  appeals  from  the  District  Court’s 
decision  on  two  (2)  major  grounds: 

I.  That  the  Trial  Court  erred  in  awarding  a  judgment! 
in  the  absence  of  plaintiff  filing  a  schedule  of  fees  and 
Court  approval  of  same;  and 

i 

II.  That  the  Court  erred  in  requiring  the  defendant- 
appellant,  in  the  judgment,  to  secure  either  plaintiff’s 
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agreement  on  royalty  rates  at  which  defendant  could  sub¬ 
license  others  or  a  Court  order  setting  the  royalty  rate. 


I. 

In  reply  to  the  first  ground  for  appeal,  it  is  believed 
sufficient  to  say  that  defendant  is  premature  in  its  de¬ 
mand  for  a  schedule  of  fees  and  has  incorrectly  construed 
the  statute.  Until  a  final  decision  is  obtained  in  this 
suit,  the  propriety  of  the  Trial  Court’s  action  in  enter¬ 
ing  the  judgment  without  the  schedule  of  fees  being  of 
record  and  approved,  is  hardly  open  to  question.  It  is 
obvious  that  the  schedule  of  fees  cannot  be  complete 
until  a  final  judgment  is  obtained  in  the  suit  and  a  return 
of  the  property  about  to  be  made.  At  such  time  the  stat¬ 
ute  requires  plaintiff  to  disclose  the  amount  of  fees  paid 
before  the  return  of  the  property  is  made. 

The  object  of  Section  20,  Trading  With  the  Enemy  Act, 
is  to  protect  the  owner  of  the  property  that  is  being 
returned  from  being  victimized  by  the  “agent,  attorneys 
at  law  or  in  fact,  or  representatives”  in  their  charges 
made  for  services  rendered  and  the  limitation  of  the  ag¬ 
gregate  of  the  fees  to  not  in  excess  of  10  per  cent  of  the 
value  of  such  property  is  obviously  intended  to  exclude 
contingent  fees,  per  se.  The  record  is  silent  as  to  the 
value  of  the  property  involved  herein  and  the  Trial  Court 
has  no  evidence  on  which  to  base  any  approval  or  dis¬ 
approval  of  the  schedule  of  fees. 

Contrary  to  the  statement  by  defendant  (Brief,  page 
11,  top  of  page)  that  plaintiff  “refused”  to  furnish  such 
a  schedule,  the  record  (App.  254-255)  clearly  shows  that 
the  Court  accepted  the  argument,  by  plaintiff’s  counsel, 
that  the  statute  concerned  contingent  fees  and  the  as¬ 
surance,  by  plaintiff’s  counsel,  that  plaintiff’s  counsel 
were  working  on  a  per  diem  basis  and  that  no  contingent 
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fees  were  involved  and  entered  the  judgment  without 
requiring  plaintiff  to  file  the  schedule  of  fees.  The  total 
cost  for  services  rendered  by  plaintiff’s  counsel  is  not 
known  and  will  not  be  known  until  final  judgment  in  this 
case  is  obtained  or  settlement  of  the  controversy  is  made 
and  a  return  of  the  property  is  about  to  be  made. 

j 

Accordingly,  it  is  plaintiff’s  position  on  this  groiimd 
(I)  that  the  filing  of  the  schedule  of  fees  with  the  Trial 
Court  is  a  requirement  that  can  only  be  complied  with 
after  final  disposition  of  this  suit  when  the  total  cpst 
to  plaintiff  is  known  to  plaintiff’s  counsel;  and  that  the 
filing  of  this  schedule  and  the  Trial  Court’s  approval 
thereof  is  merely  a  condition  precedent  to  defendant’s 
compliance  with  the  final  judgment  and  return  of  the 
; property . 

It  is  respectfully  submitted  that  where  a  Court  has 
jurisdiction  to  decide  a  case  and  to  enter  a  judgment 
thereon,  the  statute  (Section  20)  cannot  be  construed  [as 
limiting  the  power  of  the  Court  to  make  this  judgment 
of  record.  Execution  of  the  judgment  requiring  a  retvfrn 
of  property  may  properly  be  withheld  until  compliance 
with  the  statute  has  occurred . 

Therefore,  defendant’s  ground  (I)  must  be  denied  jas 
being  premature  and  as  being  an  improper  construction 
of  the  statute  (Section  20).  The  power  of  the  Trial  Coujrt 
which  has  jurisdiction  to  decide  the  case  in  the  first  di¬ 
stance  cannot  be  restricted  by  statute — only  the  execution 
of  the  judgment  can  be  restrained  by  the  statute. 

II. 

i 

In  reply  to  defendant’s  second  ground  for  appeal,  it 
is  believed  sufficient  to  point  out  that  (a)  the  alleged 
error  of  the  Court  on  which  the  appeal  is  based  is  one 
that  defendant  deliberately  led  the  Court  into  and  (1>) 
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that  defendant’s  entire  argument  (in  support  of  his  con¬ 
tention  that  the  holder  of  an  exclusive  license  with  the 
right  to  sublicense  others  is  free  to  sublicense  others  at 
any  rate  he  wishes)  is  predicated  upon  the  false  premise 
that  a  license  which  fails  to  identify  the  specific  patent 
to  which  it  applies  and  which  fails  to  specify  the  amount 
of  royalty  to  be  paid  by  the  licensee  is  a  complete,  valid 
and  enforceable  license,  and  a  property  right  or  a  present 
right  in  property  that  is  within  the  seizure  power  of  de¬ 
fendant. 

Reply  Argument  to  Da: 

In  general  reply  to  the  grounds  II  a,  plaintiff  submits 
that  defendant’s  contention  that  the  Court  erred  in  this 
respect  is  rather  specious  in  view  of  the  fact  that  defend¬ 
ant’s  counsel  deliberately  led  the  Court  into  this  error 
over  the  repeated  objections  of  plaintiff’s  counsel. 

The  attention  of  the  Appeal  Court  is  directed  to  the 
record  (App.  236-255)  of  the  proceedings  of  April  3, 
1951.  (In  the  printed  appendix  some  confusion  as  to 
dates  appears.  The  proceedings  reported  on  page  236 
is  that  of  March  19,  1951,  and  the  proceedings  reported 
on  page  250  is  that  of  April  3,  1951.) 

The  Appeal  Court  will  note  that  the  memorandum  of 
the  Trial  Court  (App.  30)  stated  that  the  Trial  Court 
had  reached  the  conclusion  that  * 4  defendant  is  entitled  to 
retain  the  rights  and  interests  derived  through  Siemens 
&  Halske,  that  is  to  say,  the  right  to  an  exclusive  license 
•  •  •  and  the  right  to  sublicense  the  same,  subject  to 
the  right  to  an  equal  share  with  plaintiff  in  the  royalties 
derived  therefrom.”  (Italics  added.) 

Pursuant  with  this  Memorandum  of  Decision,  defendant 
prepared  its  findings  of  fact,  conclusions  of  law  and  judg¬ 
ment  for  the  Trial  Court  to  sign  to  which  plaintiff  en- 


5 


tered  a  motion  of  objections  thereto  on  the  grounds  (;hat 
they  failed  to  conform  with  the  conclusion  reached  by  the 
Trial  Court  as  stated  in  the  memorandum.  This  motion 
was  argued  at  this  hearing  of  March  19,  1951. 

At  this  hearing,  plaintiff’s  counsel  argued  that  the 
right  to  cm  exclusive  license  held  by  Siemens  &  Haljske 
under  the  1934  contract,  was  subject  to  an  agreement  on 
the  amount  of  royalties  and  that  this  agreement  had  not 
been  made.  To  which  the  Court  agreed  (App.  p.  238, 
line  3). 

In  view  of  this  recognition  by  the  Trial  Court  that  the 
license  right  held  by  the  enemy  alien  under  the  1934  con¬ 
tract  was  subject  to  a  requirement  that  an  agreement  on 
the  amount  of  royalty  must  be  made  and  that  this  agnee- 
men  on  royalty  had  not  been  made,  plaintiff’s  counsel 
argued  that  the  license  held  by  the  enemy  alien  -\yas 
clearly  incomplete  and  that  a  license  under  a  U.  S.  patent 
on  terms  to  be  agreed  on  was  invalid  and  unenforceable 
under  U.  S.  law\ 

| 

The  Trial  Court  refused  to  recognize  plaintiff’s  coun¬ 
sel’s  arguments  on  this  point  but  did  recognize  that  until 
this  license  was  completed  by  an  agreement  on  royalty 
the  defendant  could  not  proceed  to  sub-license  others. 
The  Court  further  recognized  (App.  241)  that  defendant 
had  put  himself  on  record  in  a  letter  to  a  prospective 
licensee  that  if  defendant  is  awarded  the  uncontrolled 
licensing  rights  in  this  patent  the  defendant  would  license 
the  patent  “on  royalty  rates  and  terms  no  more  onerous 
than  the  minimum  necessary  to  discharge  the  Govern¬ 
ment’s  legal  obligations ”  and  that  this  attitude  by  de¬ 
fendant  had  been  a  barrier  to  any  ad  interim  joint  licens¬ 
ing  agreement  between  plaintiff  and  defendant. 

I 

Whereupon,  the  Trial  Court  (App.  242)  took  the  posi¬ 
tion  that  the  intention  of  the  parties  to  the  1934  contract 
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was  not  to  give  Siemens  &  Halske  full  and  complete  con¬ 
trol  of  plaintiff’s  inventions  and  that  plaintiff  had  more 
rights  than  to  leave  it  to  the  entire  discretion  of  the 
United  States  Government  (App.  243).  The  Court  fur¬ 
ther  stated  (App.  244)  that  he  was  not  going  to  leavt 
plaintiff  at  the  mercy  of  the  Government  to  license  at  any 
figure  they  want. 

Whereupon,  defendant’s  counsel  proposed  a  modifica¬ 
tion  of  the  judgment  (App.  247)  in  which  the  agreement 
on  royalty  was  made  contingent  upon  defendant  using  the 
patented  invention.  This  was  accepted  by  the  Trial 
Court  over  plaintiff’s  counsel’s  objections  that  it  was  a 
reformation  of  the  1934  contract.  However,  defendant’s 
counsel  on  redrafting  the  judgment  for  the  Trial  Court’s 
signature  again  revised  it  to  the  form  it  now  is.  Plain¬ 
tiff’s  counsel  again  brought  a  motion  of  objection  which 
was  heard  on  April  3,  1951,  at  which  hearing  plaintiff’s 
counsel  again  argued  that  the  license  right  of  the  con¬ 
tract  was  an  incomplete  license  and  was  subject  to  an 
agreement  on  the  amount  of  royalty  between  the  parties 
to  the  contract.  The  Trial  Court  (App.  251)  retracted 
its  previous  statement  that  the  license  was  contingent 
on  an  agreement  on  royalty  but  said  substantially  the 
same  thing,  namely,  *  •  •  “that  they  had  a  license  but 
that  the  license  was  subject  to  both  sides  agreeing  on  it 
or  having  the  matter  determined  as  it  was  provided  for” 

•  •  r 

Again  (App.  252)  the  Trial  Court  said  •  •  •  “they 
(defendant)  are  entitled  to  this  exclusive  license  but  can¬ 
not  exercise  it  without  going  through  with  the  Siemens 
■&  Halske  contract”  •  *  *. 

These  two  statements  by  the  Trial  Court  indicate  the 
extent  of  confusion  created  by  the  defendant  in  the  mind 
of  the  Trial  Court  as  to  what  license  right  really  was 
held  by  the  enemy  alien  under  this  1934  contract. 
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The  Court  then  signed  the  judgment  as  prepare 4  by 
defendant  over  the  arguments  of  plaintiff’s  counsel  [that 
the  agreement  on  royalty  must  be  part  of  the  exclusive 
license  and  that  to  limit  same  to  sublicenses  was  a  clear 
departure  from  paragraph  5,  Section  5,  of  the  1934  ^on- 
tract. 

Defendant’s  counsel  at  this  point  charged  plaintiff’s 
counsel  (App.  253)  of  trying  to  lead  the  Court  into  error 
and  the  Court  recognized  that  plaintiff’s  counsel  thought 
that  defendant’s  counsel  had  already  led  the  Court  ijnto 
error  in  so  limiting  the  agreement  on  royalty  to  ^ub- 
licenses  in  the  judgment  prepared  by  defendant  for  the 
Court’s  signature. 

Defendant,  therefore,  is  in  an  untenable  position  on 
this  grounds  for  appeal.  Plaintiff  has  also  appealed  from 
the  Trial  Court’s  decision  in  this  respect  but  on  totally 
different  grounds. . 

I 

Reply  Argument  to  lib: 

In  reply  to  defendant’s  arguments  in  support  of 
grounds  II  b,  it  is  urged  that  the  entire  argument  is 
predicated  on  a  false  major  premise  and  in  total  disre¬ 
gard  for  the  proven  facts  of  record  and  of  establishjed 
principles  of  contract  and  patent  law. 

Defendant’s  false  major  premise  in  his  argument  is 
that  a  license  which  neither  identifies  the  patent  to  whi<th 
it  attaches  nor  the  amount  of  royalty  to  be  paid  by  the 
licensee  to  the  licensor,  is  a  valid  and  enforceable  licence 
under  U.  S.  law  and  a  seizable  property  right,  per  se. 

This  false  premise  which  defendant  urged  before  tlje 
Trial  Court  misled  the  Trial  Court  into  the  errors  bf 
the  judgment  on  which  plaintiff’s  appeal  is  predicate^. 

In  this  false  major  premise,  defendant  fails  to  rec¬ 
ognize  or  to  be  guided  by  established  principles  of  con- 
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tract  and  patent  law,  repeatedly  upheld  by  the  U.  S. 
Courts.  The  Trial  Court  and  defendant  both  fail  to  rec¬ 
ognize  that  whatever  license  right  defendant  asserts  un¬ 
der  Vesting  Order  No.  10,544,  as  the  successor  to  the 
enemy  alien’s  rights  under  the  1934  contract  in  issue, 
must  first  be  a  seizable  property  right  and  secondly  must 
be  a  license  that  is  valid  and  enforceable  under  U.  S.  law 
before  defendant  can  obtain  specific  performance  on  his 
claim. 

The  first  statement  is  obviously  correct  inasmuch  as 
defendant  (Alien  Property  Custodian)  under  the  Trad¬ 
ing  With  the  Enemy  Act  is  limited  in  its  seizure  power 
to  property  (real  or  personal)  owned  by  the  enemy  alien 
and  to  present  rights  in  property  owned  by  others.  ( Si¬ 
mon  v.  Miller,  298  Fed.  520  at  522;  McGrath  v.  Mfrs. 
Trust  Co.,  338  U.  S.  247.) 

The  second  statement  is  equally  as  obviously  true  in¬ 
asmuch  as  the  license  claimed  by  defendant  is  a  license 
under  a  U.  S.  patent. 

With  reference  to  the  first  requirement  of  defendant’s 
claim  of  license  rights,  plaintiff  asserts  that  inasmuch 
as  the  Trial  Court  has  found  that  the  license  claimed  by 
defendant  under  Vesting  Order  No.  10,544  is  one  that 
requires  an  agreement  on  royalty  before  defendant  can 
exercise  the  license  or  grant  sublicenses,  the  claimed  li¬ 
cense  right  is  an  incomplete  license . 

An  incomplete  license  is  clearly  beyond  the  seizure 
power  of  defendant  as  it  is  neither  a  vested  property 
right  nor  a  present  right  in  property.  Accordingly,  de¬ 
fendant’s  claim  for  license  rights  is  clearly  invalid. 

With  reference  to  the  second  requirement  of  defend¬ 
ant’s  claim  of  license  rights,  the  fact  that  defendant  claims 
license  rights  under  a  U.  S.  patent  necessarily  requires 
that  license  to  conform  with  the  requirements  of  the 
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U.  S.  Statutes  regulating  the  sale  and  transfer  of  the 
exclusive  rights  under  U.  S.  patents  and  the  decision^  of 
the  U.  S.  Courts  construing  these  statutes. 

Ueiendant  and  the  Trial  Court  both  failed  to  lake 
cognizance  of  these  patent  statutes  and  the  decisioii  of 
the  U.  S.  Courts  construing  these  statutes  with  reference 
to  the  license  right  held  by  the  enemy  alien  under  the 
1934  contract  in  issue. 

I 

Under  (j.  S.  law  it  has  long  been  recognized  that  Ul  S. 
patents  are  property  created  by  statute  and  that  the 
owner  of  a  U.  S.  patent  has  two  separate  and  distinct 
rights  that  cannot  be  disposed  of  separately  (a)  the  com¬ 
mon  law  right  to  make,  use  and  sell;  and  (b)  the  statutory 
right  to  exclude  others  from  making,  using  and  selling. 

The  U.  S.  Supreme  Court  in  Crown  Die  and  Tool  Co. 
v.  Nye  Tool  and  Machine  Works  (261  U.  S.  24)  poijnts 
out  this  rule  and  that  the  incidents  of  patent  propejrty 
are  equally  the  creature  of  statute  and  depend  on  the 
construction  to  be  given  the  statutes  creating  it.  (See 
also  Solomans  v.  U.  S.,  21  Ct.  Claims  483.) 

Plaintiff  in  his  appeal  brief  has  pointed  out  and  (ar¬ 
gued  that  under  the  1934  contract  the  enemy  alien  dan 
only  be  held  to  have  the  right  to  have  (receive)  a  licehse 
under  any  patent  granted  to  plaintiff  on  any  invention 
made  and  disclosed  to  the  enemy  alien  which  the  eneipy 
alien  had  obtained  at  its  own  expense  and  through  Jts 
own  attorneys  and  which  it  has  not  abandoned,  which 
right  is  subject  to  the  enemy  alien  coming  to  an  agree¬ 
ment  with  plaintiff  on  the  amount  of  royalty  to  be  p^id 
under  the  license. 

In  view  of  the  fact  that  the  enemy  alien  failed  to  coihe 
to  an  agreement  with  plaintiff  on  the  amount  of  royalty 
to  he  paid  under  a  license  under  this  specific  U.  S.  Patejit 
No.  2,205,8o4  here  in  issue,  at  a  date  prior  to  the  da^ 
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of  Vesting  Order  No.  10,544,  plaintiff  contends  that  the 
enemy  alien  as  of  the  date  of  Vesting  Order  No.  10,544 
can  be  held  to  have  only  the  mere  contract  right  to  com¬ 
plete  the  license  contract  set  up  in  the  1934  contract  by 
making  such  an  agreement  with  plaintiff  on  the  amount 
of  royalty. 

Plaintiff  contends  that  until  this  agreement  has  in 
fact  been  made  between  plaintiff  and  the  enemy  alien, 
the  enemy  alien’s  right  to  complete  the  license  remains 
a  non-transferable  “right  or  obligation”  under  the  1934 
contract  by  the  specific  provision  of  Section  13  of  the 
contract. 

Plaintiff  asserts  that  this  non-transferable  right  to 
complete  the  license  contract  not  being  a  present  right 
to  property  is  clearly  beyond  the  seizure  power  of  de¬ 
fendant  under  Vesting  Order  No.  10,544  and,  accordingly, 
defendant’s  claim  for  license  rights  is  invalid. 

The  falsity  of  defendant’s  claim  of  license  rights 
in  this  U.  S.  patent  is  self-evident  from  the  Statutes. 
Section  4898  (R.  S.)  (25  U.  S.  C.  47)  which  regulates  the 
assigning  and  licensing  of  U.  S.  patents  which  provides 
that  only  the  applicant,  patentee,  or  his  assigns  or  legal 
representatives  may  grant  or  convey  an  exclusive  right 
under  a  U.  S.  patent. 

In  view  of  this  statute  one  who  holds  merely  the  right 
to  have  a  license  (as  does  the  enemy  alien  under  the 
1934  contract)  in  a  U.  S.  patent  cannot  qualify  under 
the  statute  as  a  licensor.  Defendant  is  claiming  to  have 
the  unresricted  right  to  sublicense  others  under  this  U. 
S.  patent  in  issue,  under  the  license  it  claims.  Clearly 
and  obviously,  until  the  license  itself  is  completed  by  an 
agreement  on  the  amount  of  royalty,  the  right  to  sub¬ 
license  others  does  not  come  into  the  hands  of  the  licensee. 
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Likewise,  one  who  holds  only  the  non-transferable 
right  to  complete  a  license  under  a  U.  S.  patent  (by  dom¬ 
ing  to  an  agreement  on  royalty  with  the  licensor)  as  <jloes 
the  enemy  alien  under  the  1934  contract  does  not  qualify 
as  a  licensor  under  the  statute. 

Under  U.  S.  law  the  right  to  sublicense  others  and  the 
right  to  sue  others  are  each  recognized  as  being  insep¬ 
arable  parts  of  the  exclusive  rights  created  by  staiute 
and  before  each  may  be  exercised  by  one  who  is  not  the 
owner  of  the  entire  right,  title  and  interest  of  the  pat¬ 
ent,  the  personal  right  to  use  the  invention  must  be 
obtained. 

I 

In  view  of  this  rule  of  patent  law,  it  is  obvious  that 
until  the  license  contemplated  under  the  1934  contract 
is  completed  by  an  agreement  on  the  amount  of  royalty, 
the  personal  right  to  use  the  invention  does  not  pass  to 
the  enemy  alien  nor  do  the  subordinate  rights  of  sjab- 
licensing  others  or  of  suing  others  pass  to  the  eneiny 
alien. 

The  Trial  Court  has  recognized  (App.  238,  line  3)  tiat 
an  agreement  on  royalty  is  still  required  to  complete  ihe 
license  contract  which  clearly  is  an  admission  by  t}he 
Court  that  the  license  contract  defendant  claims  is  in- 

i 

complete.  Defendant  therefore  cannot  be  held  to  hajve 
a  license  nor  can  he  be  held  to  be  in  a  position  under  the 
statute  to  grant  sublicenses  or  to  sue  others  as  he  dqes 
not  himself  hold  the  personal  right  to  use  the  patented 
invention  by  virtue  of  Vesting  Order  No.  10,544. 

Corpus  Juris  (2nd)  on  page  802  (footnote  72)  cites 
Eno  v.  Prime  Mfg.  Co.  (50  N.  E.  [2]  401 ;  314  Mass.  868) 
as  authority  for  the  proposition  that  where  the  exclu¬ 
sive  license  is  granted  on  terms  to  be  settled  by  future 
agreement  the  future  agreement  must  he  made  before 
the  license  passes  or  is  enforceable.  This  decision  is 


12 


directly  in  point  to  the  situation  here  in  issue.  (See  also 
Life  Preserver  Co.  v.  National  Life  Preserver  Co.,  C.  C. 
A.  [2]  252  Fed.  Rep.  139  on  this  point.) 

This  reference  (Corpus  Juris,  2nd)  points  out  on  page 
792  that  “ Royal ty”  is  defined  as  the  compensation  paid 
by  the  licensee  to  the  licensor  for  the  use  of  a  patented 
invention.  A  tax  or  duty  for  privilege  of  using  the  in¬ 
vention  and  that  the  patentee  has  the  right  to  charge  a 
royalty  or  license  fee. 

Corpus  Juris  (p.  765)  also  points  out  that  the  valid¬ 
ity  of  a  license  is  determined  by  the  principles  that  ap¬ 
ply  to  other  contracts  (citing  a  number  of  cases  under 
footnote  74).  The  first  case  is  Beall  v.  Foster  (186  Pac. 
554  ;  95  Oregon  39),  which  holds  that  a  contract  whose 
terms  are  to  be  fixed  at  a  later  date  is  too  indefinite  to 
be  enforced. 

Ellis  on  “Patent  Assignments  and  Licenses”  (2nd 
Ed.)  on  page  63  points  out  that  an  assignment  is  a  sale 
of  all  rights  in  a  patent  and  that  a  license  is  the  sale  of 
the  right  to  use  a  patent. 

As  a  license  is  a  sale  of  the  right  to  use  and  is  to  be 
construed  as  a  contract  of  sale,  it  necessarily  follows 
that  in  any  license  the  amount  of  consideration  (royalty) 
to  be  paid  must  be  specified  in  the  sales  or  license  con¬ 
tract  This  is  lacking  in  the  license  claimed  by  defend¬ 
ant  as  has  been  held  by  the  Trial  Court.  The  U.  S. 
Courts  have  uniformly  held  that  the  amount  of  royalty 
to  be  paid  under  a  license  is  the  consideration  that  must 
be  recited  in  a  license  contract  to  make  the  contract  valid 
and  enforceable.  Repeatedly  the  Courts  have  held  that 
a  license  contract  on  terms  to  be  agreed  on  is  invalid  and 
unenforceable.  Repeatedly,  also,  sales  contracts  have 
been  held  invalid  and  unenforceable  where  there  has  been 
no  agreement  on  the  amount  of  consideration  to  be  paid. 
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Licenses  under  U.  S.  Patents,  as  “sales  contracts,” 
however,  differ  from  ordinary  sales  contracts  of  real  and 
personal  property  in  that  the  property  rights  in  paitents 
arise  only  under  the  statute  and  the  sale  and  license  of 
patent  property  rights  is  a  matter  subject  to  statutory 
restrictions. 

In  the  instant  case  on  appeal,  defendant  under  Vesting 
Order  No.  10,544  asserts  a  claim  for  licensing  rights  in 
U.  S.  Patent  No.  2,205,854  allegedly  held  by  the  enemy 
alien  under  the  1934  contract  as  of  the  date  of  seizure 
in  1948.  As  the  clear  record  title  and  all  rights  amf  in¬ 
terests  of  the  patent  rest  in  plaintiff ,  a  non-enemy  alien, 
the  burden  of  proof  rests  on  defendant  to  establish ■  the 

validity  and  enforceability  of  its  claim  for  license  rights. 

l 

The  Trial  Court  has  recognized  that  defendant’s  cliaim 
for  license  rights  is  incomplete  by  recognizing  in  its 
judgment  that  before  defendant  can  exercise  the  license 
right  that  it  claims  some  agreement  on  royalty  still  nfust 
be  made. 

\ 

This  recognition  by  the  Trial  Court  that  an  agreement 
on  royalty  is  still  required  to  complete  the  license  right 
(or  sales  contract)  claimed  by  defendant,  as  the  successor 
under  Vesting  Order  No.  10,544  to  the  rights  and 
interests  of  the  enemy  alien  party  to  the  1934  contract, 
completely  defeats  defendant’s  claim  for  license  riglhts 
and  establishes  unequivocally  that  the  enemy  alien  held 
only  an  incomplete  license,  under  the  1934  contract). 

This  immediately  raises  the  question  as  to  whether  or 
not  such  an  incomplete  license  is  within  the  seizure  power 
of  defendant.  Defendant  seems  to  think  that  his  seizure 
power  is  unlimited .  This  is  not  the  case.  Under  the 
Trading  With  the  Enemy  Act  defendant  can  only  sejze 
the  property  (real  and  personal)  of  an  enemy  alien. 
Judge  Hand  in  Simon  v.  Miller,  298  Fed.  520  at  522,  hbld 
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in  an  analogous  case  that  the  seizure  power  of  the  Alien 
Property  Custodian  is  limited  to  a  present  right  in  prop¬ 
erty.  This  decision  was  approved  by  the  U.  S.  Supreme 
Court  in  the  case  of  McGrath  v.  Mfrs.  Trust  Co.,  338 
U.  S.  247,  and  therefore  must  be  viewed  as  sound  law 
controlling  in  this  appeal. 

Applying  this  test  to  defendant’s  claim,  it  is  believed 
clear  that  if  the  license  right  that  defendant  does  claim 
is  lacking  (as  a  sales  contract)  in  an  agreement  on  roy¬ 
alty,  as  is  held  by  the  Trial  Court,  it  is  not  a  present 
right  in  property,  unless  proof  is  of  record  (1)  as  to 
the  amount  of  royalty  to  which  plaintiff  has  obligated 
himself  in  the  1934  contract  to  accept  or  to  agree  to 
or  (2)  that  plaintiff  and  the  enemy  alien  had,  in  fact, 
come  to  such  an  agreement  on  the  amount  of  royalty 
at  a  date  prior  to  Vesting  Order  No.  10,544. 

The  record  is  silent  on  these  proofs  required  of  de¬ 
fendant  to  sustain  his  burden  of  proof.  Plaintiff  to  the 
contrary  testified  that  there  was  no  agreement  with  the 
enemy  alien  on  the  amount  of  royalty  as  required  under 
paragraph  4  of  Section  5  of  the  1934  contract  and  has 
offered  Plaintiff’s  Exhibit  7  in  support  of  same.  Defend¬ 
ant  offered  no  proofs  to  the  contrary  and  took  no  testi¬ 
mony  to  offset  or  discredit  plaintiff’s  testimony  or  Ex¬ 
hibit  7.  Therefore,  it  must  be  conclusively  presumed 
that  the  Trial  Court  was  not  in  error  on  this  finding 
of  fact  in  the  judgment  that  there  has  been  no  agreement 
made  between  plaintiff  and  the  enemy  alien,  as  required 
under  the  1934  contract  to  complete  a  license  under  this 
U.  S.  Patent  No.  2,205,854.  In  view  of  this  conclusive 
presumption  the  asserted  claim  by  defendant  for  license 
rights  must  be  denied  and  held  to  be  for  an  incomplete 
license  and  for  a  property  right  which  is  beyond  the 
seizure  power  of  defendant.  An  incomplete  license  is  not 
a  vested  property  right  or  a  present  right  in  property. 
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This  resolves  the  instant  question  on  appeal  to  the 
final  question  of  whether  or  not  the  right  held  by  the 
enemy  alien  under  the  1934  contract  to  complete  £he 
license  claimed  by  defendant  in  this  specific  U.  S.  Patent 
No.  2,205,S54  here  in  issue  (by  making  an  agreement  With 
plaintiff  on  the  amount  of  royalty)  is  a  seizable  right  or 
interest.  i 


The  answer  to  this  question  is  unquestionably  in  the 
negative.  The  1934  contract,  per  $e,  is  an  executory 
contract  requiring  both  parties  thereto  to  perform  cer¬ 
tain  acts  and  services  based  on  their  respective  peculiar 
qualifications  to  perform  the  acts  and  services  required 
of  them.  Such  a  contract,  per  se,  is  a  personal  service 
contract  as  to  both  parties  and  therefore  is  non-assignal^le 
by  either  party  without  the  consent  of  the  other  party, 
under  the  general  rules  of  contract  law  against  “nota¬ 
tion.”  Section  13  of  the  1934  contract,  however,  grarits 
to  the  enemy  alien  party  the  power  to  assign  its  “rights 
and  obligations”  under  the  contract  to  one  party  only. 
David  (App.  pp.  175-176)  testified  that  the  provision 
of  this  Section  13  limiting  the  enemy  aliens’  right  to  as¬ 
sign  its  rights  and  obligations  to  this  one  party  onl^, 
effectively  prevents  any  stranger  to  the  contract  frojtn 
succeeding  to  the  enemy  alien’s  “rights  and  obligations)” 
under  the  contract  without  the  consent  of  plaintiff  arid 
that  any  transfer  of  these  “rights  and  obligations”  to 
a  stranger  to  the  contract  would  operate  under  German 
Law  to  terminate  the  contract  forthwith  for  breach  of 
contract  and  to  extinguish  the  non-transferable  rights 
and  obligations  of  the  enemy  alien  under  the  contract 
The  Alien  Property  Custodian  is  no  exception  to  this 
basic  rule  of  contract  law. 

Defendant  under  Vesting  Order  No.  10,544  attempts  tp 
sieze  these  non-transferable  “rights  and  obligations 
held  by  the  enemy  alien  under  this  1934  contract  and  bty 
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this  action  defendant  seeks  to  obtain  specific  performance 
of  this  non-transferable  contract  right  to  complete  the 
incomplete  license  in  this  specific  U.  S.  Patent  No. 
2,205,851  here  in  issue. 

The  right  to  complete  the  license  contract  under  this 
specific  patent  property  here  in  issue  or  any  other  pat¬ 
ent  granted  to  plaintiff  within  the  scope  of  this  1934 
contract  (by  coming  to  an  agreement  with  plaintiff  on 
the  amount  of  royalty)  clearly,  is  one  of  the  nor^trans- 
ferable  “rights  or  obligations”  held  by  the  enemy  alien 
under  the  1934  contract.  Therefore,  this  right  is  not  a 
present  right  in  property  held  by  the  enemy  alien  but  a 
future  or  contingent  right  and  is  non-seizable,  per  se,  by 
the  defendant  as  being  beyond  the  seizure  power  of  de¬ 
fendant. 

Accordingly,  defendant’s  argument  must  all  be  held 
specious  and  unavailing.  Defendant  does  not  have  a 
valid  or  enforceable  license  under  U.  S.  law  or  a  valid 
and  enforceable  claim  for  a  license  under  U.  S.  law,  and 
does  not  hold  a  valid  and  enforceable  contract  right  to 
obtain  a  license  under  the  specific  U.  S.  Patent  No. 
2,205,854  here  in  issue.  The  incomplete  license  set  up 
by  paragraphs  3  and  4  of  the  1934  contract  in  all  future 
patents  on  inventions  made  by  plaintiff  in  the  field  of 
research  covered  by  the  contract  is  not  a  vested  property 
right  or  a  present  right  in  property  or  a  vested  or 
present  right  in  the  specific  U.  S.  patent  here  in  issue 
and  therefore  could  not  be  seized  by  defendant  under 
Vesting  Order  No.  10,544.  The  contract  right  held  by  the 
enemy  alien  to  complete  this  said  license  by  coming  to 
an  agreement  with  plaintiff  on  the  amount  of  royalty  to 
be  paid  under  the  license,  being  a  non-transferrable  right 
as  well  as  an  uncompleted  right  likewise  is  non-seizable 
by  the  defendant. 


Defendant,  accordingly,  has  not  acquired  under  Vesting 
Order  No.  lO/>44  either  a  license  or  a  right  to  have  a 
license,  both  being  beyond  the  seizure  power  of  defend¬ 
ant. 

Defendant’s  entire  argument  is  predicated  upon  the 

false  assertion  that  under  the  1934  contract  the  enepy 

alien  had  an  exclusive  license  in  all  future  inventions  bv 

* 

plaintiff.  The  German  law,  under  which  this  1934  con¬ 
tract  is  to  be  construed,  is  well  established  on  the  r^ile 
of  law  that  a  present  right  in  a  future  invention  canriot 
be  created  by  contract  and  that  when  an  attempt  is  m^de 
to  so  create  a  present  right  in  a  future  invention  a  mere 
option  only  to  have  such  a  present  right  thereby  is  che¬ 
ated. 

The  German  experts  both  agreed  on  this  rule  but  dis¬ 
agreed  as  to  when  this  option  is  taken  up.  Plaintiff’s 
expert  holds  to  the  opinion  that  the  option  created  by 
this  1934  contract  is  conditioned  by  the  requirement  that 
an  invention  first  be  made  and  by  the  further  require¬ 
ment  (of  paragraph  4,  Section  5)  that  the  parties  to  tpe 
contract  thereafter  must  agree  on  the  amount  of  royalty. 
Plaintiff’s  expert  takes  the  position  that  until  both  of 
these  conditions  are  fulfilled  the  license  contemplated  ren¬ 
der  the  1934  contract  cannot  attach  to  any  future  inven¬ 
tion  falling  within  the  scope  of  the  1934  contract. 

Defendant’s  expert  (whose  testimony  is  subject  to  tjie 
charge  of  bias)  takes  a  contrary  view.  She  takes  the  po¬ 
sition  that  the  contemplated  license  attaches  automatically 
when  the  future  invention  is  made  and  that  the  condi¬ 
tion  for  agreement  on  royalty  is  not  a  condition  precedent 
to  automatic  attachment  of  the  license,  in  view  of  the  fact 
that  Section  9  of  the  contract  provides  a  means  for  set¬ 
tling  any  dispute  between  the  parties  on  the  amount 
royalty. 
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This  position  by  defendant’s  expert  is  clearly  wrong. 
The  1934  contract  (paragraph  3  of  Section  5)  limits  the 
time  at  which  the  enemy  alien  can  obtain  a  license  in  any 
future  invention  by  plaintiff  to  the  date  of  issue  of  the 
patent  granted  thereon .  Paragraph  4  of  Section  5  clearly 
limits  the  automatic  attachment  of  the  license  to  the  pat¬ 
ent  grant  to  the  time  am  agreement  is  reached  on  the 
amount  of  royalty. 

While  the  1934  contract  must  be  construed  under  Ger¬ 
man  law,  the  license  defendant  claims,  being  a  license 
under  a  U.  S.  patent,  must  pass  the  test  of  compliance 
with  the  U.  S.  law  and  the  requirements  of  the  U.  S . 
statutes  for  validity  and  enforceability,  as  above  out¬ 
lined.  Under  U.  S.  law  the  amount  of  royalty  to  be  paid 
by  the  licensee  has  long  been  recognized  as  the  consid¬ 
eration  for  the  license  sales  contract.  While  the  U.  S. 
statutes  do  not  require  any  specific  form  of  license  con¬ 
tract,  as  a  sale  of  the  right  to  use  a  patented  invention, 
the  U.  S .  Courts  have  uniformly  held  that  the  amount  of 
royalty  to  be  paid  is  the  essential  element  on  which  agree¬ 
ment  must  be  made  to  complete  the  sales  contract  and  to 
validate  the  license  under  the  ** quid  pro  quo”  doctrine. 

Accordingly,  defendant’s  expert,  in  her  efforts  to  vali¬ 
date  the  license  under  German  law,  clearly  invalidates 
the  license  under  U.  S.  law,  as  the  license  on  automatic 
attachment  according  to  her  version  of  the  German  law 
is  incomplete  for  loch  of  an  agreement  on  royalty  and 
accordingly  is  invalid  and  unenforceable  under  U.  S.  law. 
And  it  must  be  kept  in  mind  that  the  patent  in  issue  is 
a  U.  S.  patent  subject  to  U.  S.  law  and  that  the  license 
claimed  by  defendant  likewise  must  pass  the  test  of 
validity  under  U.  S.  law. 

Therefore,  it  is  submitted  that  regardless  of  which  ex¬ 
pert  is  right,  in  either  case  for  lack  of  an  agreement  on 
royalty  the  license  contemplated  between  the  parties 
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to  the  1934  contract,  under  any  specific  future  patented 
invention  by  plaintifF,  is  invalid  and  unenforceable  under 
U.  S.  law  until  plaintiff  and  the  enemy  alien  have  agreed 
on  the  amount  of  royalty.  This  agreement  has  not  been 
made. 


This  again  resolves  the  question  in  issue  on  appeaj.  to 
whether  or  not  the  right  to  complete  the  license  by  com¬ 
ing  to  an  agreement  on  royalty  with  plaintiff  held  by  the 
enemy  alien  under  the  1934  contract  is  a  seizable  con¬ 
tract  right,  and  whether  or  not,  if  seized,  it  is  an  en¬ 
forceable  contract  right. 

For  the  reasons  clearly  enunciated  supra,  the  right;  to 
complete  the  contemplated  license  being  a  non-trans\er- 
able  contract  right  held  by  the  enemy  alien,  is  non- 
seizable,  per  se,  and  is  not  a  present  right  in  property 
subject  to  seizure. 

Even  if  it  were  seizable,  the  said  contract  right  to 
complete  the  license  by  an  agreement  on  royalty,  is 
clearly  invalid  and  unenforceable  under  U.  S.  law.  Tfhe 
1934  contract,  per  se,  is  silent  on  what  royalty  rate 
plaintiff  must  agree  to  and  the  “  importance  ’  *  of  an  in¬ 
vention  is  no  yardstick  by  which  any  specified  royalty 
rate  can  be  measured  or  determined.  Moreover,  defend¬ 
ant  has  offered  no  proof  as  to  the  importance  of  |the 
invention  or  of  a  factor  by  which  “  importance  ’ ’  (tan 
be  converted  to  royalty  rate. 

Moreover,  the  U.  S.  Court  lochs  the  jurisdiction  to 
settle  any  dispute  between  plaintiff  and  defendant  on 
the  amount  of  royalty,  as  defendant  is  a  stranger  to  ihe 
1934  contract.  The  Trial  Court  accordingly  is  in  cl^ar 
error  in  attempting  to  take  jurisdiction  of  the  ques¬ 
tion  of  royalty  or  to  assume  the  power  arbitrarily  to 
set  the  royalty  rate,  as  was  done  in  the  judgment  of 
record,  irrespective  of  whether  this  power  was  directed 
towards  the  license  or  the  sublicense. 
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It  is  respectfully  urged  that  if  defendant’s  seizure 
power  is  limited  to  present  rights  in  property ,  as  held 
by  Judge  Hand  and  as  approved  by  the  U.  S.  Supreme 
Court,  then  it  necessarily  must  be  held  by  this  Court 
that  the  Trial  Court  was  in  clear  error  in  not  ruling 
that  for  lack  of  an  agreement  on  royalty  rate  the  license 
contract  set  up  in  the  1934  contract,  between  the  plaintiff 
and  the  enemy  alien,  is  an  incomplete  license  which  is 
not  a  vested  property  right  or  a  present  right  in  prop¬ 
erty,  and  certainly  not  in  this  U.  S.  Patent  No.  2,205,854, 
which  is  not  identified  in  the  1934  contract. 

Not  being  a  vested  property  right  or  a  present  right 
in  some  specific  property,  the  incomplete  license  of  the 
1934  contract  is  beyond  the  seizure  power  of  defendant 
and  could  not  be  seized  under  Vesting  Order  No.  10,544. 

Further,  it  is  respectfully  submitted  that  the  right  un¬ 
der  the  1934  contract  to  complete  the  license  set  up 
by  the  1934  contract  in  any  specific  future  patented  in¬ 
vention  by  plaintiff  such  as  this  U.  S.  Patent  No.  2,205,854 
here  in  issue  is  clearly  made  non-transferable  by  the  pro¬ 
vision  of  Section  13  of  the  contract,  and,  therefore,  is 
not  seizable,  per  se,  and  could  not  be  vested  under  Vest¬ 
ing  Order  No.  10,544. 

Moreover,  it  is  submitted  that  the  legal  effect  of  Vest¬ 
ing  Order  No.  10^544  is  to  terminate  the  1934  contract 
forthwith  and  to  extinguish  the  non-transferable  * *  rights 
and  obligations”  held  by  the  enemy  alien  under  the  con¬ 
tract  which  survived  contract  termination  in  1938,  thereby 
vesting  in  plaintiff  all  right,  title  and  interest  in  and  to 
the  U.  S.  Patent  No.  2,205,854  here  in  issue  free  and  clear 
of  any  claims  of  the  enemy  alien  or  of  one  claiming  as 
the  successor  to  the  enemy  alien  under  this  1934  con¬ 
tract  as  does  defendant. 

It  further  must  be  ruled  that  defendant’s  claim  that 
under  Vesting  Order  No.  670  the  rights  of  the  enemy 
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alien  in  the  U.  S.  Patent  No.  2,205,854  also  were  vested, 
is  invalid.  This  vesting  order  seized  only  the  right,  title 
and  interest  of  the  U.  S.  Patent  No.  2,205,854  as  \  the 
'property  of  a  non-enemy  alien. 

It  is  respectfully  pointed  out  that  the  defendant  and 
the  Trial  Court  are  both  confused  as  to  the  seizure 
power  of  defendant  and  as  to  the  requirements  of  the 
U.  S.  law  and  statutes  regarding  valid  and  enforceable 
licenses  under  U.  S.  patents. 

i 

It  is  not  sufficient  to  defendant’s  claim  for  license 
rights  that  the  1934  contract  be  valid  and  enforceable 
as  a  contract  either  here  or  in  Germany.  But  it  is  ab¬ 
solutely  essential  to  defendant’s  claim  that  defendant 
prove  that  under  Vesting  Order  No.  10,544  he  obtained  a 
valid  and  enforceable  license  or  a  valid  and  enforceable 
right  to  have  a  license  under  this  specific  U.  S.  patent 
herein  issue.  This  he  has  failed  to  prove  and  plain¬ 
tiff’s  clear  record  title  to  the  said  U.  S.  patent  must)  be 
recognized  and  sustained  by  an  order  directing  a  re¬ 
turn  of  the  patent  to  plaintiff. 

The  first  prerequisite  to  the  validity  of  defendant ’s 
claim  is  that  the  license  right  claimed  is  a  vested  prop¬ 
erty  right  or  a  present  right  in  property. 

. 

Defendant’s  claim  fails  to  pass  this  first  test.  An 
incomplete  license  is  not  a  vested  property  right  of  a 
present  right  in  property;  and  a  non-transferable  con¬ 
tract  right  to  complete  the  license  is  non-seizable,  per  se. 

Accordingly,  as  the  Trial  Court  has  held  the  license 
contemplated  under  the  1934  contract  to  be  incomplete 
and  as  lacking  in  an  agreement  on  royalty,  defendant 
cannot  be  held  to  have  acquired  this  incomplete  licehse 
under  Vesting  Order  No.  10,544  or  to  have  acquired  the 
enemy  alien’s  non-transferable  contract  right  to  com¬ 
plete  the  incomplete  license.  The  Trial  Court,  therefore, 
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must  be  held  in  reversible  error  and  judgment  must  be 
awarded  to  plaintiff. 

Summation  of  Arguments: 

I.  Plaintiff  submits  that  defendant’s  appeal  based  on 
Ground  I  must  be  denied  on  the  grounds  that  his  demand 
for  a  schedule  of  fees  is  premature  and  that  his  con¬ 
struction  of  the  statute  is  incorrect.  The  power  of  the 
Trial  Court  to  hear  the  case  and  to  enter  his  judgment 
therein  cannot  be  restricted  by  the  statute.  The  statute 
must  be  construed  as  excusing  defendant  from  complying 
with  an  order  of  the  Court  directing  a  return  of  property 
after  a  final  decision  in  the  case  has  been  obtained, 
until  'plaintiff  complies  wdth  the  statute  and  files  his 
schedule  of  fees  for  Court  approval. 

TT.  Plaintiff  submits  that  defendant’s  appeal  based  on 
Grounds  11(a)  must  be  denied  on  the  grounds  that  the 
error  of  the  Court  forming  the  basis  of  this  ground 
is  an  error  that  the  defendant,  himself,  led  the  Court 
into  over  plaintiff’s  objections  and  defendant  cannot  be 
heard  in  complaint  thereof. 

III.  Plaintiff  submits  that  defendant’s  appeal  based  on 
Ground  11(b)  must  be  denied  on  the  grounds  that  the 
Trial  Court  was  in  clear  error  in  ruling  that  defendant 
had  acquired  under  Vesting  Order  No.  10,544  a  license 
under  this  U.  S.  Patent  No.  2,205,854  in  issue,  in  the 
absence  of  proof  that  the  enemy  alien  party  to  the  1934 
contract  had  completed  the  license  contract  contemplated 
between  the  parties  thereto  in  all  future  patents  granted 
to  plaintiff,  by  coming  to  an  agreement  with  plaintiff  on 
the  amount  of  royalty  to  be  paid  under  the  license  for 
this  specific  patent  in  issue. 

Until  this  agreement  is  made  between  the  parties  to 
the  1934  contract  insofar  as  this  specific  patent  in  issue 
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is  concerned  the  enemy  alien  holds  under  the  said  1934 
contract  only  the  general  or  broad  right  to  complete  the 
license  contemplated  between  the  parties  in  any  specific 
future  patented  invention  by  plaintiff.  This  clearly  is 
not  a  vested  property  right  in  any  specific  patent,  l{>ut  a 
future  or  contingent  right  to  have  a  license. 

Under  the  Trading  With  the  Enemy  Act,  defendant’s 
(A.P.C.)  seizure  power  is  limited  to  property  owned  by 
the  enemy  alien  and  to  present  rights  in  property  held 
by  the  enemy  alien  in  property  owned  by  others. 

A  license  under  a  U.  S.  Patent  must  conform  td  the 
requirements  of  the  U.  S.  Statutes  and  decisions  of  the 
U.  S.  Courts  construing  the  same,  to  be  valid  and  en¬ 
forceable. 

Under  U.  S.  law  a  license  is  a  contract  of  sale  off  the 
right  to  use  a  patented  invention. 

Under  U.  S.  law  the  amount  of  royalty  to  be  paid  by 
a  licensee  to  the  licensor  has  always  been  recognized  as 
the  “consideration”  validating  a  license  contract  and 
imparting  enforceability  to  the  license. 


Under  U.  S.  law  a  license  on  terms  to  be  agreed  on  has 
uniformly  been  recognized  as  being  invalid  and  unen¬ 
forceable. 

Under  U.  S.  law  a  license  under  a  U.  S.  patent  is 
considered  personal  property  whose  incidents  as  prop¬ 
erty  are  derived  entirely  from  the  patent  statutes. 


A  license  in  which  there  has  been  no  agreement  on 
the  amownt  of  royalty  to  be  paid  and  which  fails  to 
identify  the  specific  patent  to  which  it  attaches ,  is  not 
a  valid  and  enforceable  license  under  U.  S.  law;  su(fh  a 
license  also  is  not  property  nor  is  it  a  present  right  in 
property  within  the  seizure  power  of  defendant. 


I 
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A  _non-transf errable  contract  Tight  to  complete  a  li¬ 
cense,  held  by  an  enemy  alien  under  a  contract,  is  not 
a  present  right  in  property  within  the  seizure  power  of 
defendant. 

An  executory  contract  which  is  non-assign  able,  per  se, 
by  either  party  thereto,  is  not  seizable,  per  se. 

The  legal  effect  of  Vesting  Order  No.  10,544  on  the 
1934  contract  between  plaintiff  and  the  enemy  alien,  is 
to  terminate  the  said  1934  contract  as  of  the  date  of 
the  vesting  order. 

The  enemy  alien’s  non-transfer  able  right  or  obligation 
under  the  1934  contract  to  complete  the  license  con¬ 
templated  therein  under  any  future  patent  granted  to 
plaintiff,  such  as  this  U.  S.  Patent  No.  2,205,854  in  issue, 
by  coming  to  an  agreement  with  plaintiff  on  the  amount 
of  royalty  to  be  paid  by  the  enemy  alien  to  plaintiff,  is 
beyond  the  seizure  power  of  defendant  and  the  legal  ef¬ 
fect  of  Vesting  Order  No.  10,544  and  of  defendant’s 
claim  for  license  rights  is  to  extinguish  this  said  non- 
transferrable  contract  right. 

Plaintiff,  therefore,  must  be  held  to  now  have  the  en¬ 
tire  right,  title  and  interest  in  and  to  said  U.  S.  Patent 
No.  2,205,854  free  and  clear  of  any  claims  by  the  enemy 
alien  or  by  one  claiming  as  the  successor  to  the  enemy 
alien  under  this  1934  contract,  by  virtue  of  the  legal 
effect  of  Vesting  Order  No.  10,544. 

Therefore,  plaintiff,  in  conclusion,  submits  that  the 
judgment  of  the  Trial  Court  must  be  reversed  in  toto,  in 
view  of  the  uncontroverted  fact  that  to  complete  the  li¬ 
cense  claimed  by  defendant-appellant  an  agreement  on 
royalty  was  required  and  has  not  been  made  and  the  li¬ 
cense  claimed  accordingly  was  beyond  the  seizure  power 
of  defendant,  and  judgment  rendered  for  plaintiff-appel¬ 
lant  directing  the  Trial  Court  to  enter  an  order  direct- 
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ing  the  defendant-appellant  to  return  the  entire  right, 
title  and  interest  of  the  said  U.  S.  patent  No.  2,20b,854 
in  issue  to  plaintiff-appellant. 

Respectfully  submitted, 

MALCOLM  N.  RICH,  i 

CLARENCE  G.  CAMPBELL, 

11  Park  Place,  New  York  7,  N.  Y.^ 
Attorneys  for  Plaintiff. 


November  25,  1951. 
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PETITION  FOR  REHEARING 

To  the  Honorable  Circuit  Judges  for  the  United  States 
Court  of  Appeals  for  the  District  of  Columbia  : 

Your  Petitioner,  the  Plaintiff-Appellant  in  the  above 
identified  cause,  hereby  Petitions  this  Honorable  Court, 
for  a  reconsideration  of  its  decision  affirming  the  Tria! 
Court’s  decision  and  for  a  rehearing  on  the  controversial 
issues  raised  by  the  Plaintiff-Appellant  in  his  appeal; 
such  reconsideration  and  rehearing  being  believed  neces¬ 
sary  and  essential  to  do  justice  in  this  case  and  to  clarify 
the  record  on  these  issues  for  final  disposition  of  the 
case. 

% 

Your  Petitioner  avers  that  this  Petition  is  not  being 
filed  for  the  purpose  of  delay  but  for  the  purpose  of 
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obtaining  this  Court’s  specific  action  and  ruling  on  spe¬ 
cific  issues  of  fact  and  law  which  this  Court  in  its  decision 
has  failed  to  pass  on  and  in  the  absence  of  such  specific 
action  the  respective  rights  of  the  parties  involved  in  the 
property  in  issue  are  still  in  doubt  and  in  controversy ,  and 
will  so  remain  until  these  issues  are  disposed  of  by  this 
Court  specifically. 

Wherefore,  Your  Petitioner  avers  that  it  is  essential 
to  a  final  disposition  of  this  case  for  this  Court  to  rule 
specifically,  in  its  affirmance  of  the  Trial  Court’s  decision, 
on  the  issues  and  questions  of  fact  and  law  raised  in 
this  appeal  by  the  Plaintiff- Appellant  as  they  are  herein¬ 
after  stated.  As  a  foreword  to  these  issues,  it  is  first  to 
be  pointed  out  that  in  the  Judgment,  as  affirmed  by  this 
Court,  the  Trial  Court  has  ruled,  in  effect,  that  Defend¬ 
ant  under  the  Vesting  Orders  of  record  has  acquired, 
from  the  enemy  alien  party  to  the  1934  contract  of  rec¬ 
ord,  the  following  property  right  in  the  TJ.  S.  Patent  No. 
2,205,854  here  in  issue: 

An  exclusive  license  that  includes  the  right  to  sub-license 
others  and  the  right  but  not  the  obligaiion  to  sue  others 
under  the  patent,  which  license  is  subject  to  a  50-50  par¬ 
ticipation  right  of  Plaintiff  and  Defendant  in  the  royalties 
collected  by  Defendant  from  sub-licensees,  Provided,  how¬ 
ever,  that  Plaintiff  and  Defendamt  shall  agree  on  the  roy¬ 
alty  rate  at  which  Defendant  may  sub-license  others  or  be 
subject  to  a  Court  Order  setting  arbitrarily  the  royalty 
rate  to  which  they  must  agree. 

I.  Plaintiff’ s  Main  Grounds  for  Appeal  and  Main 
Grounds  for  This  Petition. 

Plaintiff  appealed  from  this  Judgment  on  the  grounds 
that  in  view  of  the  fact  that  the  Trial  Court  has  recog¬ 
nized  that  Plaintiff  and  the  enemy  alien  party  to  the  1934 
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contract  have  never  made  any  agreement  on  royalty  as  is 
required  by  the  provisions  of  paragraph  4  of  Section  5 
of  the  contract,  the  Trial  Court  was  in  clear  reversitjle 
error  in  its  finding  of  fact  that  Defendant  had  acquired 
by  seizure  an  exclusive  license,  it  being  self-evident  that  in 
the  absence  of  such  an  agreement  on  royalty  between 
Plaintiff  and  the  enemy  alien  the  exclusive  license  con¬ 
tract  itself  is  incomplete,  void  and  legally  unenforceabjle 
by  either  the  enemy  alien  or  by  Defendant  and  that  it  Js 
not  property  within  the  seizure  power  of  Defendant. 

Secondly,  Plaintiff  appealed  from  this  Judgment  on  the 
grounds  that  in  view  of  the  fact  that  the  1934  contract 
was  terminated  in  1938,  Defendant  cannot  be  considered 
as  having  stepped  into  the  shoes  of  the  enemy  alien  partly 
thereto  for  the  reason  that  a  terminated  contract,  per  s§, 
is  not  property  within  the  seizure  power  of  Defendant}. 
In  view  thereof  Defendant  can  only  be  considered  to  havfe 
acquired  under  either  Vesting  Order  such  property  right  js 
as  may  have  been  vested  (ab  initio)  in  the  enemy  alieiji 
by  virtue  of  its  1934  contract  or  which  by  some  affirmaf 
tive  act  of  the  parties  thereto  had  been  acquired  there]- 
under  as  a  vested  property  right  under  the  U.  S.  patent 
in  issue  by  the  enemy  alien  at  some  date  prior  to  these 
vesting  orders. 


Accordingly,  as  the  1934  contract  did  in  fact  require 
that  some  agreement  on  royalty  between  Plaintiff  and; 
the  enemy  alien  should  come  into  existence  at  some  fu-] 
ture  date  as  to  each  future  invention  made  by  Plaintiff 
during  the  life  of  the  contract,  and  as  the  record  evidence 
is  clear  and  unchallenged  that  such  an  agreement  on 
royalty  had  never  come  into  existence  as  to  this  inven-  j 
tion  or  any  other  invention  made  by  Plaintiff  during  the 
life  of  the  contract,  it  necessarily  follows  that  the  exclu¬ 
sive  license  contract  contemplated  between  the  parties 
as  to  the  invention  here  in  issue  never  came  into  legal 
existence  as  property  owned  by  the  enemy  alien  within 
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the  seizure  power  of  Defendant.  The  mere  right  under 
a  contract  to  acquire  a  license  is  not  open  to  seizure 
where  the  contract  itself  is  not  seizdble  due  to  its  termi¬ 
nation  prior  to  seizure. 

Under  this  situation,  it  is  self-evident  at  law  that  if  the 
enemy  alien  has  not  itself  exercised  this  contract  right 
to  consummate  an  exclusive  license  contract  in  and  to  the 
specific  invention  in  issue  at  some  date  prior  to  seizure 
a  valid  and  enforceable  exclusive  license  contract  that 
includes  an  agreed  upon  royalty  never  came  into  legal 
existence.  The  contract  right,  per  se,  to  so  create  a 
license  in  this  invention  in  issue  is  non-assignable,  per  se, 
by  the  enemy  alien  either  before  or  after  contract  termi¬ 
nation  by  the  specific  terms  of  the  1934  contract.  This 
bars  Defendant  from  attempting  to  seize  or  to  exercise 
this  right  where  he  cannot  step  into  the  contract  itself. 

A  third  ground  for  appeal  was  that  in  the  absence  of 
an  agreement  on  royalty  between  Plaintiff  and  the  enemy 
alien,  as  is  required  under  paragraph  4  of  Section  5  of 
the  1934  contract,  it  is  clearly  inequitable  for  the  Trial 
Court  to  assume  the  power  to  compel  Plaintiff  to  now 
agree  on  royalty,  or  on  any  other  element  of  an  exclusive 
license  contract  which  is  essential  thereto  for  validity 
and  enforceability,  with  Defendant  (a  total  and  un¬ 
friendly  stranger  to  the  1934  contract)  or  to  attempt  to 
compel  Plaintiff  to  accept  any  royalty  which  the  Trial 
Court  may  set  arbitrarily. 

Plaintiff  can  only  be  compelled  at  law  to  perform  those 
acts  he  has  by  prior  agreement  agreed  to  perform  or  to 
accept  that  consideration  under  a  contract  of  sale  which 
he  has  agreed  to  accept.  Plaintiff  and  the  enemy  alien 
have  not  consummated  a  license  contract  under  the  inven¬ 
tion  in  issue  or  the  patent  in  issue  by  coming  to  any 
agreement  on  royalty  as  the  Trial  Court  has  recognized, 
and  he  cannot  now  be  compelled  to  agree  to  anything  he 
has  not  committed  himself  to  agree  to  with  the  enemy 
alien. 
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A  fourth  ground  for  appeal  was  that  the  exclusive  li¬ 
cense  contract  defined  by  the  Trial  Court  in  its  decisio^ 
was  not  in  conformity  with  the  license  contract  contem¬ 
plated  between  Plaintiff  and  the  enemy  alien  under  th^ 
1934  contract  and  fails  to  specify  the  amount  of  royalty 
the  licensee  is  to  pay  the  licensor  thereunder  for  a  release 
of  its  infringement  of  the  patent,  and  in  that  respect  th^ 
license  is  invalid  and  unenforceable  at  law. 

Plaintiff  as  the  licensor  under  this  exclusive  license 
has  a  right  to  know  as  one  of  the  findings  of  fact  of  this 
case,  what  royalty  rate  the  licensee  has  agreed  to  pay 
to  him  under  the  license  for  his  infringement  of  the  pat+ 
ent  and  the  Trial  Court’s  Judgment  and  findings  of  fact 
are  completely  silent  on  this  important  element  of  the 
license  which  forms  the  main  and  essential  conflict  ifi 
this  controversy.  If  this  Court  cannot  find  in  the  record 
evidence  any  agreement  on  royalty  between  Plaintiff  and 
the  enemy  alien,  then  this  Court  must  necessarily  reverse 
the  Trial  Court’s  Judgment  in  toto. 

I 

By  its  affirmance  of  the  Trial  Court’s  Judgment  with¬ 
out  ruling  on  this  issue,  this  Court  has  adopted  this  basic 
error  of  the  Trial  Court. 

Plaintiff  strenuously  denies  that  the  1934  contract  can 
be  construed  in  law  or  in  reason  in  such  manner  as  to 
have  conveyed  an  exclusive  license  to  the  enemy  alien 
without  an  agreement  on  royalty ;  and  strenuously  asserts 
that  until  this  agreement  on  royalty  has  in  fact  been  made 
as  required  under  the  contract  none  of  the  subordinate  I 
rights  of  an  exclusive  license  can  be  exercised  by  the  pros-\ 
pective  licensee  or  enforced  by  any  Court. 

i 

At  law  and  in  equity  the  right  to  sub-license  others  and 
the  right  to  sue  others  are  each  recognized  as  being 
subordinate  to  the  exclusive  right  of  the  patent  grant  and 
rights  that  cannot  vest  in  or  be  exercised  by  the  licensee 
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until  the  exclusive  rights  have  been  acquired.  The  only 
way  the  exclusive  rights  in  and  to  this  invention  in  issue 
(together  with  the  subordinate  sub-licensing  right  and 
right  to  sue  others)  could  have  been  acquired  by  the 
enemy  alien  as  a  valid  license  is  by  the  enemy  alien  con¬ 
forming  to  the  provisions  of  paragraph  4  of  Section  5  of 
this  1934  contract. 

The  proofs  of  record  establish  that  the  enemy  alien 
failed  to  conform  with  the  provisions  of  paragraph  4  of 
Section  5  of  the  1934  contract  and  the  Trial  Court  has 
so  recognized  this  fact.  The  enemy  alien  therefore  never 
had  a  license  and  never  was  in  a  position  to  either  sub¬ 
license  others  or  to  sue  others  and  the  Trial  Court  is  in 
clear  error  in  recognizing  in  the  Judgment  that  either  of 
these  subordinate  rights  can  be  enforced  independently 
of  this  agreement  on  royalty. 

This  Court  should  recognize  that  it  is  clear  from  the 
1934  contract  that  the  parties  thereto  did  not  intend  to 
set  up  a  royalty-free  license  but  one  that  was  subject  to 
some  future  agreement  on  royalty  and  that  in  the  absence 
of  the  coming  into  existence  of  such  a  future  agreement 
on  royalty  it  was  clearly  not  the  intent  of  the  parties  to 
permit  the  enemy  alien  to  do  anything  it  pleased  with 
the  invention  in  issue  and  that  under  usual  and  common 
practices  following  established  principles  of  law  and 
equity,  it  was  clearly  not  the  intention  of  the  parties  to 
permit  the  enemy  alien  to  exercise  the  subordinate  rights 
of  sub-licensing  and  suing  others  without  first  having 
made  an  agreement  with  Plaintiff  on  royalty.  The  Trial 
Court  has  so  stated  this  finding  in  the  record. 

Inasmuch  as  Defendant  cannot  be  considered  as  having 
stepped  into  the  shoes  of  the  enemy  alien  in  the  termi¬ 
nated  1934  contract  and  can  only  seize  the  license  after 
this  agreement  on  royalty  has  been  made,  it  follows  that 
for  lack  of  an  agreement  on  royalty  between  Plaintiff  and 
the  enemy  alien,  Defendant’s  claim  of  licensing  rights 
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must  be  denied.  Defendant  has  either  seized  nothing  or 
has  seized  an  invalid  and  unenforceable  right  to  have  cl 
license.  j 

It  is  utterly  inequitable  and  contra  to  law  to  comipel 
anyone  to  come  to  an  agreement  with  anybody  on  any¬ 
thing  in  the  absence  of  a  previous  commitment  to  agree 
to  something  that  is  either  certain  or  ascertainable  from 
the  commitment  and  it  is  particularly  inequitable  to  com¬ 
pel  anyone  to  come  to  an  agreement  under  these  circujm- 
stances  with  one  who  is  a  total  and  unfriendly  stranger 
to  him.  This  is  what  the  Trial  Court  is  attempting  to  do 
by  this  Judgment.  Defendant  has  no  rights  except  those 
which  the  enemy  alien  himself  could  have  enforced  at  liw 
and  it  is  self-evident  that  in  the  absence  of  an  agreement 
on  royalty  no  U.  S.  Court  would  recognize  that  the  enenjiy 
alien  either  owned  a  license  or  even  had  the  right  ifco 
demand  a  license  from  Plaintiff. 

In  any  suit  brought  by  the  enemy  alien  to  compel  Plain¬ 
tiff  to  grant  a  license,  any  U.  S.  Court  would  hold  fd>r 
Plaintiff  on  the  major  premise  that  in  the  absence  of  la 
specific  agreement  on  royalty  as  to  this  specific  inventio'p 
in  issue,  the  enemy  alien  could  not  have  a  license  and  th^t 
the  contract  right  to  have  a  license  was  invalid  and  un¬ 
enforceable  under  the  general  prohibition  against  agree¬ 
ments  to  agree  and  specifically  against  the  general  rule 
that  a  license  in  which  the  royalty  is  left  open  to  futurj? 
agreement  is  invalid  and  unenforceable,  unless  that  royalty 
to  which  either  or  both  parties  must  agree  is  specified  or 
ascertainable  from  the  license  contract. 

Defendant  not  being  in  a  position  to  seize  the  1934  eonj 
tract  because  it  had  been  terminated  long  prior  to  seizur^ 
cannot  take  the  position  of  the  enemy  alien  in  this  contract 
or  sue  as  the  enemy  alien  to  enforce  this  1934  contract. 

| 

Wherefore,  this  Court  is  respectfully  requested  to  re-] 
view,  reconsider  and  grant  a  rehearing  on  these  grounds 
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of  appeal  and  to  give  a  specific  ruling  thereon  with  proper 
citations  of  law  disposing  of  these  issues. 

Plaintiff  requests  a  specific  ruling  by  this  Court  on  the 
following  points  of  law  and  fact : 

(1)  That  the  Judgment  is  inequitable  and  contrary  to 
established  U.  S.  law. 

(2)  That  the  Judgment  is  not  in  conformity  with  the 
license  contemplated  between  the  parties  to  the  1934 
contract. 

(3)  That  Plaintiff  has  never  made  this  or  any  other 
license  with  the  enemy  alien  under  this  U.  S.  patent. 

(4)  That  in  the  absence  of  proof  of  the  fact  that  the 
enemy  alien  party  to  the  1934  contract  had  con¬ 
formed  with  the  provisions  of  paragraph  4  of  Section 
5  of  the  said  contract,  the  Judgment  is  in  clear  error , 
as  without  an  agreement  on  royalty  the  enemy  alien 
has  not  acquired  a  license  or  the  subordinate  sub¬ 
licensing  rights  in  the  invention  in  issue  and  that 
until  this  agreement  has  been  made  between  Plain¬ 
tiff  and  the  enemy  alien  there  is  no  property  right 
or  license  open  to  seizure  by  Defendant  under  either 
Vesting  Order. 

(5)  That  the  Trial  Court  lacks  the  power  to  compel 
Plaintiff  to  agree  to  anything  he  has  not  previously 
committed  himself  to  agree  to  with  the  enemy  alien. 

(6)  That  the  Trial  Court  lacks  the  power  to  set  arbi¬ 
trarily  the  royalty  rate  at  which  Defendant  may  sub¬ 
license  others. 

(7)  That  the  Trial  Court  lacks  the  power  to  set  arbi¬ 
trarily  the  participation  rights  of  Plaintiff  and  De¬ 
fendant  in  the  royalties  collected  by  Defendant. 

(8)  That  now  to  compel  Plaintiff  to  come  to  an  agree¬ 
ment  with  Defendant  thereby  to  complete  the  license 
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defined  by  the  Judgment  would  result  in  a  new  con¬ 
tract  remote  from  that  contemplated  between  the 
parties  to  the  U934  contract. 

(9)  That  in  view  of  the  fact  that  the  1934  contract  in 
issue  had  been  terminated  in  1938  Defendant  can¬ 
not  be  considered  to  have  stepped  into  the  shoes  of 
the  enemy  alien  party  to  this  contract  and  cannot 
now  obtain  specific  performance  of  any  unexercUed 
enemy-owned  rights  under  the  contract. 

(10)  That  in  view  of  the  fact  that  the  enemy  alien  has 
not  only  failed  to  conform  with  the  provisions  of 
paragraph  4  of  Section  5  of  the  1934  contract  bat 
has  also  refused  to  accept  the  obligations  of  a  licen¬ 
see  to  undertake  exploitation  of  the  invention  as  is 
required  under  the  1934  contract  and  as  is  impliedly 
required  from  any  exclusive  licensee  if  not  specified 
in  the  license,  the  Trial  Court’s  Judgment  that  the 
enemy  alien  had  an  exclusive  license  and  that  De¬ 
fendant  has  under  the  Vesting  Orders  acquired  such 
an  exclusive  license  is  in  clear  error  as  contra  to 
these  evidentially  established  facts. 

(11)  That,  in  view  of  the  fact  that  the  evidence  of  record 
establishes  that  the  enemy  alien  had  abandoned  i(s 
right  under  the  1934  contract  to  consummate  the 
license  contemplated  therein  between  the  parties 
thereto  under  all  future  inventions  and  in  the  spe¬ 
cific  invention  in  issue,  by  refusing  to  undertake 
commercial  exploitation  of  the  invention  and  by  fail¬ 
ing  to  make  any  effort  to  conform  with  the  provi¬ 
sions  of  paragraph  4  of  Section  5  of  the  contract!, 
it  must  be  held  that  the  entire  right,  title  and  inter¬ 
est  of  U.  S.  Patent  2,205,854  was  and  still  is  veste(jl 
in  Plaintiff. 

i 

(12)  That,  in  view  of  the  fact  that  the  enemy  alien  prio\ 
to  seizure  has  granted  to  Plaintiff  the  full  power  of 
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attorney  to  sell  or  otherwise  dispose  of  both  the 
U.  S .  and  German  patent  rights  reserving  to  itself 
only  the  right  to  acquire  from  Plaintiff  a  non-exclu¬ 
sive  license  under  the  German  patents  at  a  royalty 
rate  to  be  agreed  on,  which  power  of  attorney  has 
never  been  revoked  and  cannot  now  be  revoked  by 
the  enemy  alien  or  by  Defendant  and  is  binding  on 
Defendant  under  cited  decisions ,  it  must  be  pre¬ 
sumed  that  any  and  all  rights  then  held  by  the 
enemy  alien  in  and  to  the  U.  S.  Patent  2,205,854 
were  extinguished  and  that  Plaintiff  now  holds  all 
rights  in  and  to  the  said  U.  S.  Patent. 

(13)  That  the  Court’s  decision  based  on  the  acts  of  the 
parties  subsequently  to  the  termination  of  the  1934 
contract  is  in  clear  error  as  contra  to  the  unchal¬ 
lenged  proofs  of  record  establishing  that  the  enemy 
alien  not  only  failed  to  comply  with  the  provisions 
of  paragraph  4  of  Section  5  of  the  1934  contract 
but  that  the  enemy  alien  did  not  want  to  become  a 
licensee  under  this  invention  and  has,  in  fact,  by 
way  of  a  power  of  attorney  to  Plaintiff,  divested 
itself  of  all  rights  under  the  1934  contract  to  have 
an  exclusive  license  and  has  retained  for  itself  only 
the  right  to  have  a  non-exclusive  license  under  the 
German  patents  on  terms  to  be  agreed  on,  all  said 
acts  being  done  long  prior  to  seizure  and  being  con¬ 
cluded  acts  binding  on  the  Defendant. 

( 14)  That  Defendant  under  the  law  is  limited  to  the  seiz¬ 
ure  of  enemy-owned  property  and  that  his  claim  for 
license  rights  under  this  U.  S.  Patent  No.  2,205,854 
must  be  denied  on  the  grounds: 

(a)  That  he  cannot  seize  or  step  into  the  shoes  of 
the  enemy  alien  in  the  terminated  1934  contract. 

(b)  That  he  can  only  seize  or  be  considered  to  have 
seized  any  license  consummated  by  the  parties 
thereto  under  the  1934  contract. 
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(c)  That  so  to  consummate  a  license  it  is  required 
by  paragraph  4  of  Section  5  of  the  said  contract 
that  an  agreement  on  royalty  shall  be  made,  I 

(d)  That  the  evidence  of  record  shows  that  Plain¬ 
tiff  and  the  enemy  alien  never  made  such  an 
agreement  on  royalty  on  the  invention  of  the 
patent  here  in  issue. 

(e)  That  in  view  of  the  clear  intent  of  the  enejny 
alien  not  to  undertake  exploitation  of  the  in¬ 
vention  in  issue  and  by  an  agreement  on  roy¬ 
alty  to  consummate  a  license  under  this  inven¬ 
tion;  and  in  view  of  the  grant  of  the  full  povter 
of  attorney  to  Plaintiff  by  the  enemy  alien  to 
sell  or  otherwise  dispose  of  this  U.  S.  patent, 
it  must  be  held  that  Plaintiff  and  the  energy 
alien  never  concluded  any  license  agreement 
upon  specified  royalty  terms  and  that  Defend¬ 
ant’s  claim  for  license  rights  acquired  by  seizure 
therefore  is  invalid. 

(f)  That  Defendant  cannot  seize,  as  property  own<td 

by  an  enemy  alien,  the  bare  contract  right  in  a 
terminated  contract  to  have  a  license  nor  can 
Defendant  obtain  specific  performance  of  any 
unexercised  rights  under  the  terminated  con¬ 
tract  to  complete  or  consummate  a  license  con¬ 
tract,  and  that  in  the  absence  of  proof  of  soifie 
prior  agreement  between  the  Plaintiff  and  thje 
enemy  alien  on  royalty  it  must  be  held  that  thje 
enemy  alien  did  not  own  a  valid  and  unenforce¬ 
able  license.  *  I 

(g)  That  Defendant  has  no  rights  at  law  that  are 
not  those  of  the  enemy  alien  party  to  the  1934 
contract  and  cannot  enforce  those  rights  that 
the  enemy  alien  himself  cannot  enforce. 

On  these  grounds  the  Trial  Court  is  in  clear  re¬ 
versible  error  and  this  Court  will  so  recognize  this 
fact  on  reconsideration  and  rehearing  to  rule  specify 
cally  on  these  undecided  controversial  issues. 
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II.  Specific  Errors  Requiring  Review  and  Recon¬ 
sideration. 

(1)  Error  of  the  Court  of  Appeals  in  its  statement  of  Plain¬ 
tiff’s  contentions  in  this  Appeal. 

Contra  to  the  Court’s  statement  of  Plaintiff’s  position 
in  this  appeal  (appearing  on  pages  2  and  3  of  the  deci¬ 
sion)  Plaintiff  asserts  and  contends  in  the  issues  raised 
on  appeal  that  under  the  express  provisions  of  paragraph 
4  of  Section  5  of  the  1934  contract  between  Plaintiff  and 
the  enemy  alien,  the  license  right  granted  by  Plaintiff 
to  the  enemy  alien  in  all  future  inventions  by  Plaintiff, 
in  the  broad  and  indefinite  field  of  original  research  spe¬ 
cified  under  the  contract  between  Plaintiff  and  the  enemy 
alien  was  made  subject  to  a  future  agreement  on  royalty 
i as  to  each  future  invention  made  by  Plaintiff;  and  that 
in  view  of  this  fact  it  cannot  be  held  that  a  license  was 
created  by  this  contract  in  every  invention  which  at¬ 
tached  thereto  as  of  the  date  of  invention  without  con¬ 
formity  with  this  condition,  as  this  holding  contradicts 
the  obvious  intent  of  the  parties  thereto ;  and  that  it  must 
be  held  by  a  U.  S.  Court  that  no  license  can  come  into 
legal  existence  as  a  choate  and  seizable  property  right 
held  by  the  enemy  alien  under  the  contract,  as  to  any 
specific  invention,  until  this  agreement  on  royalty  as  pro¬ 
vided  for  and  as  required  under  paragraph  4  of  Section  5 
therein  had  in  fact  been  made  betiveen  the  parties  thereto. 

That,  as  the  proofs  of  record  clearly  and  without  ques¬ 
tion  establish  the  fact  that  Plaintiff  and  the  enemy  alien 
never  had  made  such  an  agreement  on  royalty  on  the  in¬ 
vention  in  issue  or  any  other  invention  made  by  Plaintiff 
during  the  life  of  this  1934  contract,  it  necessarily  must 
be  held  that  the  parties  to  the  1934  contract  had  never 
consummated  the  exclusive  license  contemplated  therein. 
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That,  to  the  contrary,  the  proofs  of  record  clearly  es¬ 
tablish  that  the  enemy  alien  long  prior  to  seizure  of 
either  the  patent  or  of  any  of  the  enemy  alien’s  property 
rights  under  the  1934  contract,  had  in  writing  expressly 
abandoned  the  invention  of  this  U.  S.  patent  and  its  ri<fht 
for  an  exclusive  license  thereunder  by  refusing  to  under¬ 
take  commercial  exploitation  of  the  invention  (the  assum¬ 
ing  of  which  obligation  is  required  in  the  contract  and 
impliedly  of  every  exclusive  licensee)  and  by  granting 
to  Plaintiff  the  full  power  to  dispose  of  the  invention, 
as  patented  here  in  the  U.  S.  and  in  Germany,  reservijng 
only  to  itself  the  right  to  have  a  non-exclusive  license 
in  Germany  on  terms  to  be  agreed  on,  in  view  of  which 
proofs  it  must  be  held  that  Plaintiff  is  the  sole  owner  of 
the  exclusive  rights  in  the  U.  S.  patent  in  issue.  \ 

That,  in  view  of  these  proofs  of  record,  the  Trial  Cot(rt 
was  in  clear  and  reversible  error  in  its  ruling  that,  tjie 
enemy  alien,  as  of  the  date  of  seizure,  held  either  a  li¬ 
cense  or  owned  a  seizable  property  right  in  this  U.  S. 
Patent  No.  2,205,854,  and  reconsideration  of  this  error  is 
accordingly  essential  and  required  under  this  Petition. 

(2)  Error  of  Court  as  to  German  Law. 

The  Trial  Court  and  this  Court  are  in  clear  reversible 
error  as  to  the  question  of  fact  of  the  German  law  appli¬ 
cable  to  the  instant  set  of  facts. 

Plaintiff’s  appeal  has  raised  as  an  issue  the  question 
of  fact  as  to  whether  or  not  under  the  Gennan  law  & 
license  was  created  under  the  1934  contract  or  consum¬ 
mated  by  act  of  the  parties  thereto  at  any  time  prior  tp 
seizure.  This  is  a  vital'  issue  in  this  case. 

As  to  this  error,  the  attention  of  this  Court  is  directek 
to  Defendants’  Exhibit  58 A t,  appearing  on  page  392  of 
the  printed  record  (Decisions  in  Civil  Cases,  Vol.  139) 
and  to  the  testimony  of  Defendants’  witness  (Schock) 
relative  thereto  and  in  particular  to  this  witness’  testi- 
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mony  on  cross-examination  printed  in  the  record  on 
pages  226-227. 

A  review  of  the  witness’  testimony  will  show  that  De¬ 
fendants’  Exhibit  58AX  (the  German  text  of  which  was 
entered  as  Ex.  57)  is  relied  on  by  this  witness  as  sustain¬ 
ing  her  testimony  that  the  German  law  had  changed  as  a 
result  of  this  decision  from  that  stated  by  Plaintiff’s 
witness  (David)  in  his  testimony  on  pages  152  to  186  to 
one  of  automatic  attachment. 

The  Court  will  recognize  from  David’s  testimony 
based  on  Ex.  15-15a  (Record  p.  282)  that  this  witness 
stated  that  the  German  law  applicable  under  the  set  of 
facts  presented  by  the  1934  contract  was  that  no  rights 
in  and  to  a  future  invention  can  be  created  by  contract 
(employer-employee  contracts  excepted)  and  that  any 
attempt  so  to  create  rights  in  future  inventions  by  con¬ 
tract  results  in  the  creation  of  a  mere  option. 

David  further  stated  the  German  law  pertinent  to  the 
set  of  facts  here  involved  to  be  that  the  mere  option  to 
have  a  license  under  any  future  invention  that  was  cre¬ 
ated  by  this  1934  contract  came  into  legal  existence  only 
when  the  future  invention  came  into  being  and  that  in 
the  instant  case  this  option  was  conditioned  by  the  re¬ 
quirement  of  paragraph  4  of  Section  5  of  the  1934  con¬ 
tract  for  an  agreement  on  royalty  between  the  parties  to 
the  contract;  and  that  until  this  agreement  was  made 
between  the  parties  to  the  contract  the  license  did  not 
come  into  legal  existence  as  a  valid  and  enforceable  li¬ 
cense  contract  under  German  law. 

Defendants’  witness  (Schock)  on  the  basis  of  this  1932 
decision  (Ex.  58 AJ  stated  that  this  decision  changed  the 
law  as  stated  by  David  to  make  the  license  valid  and 
attaching  automatically  as  of  the  date  of  the  coming  into 
existence  of  the  invention  irrespective  of  the  condition 
for  the  agreement  on  royalty  .appearing  in  paragraph  4 
of  Section  5. 
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It  is  believed  that  the  Court,  on  reconsidering  this  ques¬ 
tion  of  fact  placed  in  issue  by  Plaintiff  in  this  Apjieal, 
will  recognize,  from  a  reexamination  of  Defendants’  Ex. 
58A1?  that  this  decision  fails  completely  to  substantiate 
the  statement  of  the  law  given  by  Defendants’  witness 
(S chock)  or  her  statement  that  the  law  has  been  changed, 
and  that  it  does  in  fact  fully  sustain  and  substantiate  the 
statement  by  Plaintiff’s  witness  (David)  as  to  the  Ger¬ 
man  law  applicable  to  the  instant  set  of  facts. 

I 

In  particular  it  is  believed  that  the  Court  will  recog¬ 
nize  that,  in  the  set  of  facts  involved  in  this  decision 
of  Ex.  58A„  the  fact  that  the  parties  involved  in  the  con¬ 
tract  there  in  issue  had  made  a  specific  agreement  on  thd 
amount  of  royalty  (namely,  D/0%)  completely  removes 
this  decision  as  being  pertinent  to  the  instant  case  and 
directly  refutes  the  testimony  of  Schock  on  the  state  of 
the  law  and  the  applicability  of  this  decision  to  the  in¬ 
stant  case  and  sustains  fully  the  testimony  of  David  on 
this  point  of  law.  Moreover,  the  inventor  involved  in 
the  contract  under  consideration  in  this  decision  v^as 
hired  specifically  to  work  on  and  to  improve  a  specific 
invention  which  further  removes  this  decision  from  beihg 
pertinent  or  as  substantiating  Schock,  and  brings  the 
law  question  involved  under  the  decisions  pertinent  to 
Employer-Employee  contracts. 

I 

As  the  evidence  of  this  Exhibit  58AX  was  relied  cjn 
specifically  by  the  witness  Schock  as  sustaining  h^r 
statement  that  David  was  wrong  in  his  statement  of  tlje 
law,  and  as  it  fails  in  these  particulars  so  to  sustain  the 
witness’  testimony  on  this  main  issue,  the  testimony  anjd 
proof  of  the  witness  David  must  be  accorded  full  valute 
and  accepted  on  this  main  fact  issue,  wherefore  recon¬ 
sideration  of  this  error  is  clearly  warranted  under  this 
Petition. 
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(3)  Error  of  the  Trial  Court  in  failing  to  recognize  that 
Defendant  is  bound  by  the  concluded  acts  of  the  par¬ 
ties  prior  to  seizure  in  any  contract  in  which  an  enemy- 
owned  interest  has  been  acquired  by  seizure. 

The  record  evidence  has  established: 

(a)  That  subsequently  to  termination  of  the  1934  con¬ 
tract  on  December  31,  1938,  and  prior  to  seizure 
by  the  Defendant,  the  enemy  alien  party  to  the 
contract  in  1939  refused,  in  writing,  to  assume  the 
first  and  most  essential  obligation  of  an  exclusive 
licensee  by  refusing  to  undertake  commercial  ex¬ 
ploitation  of  the  invention  as  required  under  the 
1934  contract. 

Defendant  is  bound  by  this  act  and  cannot  now 
rescind  and  reassert  this  right. 

(b)  That  in  1940  the  enemy  alien  granted  to  Plaintiff 
the  full  power  of  attorney  to  sell  or  otherwise  dis¬ 
pose  of  the  invention,  as  patented  in  the  TJ.  S.  and 
in  Germany,  wdth  the  sole  restriction  that  there 
shall  be  reserved  for  the  enemy  alien  in  Germany 
only  a  non-exclusive  license  under  the  German  pat¬ 
ents  at  a  royalty  rate  still  to  be  agreed  on. 

This  power  of  attorney  has  never  been  revoked 
and  cannot  now  be  revoked  by  either  the  enemy 
alien  or  by  Defendant  and  Defendant  is  bound  by 
this  concluded  act  and  must  recognize  Plaintiff  as 
the  sole  owner  of  the  entire  right,  title  and  inter¬ 
est  in  and  to  this  U.  S.  patent. 

These  concluded  acts,  moreover,  completely  re¬ 
fute  the  Trial  Courts’  finding  of  fact  that  as  of 
the  date  of  seizure  the  enemy  alien  held,  as  a  seiz- 
able  property  right,  a  completed  license  contract 
or  a  valid  and  legally  enforceable  exclusive  license, 
as  there  has  not  been  any  agreement  on  royalty 
between  Plaintiff  and  the  enemy  alien  and  the 
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enemy  alien  has  abandoned  and  demonstrated  a 
clear  intent  to  abandon  its  right  so  to  make  an 
agreement  on  royalty  with  the  Plaintiff.  j 

On  this  error  the  Trial  Court  should  have  bpen 
reversed  in  toto. 

I 

(4)  Error  of  Trial  Court  in  Arriving  at  Decision. 

The  record  shows  (p.  236,  Sec.  311)  that  the  Tjial 
Court  arrived  at  its  decision  on  the  basis  of  the  acts  of 
the  parties  subsequently  to  termination  of  the  contract 
without  due  consideration  of  the  negativing  effect  of  ^he 
evidence  of  record  that  the  enemy  alien  prior  to  seizure 
had  abandoned  its  license  rights  and  had  granted  fiill 
power  of  attorney  to  Plaintiff  to  dispose  of  this  U.  S. 
patent,  which  power  of  attorney  has  not  been  revoked. 

It  is  self-evident  that  no  acts  of  the  parties  to  the  1934 
contract  that  does  not  include  a  specific  agreement  between 
the  said  parties  on  royalty  can  be  construed  as  consummat¬ 
ing  the  license  contract,  even  if  the  acts  of  the  said  parties 
can  be  construed  as  keeping  alive  the  enemy  alien’s  cob- 
tract  right  to  so  consummate  the  license  contract.  The 
only  act  between  the  Plaintiff  and  enemy  alien  that  c^n 
be  recognized  as  consummating  the  license  is  an  agree¬ 
ment  on  royalty  as  provided  for  in  paragraph  4  of  Section 
5  of  the  1934  contract. 

i 

On  this  error  the  Trial  Court  should  have  been  reversed 
in  toto.  j 

i 

(5)  Error  of  Court  in  requiring  in  its  Judgment  an  agree¬ 
ment  between  Plaintiff  and  Defendant  on  the  royalty 
rate  at  which  Uefendant  may  sublicense  others ,  where 
the  proofs  show  that  Plaintiff  and  the  enemy  alien 
have  not  consummated  the  license  prior  to  seizure  by 
coming  to  an  agreement  on  royalty  as  required  under 
the  1934  contract  (paragraph  4,  Section  5)  end  where 
there  is  no  requirement  in  the  1934  contract  sustain¬ 
ing  the  Court’ s  order. 

On  this  error  the  Trial  Court  should  have  been  reverseej. 
in  toto. 
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(6)  Error  of  the  Court  in  awarding  50-50  participation 
rights  to  Plaintiff  and  Defendant  in  all  royalties  col¬ 
lected  from  licensees  under  the  U.  S.  patent  in  issue 
where  the  record  proof  establishes  that  the  provisions 
of  paragraph  4  of  Section  5  of  the  1934  contract  has 
not  been  complied  with  by  the  enemy  alien  thereby 
to  give  life  and  effectiveness  to  the  provisions  of  para¬ 
graph  5  of  Section  5  of  the  contract. 

On  reconsideration  of  this  error,  the  Court  must  recog¬ 
nize  that  the  1934  contract  being  between  a  German  na¬ 
tional  and  a  national  of  a  country  foreign  to  Germany  and 
being  in  the  German  language  and  expressly  providing 
therein  that  the  law  of  Germany  applies  thereto,  must  be 
construed  as  dealing  primarily  with  patent  rights  in  Ger¬ 
many  and  only  secondarily  with  patent  rights  in  countries 
foreign  to  Germany. 

With  this  fact  in  mind,  the  grant  of  a  license  contained 
in  paragraph  3  of  Section  5  of  the  1934  contract  must  be 
considered  the  grant  of  an  exclusive  license  in  Germany 
and  by  recognized  rules  of  contract  construction,  this  li¬ 
cense  grant  is  clearly  subject  to  the  provisions  of  para¬ 
graph  4  of  Section  5  which  requires  the  enemy  alien  to 
come  to  an  agreement  with  Plaintiff  on  royalty  in  each 
future  invention. 

Until  the  provisions  of  paragraph  4  of  Section  5  have 
been  complied  with  it  is  obvious  that  none  of  the  provisions 
of  paragraph  5  of  Section  5  come  into  being,  it  being 
clearly  recognized  and  accepted  under  patent  licenses  that 
the  right  to  sub-license  others  is  subordinate  to  and  de¬ 
pendent  from  the  exclusive  right  and  cannot  separately  be 
licensed.  Accordingly,  the  Court  is  in  clear  error  in  assum¬ 
ing  that  any  of  the  provisions  of  this  paragraph  5  of 
Section  5  can  be  enforced  against  Plaintiff  in  the  absence 
of  full  compliance  with  paragraph  4  of  Section  5. 
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The  important  fact  to  hold  in  mind  in  reconsidering  this 
question  of  participation  rights  is  that  this  participation 
right  is  dormant  and  remains  inoperative  until  Plaintiff 
and  the  enemy  alien  have  agreed  on  royalty  under  the  l  ex¬ 
clusive  license  contemplated  for  the  German  rights  all  in 
accord  with  the  specific  wording  of  the  1934  contract. 

i . 

No  such  exclusive  license  having  been  consummated  by 
the  parties  to  the  1934  contract  by  an  agreement  on  royalty 
as  the  Trial  Court  has  recognized,  the  Trial  Court  isl  in 
clear  reversible  error  in  attempting  to  by-pass  or  to  mkke 
unimportant  in  its  decision  actual  consummation  of  jthe 
primary  exclusive  license.  It  is  self-evident  that  a  firee 
license  was  not  granted  in  this  1934  contract  to  the  enefny 
alien  and  the  Trial  Court  has  so  recognized  this  fact.  The 
provisions  of  paragraph  4  of  Section  5  directly  refute  tfiis 
assumption.  A  consideration  for  the  license  being  deafly 
contemplated  between  the  parties  and  required  under  ihe 
1934  contract  but  left  open  to  future  agreement  between 
the  parties  and  this  agreement  not  having  been  made  be¬ 
tween  the  parties  to  the  contract,  no  license  ever  came  into 
existence  for  seizure  by  Defendant  and  the  sub-licensihg 
rights  accordingly  remain  dormant  and  unenforceable  ajid 
not  open  to  seizure. 

Since  the  proven  facts  show  that  the  enemy  alien  had  no 
exclusive  license,  the  enemy  alien  could  not  have  had  a^y 
of  the  subordinate  sub-licensing  rights,  and  the  Trial  Court 
is  in  clear  reversible  error  in  attempting  to  enforce  the^e 
subordinate  sub-licensing  rights  independently  of  the  para¬ 
mount  exclusive  license  rights. 

Wherefore,  in  view  of  the  above  enumerated  errors  6f 
the  Trial  Court  which  this  Court  by  affirmance  has  adopted 
and  the  additional  errors  of  this  Court  appearing  in  tl^e 
wording  of  the  decision  of  this  Court,  your  Petitioner  ^s 
believed  clearly  entitled  to  have  this  Petition  for  a  recoil- 
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sideration  and  a  rehearing  of  said  errors  granted  in  order 
to  correct  the  inequities  and  errors  of  the  decision  of 
record. 

Respectfully  submitted, 

Malcolm  N.  Rich, 
Clarence  G.  Campbell, 
Attorneys  for  Plaintiff- Appellant. 

Dated :  September  20,  1952. 


Two  printed  copies  of  the  foregoing  Petition  for  Re¬ 
hearing  have  been  received  by  Samuel  Z.  Gordon,  attorney 
for  Defendant-Appellant  this  day  of  September, 

1952. 


